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SYNOPSIS OF HEARINGS OF SUBCOMMITTEE ON 
PATENTS, TRADEMARKS, AND COPYRIGHTS 


October 10, 11, and 12, 1955 





Monpay, Ocroser 10, 1955 
MORNING SESSION 


Chairman Joseph C. O’Mahoney, in his opening statement, said that 
the hearings were not an investigation but a study in which the 
best minds in the patent field are being requested to contribute their 
suggestions for the modernization of the patent system. The central 
patent issue is the relation of the individual inventor and the business 
concern which puts inventions on the market (2).1. There are at least 
six phases to this problem. First, the business problems of the in- 
ventor in financing research, obtaining patents and marketing inven- 
tions. Second, achievi ing a satisfactory working arrangement Det ween 
industry and inventors to the benefit of the public, the inventor, and 
the producer. Third, the high percentage of patents held invalid. 
Fourth, the cost of obtaining patents and of patent litigation. Fifth, 
the time consumed by the courts in reaching decisions. Sixth, the ade- 
quacy of the administration of the Patent Office (3). 

The chairman stated that Commissioner of Patents Robert C. Wat- 
son and Mr. P. J. Federico would cooperate in the preliminary work 
of the committee (4). 

Donn Bennett, director of The Big Idea, Station WCAU-TV, 
Philadelphia, described the nature of his television program which 
gives the independent inventor a chance to demonstrate his invention, 
tell the story behind it and ask for help in promoting it. In 6144 
al 1,600 inventors have presented their ideas and of that number 

7 percent have sold their inventions, receiving from a few thousand 
dollars a year to, in 3 instances, into the millions. Twelve thousand 
companies have written in requesting information about the program. 
Approximately 36,000 inventors have submitted their ideas (5). 

William C. Brennen, representing John W. Anderson, president 
of the National Patent Council, stated that his organization is an asso- 
ciation of inventors, small research laboratories, and corporations who 
have an interest in the patent system. Mr. Brennen emphasized the 
lag that exists between the time that a patent application is filed and 
the time that a patent is granted. This tends to decrease the incentive 
the small inventor needs to produce his work (6). 

Alvin M. Marks, an inventor from Whitestone, N. Y., stated that in 
some cases it is not desirable to rush a patent application through the 
Patent Office because the inventor may not be ready to market ‘it and 


1Page reference to hearings. 
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research and development may be continuing while the application is 
pending. He pointed out that there is a procedure for making appli- 

cations special if there is danger of infringement. Mr. Brennen stated 
that special treatment of applications was difficult to come by and that 
the large percentage of patents could not qualify for such special treat- 
ment. The lag in prosecution was of concern to the many who could 
not qualify for special treatment. 

Mr. Bennett replied that with respect to inventions that had been 
sold as a result of his program, he could not think of a single instance 
where the lack of the issuance of the patent itself had w ithheld the sale 
of the invention. In many cases the purchasers are pleased that the 
application is still pending so that the application may be improved in 
its coverage. 

The Commissioner of Patents stated that the needs of the inventor 
for the prompt issuance of a patent vary from man to man. Certain 
inventors wish their patents to issue promptly because purchasers will 
not agree to invest money unless there is definite assurance that a patent 
will be forthcoming (8). On the other hand, other interests obtain 
patents only for defensive purposes and do not need prompt issuance. 
The Patent Office is giving study to the liberalization of petitions to 
make applications special. 

William R. Ballard, representing the National Association of Manu- 
facturers, placed in the record a formal statement. This statement em- 
phasized that the patent system, including the Patent Office itself, has 
been set up entirely for the benefit of the public and not for the benefit 
of inventors as such. The purpose of the patent system is to improve 
the standard of living of the people by offering a reward to those mak- 
ing improvements. The public is not concerned with who makes in- 
ventions or who owns them. The number of inventions coming out 
of organized company research in recent years is not an evil. Many 
of the greatest single advances have come from the individual inven- 
tor (9). Mr. Ballard continued by stating that there is nothing wrong 
with the substance of the patent law but the trouble is in its adminis- 
tration. ‘There is too much delay in getting patents issued, their valid- 
ity after issuance is too often subject to question, the cost of getting 
patents is perhaps too high, the cost of enforcing patents in the courts 
and delays involved are too great; and we have been suffering from 
misunderstanding about patents in the courts and elsewhere. The 
first two problems mentioned can be cured by adequately staffing and 
equipping the Patent Office. Many individual inventors have had 
great financial success and corporations generally lean over backward 
in their efforts to deal fairly with the individual inventor. Mr. Bal- 
lard’s statement also referred to the fees charged by the Patent. Office 
and the necessity of honoring patents which have been issued. (10) 

In his oral statement, Mr. Ballard called attention to the fact that 
the Constitution in saying that patents should be issued to inventors, 
pointed out that Congress is the one that promotes the progress of 
science and useful arts and not the inventor after he gets the patent. 

The public should not be concerned with forcing the inventor into any 
channel of development of the invention or otherwise. 

P. J. Federico of the Patent Office stated that it was extraordinarily 
difficult to estimate what proportion of patents that are issued by the 
Patent Office ever find a useful market (11). Mr. Ballard mentioned 
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that we must leave to economic effect which patents are used and which 
are not used and that one cannot tell when he applies for a patent 
whether it will win its way in the market. 

Albert I. Kegan, professorial lecturer on patents in Northwestern 
University Law School, emphasized the difference between a patent and 
an invention. In his opinion, every patent serves a useful purpose 
when it is printed by the Patent Office, because it makes the knowledge 
disclosed in the patent available to the public. If the patent disc loses 
an inferior invention, nevertheless it renders a service in that it keeps 
other inventors from spending time and money reinventing the same 
subject matter. He agreed that steps should be taken to lessen the lag 
in pendency of patent “applications 1 in the Patent Office. 

Hon. G. Fritz Lanham, representing the National Patent Council, 
and formerly chairman of the House Committee on Patents, sté ited 
that his 25 years of service on the House Committee on Patents led 
him to the conclusion that the prosperity of the country, industry, and 
otherwise depends upon the independent inventor (13). The impor- 
tant thing is to preserve and promote the incentive of the nckavichand 
inventor. The incentive is being impaired by reason of the fact that 
the inventor must wait 4 years to get final action on his patent applica- 
tion. In response to a question from the chairman, he suggested that 
larger appropriations be made to the Patent Office so that the backlog 
of pending applications can be lessened. The chairman pointed out 
that the salary of the Commissioner of Patents is not as great as the 
heads of other bureaus in the Government and that the highest civil- 
service grade for patent examiners in the Patent Office is grade 13, 
whereas other agencies pay higher salaries for comparable responsi- 
bility. Mr. Lanham stated that he thought the Patent Office should 
be independent of the Department Commerce (14). He further stated 
that the incentive to the small inventor must be maintained and the 
functions and operations of the Patent Office should not be impaired. 

Frank Hyman, an inventor of Baltimore, Md., stated that when 
companies adopt inventions they should at least issue invitations to the 
inventor to bid on manufacturing items involving such inventions (15). 

Mr. Kegan stated that raising the salaries of Patent Office examiners 
would not prevent industry from hiring Patent Office personnel. He 
recommended that corporations maintaining patent departments 
should adopt the policy of hiring men out of engineering school or law 
school and training them themselves rather than taking men out of the 
Patent Office. The Commissioner of Patents stated that an arbitrary 
prohibition preventing examiners from leaving to seek private employ- 
ment would make it difficult to recruit examiners in the first instance. 
He stated that the German Patent Office has no difficulty in increasing 
its staff merely by announcing that positions are available and qui alified 
applicants having proper educational and industrial experience apply 
(16). In Germany, the patent examiner has prestige and salary such 
that there is no problem of recruitment. The Commissioner stated 
that the principal difficulty in retaining personnel in the United States 
Patent Office is in the higher salary grades. When an examiner 
reaches the GS-12 grade he finds it difficult to progress further, and 
leaves the Patent Office in order to better himself. 

Herman Cohn, an inventor of Baltimore, Md., wishes to encourage 
inventors by securing the cooperation of colleges (18) in furnishing 
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technical assistance to the inventor in return for participation in the 
financial returns on a royalty basis (18). 

Roger McLean, representing the Sinclair Oil Co., related that under 
the guidance of P. C. Spencer, president, the company offered to make 
available to any independent inventor the facilities of its laboratory to 
test out any invention relating to improved petroleum products or a 
use, of a petroleum product in return for a royalty-free license for 
Sinclair’s own operations. There were 6,000 inquiries and 400 ideas 
suggested, more than half completely outside the petroleum field. 
About 30 ideas came within the ambit of the plan. Two-thirds of 
those were excluded because they were not the subject of patent appli- 

cations or patents. All but three were excluded on the basis of a 
screening that indicated that they did not make sense. Three were 
tested out. Two were unsuccessful. The third turned out to be eco- 
nomically unsound. The conclusion drawn was that there is no inde- 
pendent inventor really in need of help in this particular field. The 
second conclusion was that the number of things submitted outside 
the scope of the plan showed that there is need for some help of the 
independent inventor outside the petroleum field (20). 

William R. Woodward, a patent attorney, called attention to the 
Research Corp. in New York which has arrangements with universi- 
ties for developing inventions that are submitted by members of the 
university staffs on a royalty-sharing basis (21). 

Dr. Archie Palmer, representing the National Research Counc il, a 
foundation in Washington which aids Government, industry, and 
universities, stated that his organization has been working in this 
field and has published a number of books and articles on the subject 
of nonprofit research management. Research Corp. is a striking ex- 
ample of this type of management. It has served many independent 
inventors as well as a number of universities throughout the country. 
However, according to Dr. Palmer, Mr. Cohn’s proposal would place 
universities in an embarrassing position since it would be asking them 
to undertake things beyond the scope of their charter and teaching 
purpose. Several of these universities have themselves turned to 
Research Corp. for assistance. Others have organized separate re- 
search corporations, such as those at Wisconsin and Rutgers (22). 

Dr. Palmer pointed to the need for recognition of the rights and 
equities of the parties involved, particularly the inventor, and that 
the National Research Council, for the benefit of Government, indus- 
try, and the universities, has endeavored to encourage rec ognition 
of the rights of the inventor in his productivity to give him the neces- 

sary inc ‘entive to continue his inventive productivity. The other 
parties concerned in the problem are the employer and third parties 
who have contractual relations therewith. The third party may be 
the Government contracting with an industry or university in research. 

Mr. Lanham called attention to the large percentage of patent ap- 
plications which were filed by inventors without assignment (23). 
Figures supplied by the Patent Office indicate that 60 percent of 
patents are issued to corporations. Mr. Federico stated that the 
Patent Office does not have records of patent applications filed as a 
result of corporate or institutional research. Tabulations were made 
of representative samples of patents, showing that in recent years 
the number of patents assigned to corporations at the time of issue 
average about 60 percent of the total. Mr. Lanham further pointed 
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out that previous congressional inquiry had established that 17 percent 
of applications for patents were submitted by big business and 85 
percent by individuals and small businesses (25). 

Maurice W. Levy, patent attorney for Hoffman-La Roche, Inc., 
stated that in the pharmaceutical field he had had experience with 
universities, hospitals, clinics, and research institutions, including the 
Research Corp. When his company makes expenditures of money to 
a university for research, in a majority of cases no patents result 
from the collaborative work. Mr. Levy emphasized that there is no 
distinction in the Constitution between the independent inventor, little 
business, and big business (25). All have the same problems. The 
independent inventor frequently has nothing to offer. In 10 years 
of work, his company has yet to accept its first contribution from an 
independent inventor, because they have not been helpful. In lines 
other than pharmaceutical he believes that the same situation exists. 
Dealing with these inventors takes up considerable time and embar- 
rassing situations arise when the company has already been working 
on the same project (26). 

Hon. Thurman Arnold, former Assistant Attorney General in charge 
of the Antitrust Division and member of the District of Columbia 
Court of Appeals, stated that the patent law has, in some instances, 
been greatly abused in violation of the fair principles of American 
democracy. 

Alvin M. Marks pointed out that the individual creative mind creates 
inventions and further measures are required to foster creativity. 
There are different types of inventions, such as gadgets and others 
which come out of more subtle technical knowledge. Although indi- 
viduals frequently accomplish their preparation for the latter type of 
inventions by association with colleagues at institutions, nevertheless 
the invention may arise after the inventor is no longer associated with 
such groups. Often much money must be spent in research and de- 
velopment of complicated ideas and therefore the individual inventor 
in most cases cannot use the fruits of his mind (29). Simple patents 
attract capital; complicated inventions do not as readily attract risk 
capital. ‘Tax benefits should be permitted to the private inventor to 
enable him to enter into venture capital expenditures more readily. 
Inventor finance corporations should be set up to furnish a partial 
guaranty to private investors. The Bureau of Standards might form 
a nucleus for this purpose, also the National Science Foundation. 

Judge Arnold referred to a statement by Dr. Charles T. Kettering 
before the TNEC that it is impossible to separate out the individual 
inventor in corporate group research (30). Mr. Marks rejoined that 
it was wrong to operate in the inventive field differently than in other 
fields by rewarding only an entire laboratory as distinguished from 
the creative inventor. Judge Arnold stated that the large research 
corporations have such a high level of technical research that there is 
no standard of invention outside the work of the corporation. 

Jo Baily Brown, patent attorney, Pittsburgh, recounted that for- 
merly a large part of patent law practice was concerned with the indi- 
vidual inventors (31) who came in with little inventions made in their 
everyday experience but that this no longer prevailed. The reason for 
this, according to Mr. Brown, is the decisions of the Supreme Court 
hostile to patents. Some of the lower courts follow the Supreme 
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Court’s tendency to hold patents invalid against their better judgment. 

Mr. Brown stated that the Antitrust Division of the Department of 
Justice had done a disservice to the patent system by approaching pat- 
ent problems with a feeling that patents are monopolies and hence 
patents are odious. Business art ‘angements involving patents are 
hampered by the possibility that investigators of the Department of 
Justice will attach a wrong construction to the arr ingements (32). 

That is a personnel and policy problem. It arises because the Supreme 
Court has tried to usurp the province of Congress. Mr. Brown stated 
that it is to the advantage of the United States to enc ourage inventions 
in all stages. The Supr eme Court has cast doubt on whether there can 
be patentable inventions growing out of group research (33). Mr. 
Brown stated that he did not think that a standard of invention could 
be defined by statute. He recommended that the Patent Office be 
adequately financed and that an increase in Patent Office fees would 
squeeze the individual inventor out. The Patent Office is a great store- 

house of technical information. 


AFTERNOON SESSION 


Donn Bennett exhibited a film entitled “The Big Idea,” prelimi- 
narily explaining that the film demonstrates 6 inventions, of which 
4 are not yet marketed and 2 were sold to industry. One was pur- 
chased through Massachusetts Institute of Technology and the other 
by a large company in Chicago (35). Under questioning of com- 
mittee counsel, Mr. Bennett stated that many of the inventions by 
which the general public lives are not complicated inventions, but 
rather are of the gadget class. Such inventions are of great benefit 
to the public. The complicated inventions do not need the benefit 
of a patent system to the same extent (36). In order to market 
inventions, patent protection is necessary to arrive at a satisfactory 
financial arrangement with manufacturers. When inventors who do 
not have patent applications pending ¢ appro: ach Mr. Bennett, he refers 
them to lawyers. In only rare cases do patent attorneys advise in- 
ventors not to seek patent protection. All types of industry, from 
the smallest to the largest, have been receptive to inventions. Con- 
trary to a sentiment expressed earlier in the hearings, the independent 
inventor from outside big companies can contribute to the solution 
of the problems to which large companies are seeking solutions. Mr. 
Bennett illustrated this point from documents from his files (37). 
When one company announced over Mr. Bennett’s program that it 
was seeking the solution toa Y ee 1,500 inventors submitted ideas 
and these were sifted down to 342, which were submitted to the com- 
pany. Ten of this number were an for subsequent review and the 
number was eventually reduced to six. 

Mr. Bennett further stated that business negotiations between in- 
ventors and manufacturers require reasonable concessions by both 
sides. The idea-submission form which many companies require in- 
ventors to sign before they will consider ideas is harmful to negotia- 
tions. Unfortunately, it is very generally used in industry today 
and limits many types of offerings which inventors would like to make 
to large corporations (39). Mr. Bennett thought that complicated 
forms used by companies could be simplified and still offer protection 
to manufacturers. He suggested that a form of contract be prepared 
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by a neutral party. Once inventors understand the problems of in- 
dustry in getting inventions on the market, they are usually reason- 
able and business arrangements can be negotiated (41). The thing 
that inventors lack is the method by which their inventions can be 
gotten into the hands of the public. He hopes that his program 
may turn out to be a vehicle by which this can be done. Most of 
the ideas submitted to his organization are not crackpot ideas (42). 
Of 36,000 inventors who have submitted ideas to Mr. Bennett’s pro- 
gram, more than 14,000 were rejected by letter. Of the remainder, 
he has been able to get but 10 percent, or 1,600, on the air in 6% 
years. Of that number, almost 500 inventions have found their way 
into the market place. Some of these have been extremely 
successful. 

Roy C. Hoffman, of the Product Assistance Division of the Office 
of Procurement and Technical Assistance of the Small Business Ad- 
ministration, explained that his division is interested primarily in 
products, processes, and new inventions. Its purpose is to help the 
small-business manufacturer to find a new product or a new process 
which will help him. Inventors also seek assistance in finding a manu- 
facturer or distributor (42). Inventions are listed in a circular pub- 
lished periodically which goes to small manufacturers throughout the 
United States. The Administration also has regional and branch 
offices which send inventors’ ideas to the Washington office. The 
purpose of this service is to keep the small manufacturer in business 
by filling up his idle plant capacity. There have been a number of 
good results and many manufacturers want to be on the list to read 
of new inventions (44). The subject of venture capital for establish- 
ing new businesses as distinguished from old businesses taking on new 
ideas has come up a number of times. Manufacturers frequently will 
not take a new product until there has been a demonstration of its 
market potential. Another problem is patent cost amortization, in 
that small-business firms are reluctant to take on patents because they 
become obsolete during the course of their manufacturing while there 
is considerable life left in the patent. Some of the ideas submitted to 
the Small Business Administration are impractical and cannot be used 
but because of being a Government agency, it is necessary to list 
everything, regardless of practicality. 

Aivin Marks pointed out that there is a class of complicated inven- 
tions which requires a great deal of capital to bring to the point of 
successful demonstration and which is more complex than the type of 
invention publicized by Mr. Bennett (45). 

G. Wright Arnold, patent, attorney of Seattle, Wash., stated that 
stimulation of invention by the patent system is necessary in order to 
maintain the liberties and freedom of this country because we are 
outnumbered by others hostile to our form of government. In the 
present patent system there is no uniform measurement or standard to 
determine patentability. The Patent Office uses the test of obvious- 
ness which was enacted in statute form in 1952, «nd the courts use 
other tests, thereby resulting in diversity. The Patent Planning Com- 
mission stated that the most serious weakness in the present “patent 
system was the lack of a uniform test or standard to determine whether 
a contribution merits a patent (46). The Patent Office examiner in 
determining patentability must imagine what a man “skilled in the 
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art” may be and then he must imagine whether or not that figure 
would say that a particular invention is “obvious.” Prof. Oden 
Roberts, of Harvard Law School, developed an objective test which 
is based on whether the purported invention involves a new functional 
relationship. Mr. Arnold offered examples of the practical appli- 
cation of the test which he advocates. The other tests which the 
courts have occasionally used in recent years are not practical (47). 
Mr. Arnold submitted the test of new functional relationship as one 
test of invention as distinguished from the only such test (48). 

Judge Arnold stated that there is no standard of invention other 
than a subjective test (50). 

James Burns, patent attorney of Washington, D. C., stated that 
facilitating the exploitatio:. of the inventions of independent in- 
ventors involves the problem of securing risk capital to launch a new 
enterprise. A lesser tax burden on suc h risk ¢ apital would aid inven- 
tion. Such tax relief is similar to the depletion allowance in the 
vil industry. 

Judge Arnold raised the question of whether such depletion allow- 
ance should be available to research laboratories (: 53), and inquired 
whether it should not be available regardless of whether the par- 
ticular research resulted in a patentable invention. He stated that 
the idea would stimulate research as well as stimulating exploitation 
of invention. 

Under questioning of committee counsel, Judge Arnold stated that 
the gadget class of invention does nobody any economic harm and 
hence is not of great importance from an antitrust violation stand- 
point. As an economic matter, it would be possible to lower the stand- 
ard of patentability as to gadgets but it is a very dangerous thing 
from the standpoint of the consumer to lower the standard of patent- 
ability in “formula” matters and processes which are of great tech- 
nological importance and are developed by great research laboratories. 
Judge Arnold further stated that he did not see how the patent laws 
could be changed so that gadgets were treated differently from highly 
scientific inventions (54). He referred to instances where patent ap- 
plications were filed on 10 different materials, of which 9 were inferior, 
yet the patentee obtained protection on all = 56). 

Floyd H. Crews, patent attorney of New York City, stated that 
many inventions of great importance were really gadgets. The Patent 
Office continues to be aware of the fact that things that are gadgets 
today are not gadgets tomorrow. He stated that “if he were making 
a decision in the Patent Office he would use the test of history as far 
as determining patentability is concerned. If he werea judge passing 
upon the validity of the patent, he would give weight to the fact that 
the inventor had put it on the market and filled a need that was not 
filled prior to the invention (57). 

Andrew H. Schmeltz, patent attorney for Aluminum Company of 
America, referred to a prior objection to idea submission form agree- 
ments which corporations sometimes require of individual inventors 
who submit ideas to them. Most corporations are sensitive to public 
opinion and do not like to rebuff anyone who submits ideas, but diffi- 
culty arises in vague ideas which have no patentable basis. Corpora- 
tions will continue to try to eliminate the risks of accepting ideas when 
the obligation they may assume is undetermined. Although his com- 
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pany maintains a large research staff, the independent or individual 
inventor has a fune tion in certain phases of its activities. One illustra- 
tion is a type of pressure cooker which was developed by an outside 
inventor. Mr. Bennett offered other instances of assistance afforded 
independent inventors by this company (58). Mr. Ballard mentioned 
payments made by other companies to inventors. Mr. Schmeltz stated 
that with respect to complex and highly technical fields, individual 
inventors are not particularly likely to » be aware of the target at a given 
time of a research and developmental organization. He review ed the 
story of the development of the Aluminum Co. from the inventions of 
Charles Martin Hall, while a student at Oberlin College (60). If the 
Patent Office had attempted to adopt a standard in awarding Hall a 
patent on the basis of whether there was a possibility that the assignee 
of the patent might at some time have too much power, it would have 
required a cryst: ul ball because there was no w ay of determining that 
that particular basic application in years to come would serve as the 
cornerstone of a new industry. Judge Arnold stated that patent attor- 
neys draw up a patent claim to obtain as broad coverage as possible 
even though some of the claims are not intended to be exploited. The 
Commissioner of Patents remarked that some applications for patents 
run to 1,200 pages of specifications, 350 sheets of drawings, and several 
hundred claims. However, such applications are legally no different 
from those submitted with one claim. It is impossible to predict 
which of these claims, in the future, will be the ones upon which the 
patentees rely. The Patent Office has no facilities for forecasting the 
commercial future of an idea (61). 

Mr. Levy mentioned that companies working in highly technological 
fields, such as pharmaceuticals, do not require independent inventors 
to sign release forms such as Mr. Bennett mentioned, but welcome 
collaboration from the outside (62). 

Harold S. Silver, Allis-Chalmers patent attorney, mentioned that 
his company had acquired licenses on a number of inventions of inde- 
pendent inventors and had paid two of these quite handsomely (63). 

Giles S. Rich, patent attorney of New York City, stated that from 
his point of view the individual inventor has no other problems than 
those which the great corporation has so far as the patent statutes and 
Patent Office are concerned. Expenses and delay are economic prob- 
lems which he faces in other fields of life. There are four kinds of 
inducement offered by the patent system: The first is the inducement 
to invent; the second, is the inducement to disclose the invention, and 
this is important whether the inventor is using only 1 of the 10 inven- 
tions which he discloses; the third, and most important, is the induce- 
ment to invest risk capital in developing and commercializing inven- 
tions; the fourth, is the negative inducement—that others are given 
an incentive to invent around a patent which has been granted (64). 

Williard C. Hayes, patent attorney of Washington, D. C., represent- 
ing the American Patent Law Association, st: ated that the plight of 
the individual inventor is not as serious as some people had testified. 
There is nothing fundamentally wrong with the patent laws today. 
Improvement of conditions in the Patent Office would help the indi- 
vidual inventor. More important, however, is a better thinking by 
the courts in sustaining patents that come before them. How Con- 
gress can remedy this situation is problematical. It is difficult if not 
impossible to define invention (67). However, the committee can 
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offer assistance by the expression of a resolution on the subject or a 
further attempt to liberalize the practice. 
The chairman briefly summarized the day’s testimony as follows: 

There is general agreement that the Patent Office itself can be 
made a more effective institution to serve the purposes of the Con- 
stitution by preventing the loss of expert personnel and inviting new 
per sonnel of high qualifications. 

There is lac king a general understandable definition of what a 
patent: able invention should be, although there is agreement that the 
courts have too great a tendency to hold patents inv: alid. 

. Finally, there is a great gap between the inventor and the market- 
ing wie his product which can only be filled by some method of attract- 
ing risk capital or some new method of advertising inventions (68). 


TUESDAY, OCTOBER 11,1955 
MORNING SESSION 


Richard A. Wahl, president of the Patent Office Society, stated that 
his organization is devoted to the improvement of the patent system. 
It has 800 members composed of patent examiners and other Patent 
Office personnel. The society operates independently of the admin- 
istration of the Patent Office and reserves the right to differ from the 
administration of the Patent Office when necessary. In 1947 the 
Patent Office found itself in a position similar to the present, namely, a 
seemingly irreversible increase in the backlog of pending applications. 
Mr. Harold B. Whitmore discussed this problem with the then Com- 
missioner of Patents and prepared an article in the December 1947 
issue of the Journal of the Patent Office Society (73). The article, en- 
titled “What’s Got Into the Office Lately ?”’, from volume X XTX, No. 
12, Journal of the Patent Office Society, December 1947, is reprinted 
in the committee hearings (73)—(84). 

Harold B. Whitmore of the Patent Office Society stated that the 
situation which prevailed at the time of the writing of his article 
was amazingly close to circumstances today. The Patent Office ex- 
aminers do not necessarily have the same views as the Commissioner 
of Patents on these subjects. The present Commissioner has been 
eager and conscientious in making changes for improvement of the 
administration within the Patent Office. The Patent Office is in- 
tended primarily for the benefit of the public, not for the benefit of 
inventors. No 1-year action can produce a remedy or long-term 
benefit but several years will be required (85). There is a tremen- 
dous need for better classification of patents. The more time and 
money spent on classification will be immensely helpful in saving in 
other respects. Another problem is the difficulty which the Patent 
Office faces in holding its older and more experienced examiners be- 
cause of the difficulty of advancing beyond GS-12 and the opportuni- 
ties offered by priv ate industry to examiners who have reached that 
grade. This requires change in the Classification Act (87). As to 
the underlying reason for the high mortality of patents, reduction in 
the cost of patent litigation and the improvement of Patent Office 
administration, fundamentally the problem is this: Applications come 
into the Patent Office from inventors who want patents as quickly as 
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possible, yet the Patent Office has only so much manpower available 
to examine the applications. The examiners are highly conscientious 
and many of them believe that they cannot do the kind of work that 
will turn out patents of high quality until more time is available to do 
a thorough job (88). It is up to Congress to say how good patents 
shall be and to furnish the money to achieve that standard. 

The chairman inquired of Mr. Whitmore whether the conclusions 
were to be drawn that (1) patents are hurriedly issued without suffi- 
cient study, or that (2) because there is not time and money enough to 
make a thorough examination, the work is delayed and the backlog 
piled up. Mr. Whitmore replied that the building up of the back- 
log is the result of the feeling of every examiner that he should do a 
conscientious job rather than a supertfic ial one. In general, the pres- 
sure to turn out the work rapidly is hard to resist and the examiners 
are doing the best they can. It is a matter of degree whether or not 
the work in the Patent Office is so hasty that the courts are right and 
the Patent Oflice wrong in turning out patents (90). Whether a cer- 
tain claim in an application defines something patentable over what 
was previously known, when in reasonable doubt, should be resolved 
in favor of the general public rather than the inventor. There is a 
need for alertness that the patent system is being operated for the 
public good. 

Mr. Ballard stated that the patent system as instituted in the law 
does not overlook the public good. The administration of the patent 
law, due to human infirmities, sometimes has failed to give the public 
the good it might have gotten. This result is also partly due to lack 
of equipment and men (91). 

Mr. Wahl, president of the Patent Office Society, stated that the 
current system of classification has been in use for the past 10 years 
(92). Prior thereto the classification system was based upon an 
alphabetical arrangement which was difficult to understand. Many 
of the classes in the Patent Office date back 50 years. So long as the 
classification system is defective, then we will continue to have a back- 
log. The tendency is to put all available men on examining applica- 
tions rather than classifying patents. 

Mr. LaPointe, a member of the Patent Office Society, referred to the 
working conditions of examiners, specifically the lack of space and 
lack of privacy (93). 

Congressman Lanham stated that there has been a lack of under- 
standing on the part of Congress of the importance of the patent 
system. He referred to the fact that prior to the Congressional Re- 
organization Act there were separate committees on patents in the 
House and Senate. The present system does not bring out the con- 
gressional experts in the Patent Office and its needs. The Patent 
Office should be independent of the Department of Commerce, accord- 
ing to Mr. Lanham (4). 

V.C. Farrell, an inventor of Washington, D. C., referred to a weak- 
ening of the moral fiber of the country which was evidenced in in- 
fringement of patents. He suggested that theft of ideas should be a 
penal offense (95). He also referred to the nec essity of adequate pro- 
tection against infringement during the pendency of applications in 
the Patent Office and to the necessity for simplification of the system 
of writing patent claims to speed up prosecution and reduce the amount 
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of work required. Mr. Federico mentioned various remedies which 
might presently be available to the inventor in the circumstances pre- 
sented by Mr. Farrell (98). In some countries there are criminal pro- 
visions for patent infringement but they are seldom resorted to. Mr. 
Farrell stated that there are too many people seeking Government 
aid in the form of tax consideration and disapproved of affording tax 
relief to inventors. Hlowever, extension of the life of patents would 
be helpful and would not cost the Government any outlay of money 
or special] tax consideration (99). 

Allen B. DuMont, president, DuMont Television Corp., stated his 
experience as an individual inventor prior to affiliation with his cor- 
poration. ‘The patent system has been instrumental in bringing the 
country to the position it occupies today. Twenty-five or thirty years 
ago many more patents were adjudicated than is true today and few 
patents were held invalid. The Patent Office should issue fewer pat- 
ents but patents that are issued should have value. The Patent Office 
should be given financial support io reduce the length of time that 
applications are pending. Long pendency allows some patentees to 
get protection for a longer period of time than they should have had 
(100). A colloquy between Dr. DuMont and the Commissioner of 
Patents brought out that interferences between applications for the 
same inventions delay issuance of patents (101). Dr. DuMont stated 
that a company with a large group of patents can put a smaller com- 
pany out of business, not because it has good patents but simply by 
suing on patents and losing the suit but incurring legal expenses of 
large sums of money which the defendant must bear. The Commis- 
sioner of Patents remarked that this evil was outside the jurisdiction 
of the Patent Office and that such evil existed in other fields of litiga- 
tion and did not justify the Patent Office in refusing patents to a par- 
ticular corporation, large or small. The chairman referred to ees 
mony before the TNEC of a manufacturer of milk bottles in Tex: 
who was threatened with suit for infringement by the Hartford 
Empire Co. unless he agreed to the price at which bottles were to be 
sold. The result of these threats was that he was driven out of busi- 
ness, although he had a valid patent (102) and facilities to build a 
new industry in his own geographic area. Dr. DuMont summarized 
his position as follows: A revaluation of what a patent is is necessary 
so that a larger percentage of patents will be held valid. A stric ter 
interprets ition of what an invention is would be useful (103). 

Jo Baily Brown, patent attorney of Pittsburgh, commented on the 
fact that fewer patent infringement suits are tried today than for- 
merly because there has been a deterioration of the value of patents as 
a result of decisions of the Supreme Court. Clients are advised now 
to sue on patents only as a last resort. The Supreme Court has given 
an atmosphere of prejudice against patents in the minds of district 
judges which is affecting their judgment i in trying patent cases (104). 
Mr. Brown, under the questioning of the chairman, brought out that 
patent litigation is inevitably expensive and that because of uncer- 
tainty of result very few patent lawyers take cases on a contingent 
basis. He stated that he did not believe that there was any st: itutory 
change which would cure the tendency toward invalidity, which is 
primarily psychological. 

Dr. DuMont mentioned that ultimately, if the present situation 
continues, there will be a tendency not to file patents and to keep 


a 





SYNOPSIS OF HEARINGS XIX 


secret the information now contained in patents (107). He also 
stated that theft of patents occurs because of the difficulty of enfore- 
ing them. 

Bartholomew Diggins, patent attorney of Washington, D. C., re- 
called an instance of oppressive patent litigation where three complete 
trials were conducted on a patent ultimately held invalid. There is a 
tendency in the Patent Office to turn out applic ations and the Office 
does not apply the same standard of invention now applied by the 
courts. The courts are too strict and to some extent the py so Office 
is too lenient. A standard of invention somewhere in between is 
desirable. The decisions of the Supreme Court and ‘lie courts 
almost eliminate the matter of patentability of mechanical combina- 
tions, yet the Patent Office is issuing patents on mechanical combi- 
nations daily (108). As remedies, Mr. Diggins suggested that Con- 
gress should set more definitely the st: andards of infringement to be 
applied by both the Patent Office and the courts in the same way. 
Cost of litigation can be reduced if trial courts were more familiar 
with the subject matter of patent litigation and were more amenable 
to some of the summary and preliminary procedures available under 
the Rules of Civil Procedure. Mr. Diggins expressed doubt whether 
there should be a special patent court. Technically trained judges 
would be of value, but few members of the Patent Bar ever become 
judges (109). 


AFTERNOON SESSION 


Hon. Learned Hand, retired chief judge of the United States Court 
of Appeals, Second Circuit (111), suggested a thoroughgoing exam- 
ination of how the present patent system works to the extent, for 
example, of compelling corporations maintaining laboratories and all 
others to present testimony as to how far the present system contrib- 
utes to the underlying purpose of promoting the arts on which civiliza- 
tion has come to depend for its very existence. The first test of inven- 
tion was that passed by Congress in 1790, namely, that a patent be for 
an invention which was “new and useful.” Later the Supreme Court 
laid down an additional standard of invention: whether a new com- 
bination was within the capacity of a man skilled in the art or of the 
ordinary skilled artisan. ‘This is a difficult test to apply. The judge 
has to construct imaginatively the figure of the skilled artisan and 
then must endow the suppositions artisan with an acquaintance of 
all the existing prior art (112). The decisions do not offer much en- 
lightenment in applying these tests. Investigation may establish that 
specialized research laboratories depend for their existence, in large 
measure, on the grant of patents. On the other hand, others ec ontend 
that slow, step by step improvement will occur regardless of patent 
protection and that the patent system should only encourage inventions 
which require genius. Judge Hand expressed doubt w hether the latter 
view was correct for the reason that truly great inventors or great dis- 
coverers are like great artists: their inventions come out and. they are 
not appreciably moved by the fact that they get a patent monopoly. 

Jules Hand also suggested a distinction between copyright mo- 
nopolies and patent monopolies (114). Copyright prevents an in- 
fringer from copying the verse, sonnet, or other subject of the copy- 
right, in other words, from using the brain of the author. This is 
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different from the type of monopoly granted to inventors, where 
protection is afforded in instances where the infringer was without 
the least recourse to what the patentee had done. Judge Hand stated 
that there was not any constitutional difficulty in limiting the patent 
monopoly to instances where it could be shown that the defendant 
copied what the inventor did. The burden might be placed upon the 
supposed infringer to show that he did not have recourse to the patent 
in order to do what he did. This approach might avoid a great deal of 
the animosity that has surrounded patents. Judge Hand stated that 
he had not found much sympathy with his view but believed that 
study of it was worthwhile (114). 

Under questioning by the chairman, Judge Hand stated that no one 
knows whether the patent system is promoting the arts and sciences. 
Despite his long judicial experience, the judge is not afforded the facts. 
The issue is approached by both sides with passion but without en- 
lightenment (116) and there is no available information as to how the 
system in fact influences the production of invention (119). Judge 
Hand stated that it was his opinion that the patent law has served 
a useful purpose (119), and a great one, but if cross-examined as to 
why, he did not know. Judge Hand stated that in the second circuit 
the judges have been frank to admit that within the last several years 
the Supreme Court has adopted a very much stiffer rule about what is 
invention, and this tendency has become more and more fixed (119). 

The Commissioner of Patents referred to Judge Hand’s suggestion 
that it was appropriate to study the operations of the patent system 
as a whole to ascertain its true economic impact upon the economy of 
the country. Investigation by the Patent Office disclosed that al- 
though there were 14 prior investigations of the patent system, there 
was never a really complete one. The Patent Foundation of George 
Washington University is undertaking such an investigation. 

Adm. O. S. Colclough, dean of the fac ulty of George Washington 
University and acting director of the Patent, Trademark and Copy- 
rights Foundation, stated that the foundation was organized several 
years ago, dedicated to a search for the facts in connection with the 
operation of the patent system. The whole area of the patent monop- 
oly has been characterized by opinions on the one hand condemning 
it as being restrictive upon progress and on the other hand claiming 
that it was the sole basis of technological and industrial progress 
(121). The foundation has raised funds of approximately $120,000 
from patent lawyers, large and small industries, research laboratories. 
etc., on the basis of volunteer membership. Judge Hand interrogated 
Dean Colclough as to whether the absence of the power of subpena 
stands in the way of access to information. Dean Colclough replied 
that so far he had gotten full cooperation (122). Among the research 
projects which the foundation is undertaking are: Patent utilization 
to determine the extent to which patents are put to use and their 

value to the inventor and industry, the factors which stimulate and 
inhibit utilization of patents, the factors which account for nonutiliza- 
tion of patents; the value of the patent in the United States; the 
effect of patents on the creation and growth of small industrial units: 
the licensing of American patents, trademarks, and techniques in 
foreign countries (123); the public attitude toward patents, trade- 
marks, and copyrights. Each of these projects is now in the pilot 
phase to determine whether the information can be obtained and the 
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best methods of collection thereof. Representatives in the field con- 
sult manufacturers, laboratories, and inventors to develop question- 
naires to obtain information. Response to questionnaires has been 
good. Material has been gathered on a small seale with the feeling 
that in order to dev elop methodology the foundation should approac h 
obtaining information on a pilot basis. After the material is gathered, 
the staff of the foundation will analyze it and come to tentative con- 
clusions (128). The foundation has an advisory board and an execu- 
tive committee and uses the facilities of other universities. Under 
questioning of the chairman, Dean Colclough stated that studies deal- 
ing with the position of the small inventor as related to the research 
laboratory are implicit in several of the projects but are not separate 
therefrom. 

Lawrence Biebel, president of the American Patent Law Associa- 
tion, remarking on matters raised by Judge Hand, referred to the 
fact that great painters of former times were subsidized by the court 
or a wealthy family. Today geniuses must have support from other 
sources. This should not be done on a subsidy basis, but rather on a 
more satisfactory basis, enabling them to exploit their inventions 
themselves or license industry. The patent system serves a most im- 
portant and useful purpose (129). Mr. Biebel continued that most 
patent lawyers, from their contacts with inventors and businessmen, 
place considerable value on the property right ac quired by inve ntors. 
The difficulties in applying the test of invention in the patent field 
are not much greater than applying similar tests in other branches 
of the law. 

John H. Bruninga, patent attorney, St. Louis, Mo., stated that the 
education of the examining corps of the Patent Office is now consid- 
erably greater than when he entered the Patent Office in 1905. How- 
ever, the personnel is not familiar with the practical end of the indus- 
tries in which they are examining applications. The Patent Office 

should send men into the field to be educated. With respect to patent 
litigation, special patent judges are not required, nor are technical 
advisers to the court necessary, but a knowledge of physics and chem- 
istry is desirable (131). The requirement for good patent judges is 
for good lawyers, not for technically educated men. The same is true 
of the Interference Division of the Patent Office, where the personnel 
are technical men, but have not had law practice. With respect to pat- 
entability, the courts should decide cases on the evidence and not on 
personal opinion. 

Judge Hand stated that it might be desirable to have one court of 
patent appeals with the proviso, which Judge Hand regarded as criti- 
cal, that it should be a rotating court, not a court of specialists (132), 
aad judges should sit only for a limited period of time. With respect 
to the appointment of experts by the court, the bar did not avail itself 
of this facility when a rule of the southern district of New York so 
provided and the rule was subsequently repealed. Lawyers were of 
the belief that the experts were committed one way or the other. 
Judges are at a disadvantage in attempting to understand technical 
subject matter, although the attorneys offer assistance (133); but 
when there is a controversy of fact about the intricacies of technical 
subject matter, it is necessary to get some sort of help. 

Mr. Levy questioned Judge Hand about the analogy between copy- 
right- and patent- infringement actions. With regard tn stimulating 
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invention, a test of plagiarism as opposed to the present-day test of 
invention in patent-infringement actions might be more beneficial 
(134). 
Mr. Robertson questioned Judge Hand about whether the standard 
of invention was changed by the enactment of section 103 of the Patent 
Codification Act and whether a change of the standard of invention 
was prejudicial to the rights of a defendant who relied upon a higher 
standard of invention. Judge Hand referred to his opinion in Lyon v 
Bausch & Lomb, where this issue was resolved in favor of the patentee. 

Mr. Bruninga referred to the difficulty in getting the Supreme 
Court to change its opinion as to the st: andard of invention. He also 
referred to the matter of interference practice in the Patent Office 
(136). He stated that studies should be given to a proposal that 
one of the parties, instead of going through the interference examiner 
in the Patent Office, should ‘have the option to file suit against the 
other party in the district court. This would speed up interferences. 
Mr. Bruninga also recommended study of reinstitution of the “caveat” 
practice which formerly prevailed in the Patent Office and enstied 
inventors to record the fact that they were in the course of preparing 
a patent application (137). 

Mr. Robertson stated that in 1949 an effort was made to determine 
the underlying cause for the trend of the courts toward holding pat- 
ents invalid and inquiries were addressed to all Federal judges by 
the chairman of one of the committees of the Patent Law Association 
of Chicago. An analysis of 15 significant replies showed that 12 
mentioned or expressly attributed the trend to dissatisfaction with 
working of the patent system at that time. This suggests the possi- 
bility that the best way to remedy a trend in the courts against patents 
is to make the patent system more popular. There were three main 
er ones of the complaints that the judges made: 

Abuses of the patent system, sometimes with specific reference 
to the TNEC report ; 
2. Unreasonable withholding of inventions from use; and 

3. Not enough benefit to inventors. 

With respect to abuses of patents, the matter has been taken care 
of by the activities and successes of the Department of Justice. All 
patent lawyers are convinced that an unreasonable withholding of 
inventions from use is nonexistent insofar as important inventions 
are concerned. ‘This leaves only the matter of relative benefit to 
inventors, but general opinion is that the patent system is a fine thing 
me the country and for inventors. Its faults are two in character : 

The matter of too many patents being held invalid in recent 
Ba and 

2. The matter of expensiveness due to complexity of litigation. 

Simplifie ation of the amount of work in litigation is necessary 
(138). Mr. Robertson stated that there is no sharp conflict between 
the interests of inventors and the interests of the public. 

Technological progress is far more important than slight excesses 
of the patent monopoly. Mr. Robertson suggested an amendment to 
the patent statutes which would to some extent reduce the techni- 
calities of claim practice. If broad claims in patents were held to be 
too broad, the court would still be free to render justice according to 
whether an inventive concept disclosed in the patent was actually 
used by the defendant or not (139). The widest scope of the patent 
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would be determined, as now, by the broadest claims. Within that 
scope, if the court found that the inventive concept disclosed had been 
used, then it would indicate the validity of that scope of the patents. 
Under questioning of the committee counsel, Mr. Robertson stated 
that the abuses to which patents have in the past been subject had 
a very strong influence on the courts in holding patents invalid. The 
Supreme C ourt may not be aware of the extent to which the patent 
system has been improved as the result of antitrust enforcement (141). 

Ray M. Harris, patent adviser, Office of the Assistant Secretary of 
Defense for Supply and Logistics, made reference to the Inventions 
Awards Board which is covered by House bill 2383, now referred to the 
Senate Judiciary Committee. At the present time the Department 
of Defense will only pay an inventor under a valid patent which is 
infringed, but where the inventor merely submits an idea, it cannot 
render payment. The bill would remedy ‘this situation (142). Under 
questioning of the chairman and the Commissioner of Patents, Mr. 
Harris brought out that the bill contemplates an award to the inventor 
rather than a grant of monopoly upon submission of an idea, regardless 
of the question of invention (143). 

Jennings Bailey, Jr., cael attorney of Washington, D. C., ex- 
plained the organization and workings of the section of patents, trade- 
marks and copyright law of the American Bar Association. This 
section has a membership of over 1,500. The work of this section is 
done by committees who prepare reports and resolutions and submit 
them to annual meetings of the section which are attended by 100 to 
250 members (145). The method whereby the section makes recom- 
mendations to Congress was described. The opinions of the section 
are developed by the interchange of the opinions of members. How- 
ever, information from the public is not solicited except insofar as the 
committees may investigate and make recommendations (146). 

Mr. Biebel made a similar st: itement as to the method by which the 
American Patent Law Association arrives at its conclusions and recom- 
mendations (147). 

Mr. Brennan made a similar statement for the National Patent 
Council (148). 

Harry R. Mayers pointed out that long pendency of patent applica- 
tions in the Patent Office not only inconveniences the applicant but 
also occasions difficulty for the manufacturer who wishes to begin to 
manufacture a new product and who does so today at considerable 
peril of finding that after manufacture has begun he will be confronted 
with the last minute issuance of a patent, which will occasion him 
embarrassment. Thus, General Electric Co. recently marketed a 
household appliance which required investment of several million 
dollars in equipment for production. A month after the first item was 
put on the market advice was received from a competitive concern of 
the issuance to them of a patent which was alleged to be infringed 
which had been pending approximately 4 years. Giving the Patent 
Office additional personnel to reduce the backlog and reduce the time 
of pendency of the average application was suggested. If the work 
of the Patent Office can be brought reasonably under control, a pro- 
posal to reduce from 6 to 4 months the time within which the appli- 
cant must respond to an action from the Patent Office should be con- 
sidered. Mr. Mayers stated that the proposal for a 20-year bill seems 
sound (151). However, if a very substantial portion of the 20 years 
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is used up in the Patent Office, it might be unfair to put such a measure 
into effect at this time. 

Mr. Federico stated that the last bill on this subject had a provision 
that the time consumed by the Patent Office would not be included 
in measuring the 20 years. Mr. Mayers stated that if the bill had that 
feature, he doubted that there is any sound basis for opposing it (152). 


WepDNESDAY, Ocroper 12, 1955 


Hon. Robert C. Watson, Commissioner of Patents, preliminary to 
the main body of his test imony, mentioned exhibits in the lobby of the 
Department of Commerce showing how the inventions of individual 
inventors have matured into the establishment of large businesses. 

With regard to the mounting backlog of pending patent applica- 
tions, as of October 1, 1955, the backlog comprised 222,567 applica 
tions. The tendency to mount has endured since May 1953. 'To cope 
with the situation, the examining staff must be increased. Timing of 
the increase of the staff has been considered and an 8-year plan for the 
disposal of the backlog and its reduction in size has been adopted 
(162). A backlog of 100,000 applications and an examining staff of 

850 men would enable an inventor to receive a reply from the P atent 
Office to his application within a period of 5 or 4 months and to receive 
replies to amendments after rejection within a similar period of time. 
Applications are presently being filed at a rate of close to 80,000 a year. 
The plan involves the building up of the examining corps despite the 
extreme difficulty of recruiting examiners at this time. However, the 
patent bar associations have been cooperative in assisting the Patent 
Office in acquiring new examiners (163). During the first year, the 
corps of examiners can be increased by 300. 

On the strength of the representation that it could be so increased, 
an appropriation of S2 million was obtained from Congress over th: at 
recommended by the Bureau of the Budget. The Patent Office asked 
for $15 million within the Commerce Department and the recom- 
mendation of the Bureau of the Budget to Congress was $12 million. 
Congress appropriated $14 million when it looked to be impossible for 
the Patent Office to spend more than that amount. The 8-year plan 
contemplates the expenditure by the Patent Office of more money than 
the Patent Office is able to receive from fees. It is based on a number 
of assumptions. The plan calls for the reduction of the backlog the 
first year (1957) by 10,000 applications; in 1958, by 20,000 in addition, 
and for the next 3 years, 20,000 per year. Finally, the reduction in 
backlog tapers off and the examining corps is reduced by attrition, and 
not by ‘involuntary separations, and a corps of about 850 men remains 
(164). At this rate, the Patent Office will receive about 80,000 appli- 
cations per year, will dispose of a similar number, and will have a 
a klog of 100,000. 

With regard to improvement in classification, the 8-year plan con- 
templates the building up of the Classification Division of the Patent 
Office in such a manner that within about 6 years the large problem 
of classification will be accomplished. The plan involves ‘the expan- 
sion of the Classification Division from a present low figure of theo- 
retically around 30, and actually around 17, to a total of 141, and then 
a tapering off to a number which will be able to receive patents weekly 
as they are published, and to classify them and to maintain the classi- 
fication current. 
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Another step taken to reduce the backlog is to permit those examiners 
who are well trained and thoroughly qu: alified to act upon their own 
without supervision, to work overtime. 

Under the leadership of the executive examiner, Mr. Rosa, and with 
collaboration of the supervisory group, the Patent Office evolved a 
number of expedients which encourage production by making it un- 
necessary for the examiners to give their time and attention to trivial- 
ities (166). In addition, the ‘Patent Office has placed those patent 
applications which have been twice acted upon by the examiner in a 
special status, so they will be examined ahead of others and the pros- 
ecution terminated as rapidly as possible. In addition, the interview- 
ing of examiners on Friday has been restricted (169). 

Under questioning of the chairman, it was brought out that the con- 
ducting of interviews with examiners was one of the best ways of 
e xpediti ing prosecution of applications; whereas in interference prac- 
tice, it is not customary to have Patent Office representation at the 
taking of testimony. This poses the advisability of having interfer- 
ence testimony t: aken before a Patent Office official. 

Mechanization of searching operation is a long-term proposition. 
Manufacturers of equipment have indicated that proper machinery 
will take a long time to develop. 

One problem of the Patent Office is the preservation of experienced 
examiners. Large numbers of grades GS-12 and GS-11 examiners 
have left the Patent Office (171). Grade GS-13 examiners are as- 
sistant chiefs in the Patent Office in the examining divisions and act 
partly ina supervisory capacity. In a recent executive pay bill, un- 
fortunately, the Commissioner of Patents was not advanced in grade 
and salary as were heads of other branches of the Government. 

With regard to improving the validity of patents, because of the 
enormous workload, it is necessary, in effect, to limit the time which 
the examiner can spend in the examination of cases (172). It is al- 
ways impossible to conduct the sort of search which an outside at- 
torney conducts when a client is threatened with infringement litiga- 
tion. There is a limit to the amount of outside research which an 
examiner can accomplish and still turn out his regular work. How- 
ever, the Patent Office has initiated seminars in which the primary 
examiners meet and discuss mutual problems. The Patent Office also 
permits examiners to go outside the Patent Office to visit exhibitions 
of note and also on occasions to inspect inventions where the nature of 
the invention requires physical inspection for full understanding. The 
Commissioner suggested that the committee consider whether funds 
should be made available for the increased education of examiners, par- 
ticularly in the arts in which they are engaged (173). 

The Patent Office has two courts which review its decisions, the 
Court of Customs and Patent Appeals and the District Court of 
the United States for the District of Columbia, with the court of 
appeals above that court. From the standpoint of affirmances of the 
rulings of the Patent Office, both tribunals are about on the same level. 
Over a 10-year period the Court of Customs and Patent Appeals in 
ex parte cases has affirmed the Patent Office in 79.9 percent of the 
appeals, and the district court in ex parte cases has affirmed in 78.3 
percent of the cases. The time elapsed from filing appeal to decision 
is about 1 year.in the Court of Customs and Patent Appeals and about 
2 years in the district court. The workload on the Solicitor of the 
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Patent Office is about the same. One advantage of the Court of Cus- 
toms and Patent Appeals is that its decisions are published and com- 
prise precedents which guide the Patent Office officials in their work: 
whereas, unfortunately, the district court decisions ordinarily are not 
published. All of the judges of the Court of Customs and Patent Ap- 
peals participate in each decision and the court follows its own deci- 
sions as precedents, so that clear guidelines to the Patent Office result, 
The position of the district court is not so clearly revealed to the 
Patent Office. The Court of Appeals for the District of Columbia 
does publish its decisions and those decisions are largely consistent 
with one another over the years. The Court of Customs and Patent 
Appeals decides about two-thirds of appeals from the Patent Office 
(173 

Under questioning of committee counsel, it was brought that Mr. 
Federico was requested to compile some data on the record of patent 
suits in courts. In the courts of appeal there were 439 patent decisions 
in the past 7 years. In 19 percent the claims involved were held valid 
and infringed ; in 61 percent the claims were held invalid; in 19 per- 
cent the claims were held not infringed. In that period there were 7 
cases in the Supreme Court, in 2 of which the patents were held valid 
and the remainder invalid. The percentage of patents held invalid 
is higher in recent times than it has been in previous times (176). 
Mr. Federico presented a paper on adjudicated patents from 1948 to 
1954, which is printed in the record, showing the number of patents 
adjudicated in the Supreme Court, the courts of appeals and the dis- 
trict courts, the district court decisions being broken down as to pub- 
lished and unpublished decisions. Of the published decisions of the 
district courts, excluding patents counted more than once, during 
the period 1948-54, 33.3 percent of the patents were held valid and 
infringed ; 53.5 percent were held invalid; and 16.2 percent were held 
not infringed. With regard to the unpublished district court decisions 
for the same period, 41.0 percent of patents were held valid and in. 
fringed: 8.6 percent were held invalid: 6.7 percent were held not in- 
fringed; and in 43.7 percent of the cases the decision was judgment 
for defendant, dismissed with prejudice, ete., or in other words not 
adjudicated (176)—(18] ¥, 

A separate table shows that of 145 patents held valid and infringed 
by the district court, on appeal 70 were held valid and infringed, 57 
invalid and 18 not infringed. Of 219 patents held invalid by the 
district court, only 5 were held valid and infringed on appeal, whereas 
206 were held invalid and 8 not infringed. Of 64 cases in which the 
district court held the patent was not infringed, on appeal in 1 case 
the court of appeals held the patent valid and infringed, in 5 cases in- 
valid and in 58 cases not infringed. A separate table is also presented 
showing the holdings of the United States courts of appeals over the 
long-term period of 1925-54. The material supplied by Mr. Federico 
also shows the long-term record of holdings of validity and infringe- 
ment in the United States Supreme Court from 1925-54, A survey 
was also prepared showing, with respect to the most recent 50 pat- 
ents held invalid by the United States courts of appeals, the grounds 
for the various invalidity holdings and the prior art references used 
by the courts as compared with those used by the Patent Office exam- 
iner to determine when the courts use new evidence ‘to hold patents 
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invalid. The most common ground for invalidation of the patents 
was lack of invention or anticipation. Prior public use as a separate 
and distinct ground for holding the patent invalid was used in seven 
patents, although in each of these the ground of lack of invention 
was also used. Inoperativeness of the invention disclosed was used 
in the case of three patents. Lack of disclosure in the specification 
was used as the sole ground in three instances. 

With regard to whether the references relied upon by the examiner 
were the same as those relied upon by the courts, such a determination 
is possible in the case of 40 patents. Of these 40, in 6 cases the 
patent was held invalid over the same prior patents which had been 
cited by the examiner. In 34 cases, new references which had not 
been cited by the examiner were used or referred to by the court. 
In 6 instances of the 34, the court made a specific point of the fact 
that references it used were not considered by the Patent Office. In 
11 others, all the references used by the court were new. Thus, in 
17 of the 34 cases in which new references were used, the decision is 
directly due to this fact. In the remaining 17 cases the holding of 
invalidity may or may not have been caused by the new references 
(183 

Upon questioning by Mr. Bruninga, the Commissioner stated that 
he had no knowledge of taking of testimony in Patent Office inter- 
ference proceedings in the Patent Office. There was one instance 
where, by stipulation, the testimony was taken elsewhere in the pres- 
ence of the Solicitor of the Patent Office (209). 

Thoger G. Jungersen, an inventor, testified that he had been an 
inventor all his life and came to the United States from Denmark in 
1927 because of the incentive furnished by the United States patent 
system. Mr. Jungersen criticized the tendency of courts in passing 
upon patent matters to disregard the decisions of patent examiners 
on technical subjects (211). Mr. Jungersen’s patent was held invalid 
in the decision of the United States Supreme Court in Jungersen v. 
Ostby & Barton, wherein Mr. Justice Jackson. Mr. Justice Frank- 
furter, and Mr. Justice Burton dissented. The district court had 
originally held the patents invalid and the court of appeals had 
affirmed, with Judge Learned Hand dissenting. Prior to the decision 
of the Supreme Court, the patent had been regarded as valid in 20 
other countries, but the effect of the American decision has practically 
destroyed all of Jungersen’s income from that invention all over the 
world. Prior to the decision of invalidity, there were almost 100 li- 
censes issued in the jewelry manufacturing industry and other indus- 
tries. Jet engine development, gas turbines, and the aircraft manufac- 
turing industry used the patent (212). The invention is now being 
used to the extent of $200 million per year, giving employment to over 
50,000 Americans (21: 3). 

Elliott L. Biskind, attorney for Mr. Jungersen, stated that as a re- 
sult of his experience in this litigation, he feels very strongly that 
the courts should not be empowered to pass upon the invalidity of a 
patent. The Patent Office should determine in the first instance as a 
matter of fact whether it is valid and that determination should be 
final (216). 

Judge Thurman Arnold stated the reason for the American courts’ 
changing attitude toward the patent system and the validity of pat- 











XXVIII SYNOPSIS OF HEARINGS 


ents is the industrial revolution of the 20th century. Industry has 
discovered how to make inventions by industrial research, dividing 
the field of research into sections with each man examining one par- 
ticular section. The primary question then becomes whether the 
patent system aids by encouraging investments in obtaining such in- 
ventions. To a certain extent, it does, but to a very minor extent. 
Opposed to this advantage is the fact that great corporations finance 
research and get a portfolio of thousands of patents which never run 
out (220) because of constant improvements so that the life of a patent 
neh never expires. The individual inventor has become part of 
a team and the patent system has become a question of protectiveness, 
like a protective tariff, for American industry. According to Judge 
Arnold, the problem today is essentially the problem of reconciling 
our great corporate research and the power which the patent laws now 
give them with our ideas on monopoly and antitrust. A very weak 
patent in strong hands is powerful (221). A strong patent in weak 
hands is not worth anything. One of the reasons for the lack of ad- 
judication of patents and the power of patents in strong hands is the 
fact that patent litigation is so tremendously difficult as well as ex- 
pensive. One who goes into an industry and infringes a patent is 
taking an awful gamble. 

Judge Arnold suggested that it should be against public policy 
for a contract to provide that the licensee could not contest the validity 
of the patent. He also suggested that with regard to the “subpatent,’ 

the patent application with a variety of claims stating the same thing 

in different ways, the real problem is how much power the patentee 
is going to receive, how much control of the industry should be 
awarded (222). 

The Commissioner of Patents stated that consideration of the 
amount of power which the award of a patent gives an inventor is 
not in accordance with Patent Office practice. The number of claims 
to which an applicant is entitled depends upon the invention which 
he has made. Judge Arnold suggested that the problem of port- 
folios or groups of patents should be approached both from the stand- 
point of antitrust enforcement and also from the standpoint of the 
tendency of courts to hold patents invalid when the size of the pat- 
entee should be considered with its power to sue for infringing and 
utilizing patents for more than their limited period (223). 

William R. Woodward, patent attorney of New York C ity, referred 
to the worth of the patent system in encouraging invention and the 
history of American inventors (226). The Patent Office needs as- 
sistance to perform its function, according to Mr. Woodward (228). 

Karl B. Lutz, patent attorney of Pittsburgh, Pa., stated that con- 
trary to the expression of a previous witness, the individual inventor 
is not extinct because the patent lawyers meet the individual inventor 
every day. The way to help the individual inventor is to make patent 

rants as strong as possible because the individual inventor and the 
a concern can often build upon a patent. Targe concerns do not 
need patents nearly as much as small ones. Originally patent pro- 
cedure was analogous to copyright procedure but the system did not 
work and in the Patent Act of 1836 the examination procedure, which 
is currently followed, was introduced. However, it is necessary to 
have a screening of patents by the courts. With regard to the atti- 
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tude of the courts toward the validity of patents, the TNEC did much 
good in exposing bad situations from the antitrust angle. Unfortu- 
nately the backwash of that proceeding seems to be the ‘idea to whittle 
down the patent grant in order to hit antitrust violations (230). The 
individual inventors have been discour aged by the current tendency 

to hold patents invalid, and many of them have ceased functioning. 
Congress intended to encourage patents in adopting the new patent 
code, but if the courts say that C ongress did not mean what it said, 
then perhaps Congress should say it again in more definite language. 

Elwin A. Andrus, patent attorney of Milwaukee, Wis., stated that 
the patent laws must of necessity deal equally with all inventors 
whether they work in the attic by themselves or in a corporate re- 
search laboratory. There has been an increase in the number of small 
corporations being formed to go into business utilizing inventions. 
The use of corporations in industry is increasing and hence there 
is an increase in the number of patents in the hands of corporations. 
Many corporations are created by inventors and risk capital getting 
together in order to start a new business. If we could command a bet- 
ter respect for patents, venture capital would be more willing to enter 
into the field of promotion of inventions than it is today. If the 
patent sytsem were abolished then there would be a lack of stimulant 
for invention, and private investment in research would not survive 
for long, except in those fields and for those business units that were 
large enough to adequately protect things by secrecy. In the research 
laborator y, the individual inventor is the all-important man just the 
same as the individual inventor is on the outside. If you curtail the 

rights which the research laboratory has in obtaining patents for im- 
provements, because of portfolio conditions, then you are curtailing the 
rights of the individual inventor in the laboratory with respect to his 
job (232). 

Mr. Andrus took exception to those court holdings that fail to treat 
the property right of the patent grant with the same respect as other 
forms of property right, such as those based upon the patent to a 
mining claim. He regards it as anomalous that our antitrust laws are 
for the purpose of maintaining competition in the commercial world 
and yet those laws are used to strike down in many instances the 
patent grant and the patent system which is the only means of main- 
taining competition in the field of development and inventive effort 

(234). Another type of court decision with which he takes exception 
is that invalidating patents for lack of invention. This is, in effect, 
giving the public a “free ride on somebody’s investment. It may be the 
investment of years of work on the part ‘of an attic inventor or it may 
be the investment of hundreds of thousands of dollars of stockholders’ 
money for research personnel and facilities. If the test of patent- 
ability is held so high as only to be met by that class of inventions of 
such technical character that are understandable by a person with a 
doctor’s degree in science and not by a layman, such as the patent 
attorneys or the courts, then we can truthfully say that the patent 
system is merely for a class, merely for the genius or super-educated 
man. The patent system was intended by Congress to function at all 
levels of education, all levels of economic effort. and at all levels of 
use. By statute you cannot define invention better than the present 
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definition in title 35 United States Code, section 103, and that defini- 
tion should not be changed (235). 

Edwin L. Reynolds, chief technical adviser, United States Court of 
Customs and Patent Appeals, stated the advantages of technical ad- 
visers to lay judges in pointing out to the judges the problems they 
are approaching. With respect to Patent Office officials hearing tes- 
timony in interparties cases, there is considerable expense requiring 
the parties to travel to Washington. The rules now provide that 
where the parties agree, they can have someone from the Patent Office 
attend the hearing and act as a hearing officer. This provision has 
been invoked once or twice (237) 





SYNOPSIS OF APPENDIX TO HEARINGS OF SUBCOMMIT- 
TEE ON PATENTS, TRADEMARKS, AND COPYRIGHTS, 
OCTOBER 10, 11, AND 12, 1955 


Frank L. Ahern, Jr., Patent attorney, Los Angeles, Calif. (pp. 289-241) 

The Patent Office Board of Appeals should be responsible for the classification 
of patents. To make this workable, it will be necessary to have the preamble 
of a claim definitely considered as a limitation thereof. The limitation will tend 
to make the rights of the patentee more certain and it will greatly facilitate the 
classification of patents. A new use is in the nature of a discovery and it should 
be patentable even though it relates to the new use of a known machine or manu- 
facture. Provision should be made for the Patent Office to furnish expert wit- 
nesses for the guidance of the courts to aid them in deciding questions of pat- 
entability. If this were to be too expensive, then provision should be made to 
take the deposition of an appropriate official in the office for this purpose or to 
permit any party to obtain an affidavit from such an official. This is to bring 
the findings of fact made by the Patent Office more in line with such findings 
made by other administrative agencies when the same are made subject to 
judicial review. 


Harry C. Alberts, patent attorney, Chicago, Iil., The Patent Statutes and Their 
Iniquitous Interpretations (pp. 241-243) 

The courts find inventions to be old based upon technical defenses where the 
defendant's reliance upon the prior art has found no practical appeal in industry 
or were never before considered to be of any commercial value. There should 
be no compelling force in attributing any particular significance to this material 
as a defense because (1) the defendant profited from a patented disclosure and 
(2) was never spurred into his alleged infringing practices by the prior art or 
knowledge now relied upon as a defense. Lack of impression which the prior 
art made upon the defendant or others in the field should dilute the effect thereof 
as an invalidating defense and the presence or absence of patentable invention 
factually determined on this basis is a more certain satisfactory determination 
than the abstractions being practiced by the courts in attempting to define “tinven- 
tion.” This constitutes a much more realistic basis upon which relief should 
be granted or denied in any proceeding charging patent infringement. The 
courts can, and do, give relief to anyone who makes an unpatented disclosure to 
another in confidence under circumstances of the latter using such contributions 
without making any satisfactory arrangement with the former, such being termed 
a breach of confidential disclosure. To be consistent, recovery on a patent should 
also be on the basis of inequities involved in the contribution that assisted the 
infringer. 

There is no justification for the dual standards in these two situations. If any- 
thing, a patent grant should be given more protection than indefinite, vague, and 
loose proposals that have been used as an instrument of confidential disclosures. 
The patent laws should be changed to liberalize the conditions under which there 
should be a recovery for the patentee and give preference to patent protection 
and less effect to unpatented disclosures made to entrap the unthinking or the 
novice. The law relating to confidential disclosures, on the other hand, should 
be codified so that certain rigid requirements have to be met before the court 
may grant relief and thus restrict these to situations which are worthy and 
meritorious. 


Elwin Andrus, patent attorney, Milwaukee, Wis. (pp. 243-245) 

’atents are our only means for enforcing competition in the field of invention. 
By recognizing and respecting the right of property in inventive ideas can we 
derive the necessary public benefit from our patent system. The Supreme Court, 
in its decision of the Great A. & P. case, did harm by reason of the public’s reaction 
toward patents generally. Invalidating patents only gives the thief his freedom 
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and justifies trespass by all. Upholding patents would correct evils and bring the 
award to the inventor nearer to the true commercial value of the contribution. 
Today the courts seem to be too free in invalidating patents. The fault is not 
with the Patent Office being too liberal in granting of patents. The Patent Office 
has its fingers on the pulse of our inventors and is judging each art according to 
the level of invention necessary to encourage further invention. The courts, with 
less than 1 out of every 250 patents coming before them, and seldom with more 
than 1 in any given art, cannot judge as well as to the appropriate level of inven- 
tion to be applied in a given case. Applying too high a standard of invention pre- 
vents benefiting the public in improving the simple things by which we live. The 
standard of invention set forth in section 103 is the best by reason of its flexibility. 
The courts have been sold the idea that patents are an unjust monopoly and 
against public interest. As a result of this general attitude, they have come to 
strike down as obvious any invention they can understand. Congress needs to 
act to reassert the public benefit of the patent system. Amendments to sections 
103, 271 (d), and 282 are suggested by the author to attain his desired result. 


John Allen Appleman, attorney, Urbana, Ill. (pp. 245-246) 


The purpose of the patent law should be to protect and to reward the inventor 
for his genius. However, the present result is to thwart him at every turn. 
The standard of invention test as used by the courts is too high. It is suggested 
that steps be taken to introduce new blood inte the Patent Office, particularly into 
top positions. 


G. Wright Arnold, patent attorney, of Seattle, Wash. (pp. 246-255) 


Mr. Arnold proposes an objective test of invention as an amendment to title 35, 
United States Code, section 103, by adding the following paragraph as a second 
paragraph to section 103: 

“Independently of and apart from the above, a patent may be obtained for 
an invention and patentable novelty shall be found therefor, whenever there 
is established a new functional relationship between any of the factors 
which are required for rendering an invention in the industrial art practically 
operative.” 

The adoption of this new functional relationship test would promote uniformity 
of decisions on the validity of patents by providing a uniform standard on test 
of patentability. Action by Congress is urgent in view of the record of the 
United States Supreme Court relative to patent decisions, the report of the Na- 
tional Patent Planning Commission, and opinions expressed by judges. The 
Patent Office, Federal courts, and lawyers desire an objective test. It is subm- 
mitted that such a test will relieve the confusion incident to the test of obvious- 
ness and the courts will have a guide for their deliberations. 


L. A. Austrian, consulting engineer, Chicago, IU., About the Tragedy of Inventing 
(pp. 255-259) 

Hundreds of thousands of patents are granted annually in the world and only 
a negligible amount can be absorbed by national economies. The purpose of 
patents for inventions is the progress of mankind. The practical purpose of the 
United States patent is the advancement of the inventor and the national 
economy. The inventor wants to carry his invention into practice and convert 
it into money. The United States Patent Office carries out a most admirable 
search as to novelty and patentability of an invention during the examination 
of a patent application. The prior art cited is of great importance. The fee 
for a United States application is extremely modest. It is hard to understand 
a British patent claim but it is exclusively a privilege of the patent lawyer to 
understand a United States patent claim. In England, Germany, and other 
countries of the world, there are graduated annuities as to patent fees and 
most patents lapse after a few years for nonpayment of these fees. The higher 
the technical civilization of a country, the better the patent laws and the better 
the patents granted after an ethical examination as to novelty and patentability. 
In France or in Central and South America, the state acts simply as a cashier 
of the rising annual fees. The most difficult task is to carry a patent into 
practice. Many patents may have great merits; however, they may become 
buried in the famous patent cemetery. The “gebrauchsmuster” or minor patent 
is but a patent for a model of utility which covers new arrangements, devices, 
and structural modifications of articles of daily use. We do not have this type 
of protection. Thousands of German chemical patent applications were filed 
There were only a few that found their way into industrial practice. Many good 
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patents in this few were simply discarded in advance; however, many were 
shelved because they would have ruined existing industries. 


William R. Ballard, patent attorney of Jackson Heights, N. Y., “The High Mor- 
tality Among Patents (pp. 259-260) 

The courts have an antipatent attitude which tends to destroy the patent right, 
despite the fact that the patent system has contributed importantly to our 
standard of living. Destruction of the patent right is against public interest be- 
cause it discourages risk capital and competition in improving useful arts. The 
solution to this problem is primarily a question of education rather than of 
legislation. 


William R. Ballard, patent attorney, of Jackson Heights, N. Y., As to Defining 
“Invention” (pp. 260-262) 

Whether invention exists is a matter of judgment based upon the circumstances 
in each case. The court must decide whether a purported invention is within 
the knowledge of a man skilled in the art although it can devote only a short 
period of study to the question and must base its decision only upon the available 
testimony. Mr. Ballard proposes first, to give the Patent Office all it needs to do 
its job as well as is humanly possible, and, second, require the courts, once they 
have found novelty, to accept the Patent Office ruling as to invention except in the 
rare causes where it can be shown that there was a clear error in the Patent 
Office, or a clear abuse of discretion. 


Wenell B. Barnes, Administrator, Small Business Administration (p. 361) 


The Agency has furnished a report of the results of its circulars listing inven- 
tions available for further development and production. 


Lawrence Biebel, patent attorney, president, American Patent Law Association, 
Dayton, Ohio (pp. 262-263) 


The patent system contributes to the overall economy and is important for all 
of us. It is important we maintain the patent system so that it will be alive and 
vital in the simple arts. Each invention should be considered in the light of 
all of the surrounding circumstances. The delay is too long in the Patent 
Office and the work should be brought to a current level. Each application should 
receive more study in the Patent Office. All of the pertinent prior art should 
be cited and considered by the examiner. The Patent Office staff and facilities 
should be modernized and expanded to make an adequate search. The committee 
should endorse the broad principles served by the patent system. 

1. Arnold Brand, patent attorney, Chicago, Ill. (pp. 263-265) 

Certain recent reasoning of the United States Supreme Court is destroying 
valuable property rights in patents. The Supreme Court misreads the Constitu- 
tion. That Court implies that only great scientific contributions are patentable 
on the theory that unless inventions are scientific advances, patents therefor 
are unworthy. Most of the useful arts of Constitution-framing days would be 
gadgetary under today’s reasoning. Thus deplorable decay in values daily 
deepens for failure to appreciate the inherent drama and value of the United 
States patent system. Congress should recapture the days when patent prop- 
erty was protected regardless of how unscientific it might be. 


Donald Brown, vice president and patent counsel, Polaroid Corp., Cambridge, 
Mass. (pp. 265-267) 

Mr. Brown prepared his statement with Dr. Edward H. Land, president. Mr. 
Brown presents the history of Polaroid Corp., its present size, the fact that, as 
of October 1955, it holds 489 unexpired United States patents and more than 
150 pending United States patents applications. Its business is very largely de- 
pendent upon its patent structure, and it has from the outset followed a vigorous 
patent policy. There is no question that Dr. Land’s success in commercializing 
and developing his inventions in light polarizing materials was to a large extent 
due to the patents obtained on those inventions. The strength of the patents was 
largely insrumental in securing adequate capital to finance Polaroid Corp., and 
the strength of the company’s patent picture in the photographie field has per- 
mitted the company to develop that field and to safely spend large sums on re- 
search and engineering in this and other fields. The present shortage in Patent 
Office personnel makes it impossible for the examiners adequately to search the 
art if the work of the Office is to be kept on a reasonably current footing. There 
is a tendency on the part of the examiners to base actions, where possible, upon 
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formal grounds and to postpone actions on the merits. This results in delay in 
the prosecution of the applications. It is suggested that a special department be 
created within the Patent Office, having for its purpose the acquisition and classi- 
fication of publications, particularly technical publications, for example, foreign 
technical journals, house organs, theses written for advanced degrees in universi- 
ties, and that this department make available to the examining divisions the 
results of its work. Any appropriation directed to activities of this kind within 
the Office would be well spent, as well as would additional appropriations for 
enlarging the examining staff and inducing experienced members of the staff to 
remain Within the Office. A brief digest of the art and of the position of the 
patented invention in the art should be affixed to the patent at the time of issu- 
ance as an appendix or supplement much in the manner in which cited references 
are now listed. The cost of patent litigation and the delay invariably incident 
to the determination of patent rights in the Federal courts are injurious to the 
public interest and to the rights of the individual inventor and small corporation. 

It is the small inventor and the smali corporation that suffer much more 
severely from this situation than does the established large corporation. Dr. 
Land and Mr. Brown are hopeful that the improved effectiveness of the Patent 
Office will result in a greater reliance by the courts upon the actions of the 
Office with the corresponding strengthening of the presumption of validity arising 
from the issuance of the patent. Extension of pretrial conference practice and 
wider use of relief through summary proceedings will result in quicker decisions 
in patent cases and a reduction of litigation costs. 


John A. Bruninga, patent attorney of St. Louis, Mo., United States Patent Laws 
(pp. 268-277) 

With regard to reduction in the cost of obtaining a patent, Mr. Bruninga 
favors restoring a practice of filing informal disclosures which existed from 1836 
to 1910, whereby an inventor upon payment of a reasonable fee could file a 
description and drawing of his invention in the Patent Office, thereby establishing 
a record date, with the additional provision that the examiner make a search and 
report the search to the inventor together with one or more claims to which the 
inventor might be entitled. The problem of high mortality of patents is due to 
the administration of justice by the courts. By reason of the differences in pro- 
cedure, it is to be expected in a properly presented infringement suit the courts 
will hold patents invalid even over prior patents cited by the examiner. Where 
the courts err is in taking their own view of what would or would not be obvious 
to one having ordinary skill in the art to which the subject matter pertains. Mr. 

3runinga proposes an amendment to title 35, section 281, by adding a provision 
similar to that in section 145, namely: 

“in such a case the court shall determine the questions of validity and in- 

fringement of the patent on the evidence before it.” 
Patent cases should be tried by judges who have at least a general knowledge of 
physics and chemistry, such as taught in colleges. Ways are suggested in which 
greater efficiency in patent prosecution may be achieved and for reduction of ex- 
pense in the Court of Customs and Patent Appeals. Repealing either section 145 
or section 146 is not favored. With regard to reduction of the cost of patent litiga- 
tion, this is particularly due to the lack of scientific knowledge by the judges. 
Cost also can be reduced by pretrial conferences and liberal rulings on inter- 
rogatories and particulars. Mr. Bruninga is not in favor of a patent court of 
appeals, except a rotating one as suggested by Judge Hand, nor is he in favor of 
experts to advise the district courts unless the experts are subject to cross- 
examination. With regard to Patent Office administration, this has been as 
efficient as conditions permit. The working conditions of the Patent Office 
can be improved and the number of examiners should be increased and their 
salary scaled upward. Patent Office classification needs overhauling. The author 
expands upon his suggestion that examiners should obtain practical experience 
in the arts. He is not in favor of an increase in Patent Office fees nor a resort 
to annual taxes or annuities. Additional comments are as follows: It is difficult 
to find a definition as to what is patentable and what is an invention. The author 
suggests an amendment of section 108 to phrase it in a positive rather than a 
negative manner and an amendment to section 281. Interference practice should 
be revised so that those deciding interferences hear the witnesses. Any party to 
an interference should be given the option, after the start of an interference and 
after preliminary motions with reference to patentability, to proceed directly to a 
district court under section 146. Under title 28, United States Code, section 
1404 (a), the forum non conveniens statute, the district court may in its discretion 
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transfer the case to another district for greater convenience of the parties. Mr. 
Bruninga further suggests the following amendment to section 145: 

“In such a case the court shall determine the question of patentability of 
the subject matter on the evidence before it as a case de novo, by a pre- 
ponderance of the evidence, giving due consideration to the decision of the 
-atent Office.” 

and an amendment to section 146 by adding : 

“In such a case, the court shall determine the question of priority of 
invention on the evidence before it as a case de novo, by a preponderance 
of evidence, giving due consideration to the decision of the Patent Office.” 

The article ends with a comment on the inventor’s status and patent monopoly. 
Frank Campbell, patent attorney, Washington, D. C. (pp. 277-281) 

In order affirmatively to define what shall constitute a patentable invention: 
(a) a case of patentability shall be deemed to have been established when the 
idea of doing the thing is new, and the device of the application achieves a new 
and useful result, which no single prior device is capable of producing and which 
result goes beyond mere increased excellence of workmanship: (0) a case of 
patentability shall also be deemed to have been established where a new assembly 
and relationship of parts accomplishes an old result in a markedly more facile, 
economical, and efficient way, provided that the claims do not read upon any prior 
unitary device—clearly define the invention and distinguish the invention from 
each and every unitary, prior art, device, or method. It is better to grant a patent 
in a doubtful case than to deny one, because if the claims are so phrased as to 
define something never before known, then the public suffers no loss. Restoration 
of confidence upon the part of the inventor which would come with the adoption 
of a definite standard of patentability, would accomplish two important results: 
(1) It would quickly render the Patent Office self-supporting, and (2) it would 
enable the Patent Office to bring its work up to date within 2 or 3 years by 
removing the principal bone of contention between the examiners and the 
attorneys, to wit, the presence or absence of invention. 


Herman Cohn, inventor, Baltimore, Md. (p. 281) 


To encourage, protect, and assure adequate reward for the independent in- 
ventor, the assistance of colleges throughout the country could be invoked. An 
individual inventor could disclose his idea to the college and the college process 
the idea for its practicability, give advice, aid, and negotiate a sale. For this, 
there should be a contract between the inventor and the college. If no funds are 
forthcoming from foundations, the Government should subsidize this plan. 


T. T. Collins, Jr., Palatka, Fla. (p. 281-282) 


Mr. Collins comments that the Patent Office does not treat laymen with the 
same consideration as attorneys. The Patent Office examiners are not compe- 
tent in the practical arts. We have a loss of knowledge because we do not 
publish abandoned or disallowed files. The small inventor with limited funds 
is at a disadvantage as compared with large corporations. He suggests that 
some system should be devised to lay patents open for examination and criticism 
by the public for a few months before they are granted. The Patent Office 
should give consideration to prior art submitted to them by outside parties. 


Floyd H. Crews, patent attorney and president of the New York Patent Lai Asso- 
ciation, New York City (p. 288) 

The following tentative conclusions from the hearings of the subcommittee: 
That the patent laws are now serving the small inventor well except for delays 
in the Patent Office; that the small inventor has a serious marketing problem: 
that there is a need for a market place where the individual inventor may market 
his invention; that this need has been filled in part by Donn Bennett and other 
organizations, such as Research Corp. and Southwest Research Institute. Mr. 
Crews also suggests that an inventor fair be promoted. He believes that such 
a venture should be undertaken by private capital and that some kind of subsidy 
ought to be provided for the first years. He also feels that a tax advantage might 
he provided temporarily to get such a project underway. 


Hon. Logan R. Crouch, Jackson, Miss., Invention and Discovery (pp. 283-286) 


“Invention” is two things: invention and discovery. Discovery is the broadest 
term and includes both and is used in the patent section of the Constitution 
The revised statutes of 1952 reemphasize that there is a difference between these 
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two words by distinctly stating that invention means either invention or dis- 
covery. The distinction is somewhat difficult, but by looking at Edison’s phono- 
graph, which is an invention, and comparing it with his incandescent lamp, 
which is a discovery, the difference becomes clearer. The writer then seeks 
to set out the metes and bounds of the terms “invention” and “discovery” by 
the Edison examples and other examples. Study of the records has convinced 
the writer that confusion does exist in the use of terms and causes many of 
the uncertain decisions which are troublesome to industry in connection with 
patent law. The statute should require one who maintains a patent invalid 
because it is too near to the prior art, be required to plead that it is neither a 
mental conception or equal to creative research, by alleging the absence of the 
things which would show either in separate paragraphs, and maintain both in 
order to prevail. 


William T. Cruse, executive vice president, Society of Plastics Industry, New 
York, N. Y. (p. 286) 

One of the biggest problems that confronts the plastics industry is that of 
design piracy. Under present existing patent law the manufacturer has no 
adequate protection. It is Mr. Cruse’s belief that changes in the law ought to be 
enacted to rectify this wrong. 


L. Davidson, consulting engineer, New York (pp. 286-287) 


The life of a patent should be extended from the present 17 years to about 25 
years. Revision of the present laws on court procedure involving patent infringe- 
ment is suggested, as it is too expensive to protect the average inventor under 
the present laws. 


Dr Lee DeForest, inventor of Los Angeles, Calif. (p. 287) 
There are too few Patent Office examiners and they are greatly 
This results in delay in examination. Congress should recognize 


in the number of inventors and expand the Patent Office examining 
the rising requirements. 


overworked. 
the increase 
staff to meet 


P. J. Federico, Examiner in Chief, United States Patent Office, Washinyton, D. C. 
(pp. 287-291) 

Patent No. 2,705,484, April 5, 1955. Jorgensen and Jorgensen, assigned to 
General Motors Corp. for “mechanism for controlling the starting and operation 
of internal combustion engines,” was pending 23 years, 2 months, and 27 days in 
the Patent Office. At the time of filing, the application was assigned to the 
Wilcolator Company of New Jersey. The application was later assigned to 
General Motors. The ex parte prosecution prior to the interferences took 2 years, 
2 months, and 22 days. After the last interference was over, a further time 
of 5 months and 18 days was used in a winding up action by the examiner, a 
reply, notice of allowance, payment of the final fee, and the printing and issuance 
of the patent. On March 380, 1934, 5 interferences were declared involving the 
above application and applicants of 7 other parties. Subsequently, 4 other inter- 
ferences growing out of these were declared between the above application and 
applicants of 5 of the other parties. The last one of this group of 9 interrelated 
interferences was terminated December 23, 1940, which was 6 years, 8 months, 
and 23 days after the declaration of the first. Shortly before the end of the 
last of the first group of interferences, another interference was declared on 
June 4, 1940, with an application owned by Carter Carburetor Corp. and later 
another interference was declared with a reissue application, also owned by 
Carter Carburetor. The applicant lost both interferences in the Office and 
filed civil suits under what is now title 35, United States Code, section 146, to 
review the Office decision. The decision of the district court was appealed to 
the court of appeals. There was an unsuccessful attempt by the Supreme Court 
to review the decision. The last step was concluded October 9, 1950. The period 
of time involved in this litigation was 10 years, 4 months, and 5 days. On 
May 2, 1947, another interference had been declared with a patent owned by 
Bendix. This interference was decided by the Office and the civil action filed 
in the district court which was pending 7 years, 5 months, and 19 days. The 
entire group of 12 interferences was pending 20 years, 6 months, and 22 days; of 
this time, 12 years, 7 months, and 12 days was in the Patent Office and 7 years, 
11 months, and 10 days were consumed by court reviews. Two unusual features 
are present here: one is the multiplicity of interferences, and the other is the 
duration of the interferences. In 1934 interferences were rather freely declared 
by the examiners. Over 6 percent of patent applications became involved in 
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interferences. Changes in procedure, special efforts, and training have avoided 
unnecessary interferences. The percentage of interferences declared during the 
4 years 1952 to 1955 was about 0.5 percent of patent applications filed. At the 
time when motions in the first group of interferences were filed and decided, 
17 months and 6 days had expired. Appeals were taken in 8 of the interferences 
and the duration of the appeals period for these 8, averaged 27 months and 26 
days. Such appeals were abolished in the case of interferences declared after 
October 8, 1989. In this case, 21 months, 17 days represents extensions of time 
requested and granted. The principal legislative change which has been recom- 
mended in the past, and which has not been enacted, which would have an effect 
on the lapse of time in this case is the so-called 20-year bill, which would provide 
that a patent will expire not more than 20 years after the date of the filing of 
the application, and if the application is pending a long time the term of the 
patent will be correspondingly curtailed ; provided that delays during the pend- 
ency of the application is not chargeable to the applicant were not to be included 
in determining the curtailment of the term of the patent. Such an act and 
provisions would have the effect of eliminating numerous delays since applicants 
would be anxious to have their patents issue as soon as possible so as not to 
have the term curtailed. 


P. J. Federico, Examiner in Chief, United States Patent Office 


Supreme Court 
. 8 
decisions (pp. 291-293) 


Mr. Federico provides a comparison of the file record references with the refer- 
ences used by the Supreme Court in holding patents invalid from May 29, 
1944, to April 23, 1951. In all of the cases the patents had been sustained in 
some other court. The first case involves patent No. 1,537,593, issued May 12, 
1925, to Gustav Eglof; the Seventh Circuit Court of Appeals had held the patent 
not infringed without ruling on validity; the district court had held the patent 
invalid, and the third circuit had held the patent had been valid and infringed. 
The main reference used by the Supreme Court was a patent to Dubbs which had 
not been cited by the examiner. Four other United States patents are mentioned 
in the Supreme Court’s decision but none had been relied on by the examiner. 

The second case involved patent 1,877,504, issued September 13, 19532 to Grebe 
et al. The Court of Appeals for the Sixth Circuit had held the patent invalid; 
the Tenth Circuit Court of Appeals had held the patent valid and infringed. The 
Supreme Court decision cited 11 United States patents and a prior use by another 
company. The main reference had not been cited by the examiner and only 
1 of the 10 other patents had been cited by the examiner. 

The third case involved patent No. 2,087,190, issued July 13, 1987, to A. E. 
Gessler. The patent had been held valid and infringed by the Second Court of 
Appeals. The decision of the Supreme Court mentions 4 United States patents, 
only 1 of which had been cited by the examiner, and 2 publications which had 
not been cited by the examiner. 

The fourth case involved patent No. 1,687,510, issued October 16, 1928, to M. 
Pipkin. The Supreme Court affirmed the decision of the Third Circuit Court 
of Appeals which had held the patent invalid. The patent had been held valid 
and infringed by the Second Circuit Court of Appeals and by the Sixth Cirenit 
Court of Appeals. The United States Supreme Court decision cited 2 United 
States patents which had been cited by the examiner, a domestic publication, and 
several foreign publications. 

The fifth case involved patent No. 2,156,519, issued May 2, 1939, to C. P. Walker. 
The patent had been held valid and infringed by the Ninth Circuit Court of 
Anneals. The Sunreme Court held the claims involved to be invalid because of 
their form and not because of prior art. 

The sixth case involved patent No. 2,200,532, issued May 14, 1940, to V. S. 
3ond. The claims had been held valid and infringed by the Seventh Circuit 
Court of Appeals. The ground of invalidity was essentially that only an un- 
patentable discovery had been made. Two judges dissented from the decision 
of the majority. 

The seventh case involved patent No. 2,236,387, issued March 25, 1951, to J. H. 
Wallace. The claims had been held valid and infringed by the Seventh Circuit 
Court of Appeals and invalid by the Second Circuit Court of Appeals. The 
decision of the Supreme Court cites 4 prior United States patents, only 1 of 
which had been cited by the examiner. 

The eighth case involved patent No. 2,118,468, issued May 24, 1938, to T. G. 
Jungersen. The second circuit held the patent invalid, affirming the district 
court, but Judge Hand dissented. In the third circuit, the district court held 
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claims 1 to 4 valid and infringed, and claims 5, 6, invalid; the court of appeals 
held the patent not infringed without passing on validity. Two prior district 
court decisions held the patent valid and infringed, 1 in Pennsylvania and 1 in 
Maryland. The Supreme Court found the patent invalid, 3 judges dissenting. 
The decision of the Supreme Court mentions 3 United States patents, a British 
patent of 1876, and 5 publications. These publications included the Encyclo- 
pedia Britannica and a treatise on goldsmithing and sculpture by Benvenuto 
Cellini. The publications and 2 of the 3 United States patents had not been cited 
by the examiner. Nineteen different judges passed on the patent, 9 found the 
patent invalid, 7 thought the patent valid (1 in part), and 3 ruled on a question 
of infringement only. 

The ninth case involved patent No. 2,242,408, issued May 20, 1941, to E. D. 
Turnham. The Sixth Circuit Court of Appeals had held the patent claims 
to be valid and infringed. The Supreme Court invalidated the patent and 
did not mention any specific references. The decision of the court of appeals, 
in sustaining the patent, states that 17 patents not cited by the examiner were 
introduced in evidence and analyzed 7 of them. 

The 10th case involved patent No. 2,455,266, issued November 30, 1948, to 
E. Nudelman. The patent was held valid and infringed by the Seventh Circuit 
Court of Appeals. The Supreme Court decision is a one sentence per curiam 
decision which does not mention any references. 

Vax Fogiel, inventor, New York, N. Y. Revised Patent Law Needed (pp. 293-294) 

Due to the delay in patent prosecution, hazards are created in marketing 
inventions. Very often the inventor, after having filed his application at the 
-atent Office, submits his invention to firms who show a possible interest. Many 
firms who find that the invention may be profitable proceed to manufacture it 
without compensating the inventor in any way. The present law does not 
permit the inventor, after his patent has issued, to recover damages from anyone 
who previously manufactured the invention for gainful purpose without acquiring 
legal rights from the inventor. It is suggested the law be amended to permit 
such recovery, which would be subject to the condition that the inventor had 
previously warned the defendant of the pending action before the Patent Office 
and such recovery be retroactive to the date the defendant received such notifi- 
eation. Such a change in the law will probably render sufficient protection to 
induce most patent applicants to make their inventions public. Mr. Fogiel states 
that the courts’ standard of invention is too high and that the high cost of 
bringing an infringer to trial and the small probability of recovering damages 
from the infringer through court procedure does not justify the expenditure 
of the costs involved in the prosecution of such a case. The courts’ actions 
encourage infringers. 


Robert A. Greene, inventor, Daytona Beach, Fla. (p. 294) 


Mr. Green proposes that the Government prosecute patent infringers instead 
of putting the whole burden on the small inventor who can’t afford to do so. 


Richard J. Haug, inventor, Nashua, N. H. (pp. 295-297) 


Mr. Haug comments on the problems in obtaining commercialization of in- 
ventions. He cites his own problems in this regard. It is his belief that a 
patent claim, once granted, should be uncontestable so that an inventor may 
proceed with his invention without the fear of infringement. It is also his 
suggestion that the Patent Office should have a larger staff and allow enough 
pay for competent men who can judge new ideas in their proper light and rela- 
tions. There should be no need of law suits to establish rightful claims and it 
should be the work of a commission of experienced personnel to determine the 
facts, their decisions to be final, and it should be illegal not to use a patent once 
issued. 


Roger S. Hoar, patent attorney, Milwaukee, Wis. (p. 297) 


An application is sufficiently clear if an examiner is able to act upon it on 
the merits and no objection of indefiniteness should be made without the per- 
mission of a supervisory examiner or a simple traverse of such a rejection 
should be referred to a supervisory examiner. Congress should establish that 
the third paragraph of section 112 means what it says, my amending that para- 
graph by prefacing it with the words “Notwithstanding anything else in this 
section contained.” 





SYNOPSIS OF HEARINGS XXXIX 


Gordon Hueschen, patent attorney, Upjohn Co., Kalamazoo, Mich. (pp. 298-299) 

The courts frequently invalidate the broader generic claims and seldom in- 
terpret such a claim in a manner to save its validity. It would, therefore, seem 
that subgeneric, or intermediate breadth, claims should be encouraged, as these 
might well stand as valid claims where broader, more generic, claims might be 
thrown out by the courts. The Patent Office should allow more claims of inter- 
mediate scope by eliminating some of the strictly procedural practices. Any 
schedule of fees based on the number of claims in an application would have 
a result opposite to that recommended. A substantial increase in the appropria- 
tions for the Patent Office should be made as soon as possible. Additional 
moneys required for the operation for the Patent Office should be provided by 
direct appropriation. An increase in Patent Office fees would discourage many 
individual inventors from filing patent applications. 


Charles ©. James, inventor, Los Angeles, Calif. (pp. 811-312) 


Mr. James points out the numerous difficulties encountered by inventors and 
the disadvantage under which they operate in dealing with large corporations. 
If these difficulties were remedied, it is believed that inventors would resume 
research activities with a new zest and add to our culture and civilization. 
Thoger G. Jungersen, inventor of Summit, N. J. The American Patent System 

(pp. 209-302) 

Formerly courts respected the Government’s obligations in issuing patents 
and this created an incentive to gifted individuals to patent ideas in the United 
States, thereby creating employment and prosperity. This incentive has been 
impaired because patents are good only so long as they are not contested in the 
courts and the expense of patent litigation is excessive, thereby favoring the 
large corporation. The Patent Office is the world’s greatest gambling institu- 
tion, in which the chances of winning are slim. By invalidating patents the 
courts are destroying our only natural check upon industrial monopolies. Large 
industries do not need patent protection. Patents can be misused by, for exam- 
ple, giant corporations taking out an abundance of patents covering minor details. 
In the case of the individual inventor it is often a matter of life or death to have 
a valid patent so that a new product may be developed for marketing in sound 
competition with large industries. Lack of respect for patents discourages risk 
capital. Mr. Jungersen suggests the following improvements: First, a reali- 
zation that the patent system is created for industrial progress and benefit of all 
the people: second, our patent laws must be changed so that unscrupulous indi- 
viduals or firms are not encouraged and rewarded for their efforts to destroy 
inventors’ property by litigation. The courts must be instructed not to invali- 
date patents unless fraud has been committed and other grave errors have been 
made in issuing the patent. A patent once issued must be considered valid. 
Even where a defendant in litigation produces evidence that the invention is 
not absolutely new in the sense that it is not published or generally known to the 
public, he should receive a nonassignable license to continue to use only that 
which he can prove beyond any doubt he used prior to the inventor’s application 
since he did not contribute to industrial progress. A time limit should be 
placed upon actions seeking to declare a patent invalid. Infringers should not 
be allowed to continue to exploit technically incompetent judges, so that the 
courts destroy progress as effectively as might an enemy army. Our country 


cannot continue as a leader among nations without encouraging and protecting 
inventions. 


Albert I. Kegan, patent attorney, Chicago, Ill. (pp. 302-306) 


Patents promote progress. As media for the dissemination of information, 
patents have proved superior to other publications. In recent years the Patent 
Office classification system has become inadequate to the task. A thorough 
investigation should be made to discover and appraise new techniques for 
classifying all the valuable information in every patent, scientific, and engi- 
neering publication, and for processing this information to quickly obtain all 
the known knowledge available upon each specific new item under investigation. 
Mr. Kegan recommends extensive examination of the working of our laws re- 
lating to plant patents in various particulars as the United States is the only 
country to have any commercial experience with a plant patent system. An ad 
hoc committee of experts in horticulture, plant research, and patent law be 
appointed to investigate amending the plant patent law to prevent the ex- 
tinction of patented varieties of plants. The plant patent statute imposes a 
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standard of inventiveness which is workable for utility inventions and design 
patents. The design patent statute is not well adapted to the design problems 
of industry. Adequate design searches cannot be made in the Patent Office 
because the present classification system is not workable. It classifies design 
patents by the function of the article of manufacture to which the ornamental 
design is applied. Classification by artistic style is not workable either, since 
categories embrace an infinitude of varieties of ornamentation. As a result the 
vrant of a design patent hardly warrants any assumption that the design is new 
or that the patent is valid. The Mazer vy. Stein decision invites repeal of the 
design patent statute, as copyright has many advantages over design patent. 
Copyright is quicker, easier, and cheaper; the term of protection is longer, and 
the right is easier to enforce. There is stubborn resistance to recognition of 
copyrightability in clothing designs. Hence some will advocate that any statu- 
utory endorsement of the Stein doctrine should contain a proviso denying copy- 
rightability to articles of clothing. 

The administration of our patent system may be improved by the following 
suggestions: 

The presumption of validity to be attached to an issued patent must be com- 
mensurate with the thoroughness of the search of the prior art made by the 
examiner in acting upon the patent application. It is impossible for the examiner 
to make an adequate search because the patents are classified according to a 
scheme which has been made obsolete by the enormous increase in the number, 
variety, and complexity of modern inventions. Two alternatives appear. Adopt 
a registration system, or perfect an adequate classification system by appropria- 
tion of substantial sums to modernize the system and then to reclassify all the 
issued patents with the aid of automatic machinery. When in doubt, the Patent 
Office always has allowed a patent application. Patent prosecution is normally 
ex parte, and the patent examiner does not have the zeal to deny patentability 
which characterizes an accused infringer in court. A court passes upon a patent 
by hindsight. Many inventions startingly novel in the mechanisms employed and 
dramatic in the beneficial results obtained when the invention was made appear 
obvious years later. In practice, every patent is prima facie valid up to the cost 
of litigating it. Sometimes it promotes competition to strike down an issued 
patent by court action, thereby making the invention freely available to ali. 
It rarely or never promotes competition to strike down a patent application in 
the Patent Office. Thus, Congress cannot unify the standards of inventiveness 
applied by the Patent Office and by the courts. 

The present interference proceeding needs modernization or abolishment. 
They are unduly technical, time consuming, and expensive. Interferences are 
usually settled by negotiation rather than by adjudication. It seems desirable 
to provide for arbitration, and to provide that the Patent Office shall enter 
judgment on the award of the arbitrator. A quantitative examination of the 
extent to which patents are actually being used to restrict opportunities is needed, 
as compared with other devices. It would be advisable to poll industry to 
ascertain what measure of validity businessmen accord to an unlitigated patent 
and to what extent the high cost of patent litigation causes businessmen to pay 
patent royalties on patents which they believe to be invalid. The cost to 
business and the value of the technique of obtaining patents for defensive 
purposes should also be ascertained. 


Lawrence Kingsland, patent attorney and former Commissioner of Patents, 
St. Louis, Mo. (p. 307) 

A thorough classification of prior art would result in a great saving in expense 
and more assurance to patent owners that their patents have sounder validity. 
Government fees in relation to the prosecution of applications should be definite, 
with some reasonable increase in filing and issuance fees, but the uncertainty of 
specific charges for the number of sheets of drawings, pages of specification, and 
number of claims should be eliminated. The removal of this uncertainty will 
aid the independent inventor to finance his developments and to protect him. 


Donald E. Lane, Commissioner, United States Court of Claims of Washing- 
ton, D. C. (pp. 307-308) 

The development of a practical classification system for persons working with 
the patent system, persons engaged in research, and persons engaged in produc- 
tion should be adopted and the results should be made freely available to the 
public by the Patent Office. More worthwhile and valid patents would be only 
one of the good results of such a program. He suggests the need for adequate 





SYNOPSIS OF HEARINGS XLi 


salary structures for the examining corps of the Patent Office. Delay and costs 
involved in obtaining and litigating patents should be reduced by reducing the 
backlog of pending applications and better classification. Delays in litigation 
seem to be less serious now than heretofore. He also feels that the Patent Office 
cannot and need not be self-sustaining, and any attempt to increase fees to the 
point of rendering the Patent Office self-supporting will stifle rather than stimu- 
late both invention and progress. 

George H. Lag, patent attorney, Oak Ridge, Tenn. (pp. 308-309) 

Mr. Lee suggests amendment of title 35, United States Code, section 252, with 
respect to intervening rights against reissue patents. The omission of certain 
wording in section 252 was inadvertent and the present statute does not 
codify prior case law. An example of the injustice that may result from the 
present wording is as follows: Due to an incomplete search on the part of the 
Patent Office, an original patent issues with a broad but invalid claim. The 
applicant would be entitled to a narrowed reissue after he learns of uncited prior 
art and invalidity of his broad claim. Meanwhile, a manufacturer may build a 
plant to carry out the patented process exactly as taught in the patent and is 
free to continue practicing the invention, subsequent to the grant of the reissue 
by virtue of the intervening rights which have accrued. This is inequitable and 
inconsistent with the historical purposes of the reissue laws and the intervening 
rights doctrine. Mr. Lee suggests specific changes in the wording of section 252 


Carl B. Lutz, patent attorney, Pittsburgh, Pa., Constitutional Aspects of Patent 
Law (pp. 809-811) 

Some erroneous ideas have been advanced relative to the patent clause of the 
Constitution. One is the idea that the Constitution sets up a standard of inven- 
tion and the other involves reading the word “science” as part of the patent 
clause of the Constitution. In the first place, there is no standard of invention 
written into the Constitution, and, in the second place, the Constitution does not 
say that patents must serve the ends of science. The mere presence of the word 
“inventor” in the clause implies there must be a standard of invention; however, 
historically, the facts do not support this view. In 1789, the word “inventor” 
meant nothing more than one who produces something new. An official utter- 
ance that could be interpreted as a standard of invention was a statement made 
in England in 1774 that any material advance, call it an improvement or call it 
a discovery, merited a patent. A study of the history and background of the Con- 
stitution should convince anyone that any standard of invention at that time was 
alowone. Inthe early thirties the idea emerged that patents are the instrument 
of certain abuses by big business and that the way to attack these abuses is to 
attack patents. This philosophy is no doubt responsible for the development 
of an attitude of the Supreme Court striking down substantially every patent 
that comes before it. The new Patent Act of 1952 contains language which would 
specifically countermand “flash of creative genius” decisions and other decisions 
unfavorable to patents and restore the patent system as it had previously existed. 
If the courts decide to use the power left to them by Congress in such a way as 
to nullify the patent system, then Congress shonid take further action as may 
be necessary under the power given it by the Constitution fully to restore the 
patent mcentive. Congress has full power to set up a standard of invention by 
legislaion, if needed. 

L. A. MacEachron, patent attorney, Des Moines, Iowa (pp. 312-314) 

Only a fairly wealthy individual can really afford the gamble of attempting 
to patent something with the uncertainty of the present law. The definition of 
“invention” incorporated in the 1952 codification of the patent laws, United 
States Code, title 35, section 103, requires a purely subjective determination by 
the administrative tribunal or court called upon to decide whether disputed 
claims define a structure that a person skilled in the art could have devised 
had he put his mind to it. A tough attitude on patents aids the big research 
organization with its almost unlimited resources. The author suggests sub- 
stituting the verb “creates” for “invents” in United States Code, title 35. see- 
tion 101. Secondly, title 35, United States Code, section 103, should be amended 
by striking the first sentence thereof, since it fosters subjective determination of 
novelty. He also suggests additional standards of invention and points out 
advantages to adoption of such standards. 
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Alvin M. Marks, inventor, Whitestone, Long Island, N. Y. (pp. 314-318) 


The presumption of validity of a patent may be improved by employing a more 
thorough, complete, and careful examination and action by the Patent Office 
staff. Extensive prior art bibliographies should be prepared and electronic 
searching means provided to assist in searching. He advocates setting up a sys- 
tem of priorities in the examination of patent applications. An inventor may 
wish to delay issuance of a patent application because of working in a field which 
is a long way from being ready for commercialization. On the other hand, other 
inventions may be ready for an immediate market when the applécation is filed 
and in such case the patent may have to issue quickly in order to be utilized. 
Inventions may be classified into basic invention and derived invention. Funda- 
mental inventions stem from a more or less complete knowledge of the particular 
fields of physics, chemistry, optics, and the like, whereas derived inventions, 
which are more often called gadgets, are such items as the safety pin, fountain 
pens and pencils, and the like. Unless there is a follow-through between the 
issuance of the patent and its subsequent development to a commercial stage, the 
incentive to invent can often turn into a burden upon the prolific inventor. De- 
rived inventions may be successfully protected with small capital expenditure 
and are relatively easy to commercialize. However, fundamental inventions and 
derived inventions which are more complex constitute a different story since 
they require a highly competent technologist or scientist. Obtaining risk cap- 
ital to test out such ideas before a market is established is difficult, if not im- 
possible, and no economic data is available to prove that the invention will make 
a profit. Many times the inventor is not well equipped to handle such situations 
and the inventor loses his reward. The independent professional inventor may 
maintain his independence by the formation of his own company, where he would 
be free to create without external control, but he can only do so if he is willing 
to create a diversified group of inventions. Some of these must be derived inven- 
tions which have ready marketability so that the inventor is then free to de- 
velop more complicated and fundamental inventions. This is a difficult road and 
not likely to be met with success except under very favored circulstulces. 
The corporate or team inventor approach is the one most conducive to obtaining 
the best results from the creative mind of the inventor. Mr. Marks emphasizes 
that risk capital is needed in the perfection and development of the invention to 
a commercial stage and for the promotion and commercialization of the patent. 
He suggests that the National Science Foundation, or other Government agency, 
be empowered to negotiate contracts directly with inventors and provide them 
with risk capital for their developments to the point of commercialization, and 
that Congress provide additional risk capital by contract to introduce the per- 
fected invention and promote it. Such grants are presently made by the Gov- 
ernment but only to corporate entities usually for specific projects involving mili- 
tary requirements, or for general investigation in some basic scientific field of 
research and not necessarily related to patentable inventions. Such grants may 
be made to the inventor with right to subcontract the necessary facilities from 
university or corporate laboratories. The economic return to the country from 
even one invention of a fundamental nature would justify the expenditure. 
Additional suggestions are the SEC might be empowered to aid the issuance of 
low-cost speculative stock to enable the public to speculate upon the advance of 
science and invention and the use of tax incentives to those who would place 
their risk capital at the disposal of inventors. Creative individuals in universi- 
ties and corporate laboratories are hampered by lack of freedom to give vent to 
their imaginations and lack of reward for accomplishment. Improvement can 
be made for incentive plans in these fields. 


John A. Marzall, patent attorney of Chicago, Ill., former Commissioner of 
Patents (pp. 319-321) 

The reason for the enormous Patent Office bacilog, and the amouit of time 
involved in obtaining patents, lies in the fact that the Patent Office has never 
been able to catch up on the backlog, and the severe shortage of Patent Office 
examiners has caused the backlog to be increased. It is his belief that the ex- 
amining corps should be substantially increased. He also states that if the ex- 
amining corps had proper and adequate working conditions they could increase 
production from 10 to 15 percent and improve the quality of actions. He sug- 
gests that the Patent Office could be operated more advantageously and ef- 
ficiently if it were a separate and independent agency and in a separate build- 
ing which should have the proper facilities and space for efficient operation. Dur- 
ing his term as Commissioner of Patents the Classification Division of the Pat- 
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ent Office was 2,000 man-years behind, and it is his belief that such a condition still 
prevails. This workload could be overcome by employing either 100 additional 
classification examiners for a period of 20 years or 200 classification examiners 
for a period of 10 years. The time required for examination could be materially 
reduced if the original examination was a complete and thorough one so that the 
majority of the patent art would be cited in the first action. The Patent Office 
examining corps should receive greater remuneration to retain an experienced 
and competent staff. A beneficial effect toward patentability could be had if 
there were a more liberal attitude in holding patents valid and a strict inter- 
pretation with respect to infringement. Adequate patent protection is neces- 
sary so that small business and independent inventors will not hesitate to, enter 
into the manufacturing field. It is his belief that the courts appear to be ade- 
quately equipped to try patent cases and have the privilege to consult experts 
in the various technical fields where it is necessary to assist the court in de- 
termining only differences in construction. It is his conclusion that there is 
nothing wrong with the Patent Office that more money, men, and space cannot 
cure and that patents can be further strengthened by means of legislation. 
Maynard D. McFarlane, inventor, Corona Del Mar, Calif. (pp. 324-826) 

To protect one’s patents, litigation is a necessity, and to a small enterprise 
a financial impossibility. The present patent system is not for the little man or 
the individual inventor. A patent requires expensive litigation to enable the 
owner to enforce the property rights of the patent grants. A proposal is ad- 
vanced for improving the status of a United States patent by assuring its validity 
by virue of a complete Patent Office search and procedure. The grant of a patent 
shall be proof of validity in all patent litigation. This proposal takes nothing 
from the public but operates for the public benefit by improving the patent struc- 
ture, simplifying patents jurisprudence and encouraging inventors to dedicate 
their inventions to the public at the end of the limited life of the patent. 


Foorman Mueller, patent attorney and chairman of National Council of Patent 
Law Associations, Chicago, Ill. (pp. 321-824) 

The small inventor would have no protection without the patent system and 
to abandon the patent system would take us back to secrecy of progress and 
cause a great reduction in industrial progress. In the last 20 years the courts 
have raised the standard of invention; it has been almost impossible for someone 
backing the inventor Or a small business to expect that patent protection will 
make his investment reasonably safe and sound. If adequate classification were 
present within the Patent Office, more references would be available and would 
not show up only when a patent is litigated. Mr. Mueller points out the growth 
of technical art, the number of patents issued between 1935 and 1955; the in- 
crease in the number of engineering departments, of laboratories and engineers, 
and invention stimulated tremendously by the recent two wars. It is his feeling 
that Patent Office appropriations and expenditures for classifying this mounting 
mass of technical material have not kept up with the times, and, coupled with 
less experienced personnel, patents have issued without the quality of examina- 
tion which would influence a court to depend upon the validity of a grant as 
courts once did. He also feels it important to consider the patent provisions 
of the Atomic Energy Act. There is an urgent need of wider and freer dis- 
semination of technical information and for prompt, healthy patent prosecution 
wherein the patent issues from the Patent Office with a better examination due 
to up-to-date classification and competent examining personnel. A more realistic 
viewpoint by the courts would provide earlier protection, would permit industry 
to reiease information earlier and provide patent protection in relation to the 
investment capital necessary to accomplish new discovery or development. 


James M. Naylor, patent attorney, San Francisco, Calif. (p. 326) 


A reasonable effort should be made to give greater sanction to the work of the 
Patent Office in its examination and issuance of patents. Our patent system 
would be immeasurably strengthened if we could cause, by appropriate means, 
the following words of Judge Orr, of the United States Court of Appeals for the 
Ninth Circuit, to be universally adopted and realistically applied. Speaking in 
Patterson Ballough Corp., et al. v. Moss, et al. (201 F. 2d 403, 96 U. S. P. Q. 6208), 
Judge Orr stated: 

“The presumption created by the action of the Patent Office is the result 
of the expertness of an administrative body acting within specific fields and 
ean be overcome only by clear and convincing proof.” 
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Joseph N. Parker, inventor, Bedford, Va. (pp. 326-827) 

Mr. Parker suggests that the Government issue a patent for a nominal fee, 
retain title to the patent, and issue licenses to use to all comers and then share 
in the royalties with the inventor. 


Leslie A. Price, Jamestown, N. Y. (p. 327) 


Mr. Price suggests the siniplification of the patent system and an immediate 
issuance of a Clearance certificate which would properly classify the invention at 
the time of filing. If the invention is actually in use and so certified, it should 
be promptly processed to a definite conclusion; otherwise it should be open to 
use by anyone filing an application for use 3 months prior to such use. There 
should be an effective liaison between the Patent Office and manufacturers, pro- 
ducers, and distributors, who should be promptly and continually notified about 
new discoveries and inventions in their particular fields. 


Helen Reis, St. Paul, Minn. (pp. 327-828) 


The 4-year period of pendency of patent applications at this time makes our 
patents obsolete before they are even formally approved. She suggests legisla- 
tion to simplify patent applications, speed up patent awards, and also aid for the 
little man to protect his ideas. 


Edwin L. Reynolds, technical adviser, United States Court of Customs and Patent 
Appeals, Washington, D. C. (p. 328) 

Patent Office Rule 272 (b) contains a provisions that “By agreement of the 
parties, provided the Commissioner consent, testimony may be taken before an 
officer or oflicers of the Patent Office under such terms and conditions as the 
Commissioner may prescribe.” This has been in the rules since 1949 but has 
only been invoked once. Both parties must agree to the procedure; the parties 
must pay the expenses of the attending officer, and the rulings are advisory only. 
Any provision permitting a hearing offiger to make binding rulings would require 
a change in the law. Based on the author’s experience, it is his belief that there 
is no compelling necessity for such a change. 


Giles Rich, patent attorney, New York, N. Y. (pp. 328-331) 


ue 

The new Patent Act of 1952 contains a basis for the amelioration of the antago- 
nistic attitude of some courts toward patents. So far the only judge to see clearly 
what was intended is Judge Learned Hand in his very recent opinion in Lyon 
v. Bausch & Lomb (106 U. 8. P. Q. 1). To carry out the constitutional purpose, 
patents could not be granted for every shadow of an idea and something more 
than mere novelty and utility must exist to justify them. The requirement of 
invention has had a single, simple function, to prevent private monopoly taking 
from the people even for a limited time the kind of improvements which would 
be expected to come spontaneously from one skilled in an art presumed to be 
familiar with all the prior art whenever required to effectuate a desired result. 
In codifying the requirement for invention, the new law in section 103 is that 
a patent may not be obtained though the prior art fails to show the same thing 
if the differences “would have been obvious at the time the invention was made 
to a person having ordinary skill in the art.” “At the time the invention was 
made” requires it to be adjudged without the benefit of hindsight wisdom. Fur- 
thermore, the courts need no longer be concerned with whether the invention 
was made by flash of genius or by sweat, in view of the new provision that 
patentability shall not be negatived by the manner in which the invention was 
made. This is a legislative decision that a temporary patent monopoly is jus- 
tifiable and in accordance with public policy and the constitutional purpose if 
the subject matter is new, useful, and unobvious. The one who must judge is 
still faced with some of the same old problems, and in the final analysis his 
judgment will be subjective, for it is nearly as impossible to apply a yardstick 
to “obvious” as it was to apply it to “invention.” “Obviousness” is a question 
to be determined in each case according to the level of development in the par- 
ticular art involved; and, as before, from the viewpoint of the fictitious char- 
acter in our field, the man having ordinary skill in the art, “nonobviousness” 
added to novelty brings patentability into line with the basic distinction be- 
tween good and evil monopolies, assuring the people freedom and liberty not only 
in what they had before but also in what they have a right to expect in the way 
of spontaneous advances from those of ordinary skill in the art. If the courts 
ean be persuaded now to take the new law at face value and get over their con- 
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fused thinking about monopoly, we will be far along the road to overcoming 

current complaints about the operation of the patent system. 

Dr. Estelle Ries, author, New York, N. Y. (pp. 381-336) 

Dr. Ries describes the experiences undergone by an individual inventor, her 
father, Elias Ries, in obtaining patent protection. There are two major types of 
invention—a simple affair or novelty, readily produced, promoted, and adopted ; 
the other, far more important, is highly original and fundamental. The latter 
inventions are ahead of their time and require the art to grow up to a point 
where they can be successfully used. They require an investment from sources 
other than the inventor before a practical demonstration can be had. It is com- 
mon knowledge and practice that people are unscrupulous cnough to infringe 
patents. The inventor must get lawyers to protect his property right. He must 
wait a number of years, in many instances, to prove that he has sustained dam 
ages by the infringement of his opponent. The patent system should be 
strengthened by making it mandatory upon the courts to sustain patents. Ob 
jectors should be given a chance to protest before patents are granted. The pat 
ent should belong to the inventor for 17 years after its actual utilization in indus- 
try, so that royalties would be effective a total of 17 years, which is the intent 
and spirit of a patent monopoly as granted. It is suggested that the inventor 
be compensated whenever his invention is used by industry even after its 17th 
year. This would mean that manufacturers would not hold up purchase in antici- 
pation of the expiration of the patent. It would speed up progress and assure 
just compensation to the inventor. Only patents of value would come under the 
new arrangement as nobody would want to use valueless patents anyway. A 
small fee to cover the work of the Patent Office is reasonable. The Patent (Office 
might better depend, perhaps, for its chief support upon fees deducted from profit 
resulting from commercial disposal of the invention. One or two percent de- 
ducted from the profit that manufacturers make on the use of inventions for the 
17 vears of active life of a patent would be a real resource to the Patent Office. It 
would enable the Government to put the Patent Office staff on a far more substan 
tial basis. The Government could pay and maintain the most efficient experts to 
bring its work up to date. Such a tax might also be used as a source of sponsor- 
ing research scholarships and other benefits to creative thinkers and inventors. 
The Supreme Court, which does not Know much of the subject matter of a patent 
case, usually holds the patent to be invalid. If the Patent Office would make a 
more thorough examination before awarding a patent, it would reject large quan 
tities and issue fewer and better patents that would be far less subject to in- 
fringement, interferences, and other ills. Court costs to the inventor would be 
reduced. If larger funds were available for the Patent Office, more complete 
investigations could be made before issuing a patent. It is one thing to invent 
a device, another to obtain a patent for it, and still another to sell it. Powerful 
corporations find it easy to circumvent a poor inventor. This has been overlooked 
in present patent practice. It would seem desirable to have one patent appeal 
court instead of the present procedure. It is suggested that there be a class of 
patent engineers to whom an inventor might apply for technical and market advice 
before he ever approaches a patent attorney. This could eliminate many devices 
which clutter up the time and energy of patent attorneys, delay the work of the 
Patent Office, and give rise to false hopes among would-be inventors. The patent 
courts should be manned by persons educated in electricity, chemistry, or other 
science specialties as well as in law. If judges cannot be found with this facility, 
then the courts should have a judge and an engineer as this work cannot be hon- 
estly or effectively performed by either skil! alone. 

Hon. Simon Rifkind, attorney and former district court judge, of New York 
N. Y., A Special Court For Patent Litigation? 
Judiciary (pp. 336-338) 

Judge 


The Danger of a Specialized 


tifkind opposes the proposition that the judicial product of patent 
litigation would be improved if the trials were conducted by judges specializing 
in patent cases. He is opposed to patent courts with patent judges. Judge 
Rifkind states that patent law is part and parcel of the whole body of our law: 
that patent license agreements are essentially contracts subject to the law of 
contracts; that infringemens are essentially trespasses subject to the law of 
torts ; that patent rights are a species of property rights : and that proof in patent 
litigation is subject to the laws of evidence. Changes in all these branches of 
the law have an effect on the patent law as well. One cannot segregate patent 
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law from the rest of the law and the patent law should not be at odds with 
policies pursued by the general law. In such a climate the patent system may 
not fare too well as such conflicts, when they emerge, induce a public cynicism 
about the law and a sense of injustice. It is his theme that a specialized judi- 
ciary would lead to decadence of the law and that no benefit would be obtained 
from having a patent court. The members of a patent court could not be so 
omniscient as to possess specialized skill in chemistry, electronics, mechanics, and 
in vast fields of discovery as yet uncharted. The expert in organic chemistry 
brings no special light to guide him in the decision of a problem relating to 
radio-activity. It is his feeling that patent law presents no greater difficulties 
than other branches of the law. Patent litigation today is most frequently 
met with in close association with other branches of the law such as unfair 
competition, trademarks, confidential submissions, antitrust and corporate 
reorganizations. It is his conclusion that if patent law has become so esoteric 
a mystery that a man of reasonable intelligence cannot comprehend it, then 
something has gone seriously wrong with the patent law. If that is so, and he 
does not hold this view, the cure lies in correcting the law and not in tinkering 
with the bench. 


George D. Riley, member of national legislative committee, American Federation 
of Labor (p. 338) 

Labor presents an excellent cross-section of American ingenuity and has pro- 
duced a full share of patentees and applications for patents. Thus labor is 
interested in what goes on in the field assigned to the Patent Office. Mr. Riley 
states that the Patent Office’s difficulties will not be solved by adding fees upon 
fees ; the number of examiners in the Patent Office be increased; that their pay 
scale be raised and that every effort must be made to place the work of the 

atent Office on a more current basis as rapidly as it is feasible and practical. 


Louis Robertson, patent attorney, Chicago, IN. (pp. 339-345) 


Mr. Robertson suggests the filing of informal disclosures in the Patent Office 
whereby the inventor could obtain the same safety that he now obtains by filing 
a patent application, assuming the disclosure to be a complete disclosure of the 
invention. The inventor in this inexpensive manner would have a period to 
investigate the marketability of his invention or to further improve the invention 
before filing the relatively expensive patent application. The adding of new mat- 
ter to pending patent applications should be allowed subject to the discretion of 
the Commissioner of Patents. thus obviating the necessity of filing substitute 
applications. It is proposed to permit the filing of patent applications more than 
1 year after a public use or published disclosure. Protection of inventors from 
unscrupulous practices of some advertising attorneys requires congressional 
action. A statute should be enacted to reduce the present rigidity of patent claim 
practice. Simplification of claim practice can take two major forms, namely. 
style simplification and flexibility of interpretation. It is suggested that the law 
provide a list of additive features to appear immediately preceding the claims to 
aid in interpretation of claims. 


Murray Robinson, patent attorney, Houston, Tex. (pp. 345-347) 


Mr. Robinson has several suggestions for increasing dissemination to the public 
of the information disclosed in patents which in his view should be the prime 
purpose of the patent system. He proposes (1) an increase in the size of type 
of patent specifications to its former size; (2) reduced cost of patent copies to 
the former price of 10 cents each; (3) patent drawings to be drawn to scale and 
the specification to state the scale, the tolerances, the materials, and other 
know-how ; (4) patentees to notify the Patent Office when a patented invention 
has been put into use and to place on file the details of the design actually put in 
use; (5) revise the Official Gazette to publish an abstract of each patent instead 
of a claim; (6) publish bound sets of classified patent abstracts; and (7) publish 


bound selected collections of patent specifications and drawings (but without 
claims). . 


Felir A, Russell, patent attorney of Washington, D. C. (p. 347) 
Mr. Russell proposes that the Patent Office make it a practice to send 1 copy 
of each Office action to the inventor and 1 to the attorney instead of 2 copies to 


the attorney of record; that the attorney be compelled to send a copy of each 
amendment in each case to the inventor and that a statement by the attorney 








SYNOPSIS OF HEARINGS XLVII 


to the above effect be incorporated as part of each amendment; that a statement 
giving the attorney’s field of search and the references cited to the applicant prior 
to the filing of the application be contained in each application, or, alternatively, 
a statement that the inventor desired no search to be made prior to the filing of 
the application. 


Harold S. Silver, patent attorney, Milwaukee, Wis. (p. 347) 

There have been literally thousands of proper uses of the United States patent 
system which have benefited the inventor, businessmen, and the general public 
for each abuse of the patent system. The inventor benefits from patents granted 
on his inventions because his ideas are protected from exploitation by others 
and he gains increased recognition among his fellow workers. The businessman 
or corporation benefits because patents help pay the cost of development by 
preventing others from using the development without paying for it. The 
general public benefits because patents are an incentive to provide better products 
so that people can have more and live better. 


Freeman Smith, inventor, North Hollywood, Calif. (p. 348) 


The number of patents appalls one. The number of patents that are useless 
also appalls one. However, many patents are good. It is suggested a scholarship 
be granted by the Government to individual inventors to encourage them to 
create. 


Namuel B. Smith, patent attorney, San Francisco, Calif. (pp. 348-349) 

Independent inventors are ready to pay additional fees in the Patent Office 
if by so doing they can obtain quicker action in pending matters. Consideration 
should be given to the possibility of encouraging risk capital in promoting inven- 
tions. Congress could aid in this respect by giving to bona fide investors in 
inventions additional tax benefits. The individual inventor is handicapped and 
the corporations are in an awkward position when the independent inventor 
submits material without solicitation when there is so much chance that the 
corporation is working on inventions similar to that presented. The work of 
the Patent Office is jammed by many applications which define inventions not of 
proved worth. Lack of foresight on the part of the inventor with respect to 
the practical and economic aspects of goods that the public will buy works 
against him and is a far greater threat than even critical courts ready to hold 
so Many patents invalid. An inventor loses out many times because he demands 
too much money for his contribution. We should educate the private inventor 
to the thought that patents are granted to promote progress, and that as such, 
there are very few patents which remain important for 17 years. Most patents 
are superseded by alternatives prior to their expiration, unless they are funda- 
mental in character. The private inventor would be helped a great deal if our 
laws in bringing declaratory judgment actions were amended. The patent pro- 
fession could do a great deal for the individual inventor by generally discouraging 
litigation. 

Cyril A. Soans, patent attorney, Chicago, Ill. (pp. 349-350) 

The present Patent Office backlog cannot be reduced unless the Patent Office 
is supplied with additional manpower and additional facilities which are so 
greatly needed. Mr. Soans states that he is well satisfied as far as the basic 
patent principles are concerned; that Congress will not depart from its tradi- 
tional belief in the value of our patent system as an inspiration and incentive 
to our inventors in their efforts to promote the progress of science and the useful 
arts. *atent reform should be delayed until there has been time to obtain the 
views of the Supreme Court on the recent codification of the patent statutes 
and until more experience is gained in the working of the new statute. 


Emmett G. Stack, patent attorney, Portland, Oreg. (pp. 350-351) 


Conditions in the Patent Office have not improved over the years but have 
gradually grown worse, especially in regard to the delay in acting on applications. 
This delay is detrimental to the inventor, who cannot afford to make an extensive 
search and cannot sell his invention before he has his patent. The corporation 
makes an exhaustive search and knows exactly what to expect in the way of 
an allowance before it files its application. Further, it takes advantage of every 
delay allowed by the Patent Office in order to extend the monopoly many years 
beyond the usual 17. A large corporation can also charge all patent costs to 
the expense of doing business. A raise in fees would not make any difference 
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to a corporation but would slow the initiative of the independent inventor. It 
is suggested that cutting down the time allowed for an attorney to answer from 
6 months to 30 days would help the inventor a great deal. The need also exists 
for adequate and competent personnel in the Patent Office. 

A. G. Thomas, inventor, Chattanooga, Tenn. (pp. 351-855) 

There should be some way inventors can officially record their ideas without 
fear of piracy. The patent practices of many of our large companies are without 
conscience. Mr. Thomas suggests a number of procedures for improving the 
Patent Office practice and the patent system generally. 


C. H. C. Van Pelt, industrial economist and management consultant, Cincinnati, 
Ohio (pp. 3855-856) 

The greatest service Congress could do for individual inventors is to shift the 
legal burden of proof in the event of infringement from the patent owner to the 
infringer. The writer suggests the infringer would have to prove to some quasi- 
judicial body in the Patent Oflice, or to the Federal Trade Commission, that his 
products do not infringe the issued patent. Patent infringements hurt the eco- 
nomically weak. The Federal Trade Commission has the proper understanding 
of business and the kind of procedure needed to protect the rights of inventors, 
Technical assistance that the Commission might need could be made available 
to them by the Patent Office or by a reference to a technical master for a ruling. 
A small amount of assistance to inventors could maintain the principal source 
of our industrial progress. 


James Watson, inventor, Whittier, Calif. (pp. 356-358) 


Long delays in acting on amendments are not only expensive but unethical. In 
accepting the original disclosure from the inventor, the Government has entered 
into a precontractual agreement which places upon it a continuing obligation that 
is not fulfilled until the patent is issued or the application is rejected for real 
and not imagined reasons. The time required for Patent Office actions can be 
as important to the inventor as the actions themselves. If the Patent Office 
would give a prompt, factual response to the initial application, it would elimi- 
nate the majority of amendments and thereby greatly reduce the workload. 
Inventors with limited capital never recover from their first attempt to obtain 
a patent, The operations of the more tenacious ones are limited because of the 
delay in obtaining patents as the lack of a patent holds back interest of invest- 
ment moneys and manufacturers. ‘This results in a great reduction in the total 
number of new ideas that flow into the public domain during the productive years 
of an inventive mind. Another loss is when new ideas lie in the Patent Office 
awaiting issue. 

William R. Woodward, patent attorney, of Millington, N. J. (pp. 358-3860) 

The entire design of the United States patent system is based on the principle 
that patent applications should be thoroughly screened by a corps of expert 
examiners sufficient in number and resources to provide prompt action on all 
applications and amendments thereto. Delay in action on patent applications 
produces manifold evils: (a) it is discouraging to some inventors and their 
assignees ; (b) it creates hazards to a manufacturer of new or improved products, 
because he gets no prior notice of the pendency of a patent application which 
issues after the manufacturer is all tooled up and in production, putting the 
manufacturer in a disadvantageous negotiating position if the patent has even 
a colorable applicability to his product: (c) by postponing the dates when patents 
are granted it postpones the dates when patents expire, when the inventions of 
the patents are dedicated to the public; and (d) the mounting backlog creates 
pressure on the Patent Office to dispose of cases with a skimpy study of the 
claims and prior art, resulting in the issuance of an undue proportion of invalid 
patents. Items (6b), (ce), and (d) may tend to prejudice courts against the 
enforcement of patents. By enabling the Patent Office to be more careful and 
thorough, we may indirectly improve the judicial attitude toward the patent 
system, in addition to direct improvement of the administrative part of the 
system. He proposes that the Patent Office backlog be reduced to normal in 
5 or 6 years instead of the present proposed 8 years. This would require higher 
appropriations and more rapid expansion of the staff, with salary scale improve- 
ments awarded to the staff. The applicant’s time for response to Patent Office 
actions, now usually 6 months, should be reduced to 4 months. The counts of 
interference should be published at the close of the motion period, if earlier 
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publication should be found undesirable, so that the public would have notice 
of the pendency of patent applications delayed by this proceeding. Mr. Wood- 
ward also proposes that Congress provide that no person shall be prevented by 
estoppel or contract from showing that a patent for which he is licensed or a 
patent which has been assigned by or to him is in fact invalid. He comments 
that a strong patent in weak hands creates a position by which the owner may 
raise money and hire specialized professional services to develop his valuable 
property and enforce his property rights. 


James Worsham, inventor, Long Beach, Calif. (p. 360) 


An outside business firm should survey the Patent Office to see if there is any 
undue delay occuring. If it is practical and not too expensive, branch offices of 
the Patent Office could be distributed around the country, to reduce the expense 
of personal interviews with examiners. 
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MONDAY, OCTOBER 10, 1955 


Unrrep States SENATE, 
SUBCOMMITTEE ON Patents, TRADEMARKS, AND 
CopyRIGHTS OF THE COMMITTEE ON THE JUDICIARY, 
Washington, D.C. 

The subcommittee met, pursuant to notice, at 10:10 a. m., in room 
424, Senate Office Building, Senator Joseph C. O’Mahoney (chair- 
man of the subcommittee) presiding. 

Present: Senator O’Mahoney. 

Also present : Robert C. Watson, Commissioner, and P. J. Federico, 
Examiner-in-Chief, United States Patent Office; Julian Caplan, 
Counsel, and John Stedman, Associate Counsel; Robert Kilgore, staff 
member, Judiciary Committee. 

Senator O’Manoney. The subcommittee will come to order. 

I believe that it is best for me to open with a brief statement, to indi- 
cate the nature of the proceedings today. 

This hearing is not an “investigation” in the sense that word has to 
be used to describe a congressional search for scapegoats. It is a 
study in which the best minds in the patent field are being requested 
to contribute their suggestions for the modernization of the patent 
system. 

The authority of encouraging inventors by appealing to the profit 
motive was written into the Federal Constitution in 1787 by the wise 
pioneers of popular government. They granted to Congress the 
power 





to promote the progress of science and useful arts by securing for limited times 
to authors and inventors the exclusive right to their respective writings and dis- 
coveries, 

The patent law, therefore, was intended to stimulate the activity of 
inventors who were gifted with the ability, the industry and the per- 
ception to produce works and discoveries which might never be under- 
taken if the author or inventor were without the protection of law to 
shield him from becoming the victim of those who would unscrupu- 
lously pirate his work. 

The Congress did enact such a law, and exclusive rights for limited 
times were granted to authors and inventors, 

The question that now presents itself is whether the individual in- 
ventor still enjoys the sort of protection the drafters of the Constitu- 
tion had in mind. The Senate by its adoption of a special resolution 
authorized the Judiciary Committee to undertake what was con- 
ceived to be a necessary study to determine what changes should be 
effected in the patent law if new frontiers are to be opened to the in- 
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ventive genius of Americans in the modern era. The individual in 
our time finds himself in a field of competition with foreign nations 
and institutional research laboratories which did not exist as com- 
petitors when the Constitution was drafted and the patent laws first 
written. 

This committee has called to its assistance in these studies the offi- 
cials of the United States Patent Office in the Department of Com- 
merce. Commissioner Robert C. Watson, who sits here at my right 
hand, has kindly consented to be with us and to bring with him ex- 
perts from the Patent Office like Mr. P. J. F ederico, Examiner in 
Chief, who is with us today, to launch the public opening of this 
study. 

It is appropriate for me to say that Mr. Federico began his services 
in the Government, in the Patent Office, as an assistant examiner, 
more than 30 years ago and is now Examiner in Chief in that Office. 

We shall conduct these 3-day hearings on an informal basis by 
group discussion and interchange of ideas. We want each of you to 
feel free to speak briefly on any of the topics to be discussed to the 
end that by free and open discussion the important problems in the 
patent field may be brought out into the open for more detailed treat- 
ment in the future. 

Let me emphasize that we cannot actually solve any problems or 
deal extensively with individual experiences and situations during 
the 3 days at our disposal. The purpose of these meetings is to bring 
out some of the thinking and suggestions available as to the direction 
this committee might take and how it might proceed, and what to 
look at in our efforts to suggest how our patent system can more com- 
pletely fulfill its constitutional purpose of promoting the progress of 
science and useful arts. 

As is obvious from the scope of the problem and the number of 
people attending, there is a lot more to talk about than we could 
possibly handle adequately in that time. All of you have a great 
many ideas on a great many of the subjects we plan to discuss. That 
is why you are here. We would like to get every last word from 
every last one of you, but time simply does not permit that. The 
chief purpose of a ‘public hearing, of course, is to let the public know 
what the problem is, and by outlining the nature of the problem to 
invite advice from the public which otherwise would not be secured. 
You are all invited to file with the committee your full statements, 
but it will facilitate our progress if you will be good enough to sum- 
marize the points you desire to make and if we take up in an orderly 
fashion the problems which are to be discussed. 

I know you will understand, consequently, if it becomes necessary 
to cut off discussion now and then so that we can proceed to another 
subject. Those of you who have come with prepared formal state- 
ments have the asurance that they will appear in full in the printed 
hearings. However, in order to give everyone an opportunity to 
enter into the free and frank, informal, roundtable type of discussion 
which we are planning for these 3 days, I hope you will not read, or 
attempt to read, formal statements. 

The central patent issue seems to be that of the relation of the 
individual inventor and the business concern which puts inventions 
on the market. Phrased in another way, is the million-dollar lab- 
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oratory ursurping the function of the garret inventor; and, if not, 
how can we bring the inventor down from the garret and into the 
living room and eventually into the dining room, where he can pick 
up the profit?) The problem comes up in several ways. 

First, we find the practical business problem of the inventor in 
financing the research he must undertake and his cost of obtaining 
patents and marketing inventions. 

Second, is the problem of the dealings of organized industry with 
inventors in order to achieve a satisfactory working arrangement 
which can best convert the fruits of the inventor’s mind into mer- 
chantable commodities whose introduction into the market will benefit 
the public, the inventor, and the producer. 

Third, is the problem of high mortality of patents—the fact that 
our courts so frequently hold patents invalid. What is its effect 
upon the inventor and the manufacturer? What is the underlying 
reason for this situation? What can be done to remedy it? 

Fourth, is the cost of obtaining patents and of patent litigation. 
What is the effect of these costs upon inventors and industry? How 
can they be reduced consistent with maintaining a sound patent 
system / 

Fifth, apart from financial costs, how adequate are our present 
court procedures both in terms of the time it takes to reach decisions 
and in terms of the correctness of those decisions? Are our courts 
equipped to handle the complex technical subjects involved in patent 
litigation: do they need the benefit of consultation with independent 
experts, or do we need special courts to hear patent cases ? 

Sixth, how adequate is Patent Office administration in terms of 
the time it takes, the results reached and the issuance of patents that 
our courts will enforce. How can this administration be improved 
to the advantage of the inventor, the businessman, and the general 
public/ Do we need more a examiners? Do they need better 
working conditions so they can work more efficiently, and do they 
need better salaries so the Pate nt Office does not lose them to private 
industry after they have been trained? Can Patent Office procedure 
be improved, especially with respect to classification ? 

We cannot, of course, canvass all the problems in these 3 days. Con- 
sequently, such difficult problems as the relationship of the patent 
law to the antitrust laws and the overall problem of Government pat- 
ent policies will be left until a later date. If we can cover these pre- 
liminary matters, we shall be able to have a better understanding of 
the nature of the problem, and better able to undertake the more 
detailed studies which will follow. 

I think it appropriate to add that the committee staff includes 
among its members first, as the chief of staff, Mr. Julian Caplan of 
San Francisco. Mr. Caplan is a graduate of the University of Mich- 
igan Law School. He was at one time a member of the staff of the 
Department of Justice and is now an active practitioner of law in 
the field of patents. Mr. John Stedman, a graduate of the Uni- 
versity of Wisconsin Law School, a law teacher there in the patent 
field, is associate counsel. Also, we have Mr. Robert Kilgore, who 
has been a patent examiner, who is also on our staff. 

We have tried to select a staff of competent, objective people, whose 
only interest is the interest of the committee; namely, to help us lay 
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the facts on the table for all interested in the continued progress of 
the arts and sciences to see. 

I am very happy to be able to announce that Commissioner Watson 
has cooperated in the fullest degree in the preliminary work of the 
committee. 

Commissioner Watson, I supposed you are well known to all of 
these who have gathered, but would you not stand and take a bow, 
so that all may see you, if any are not acquainted with you‘ 
[ Applause. | 

Senator O’Manonery. Mr. Federico, will you be good enough to 
stand, too? [Applause. ] 

Our purpose in having these two gentlemen at the table is to put 
them in a position of strategic advantage, where they may question the 
other witnesses who are to come to the roundtable. 

I hope I have made clear the plan that we intend to follow. It has 
been my experience over a long number of years that if witnesses 
in the field of expert importance are permitted to cross-examine one 
another, the committee is much more likely to get much more infor- 
mation than it would if it were to depend solely 1 upon the cross-exam- 
ination of its chairman or any of its members. So, in a sense, we are 
bringing all of you into the play that is being produced here today 
as eXaminers who will let us see what the conflicts may be in the think- 
ing of all who are assembled here. 

Now, Mr. Caplan, would you be good enough to indicate those whom 
we shall invite to sit around the table in the first instance this morning ? 

Mr. Capuian. Is Mr. Bennett, inventor representative, here? Will 
you take a seat at the table? 

Is Mr. Herman Cohen present? Will you take a seat at the table? 

Mr. Marks. 

We also have some representatives of the National Patent Council 
here. I wonder if they could be seated at the table. 

Congressman Lanham, Mr. Brennan. 

Are there any other inventors or inventor representatives present 
here today who would like to take part in this discussion ? 

We also have some representatives of industrial organizations here. 
Is Mr. Levy present ? 

Mr. Levy. I am here. 

Mr. Carian. Is Dr. Palmer here? Will you take a seat at the table. 

Is the representative of the Small Business Administration, Mr. 
Hoffman, present today? Would you join the table. 

Is Mr. Ballard present? Will you take a seat at the table. 

Are Mr. Schmeltz of the Aluminum Corporation of America, Mr. 
Silver, Colonel Toulmin, and Mr. Woodward present ? 

I think that we have almost filled up the seats. 

Senator O’Manonry. Are there any volunteers for the three 
vacancies ? 

Mr. Carian. Mr. Rich, Mr. Biebel of the American Patent Law 
Association, and we also have Mr. Hayes of the American Patent Law 
Association. 

Senator O’Manoney. Let me say that whenever anything develops 
at the table with which anybody in the rest of the room “disagrees, 
please do not hesitate to rise and ask for recognition. So long as we 
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observe the rules of orderly procedure, everybody will have an oppor- 
tunity to be heard. 

I might also make the announcement that Mr. Bennett, who was the 
first to be called to the table after the Commissioner and Mr. Federico, 
has brought a film with him today, and will exhibit that film this 
afternoon at 2 o’clock. It is a film which he prepared in the pursuit 
of his work as an agent for inventors. 

Mr. Bennett, would you please make the announcement with respect 
to exactly what this film is? I want it to be known, so that we may 
have to move up to the caucus room to accommodate the audience. 


STATEMENT OF DON BENNETT, DIRECTOR, THE BIG IDEA, STATION 
WCAU-TV, PHILADELPHIA, PA. 


Mr. Bennett. It is a pleasure, Mr. Chairman. This is a half-hour 
film which it is proposed will be used, beginning very shortly, to fur- 
ther the work of the independent inventor. We have worked for 
about 6 or 7 years now on this television program, known as The Big 
Idea, which gives the little fellow a chance to demonstrate his inven- 
tion and tell the story behind it. 

At the end of his brief demonstration he is given a chance at asking 
what he wants. If it is a million dollars to promote it, he asks for 
that. If he wants manufacturing help, he asks for that. If he wants 
distribution or investors, whatever it may be, he asks for that. 

In 6% years of this program, being sponsored by a Philadelphia 
bank, the Philadelphia Savings Fund Soc iety, there have been about 
1,600 inventors presented, 4 a week, roughly. And of that number, 
27 percent have sold their inventions, receiving from a few thousand 
dollars a year to, in 3 instances, into the millions. We hope now there 
are several more coming along who will soon join that million-dollar 
class. In effect, it makes it probably the million-dollar jackpot pro- 
gram instead of the $64,000 one. 

It is not our purpose, as producers of this program, to enter in, in 
any way, with the inventor for the proceeds of his invention. Once we 
start him on his way and pass along the information that comes in, 
it is up to others. Some 12,000 companies have written in, starting 
with the foremost names in American industry. Once they are started 
on their way with those companies, through their own patent attorney 
or legal counsel and that of the company, they deal for themselves. 

We are there with a complete file on some 36,000 inventors, and 
their inventions, for anyone who wishes to see them at any time, to 
investigate those files. And this, again, has happened with many hun- 
dreds of companies who have come to us to look through the various 
categories of inventions, to select those things that they want. That is 
the purpose of The Big Idea. 

Senator O’Manonery. Mr. Bennett, so that you may have full recog- 
nition by the press, will you identify yourself, please? 

Mr. Bennerr. Yes. I am Don Bennett, president of Don Bennett 
Productions, Inc., of Philadelphia. 

Senator O’Manoney. And subject of a recent article in the Satur- 
day Evening Post? 

Mr. Bennett. It was written about the program; yes. 

May I add one further fact? 

Senator O’Manoney. Certainly. 
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Mr. Bennerr. As of Friday, I just learned that much of the work 
that I know you are going to be doing here is going to be see 
because the Thomas Alva Edison Foundation, with a handful of 
dozen or more of the national mannfacturing companies in the Na. 
tion, is going to provide this program freely to sliviauel television 
markets all over the country. So, therefore, the inventor will have 
a real opportunity now of talking weekly to some 32 million people. 
This should help his work greatly. 

Thank you. 

Senator O’Manoney. Very good. 

I shall not call on Commissioner Watson at this time, because he, 
like the rest of us on this committee, is looking for facts. What our 
conclusions may be will be the result of collaboration later on. If 
legislation is needed, it will have to be the joint work of the legisla- 
ture and the executive, end it is our hope in conducting the meeting 
in this way that we can promote the utmost cooperation throughout 
the sessions between these two branches of Government so that we 
may have speedy legislation for the improvement of the patent sys- 
tem, so far as it may be needed. 

Let me ask every person who is called to identify himself as he 
opens his summary of his point of view. I think it would be proper 
for me to announce the names of two or three people so that you will 
be ready for your presentation. 

I am going to call on Mr. Brennen, Mr. W. C. Brennen, of the 
National Patent Council; Mr. William R. Ballard, of the National 
Association of Manufacturers; and Mr. Herman Cohen, of Baltimore, 
Md.; Mr. Alvin M. Marks, Whitestone, N. Y.; and Dr. Archie Palmer, 
of the National Research Council. 

Mr. Brennan, will you start ? 


STATEMENT OF WILLIAM C. BRENNEN, REPRESENTING JOHN W. 
ANDERSON, PRESIDENT OF THE NATIONAL PATENT COUNCIL 


Mr. Brennen. Mr. Chairman, my name is William Brennen, and 
[ represent John W. Anderson, who is president of the National 
Patent Council. 

Maybe before I start—and I will make it very brief—I should say 
that our organization is an association of inventors, small research 
laboratories, and corporations who have an interest in the patent 
system. Weare not fully prepared to make our statement at this time, 
and we may submit a detailed one in writing later on, but we would 
like to start out by saying that we feel that the purpose of this com- 
mittee in the investigation of the patent system is very fine. Any- 
thing that can be done to increase the incentive of the small inventor 
is completely in line with the purpose of our association. 

For the purpose of discussion, as I said, I will make this brief. As 
the first person speaking, I would like to call the committee’s atten- 
tion to the lag that exists between the time that a patent application is 
submitted and the time that the patent is granted. 

We feel that this period, which can amount to many years in 
some cases, has a tendency to decrease the incentive that the small 
inventor needs to produce his work. 








AMERICAN PATENT SYSTEM 7 


Senator O’Manoney. May I ask you to repeat for the benefit of all 
present what you consider to be the primary subject that ought to be 
clarified ? 

Mr. Brennen. The primary subject might be difficult to state, but 
we feel that one of the primary subjects that should be considered 
here is the lag that exists between the time that a patent application 
is filed and the time that the final patent is granted. 

As we all know, everybody here probably knows it better th: an I 
do, this period can amount to many years. For asmall inventor who is 
seeking the security of the patent protection, this lag can be almost 
fatal. We are very much concerned with it, and we are sure that 
everyone here is. We feel this should be one of the primary points 
of investigation. 

Senator O’Manoney. You feel that Congress and the Executive 
should do whatever they can to accelerate the examination and action 
by the Patent Office upon which applications which are filed with 
them ? 

Mr. Brennen. Quite definitely. 

Senator O’Manoney. Does anybody want to make any special com- 
ment upon that suggestion ? 


STATEMENT OF ALVIN M. MARKS, WHITESTONE, N. Y. 


Mr. Marks. Mr. Chairman, my experience has been that in some 
cases it is not desirable to rush a patent through. In many cases 
you are not quite ready to market it. Research and development is 
going on. ‘There is at the present time a procedure for granting 
priorities to those patents which are needed for protection against 
infringement. 

Possibly such procedures should be studied to a greater extent, so 
that the priority system could be developed to accelerate those patents 
which require acceleration, and to leave those patents aside which can 
remain unissued for a while without harming anyone. 

Senator O’Manoney. Then your feeling is that the application of 
the inventor who does not want prompt action should, under some 
procedure, be withheld from action? 

Mr. Marks. That is right. 

Senator O’Manonry. In other words, you want to set up a priority 
for nonaction ? 

Mr. Marks. Not quite that. 

As I understand it, there is at present a procedure for rushing the 
patent through if there is a danger of infringement. It is called an 
application to make special, and then the Patent Office considers it 
more rapidly, as in one of my cases recently. 

At other times I have been unhappy that the patent has been acted 
on so quickly, because it was still being developed. To grant the 
patent immediately under these circumstances would result in the 
period of the actual commercial use being cut down. 

Senator O’Manonry. What is your response to that, Mr. Brennen, 
to the suggestion of Mr. Marks that the system now affords a pro- 
cedure for special treatment ? 

Mr. Brennen. Well, all I can say to that is that special treatment 
such as has been mentioned requires extreme necessity. 
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What I am talking about, in my original statement, are the 98 
percent of the patents that probably cannot qualify for any special 
treatment. These people should not have to be in dire straits in order 
to be able to get their patent processed in a reasonable amount of time. 
They should ‘be able to come in, and in a very comparatively short time 
get their protection. 

As far as the people who wish to delay their patents, I would rather 
not comment on that at this time. 

Senator O’Manoney. Mr. Bennett, it looks to me as if you wanted 
to make a comment. 

Mr. Bennett. I cannot think of a single inventor as an independent, 
opposed to the corporate structure, wherein about 500 inventions that 
have been sold, that I have somehow or other been involved in—I 
cannot think of a single instance where the lack of the issuance of the 
patent itself has withheld the sale or held up the sale of that inde- 
pendent inventor’s license. And, in many cases, I find that the com- 
panies are rather pleased when th 1ey see what the application holds 
in the way of claims, that they may “farther work on it, if it is neces- 
sary, if they are going to acquire or lease a patent. 

I think it has been very helpful in many cases that this delay has 
been in effect—if you may callitadelay. I know of no instance where 
it has withheld the sale. 

Senator O’Manonry. Mr. Commissioner, do you care to ask any 
questions at this point ? 

Mr. Watson. Mr. Chairman, no. I can make an observation, based 
upon my own experience as a practicing patent lawyer, to the effect 
that the needs of an inventor for the prompt issuance of a patent vary 
from man to man, so that certain inventors will wish their patents to 
issue promptly, because corporate interests will not agree to invest 
money unless there is a rather definite assurance that a protective 
patent will be forthcoming. 

My views in that respect differ somewhat from Mr. Bennett’s. 

On the other hand, there are many—and particularly the corporate 
interests—who are in position to exploit their inventions with the 

capital and equipment which they have, and they do not require the 
issuance of any patent to interest any other person. The patents 
which they seek are useful for defensive purposes, and unless 
and until a threatened infringement is in the offing they do not 
need the patent. 

So we hi ave various views as to the need for liberalizing what we 

call our petition-to-make-special operation. 

I may say at this time we are giving that particular matter study 
in the Patent Office, thinking that the examining operation might 
penefit, and particularly in view of the enormous backlog, if we were 
less strict in the requirements for certain individuals to obtain pri- 
ority of examination. Heretofore we have been rather strict, indeed, 
in permitting anyone to have his application taken up in advance 
of the applications of others and given special consideration. That is 
being given study at this time. 

Senator O’Manoney. Mr. Federico, out of your 30 years’ experi- 
ence, do you wish to ask any questions or make an observation with 
respect to this particular point? 

Mr. Fepertco. No; not at this time, Mr. Chairman. 

Senator O’Manoney. Mr. Ballard? 
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STATEMENT OF WILLIAM R. BALLARD, REPRESENTING THE 
NATIONAL ASSOCIATION OF MANUFACTURERS 


Mr. Batiarp. Mr Chairman, in pursuance of the invitation or the 
request, I have filed with the counsel a very brief statement of what 
seemed to me to be the controlling consideration. 

Senator O’Manonry. You mean that you filed it with the com- 
mittee; did you not? 

Mr. Batiarp. I prepared it, and I think that I filed it. The in- 
vitation suggested that we do that; I did prepare such a statement. 

Senator O’Manonry. Yes; we have such a statement here. 

Do you wish to have it entered in the record at this point ? 

Mr. Battarp. I do not care at all,sir. That should accord with your 
own procedure. 

(The prepared statement of Mr. Ballard is as follows:) 


STATEMENT BY WILLIAM H. BALLARD, ADVISER TO THE COMMITTEE ON PATENTS 
OF THE NATIONAL ASSOCIATION OF MANUFACTURERS 


My name is William R. Ballard. I am adviser to the committee on patents of 
the National Association of Manufacturers, a voluntary organization of over 
20,000 manufacturers, 83 percent of whose members have less than 500 employees 
each. This statement is filed on behalf of that association in pursuance of 
the request contained in the letter of Senator O’Mahoney, dated September 29, 
1955, setting times for informal conferences on the subject of patents, trade- 
marks, and copyrights. 

The guiding star for any study intended to improve our patent system must, 
it seems to me, be the basic fact that the whole plan, including the Patent 
Office itself, has been set up entirely for the benefit of the public, and for no 
other purpose—and in particular, not for the benefit of inventors. 

This fact is clear from the constitutional provision itself (art. 1, sec. 8) 
which authorizes Congress to grant patents. The single purpose there stated 
is to promote the progress of the useful arts. By useful arts was meant the 
things we use in our daily lives and our ways of doing things, all of which go to 
make up what we call today our standard of living. So the whole purpose 
is to improve the standard of living of our people by offering an inducement 
and reward to those willing and able to make the improvements. The period of 
exclusive right which we call a patent is intended to be just that and nothing 
else. 

The public’s interest in the matter is to get the improvements made—as many 
as possible and as soon as possible. Who makes them, or how they are made, 
is of little importance. The public is not even concerned with who owns the 
patents, because, at most, a patent can only prevent others from practising the 
invention for 17 years and this much the public has already conceded. 

The increase in the number of inventions coming out of organized company 
research in recent years is not an evil. Many of the most striking improve- 
ments in our standard of living could not have been achieved in any other way 
because of the cost involved. The more we can get from these sources, the 
better. 

On the other hand it is an undeniable fact that many of the greatest single 
advances in the useful arts come, and have always come, from individual, or so- 
called independent inventors, and it is certainly important, from the public’s 
viewpoint, that the inducement offered by our patent system should be such as 
to reach these individuals. Otherwise we are quite certain not to get all the 
inventions possible, or as soon as possible. It is mainly in this area that there is 
room for improvement. 

There is nothing wrong with the substance of our patent law. The experience 
of 160 years shows this beyond question. The trouble is in its administration. 
There is too much delay in getting the patents issued. Their validity after 
issuance is too often subject to question. The cost of getting patents is per- 
haps too high. And the cost of enforcing patents in the courts and the delay 
involved are certainly much too great. Also, for the past 20 years or so, we 
have been suffering from misunderstanding about patents, in our courts and 
elsewhere. 
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All of these things bear particularly heavily against the lone inventor and the 
small business based on his inventions. The first two problems mentioned can 
be easily cured by adequately staffing and equipping the Patent Office. The dif- 
ficulties of patent enforcement for the little fellow is a much harder problem. 
The ridiculous idea that patents are somehow antisocial can only be met by 
education. A patent is merely the agreed payment to someone who has served 
the public by producing an improvement in our standard of living. It is about 
as antisocial as the paycheck of any other public servant. The handicaps for 
the lone inventor can, however, easily be exaggerated. 

The fact is that many individual inventors have had great financial success 
and recognition with no backing except the merit of their inventions. From my 
own experience I can recall that Pupin got a half million dollars for his loading 
coil; DeForest got nearly half a million for something less than full rights under 
his vacuum-tube patents ; Lowenstein got $200,000 for his patent on the negative 
grid; Grissenger got about a half million for his telephone repeater circuit 
patents; and Day got $180,000 for his patent applications in the electrical field. 
These sums were paid in each case by a large and powerful corporation with 
research laboratories of its own. Corporations today generally lean over back- 
ward in their efforts to deal fairly with the individual inventor. 

This committee may hear many stories by individual inventors about the 
alleged unfair treatment they have received. But it must always be remem- 
bered that every inventor is obsessed with the value and importance of his own 
invention. He is seldom able to realize that industry may find other known 
things better for the intended purpose; and he is seldom able to sense the limita- 
tions of his own patent, if he has one. An invention does not have to be the 
best thing in its field in order to be patentable. 

There are several corollaries to the guiding principle given at the beginning 
of this statement, some of which it may be well to note here: 

(a) The fees paid by an applicant for a patent are in no part a payment for his 
patent. He pays for his patent wholly by making and disclosing to the public 
a new improvement in the useful arts. 

(b) Fees charged applicants for patents should not be expected to support 
the Patent Office. It is merely the public’s receiving office for inventions which 
the public wants to acquire (as the patents expire) 

(c) The public, having invited inventors to spend their time and money to 
improve our standard of living, should be zealous to honor the paycheck (the 
patent) given by it in return. Or in the words of Chief Justice Marshall, 
“The public yields nothing which it has not agreed to yield; and receives ail 
which it has contracted to receive. The full benefit of the discovery, after its 
enjoyment by the discoverer for 14 (now 17), years, is preserved; and for his 
exclusive enjoyment of it during that time the public faith is pledged” (6 Peters 
217, 241). 


Mr. Bauuarp. I would like to just say this, to take this out of the 
heart of that very brief statement, I believe that the guiding star for 
any inquiry intended to improve our patent system is the basic fact 
that the whole plan, including the Patent Office itself, has been set wp 
solely for the benefit of the public, and for no other purpose—not par- 
ticularly for the benefit of the inventors, except in a very second- 
ary sense. 

The purpose, and the interest of the public, is to get the inventions 
made as soon as possible and as many as possible, and who makes thein 
or how they are made is of little interest to the public, provided the 
public gets them. 

Many of the inventions that have most improved our standard of 
living have come out of the big laboratories, and they could not have 
happened any other way. And that is all to the good, because it 
benefits the public. 

On the other hand, there are hundreds that come constantly 
from the minds of independent inventors, and if we do not keep our 
patent system such as to induce these men to do their work, we are not 
going to get all of the inventions possible and as soon as possible. 


a 
{ 
\ 
{ 


thins ea? nn Be 


Sat ato 


; 





AMERICAN PATENT SYSTEM ll 


The difficulties in the Patent Office have been mentioned. They are 
ones that bear heaviest on the independent sph eay and the diffic ul- 
ties of enforcing in the courts those patents, and the delays, bear very 
heavily on the independent i inventor. 

There is just one other thought which I might call the converse 
of the thought I first mentioned that I would like to speak of. That 
is this: When I say that the patent system was set up entirely for 
the benefit of the public, I would like to call attention also to the fact 
that the Constitution in saying that patents should be issued to in- 
veptors, pointed out that Congress is the one that promotes the 
progress of the sciences and the useful arts and not the inventor after 
he gets his patent. There is an immense difference. 

The Constitution itself says that Congress may promote the progress 
of the useful arts by granting patents. And there is the crux of it. 

After you invent and get your patent you merely have your pay 
for doing what the public asked you to do, and you do not have to use 
it, otherwise than you would if you got a monetary reward. 

Senator O’Manonry. Your statement may be summarized that you 
ure for more and better inventions and more rapidly than is now 
possible ¢ 


Mr. Batstarp. Yes. 


Senator O’Manoney. And that Congress should take some further 
steps than has heretofore been taken to promote the utilization of 
such patents as are wy 2 

Mr. Bauiarp. That I did not say, and I would not say it. Congress 
does its chore when it provides for the issuing of the patent, thereby 
promoting the progress of the useful arts and of our standards of 
living, because it has offered a reward to those willing and able to do 
the work. After the inventor gets his patent that is merely his pay. 

[ do not think we should be concerned with forcing him into any 
channel of development or otherwise. It would be a good deal like 
taking a paycheck of any other public servant and making him use that 
money for the public benefit. He has rendered his service to the 
public by his public service. 

Senator O’Manonry. Does that mean in your opinion the law 
now perfect, that it should not be changed or improved # 

Mr. Batiarp. The fundamental law needs no improvement in my 
opinion. The administration of the law limps because of many things 
that have already been mentioned. It is in that field we find room for 
improvement. Some of itishard. Some of it is easy, relatively. 

The troubles in the Patent Office can be relatively easily reduced 
by giving that office enough force and enough equipment to do its job 
as well as humanly possible. 

Senator O’Manonry. Let me ask Mr. Federico, out of your experi- 
ence, what proportion of the patents that are issued by the Patent 
Office under the law provided by Congress ever find a useful market ? 

Mr. Fepertco. That is an extraordinar ily difficult question. We do 
not get reports on what inventions are used. So we do not know 
except in individual cases. 

From time to time, however, I have looked at estimates made by 
various people and reports filed by different companies in different 


proceedings—and tried to make an estimate. Various people have 
stated different percentages. 
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My own estimate would be that not one-half of the patented in- 
ventions—somewhat less than one-half—are utilized commercially. 

Senator O’Manonry. Mr. Ballard’s statement, if I may say so, 
seems to me to be based upon the assumption that patents, once issued, 
are always used. 

Mr. Baiarp. May I speak to that, sir? By no means is that my 
opinion. 

I think Mr. Federico’s estimate is a very generous one. You must 
understand that a thing to be patented does not have to be the best in 
its field. Itcan be patentable without that. 

And the reason that many of the issued patents are not used is 
because, generally, they are not good enough to compete with other 
known alternatives—known already in the field of industry. You 
will never be able to get into commerce all of the inventions patented. 
And it would be a waste if we did it. 

Senator O’Manonry. Please do not misunderstand me. My ques- 
tion was not intended to raise the inference that I thought that Con- 
gress should force the use of any patent. I gather from your words 
that you got that impression. 

Mr. Batiarp. Maybe I got it a little too strong, but T think that 
we must leave to economic effect which patented inventions go into 
use and which do not. 

I have been working at patents now a little over 50 years. During 
that time I have represented one of the largest corporations in the 
country. Presently | am patent adviser for the National Association 
of Manufacturers. 

I recall an investigation showed that this company I speak of used 
about one-half of its patented inventions. And I regard that as a very 
remarkable percentage of use. 

You cannot tell when you take them out which ones are going to be 
the ones that win their way in the market. 

Senator O’Manoney. Is there any other person around the table 
who wants to comment upon this situation, or anybody in the room 4 


STATEMENT OF ALBERT I. KEGAN, PATENT ATTORNEY, 
CHICAGO, ILL. 


Mr. Krean. I am professorial lecturer on patents in the Law School 
of Northwestern University. I would like to emphasize that there is a 
difference between a patent and an invention. 

The patent is the document published by the Patent Office. 

Mr. Federico has indicated that less than one-half of the inventions 
are manufactured commercially. In my opinion every patent serves 
a useful purpose the day it is printed by the Patent Office, because one 
of the principal functions of the Patent Office is to make knowledge 
shown in the patent available to all of the world. If the patent dis- 
closes an inferior invention, the grant and publication of it never- 
theless is a real service. It keeps other inventors from spending their 
time and their money in reinventing something already known, and. 
so that a corporation considering that approach could locate the 
patentee, and find out why its commercial manufacture has not been 
undertaken. 

So Congress does promote progress under the present statute by 
issuing every patent that it does, whether the patent mechanically 
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or electrically is inferior to something already known, and whether 
or not the invention shown in the p: tent is rendered obsolete quickly 
by some succeeding invention. 

Senator O’Manonry. You agree with Mr. Brennan that steps 
should be taken to lessen the lag i in action upon patent applications 
in the Patent Office ? 

Mr. Kecan. Most emphatically, yes. 

Senator O’Manoney. Is there any other comment ? 

Congressman Lanham, it is very pleasant for me to see you here, 
sitting Faround this table. You were a Member of the House and the 
head of a similar committee years ago when Congress acted upon 


legislation affecting this system. I was the opposite Member in the 
Senate. 


STATEMENT OF HON. G. FRITZ LANHAM, A FORMER REPRESENTA- 
TIVE IN CONGRESS FROM THE STATE OF TEXAS 


Mr. Lanuam. Mr. Chairman, it is very gratifying and it is very 
pleasant for me to see you here. I appreciate your kind and gracious 
statement, Mr. Chairman, and it brings to mind many happy expe- 
riences I have had in my association with you in trying to promote our 
patent system. 

I also represent the National Patent Council, an organization of 
the smaller manufacturers interested in the promotion and protec- 
tion of our patent system. 

My 25 years of service on the House Committee on Patents led 
me to the conclusion that the prosperity of our country, industrially, 
and otherwise, has depended upon che small inventor, the independent 
inventor. 

Let us bear in mind that most of the big business of this country 
started as small business. Not only is that true, but many of the 
big businesses of this country today are dependent upon the products 
that are manufactured under patents held by small concerns. And I 
cite the automobile industry in particular. 

The important thing is to preserve and promote the incentive of 
the individual inventor, the small man in particular, because it is 
this incentive which has led to inventions that have made our ¢ ountry 
preeminent industrially and otherwise among the nations of the world. 
That incentive must not be impaired. 

It is being impaired today by reason of the fact that an inventor 
has to wait 4 years to get final action upon his application. Because 
of the backlog of applic: ations; ther esearch i in the Patent Office is such 
that he cannot afford such a delay in final action upon his discovery. 

Bear in mind that the Appropriations Committees have in recent 
legislation increased by $2 million the appropriation for the Patent 
Office in order to get started on the elimination of this great backlog. 
And it is contemplated that similar increases will be made from year 
to year until we get the system in such working order that patent 
applications can be acted upon much more promptly. 

So under the existing circumstances the small inventor, the man of 
small means, cannot afford to wait 4 years. He has to seek other fields 
of employment and endeavor in order to make a living. 
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I think the present situation is tending to demote rather than to 
promote the useful arts in this country. 

Senator O’Manonry. What steps would you suggest, Congressman 
Lanham ? 

Mr. Lannam. I would suggest several things. I would suggest, 
in the first place, that these appropriations be made. They have been 
started. That is, to eliminate as quickly as possible this enormous 
backlog which arose very largely by reason of the war years when 
examiners could get greater remuneration in private industry than 
they could from the Government. It takes some time to train them 
properly. That is a very important thing. 

Another thing, the lag of 4 years is stifling the very incentive that 
is necessary to make the patent system operate as it should for the 
benefit of this country. 

Senator O’Maunoney. It occurs to me that it might be well to men- 
tion at this point the fact that the salary of the Commissioner of 
Patents is not as great as the salary of the heads of some other bureaus 
in the Government. Commissioner Watson did not tell me that. I 
looked it up for myself because the salary of the head of a bureau 
governs the grades that the experts under the head may obtain. 

Our search showed, for example, that the highest civil service grade 
in the Patent Office for patent examiners in grade 13. You have 
grades 12 and 15 in the Patent Office. 

In the Bureau of the Budget the lowest grade for budget examiners 
is grade 14, and the highest is grade 15. In other words, the salaries 
for patent examiners in the Patent Office range from $7,040 to $9,360, 
whereas the grades in the Budget Bureau range from $9,600 to $11,800. 
And that disparity in payment, of course, is a handicap to the Patent 
Office in obtaining the type of examiners that they want. 

I have noticed for many years, as a member of the Appropriations 
Committees, that it is almost always inevitable that the salaries in 
new branches of the Government are better than the salaries in old 
branches of the Government. This is particularly interesting in 
the field of patents, because under the Atomic Energy Commission 
there is a patent adviser and a patent attorney, each of whom is in 
grade 15, carrying a salary of from $10,800 to $11,800. I know of no 
reason why that good salary should not be paid in the Patent Office 
as well as in the Atomic Energy Commission. A thousand dollars 
difference would make a good deal of difference in the Patent Office. 
It will not make much difference in the Atomic Energy Commission 
in getting any better grade. 

Mr. LanuAm. I appreciate the force of that statement. There are 
many people who believe, myself among them, that the Patent Office 
ought to be an independent office of this Government. 

Senator O’Manoney. By that do you mean that it ought to be 
taken out of the Department of Commerce ? 

Mr. Lanuam. Yes; I think it should. I think it should be an 
independent office. Let the Department of Commerce act upon the 
commercial aspects of what is done with patents. A patent itself 
is not commerce. At any rate, I think that 1s a subject that is worthy 
of very serious consideration, and it would help to obviate this dispar- 
ity that you mentioned. 
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I think we must remember that most of the men who have invented 
things of greatest use in this country have been individuals who started 
as little fellows. Thomas Edison, for instance, hoped from one of 
his early inventions to get as much as $2,000. He sold it for $40,000. 
Nothing in his educational background or otherwise forecast his 
wonderful contributions to this country. 

Of course, that could be duplicated in many, many instances of 
small inventors. 

So the incentive to keep our country pr eeminent among the nations 
in the world is of vast importance. The incentive to the small in- 
ventor must be maintained. And I think it is important also, in- 
cidentally, Mr. Chairman, that we see that other legislative proposals 
that are made, if they impair the functions and the operations of the 
Patent Office, should not be enacted. I think they should be very 

carefully ser utinized. And I think that perhaps there are some pend- 
ing along that line that deserve very careful study and consideration. 

Senator O’Manoney. Does anybody want to comment on the com- 
ments of Congressman Lanham? It is hard to get you fellows worked 
up into any sort of a debate. 


STATEMENT OF FRANK HYMAN, INVENTOR 


Mr. Hyman. My name is Frank Hyman, of Baltimore, Md. I hold 
patents on safety devices that keep gasoline tanks and volatile tanks 
from exploding. 

I saved the Government over 5 million pounds of brass during 
the war. 

The thought that I have in mind is that when the inventors sub- 
mit their inventions and start to manufacture, the companies should 
have the courtesy to call on us at least to allow us to bid on these 
units. There are certain instances where a lot of the fellows will 
bear me out on that. 

These large organizations will integrate our product into their 
setup. And if they called on us we could save them millions of 
dollars, but they take it on their own. 

I have a letter from a very prominent manufacturer stating that 
my item is very good, they are manufacturing it, and yet they do 
not allow me to bid on my oe product. 

Senator O’Manonry. I do not quite understand what you mean. 

Mr. Hyman. I made the devices that went on the fighting tanks. It 
is a safety device that keeps the gasoline tank from exploding under 
any condition. The tank people are using it. And I never hear from 
them, so far as calling me in or asking me to submit bids on that 
particular item. 

Senator O’Manonry. You mean for the manufacture of the 
item ? 

Mr. Hyman. For the manufacture of that particular item. 

Senator O’Manoney. Are you equipped to manufacture? 

Mr. Hyman. Yes; I am. 

Senator O’Marionry. Well, of course,’ it would be diffier’t for 
Congress to legislate on the subject of courtesy, as you first suggested, 
in the industrial and economic field. These things proceed theoreti- 

cally, at least on the basis of who knows whom. 

Mr. Hyman. Being a good Democrat, I might have lost out this 
time. I do not know. [ Laughter. | . 
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Mr. Krean. Senator O’Mahoney, returning to the question of 
salaries, I feel strongly that the Patent Office pay rate should approxi- 
mate that of any other arm of the Government using people of equal 
skill. I favor that. But I also recognize that it will not prevent the 
raiding of Patent Office personnel which has been characteristic of 
the office for a great many years. 

Many large corporations and many law firms and individual law 
practitioners want the Federal Government to train their associates. 
And so they allow the men to be hired by the Patent Office. And after 
he has been trained from 1 to 3 or 5 years they come into the Patent 
Office and hire the young man. 

I think it is going to be impossible for Government to meet that 
competition. I do not care what you pay the patent examiner. The 
large corporation or the busy patent lawyer will pay him a thousand 
dollars a year, or $3,000 a year, more to get him to leave the Patent 
Office. 

It would help, I think, if some of the large corporations, which 
have rather extensive patent departments, would adopt the policy that 
they would hire their young men right out of engineering school 
or right out of law school, train them themselves, and move these men 
up, rather than taking them out of the Patent Office and placing them 
ahead in terms of promotion of some of those who come directly with 
the corporation. 

Senator O’Manonrey. Is it not a common practice among some of 
the larger corporations, particular in the field of engineering and 
chemistry and the like, to communicate with all of the universities 
and the training schools in the land and offer most attractive positions 
in their establishments to the brightest men in every graduating class 
every year 

Mr. Keean. Yes and no. Usually that is done. 

Senator O’Manoney. That is a good answer. 

Mr. Keean. It is usually done w ‘ith respect to the engineering grad- 
uates. It is frequently done with respect to our abler young law 
students, law graduates, for general law work. But ver ’ frequently 
they feel that the patent law work is specialized far beyond the elemen- 
tary engineering or the elementary law of a beginner. Therefore, 
they will either take one of these bright young men who has worked 
as a chemical engineer or other engineer for 5 years, and move him 
into the patent department as a trainee, or they will bring in someone 
from the Patent Office who is familiar with their patent. procedures. 
There is some tendency, as you indicate, to train patent law personnel 
from the ground up, but I think it could be developed considerably 
more. Certainly I know that the busy patent lawyer frequently feels 
he does not have the time to train an apprentice who is constantly 
bothering him with, “What do I do next?” It is cheaper to let Mr. 
Watson and Mr. Federico train them, and then go in and take them 
out of the Patent Office for whatever he has to pay to get them. 

So while I favor an increase in salary, that alone will not end the 
problem. Maybe it is a good thing that we have this turnover out of 
the Patent Office. 

Senator O’Manoney. I was prompted by Mr. Kegan’s remarks to 
say that out of a long experience with various departments and 
bureaus of the Government, I can say without any qualification at all 
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that a great many of the men and women who work in the Govern- 
ment do so out of a devotion to public service rather than a desire for 
large compensation, and I am sure Mr. Federico knows and has known 
many men in the Patent Office during the long term he has served 
there who have had opportunities to go into more remunerative 
employment outside who have not done so because they want to remain 
there. Am I right? 

Mr. Feperico. Yes, sir. 

Mr. Watson. May I say 

Senator O’Manoney. Yes, Commissioner Watson. 

Mr. Watson. Any arbitrary prohibition which would have the 
effect of preventing the examiners from leaving to seek private em- 
ployment and thereby improve their status in the world might have an 
effect, if pushed to extremes, of making it more difficult for us to 
recruit examiners in the first instance. So that subject should be 
given very careful consideration. 

Senator O’Manoney. Isn’t it a fact, Mr. Commissioner, that under 
the German system, at least at one time, the German Government pur- 
sued the policy almost of drafting competent people to serve in the 
Patent Office, brought them from ‘industry into the Patent Office ? 

Mr. Warson. I am not sure of that, but I was recently in Munich 
and I ascertained that there was no difficulty whatsoever in enhancing 
the staff of the German Patent Office. All they have to do apparently 
is to announce that there are positions available in the patent office 
and qui alified applicants having all the customary German degrees 
lus 5 years’ industrial experience will apply, and that apparently is 
fee ause of the fact that the level of industrial return to the worker 
there is maintained below the level of the patent office remuneration, 
taking into consideration the fringe benefits, the retirement benefits 
and also the dignity of the office. 

In Germany a patent examiner is quite a personage in his com- 
munity and is highly regarded. 

Senator O’Manoney. The Germans have a very high reputation for 
their capacity in this field, have they not ¢ 

Mr. Warson. Most excellent. 

Senator O’Manonery. And they have applied, as you describe it, 
their profit system to recruiting the highest type of patent examiner. 

Mr. Warson. Well, they raise the money aa they pay the examin- 
ers sufficiently well to have no problem of reer uitment. 

Senator O’Manuonry. When the time comes for you to speak, I 

gather from what you have said, you will be speaking for bigger and 
bethen salaries for the Patent Office? 

Mr. Watson. In certain of the grades. Our principal difficulty 
resides in the higher grades. The young man who enters is well paid, 
I think, and m: akes progress for a number of years. When he reac hes 
the GS-12 grade—and there are more examiners in that grade by far 
than in any other orade—he finds it most difficult to progress further. 
That is at the time when he is in the greatest need of money. He will 
by that time have acquired a wife and half a dozen children and other 
expenses, paying for a house, and so on. 

Those men are of very great value to the Patent Office. Inasmuch 
as they have had behind them years of experience, their work can be 
absolutely relied upon. They need very little supervision and if some 
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wider opportunity were offered to that young man, that particular 
group, conditions in the Patent Office would ‘be much improved. 

Senator O’Manonry. Thank you, Mr. Commissioner. We have not 
had too many Spomenenen from the category of the inventors as yet. 
There have been 1 or 2. I had called upon Mr. Cohn and Mr. Marks 
to be prepared to iteas some comments. Each one of them did briefly. 
I wonder if either of you would care now to proceed. 


STATEMENT OF MR. HERMAN COHN, INVENTOR 


Mr. Coun. Thank you, Senator. 

Firstly, I want to express my appreciation for your taking notice 
of the fact that the layman inventor, who I believe helped to build 
this country, is involved here. I happen to be in that category. I do 
not represent any organized body of people. I am here, probably, to 
hold the hands of people of my kind who have helped or invented var- 
ious items, because they enjoyed inventing or because they thought 
they would be improving and helping their ‘fellow citizens. 

My purpose in being here is to create a national setup, along the 
line of Mr. Donn Bennett here, to encourage, protect, and insure an 
adequate remuneration to anyone who may have an idea worthy of 
inventing. 

Perhaps I am the last one who was invited here. It just came Satur- 
day. But I am here today 

Senator O’Manoney. The mail was slow. 

Mr. Conn. Yes, I know. I did, however, intend to prepare a state- 
ment and «an article on this and have it here for presentation. I did not 
have time to prepare this. 

Senator O’Manonry. You may prepare it now. 

Mr. Coun. But I do have an idea. 

Senator O’Manoney. Good. 

Mr. Coun. I have an idea which I believe is worthy of considera- 
tion, that could be practical and also profitable, and would help every 
man in every walk of life no matter where he lives in this country if 
you will install such a system in every college in the country. 

For instance, I at this moment have two ideas that are very good, 
basically sound, and are needed. One, for instance, pertains to a non- 
skid car, do away with chains. And that doesn’t pertain to the tires 
themselves. I happen to be in a position where I can carry it out or 
not. I don’t need the remuneration altogether. We all would like to 
make as much as we can, just for the fun of it, probably. 

I say, what for? I know how you have to go about the process of 
patenting things. It takes time and money and effort. I don’t know 
how well I will be protected or be remunerated. So I don’t feel like 
putting money, into this. 

This is the statement I wish to put in the record and submit it to 
you after I have written it. I propose a system coordinated with 
every accredited college throughout the country, whereby there will 
be set up‘a department in that ‘college where any man in any walk of 
lifé can go and present this idea, have it processed by a professor there 
capable of processing the same, and if they think it is worthy, then 
work with him with the understanding and the same idea that a large 
number of large corporations ‘have and a lot of colleges have, as vy 
understand, where they will work'‘hand in hand on a royalty basis. 


Who knows‘ These very patents may be helpful in supporting 
these colleges that need help. 
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Furthermore, it gives anybody in whatever walk of life, a chance, 
no matter where they may live in the country, from coast to coast, to 
go into these particular accredited colleges that exist and have them 
help them with their patents, scientific, and then help them to obtain 
patents through a lawyer of their own choosing, or perhaps a lawyer 
that the college wishes to say, “This is the man,’ and also help him to 
market it. 

One gentleman before me, Mr. Hyman, complained regarding a man- 
ufacturer. That isn’t a Patent Office matter, I know that, but this is 
to some extent a small inventor’s business. If I have an idea pertain- 
ing to a patent that is very valuable and it is submitted before it is 
patented, patent is pending, I know as an inventor of a number of 
patents, there are so many ways to get around it. 

I am not pointing out General Motors or Du Pont or any other 
organization of that kind. Why have a chance to be remunerated in 
a manner that one should be? But you let Johns Hopkins University 
apply for a patent for you and they will get recognition, and they 
won’t do it unless it has merit. 

Therefore, if I were to sign a statement with Johns Hopkins Uni- 
versity or the University of Maryland—L live in Baltimore, so they 
would be the colleges I would go to—their statement would say, “Ww e 
think this is worthy and we will work with you and when we are 
ready, we will work it out. You will sign this statement. If thew 
isa royalty, it ison a percentage basis after all expenses are deducted.” 

Senator O’Manonry. What would be the incentive to universities 
and colleges to establish such a cooperative research ¢ 

Mr. Coun. The incentive would be the very same incentive that I 
as an individual inventor have. If they think well of it and they 
will be remunerated for whatever remuneration there will be, they will 
receive probably on a 50-50 basis, if they want equal remuneration 
incentive. 

You know that a lot of universities are endowed with patents, or 
their professors have patents in various fields and are remunerated, 
and how many of the corporations demand signed statements that any 
of their employees would turn over any patent they happen to patent 
while they are in their organization ? 

This is remuneration enough. I think that is basic. I don’t see 
where you need the Government in this. It is just a matter of sugges- 
tion. I think every university would be glad to have a chance to come 
in on some of these patents if they could. You would solve your 
problem of the small inventor. 

Senator O’Manonry. You are not making any suggestion 

Mr. Conn. This is my suggestion. I suggest that every accredited 
college, or I would say every accredited 

Senator O’Manoney. You are making this recommendation to a 
committee of Congress. What legislation do you think Congress 
could pass to effect this objective ? 

Mr. Conn. Well, if Congress wishes to, I would say help the 
colleges ; and I don’t know what law it would take. 

Senator O’Manoney. That would mean a subsidy, would it not ? 

Mr. Conn. Yes. I am not particularly in favor ‘of a subsidy. I 
think each college could take care of itself in that respect because they 
would be remunerated. It is just a matter of presenting the picture 
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and if it must be done through the Government, I don’t know, not 
knowing how things are done. I think there should be a place in 
every college that will help aman. He doesn’t have to go to college. 
He doesn’t have to be a professor. He should be a man on the street, 
probably digging, and he finds out how to dig better. So he goes 
to the college 1 in his city and says, “I have this.” If they think well 
of it, then they will go to work on it. 

Senator O’Manoney. There is a gentleman in our company today 
who may be willing to make a contribution after the suggestion that 
has been made here now. 

Mr. Roger McLean, you have registered ? 

Mr. McLean. Yes, sir. 

Senator O’Manoney. You represent the Sinclair Corp., do you not? 

Mr. McLean. Yes. I am here because Mr. P. C. Spencer could 
not be. 

Senator O’Manonrey. I understand. Would you care to comment 
now upon the experience of your corporation ? 


STATEMENT OF ROGER McLEAN, SINCLAIR OIL CO. 


Mr. McLxan, Yes, sir. About 4 years ago Sinclair had some excess 
capacity in its new research laboratories. ‘Under Mr. Spencer’s guid- 
ance they offered to make available to any independent inventor the 
facilities of the laboratory to test out any invention relating to im- 
proved petroleum products or a use of a petroleum product. In 
return all Sinclair asked for was a royalty-free license for its own 
operations, taking no part in the invention whatever. 

Senator O’Manoney. In other words, it was the plan of Sinclair 
to allow the inventor to take the patent ? 

Mr. McLean. Yes, sir. 

Senator O’Manonry. And to fix his royalty to any users at all except 
the Sinclair Corp. which had the royalty: free use as compensation for 
the testing facilities of the laboratory ? 

Mr. McLean. That is right. 

In order for Sinclair to “get the license they had to carry out the 

agreed plan of test work which involved the use of their facilities, of 
their staff, and was carried out at no cost whatever to the inventor. 

We had some 6,000 inquiries about it. We had 400 ideas suggested. 
More than half of them were completely outside the petroleum field. 
About 30 came within the ambit of the plan, that is, related to an 
improved petroleum product or the use of a petroleum product. 

Two-thirds of those were excluded because they were not the sub- 
ject of patent applications or patents. All but three were excluded 
on the basis of a screening that indicated they didn’t make sense. 
Three were tested out. Two unsuccessfully. The third turned out to 
be economically unsound. 

The cone slusion that we drew from it is that there is no independent 
inventor really in need of help in this particular area. 

The second conclusion that was drawn from the examination of a 
number of things that were submitted that were outside the scope of 
the plan, outside of Sinclair’s facilities to do anything about it, and 
the number of inaniries not followed by submission of ideas, obviously 
because outside the scope of the plan, was that there is need for some 
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help to the independent inventor in the area outside of Sinclair’s 
field of interest. 

Senator O’Manoney. Thank you very much, sir. 

Mr. Woopwarp. Mr. Chairman. 

Senator O’Manoney. Yes, sir. 


STATEMENT OF WILLIAM R. WOODWARD, PATENT ATTORNEY, 
NEW YORK CITY 


Mr. Woopwarp. My name is William R. Woodward, sir, and I would 
like to say that these remarks prompt me to call attention to the fact 
that the Research C orp. in New York, which does have arrangements 
with most universities for developing the inventors’ inventions that 
they may be submitted by members of the university staff on a kind 
of a royalty-sharing basis, does accept proposals from independent 
inventors for studying the invention and giving a little help. If they 
find that it has possibilities, they go ahead on a royalty-sharing basis. 

Senator O’Manoney. Are you not associated with the A. T. & T.? 

Mr. Woopwarp. Yes;I am. But this particular remark was based 
from my study of the Research Corp. when I was working for the 
Department of Justice. 

Senator O’Manoney. Would you define that Research Corp. ? 

Mr. Woopwarp. It is known as the Research Corp. and it was estab- 
lished by Frederick Cottrell with a grant of certain patent rights 
which he obtained upon the development of the electrostatic precipi- 

tator. Mr. Cottrell was a distinguished inventor and was very much 
interested in promoting the development of inventions. In his later 
life he served as an expert to a number of Government departments 
and at all times was much interested in developing inventions. 

I had the good fortune of meeting him shortly before his death in 
1940. 

The corporation still runs the precipitator business on the one hand, 
but runs the considerable general patent development business along 
the lines intended by Mr. Cottrell and his cofounders. 

Senator O’Manoney. Do you know whether the corporation is 
represented here? 

Mr. Woopwarp. I haven’t heard of it being represented. I am very 
well acquainted with its counsel. 

Senator O’Manoney. Mr. Palmer. 


STATEMENT OF ARCHIE M. PALMER, NATIONAL RESEARCH 
COUNCIL 


Mr. Paumer. I am not representing the Research Corp., Senator. 
IT am with the National Research Council which, as you know, is an 
independent organization here in Washington which aids Government, 
industry, and universities, as well as individual scientists. We have 
been working in this field and have published a number of books and 
articles on the subject of nonprofit research and patent management. 

Research Corp. is a striking example of a nonprofit patent manage- 
ment foundation which aids inventors and universities and other 
nonprofit organizations. Research Corp. was established in 1912 
with the generous grant of the patent rights of Dr. Frederick C ottrell, 
as a nonprofit organizat ion to promote and advance the sciences and to 
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aid inventors. Through these many years the organization has 
served many independent inventors as well as some 60 universities 
and colleges throughout the country. 

Acceptance of the suggestion made by Mr. Cohn, that universities 
be called upon to aid independent inventors in developing their inven- 
tions, would place those institutions in an embarrassing position. It 
would be asking them to undertake something bey ond the scope of 
their charters. Colleges and universities are primarily teaching 
bodies and do not have the personnel with the requisite specialized 
knowledge and experience to handle the intricate technical and com- 
mercial aspects of patent development. 

In order to avoid becoming involved in the complicated business of 
patent management, 60 colleges and universities have entered into 
patent- development agreements with Research Corp., whereby that 
nonprofit foundation handles patentable discoveries and inventions in 
their behalf, with full protection of the interests of both the inventors 
and the public. Others, for legal or fiscal reasons, use the facilities 
and personnel of separately incorporated patent-management founda- 
tions, independent of but closely affiliated with the institutions, such 
as the Wisconsin Alumni Research Foundation and the Rutgers Re- 
search and Endowment Foundation. 

I am certain that consultation with these nonprofit organizations, 
as well as Research Corp., would be helpful to independent inventors. 
They might also find it advisable to seek advice from National Re- 
search Corp. and similar commercial organizations which operate in 
this field. 

Senator O’Manoney. Mr. Palmer, did you prepare a paper for this 
committee ? 

Mr. Pater. No, sir; I did not. I came here merely as an observer 
from the National Research Council. I shall be glad to furnish you 
a paper on this subject, and also one concerning Research C orp. 

Senator O’Manoney. I think it would be profitable if you would 
do that and go into more detail than it would be desirable to do at 
the moment. May we ask you to do that and submit it to the commit- 
tee at your convenience? 

Mr. Paumer. I shall be glad to do that. The assistant counsel and 
I have discussed the matter on various occasions and I can submit 
something that might be helpful. 

Senator O’Manonrey. You were about to make a comment on the 
general subject, were you not? 

Mr. Paumer. I had no intention of making one, sir; but I will say 
this: For more than 25 years now, I have been conc erned, as scientist 
and as administrator, with problems of research and patent manage- 
ment. In 1933, with Dr. Karl T. Compton and Dr. Simon Flexner, 
I assisted in organizing the patent-policy program of the National 
Research Council and since 1946 have been director of its office of 
patent-policy survey, making research studies and rendering advisory 
service to universities, industr y, and the Government on these problems. 
During the past 5 years I have been Chairman of the Government 
Patents Board and. as head of that independent Government agency, 
have been responsible for establishing, coordinating, interpreting, and 
administering the patent policy of the Government with respect to 
inventions made by Government employees. As a result of these ex- 
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periences I have had the opportunity to observe a good many of the 
problems involved in the development and handling of patentable 
cdliscoveries and inventions. 

I have been interested and shall continue to be interested through 
these days and on beyond in what may develop in this field, because I 
have a very strong feeling that behind it all is the recognition of the 
rights and equities of the various parties concerned, and particularly 
the inventor. That is what in our work at the National Research 
Council we have been endeavoring always to bring out for the benefit 
of industry, Government, and the universities, how to recognize the 
rights of the inventor himself in his preductivity, and at the same 
time to give him the necessary incentive to continue his inventive 
productivity. 

Senator O’Manonry. Who are the other parties concerned ? 

Mr, Pautmer. The other parties concerned are naturally the em- 
ployer because he has certain rights and equities in the invention, and 
then maybe some third party that may be aiding in financing the re- 
search through a contract or grant. For instance, the Government 
may be contracting with an industry or with a university in a piece 
of research out of which the invention grows. 

Senator O’Manoney. You speak 

Mr. Patmer. And, of course, in the last analysis it is the public too 
that must be considered. 

Senator O’Manonry. Like all the rest of us you speak in terms of 
the individual person. You speak of the employer as such. Fre- 
quently the employer is not “he,” but “it,” a corporation or an institu- 
tion. 

Mr. Parmer. By the same token the inventor may not be a “he.” 
It may be a team of workers in various disciplines participating in a 
research project as it is related to their fields. 

Senator O’Manonry. That is right. In other words, the organized 
aspect of the patent problem is one to which we must give a lot of at- 
tention, don’t you think ? 

Mr. Paumer. And the interrelation of the parties, not merely in 
the sense of individuals but as parties to the development and evo- 
lution of a patent. 

Mr. Lanuam. I think it would be interesting to know the percent- 
age of patent applications that are made by individuals, the percentage 
made. by small business and the percentage made by so-called big 
business. I think that would bring to the fore the fact that the great 
preponderance of applications are submitted by individuals. 

Senator O’Manonry. Yes, but how about the patentee? 

Mr. Lanuam. If the application is submitted by an individual, the 
patent would go to the individual. What he would do from the stand- 
point of getting compensation under that patent after it is issued 
might involve other people, but he becomes a patentee himself. 

Senator O’Manonery. But how about the application which is filed 
under an obligation to make an immediate assignment? 

Mr. Lanuam. Of course, it is impossible, I imagine, to estimate that 
number, but I do think it would be helpful to have the information as 
to those various proportions of personnel. 

Senator O’Manoney. You recognize that there is that possibility of 
assignment, do you not ? 
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Mr. Lanuam. On a rare occasion there will be an assignment of an 
application very shortly after the application is submitted. It will 
probably be impossible to determine accurately the number of such 
applications that are-sponsored really by an organization, but I think 
the information would be helpful assuming that a great proportion 
of the individuals who apply for patents apply of their own accord, 
and I believe you will find that is true. 

Senator O’Manoney. Mr. Commissioner, do you care to make any 
comment on this? 

Mr. Warson. We have collected information which does throw 
light on that situation, not so much particularly with respect to the 
application when received. We have no definite information as to 
the number which are wholly owned by the inventor or those which 
are owned by others, but we do have the ability to check and have 
checked to ascertain how many patents are issued to corporate bodies 
and how many are issued to individuals and how many are issued to a 
person who is different than the inventor, in other words, some assign- 
ments are made from person to person. A great majority are made 
from person to corporation. 

We have charted it. Mr. Federico has a chart peeking out from 
his file here which I see, and which would indicate to you that about 
60 percent of the patents which issue are issued to corporations. 

Senator O’Manoney. I don’t know how many in the audience may 
have come from the Rocky Mountain States or other States in which 
mineral discoveries have been made in the past and mineral patents 
issued by the Department of the Interior or the General Land Office, 
but I am sure that everybody has heard about the grubstaker who 
furnishes the groceries for the old prospector and who frequently 
turns up with most of the profits when the discovery is made of gold, 
silver, or lead, or other valuable material. 

The suggestion here developed is that there may be grubstakers in 
the case of inventors. 

Mr. Watson. I would say the risks are equally great in both cases. 

Senator O’Manoney. Do you think that anything should be writ- 
ten into the law requiring a full disclosure of what the applicant 
for the patent is obliged to do with the patent when he gets it? 

Mr. Warson. I certainly do not. That is a matter which goes to 
the value of the contribution to the arts and the ability of one man 
to deal with another, and it is a matter of tremendous import, because 
it involves the matter of free contract and option. 

Senator O’Manoney. We are dealing here, Mr. Commissioner, as 
developed in the discussion with the representative of the National 
Research Council, with the fact that the individual inventor is not 
always dealing with a man per se; he is dealing with an organization. 

Mr. Watson. That is true. Many of the patents which are issued 
to the corporation, as shown by the little chart which we have pre- 
pared, are issued for inventions which are made by individual in- 
ventors and purchased, you might say, in the test-tube stage by those 
corporations. I think that is not a complete reply to your question. 

Senator O’Manonry. Suppose we have Mr. Federico tell for the 
record what the chart shows. 

Mr. Fepertco. The committee asked the Patent Office if we had 
records of the patent applications filed as a result of corporate or 
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institutional research. We don’t have such records, but ordinarily 
when an invention is made by an employee of a corporation or of an 
institution, under obligation to the corporation, the application will 
be assigned to the corporation or institution. 

The assignment occurs some time during the life of the applica- 
tion or shortly before the patent issues. We are able to tabulate rep- 
resentative samples of the patents issued, showing whether or not they 
are assigned to corporations, and a table was furnished to the com- 
mittee with a chart showing that during recent years, say, during 
the last 10 or 15 years, the number of patents issued that are assigned 
to corporations at the time of issue average about 60 percent of the 
total patents. 

Mr. Lannam. Mr. Chairman, my inquiry was prompted by the fact 
that at a congressional committee hearing in 1947 there was testimony 
from the Patent Office to the effect that 17 percent of the applications 
for patents were submitted by big business and 83 percent by indi- 
viduals and small business concerns, the far greater number being 
by individuals. 

Mr. Fepertco. This tabulation does not separate the types of cor- 
porations because it would require investigating tens of thousands 
of corporations, so the present table merely shows the proportion of 
patents assigned to corporations, but there is available a study that 
was made in 1938 for the preceding 17 years, dividing the corpora- 
tions into categories, large and small and medium, and showing the 
number of patents assigned to each of those groups. I don’t have a 
copy of that here. (Transcript, TNEC hearings, pt. 3, p. 1127.) 

Senator O’Manonery. Mr. Bennett. 

Mr. Bennett. This may further bear out a statement I made 
earlier. I do not recall a single instance in almost 500 inventions 
sold through the efforts we are involved in where a single invention 
was turned down because it had not received its patent grant as yet. 

This record then indicates that some 60 percent are assigned to a 
corporation at the time of issuance might be considered corroborative 
evidence that they make agreements that the patents shall pass 
from the individuals to the corporation at the time of the issuance of 
the patent. This doesn’t alter the fact that individual inventors must 
do all the primary work that must be done and get it across into the 
hands of public knowledge and into the hands of those who shall 
decide whether they shall use it or not. 

Senator O’Manoney. One of the things we are trying to develo 
here is whether or not the inventor, the individual inventor, is suff 
ciently protected by the present law. I have no judgment about the 
matter, and your testimony, Mr. Bennett, has been very illuminating. 

I notice that Mr. Levy down the line has given indication of a de- 
sire to get into this discussion, and hasn’t had the opportunity. I 
am going to bring him in now. 


STATEMENT OF MAURICE W. LEVY, INVENTOR, 
HOFFMANN LA ROCHE, INC. 


Mr. Levy. My name is Maurice Levy, for the record. 

I should like to address my remarks to what Mr. Cohn has sug- 
gested and to the remarks of some of the other gentlemen here. 

My main experience has been in the pharmaceutical field, and there 
we do have experience with universities, with hospitals, with clinics, 
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and we correlate much of our inventive research with such insti- 
tutions. 

We do considerable work with Research Corp., which has been 
mentioned. I believe we must recognize that in dealing with the 
university we deal at arm’s length, as we would with any other entity, 
whether it be a corporation, a small business, or a big business. 

It is interested in using its time profitably. We normally find 
that. we have to make expenditures of money to a university, and 
I would say in the vast majority of cases, no patents come out of that 
collaborative work at all. I believe it is wishful thinking to engage 
in any plan whereby a university would be expected out of its own 
time, its own limited resources and facilities to work with so-called 
individual or little inventors. 

Now I should like to ask a question, and I hope I am not going to 
be an iconoclast, but I have somewhat of that reputation. 

Senator O’Manonery. Sometimes I think an iconoclast has a pretty 
good position and duty to fulfill. Maybe we will stir something up 
here. 

Mr. Levy. Thank you, sir. 

I should like to remind the group here that we are dealing with what 
the Constitution basically refers to as the advance of the sciences and 
the useful arts, and there is nothing in the Constitution and there is 
nothing in our laws either, I believe, about a distinction between an 
independent inventor, a little business, a big business. 

I think the Constitution is interested in the country, and it is de- 
signed to have benefits for all. 

The Constitution speaks in terms of a system which will advance 
the sciences and useful arts in the country. I believe very often in 
patent studies we are prone to go off into alleys with respect to 
the problems of a particular group, and isolate that from the broader 
problem. I do not believe there is an iota of difference from a patent 
point of view policywise between a little business and a big one, not in 
this country at least. 

They both have the same problems with their inventors, with other 
corporations, with the Government and with the public, and the so- 
called little fellow in my experience at least—and I don’t mean in any 
sense to belittle his efforts—frequently has nothing in fact to offer. 

There isn’t a week that goes by that we do not consider contributions 
from a little fellow, the independent inventor, and we would actually 
hike to take them. In 10 years of work we have yet to accept our first 
one because we have found them in fact not to be helpful, and I would 
like to suggest that perhaps the whistle here has become larger than the 
locomotive at times when the little fellow so-called has been stressed 
by some of the speakers here to the exclusion of the broad problem of 
advancing science and useful arts to all of those engaged in industry 
and individual efforts. 

Senator O’Manoney. Mr. Levy, your association is with Hoffmann 
La Roche Ine. ? 

Mr. Levy. I am now associated with them. I am past chairman of 
the American Drug Manufacturers Association Patent Group and 
past chairman of the American Pharmaceutical Manufacturers Patent 
Group. 

Senator O’Manoney. Do you think your experience in the pharma- 
ceutical field would be similar to the experience of another person who 
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devoted his attention to other fields in which inventions and discovery 
are made ? 

Mr. Levy. Clearly not at all. I can merely add for whatever it is 
worth that I have spoken with people in management and in patent 
fields in other industries, and I think they find—I believe they do, 
although maybe I am wrong—the same situation to exist, that they do 
not get an overwhelming number of useful ideas. 

At least they do not get those that they haven’t already been work- 
ing on themselves, and a good bit of time is taken up considering these 
ideas, and some very embarrassing situations arise, 1 must ‘admit, 
where so-called little fellows feel the big corporations will eat them. 
up. 

The company I work for is a small one. I doubt the independent 
inventor is taken advantage of as much as people are prone to believe. 

Senator O’Manonry. Have you had any experience with the pos- 
sible violation of antitrust laws in the patent field ? 

Mr. Levy. Not in the patent field. 

Senator O’Manoney. I asked that question because of the very fine 
introduction you made to your statement, that the Constitution was 
concerned primarily with the public good; that is to say, the good 
of the country, and not particularly with the good of the inventor, 
per se, or the user, per se, or the corporation, or the manufacturer, or 
the distributor, but with the overall good of the country as a whole. 

I think that that statement everybody would agree with, but it is a 
fact, is it not, that there have been obstacles raised between the in- 
ventor and his invention and the public good on various occasions? 

Mr. Levy. I believe, sir, that that particular question raised has 
been looked into several times in past years by Congress. I have 
had the pleasure of reading some of the hearings. I did not have the 
pleasure of attending them. 

I believe that there has been no majority opinion that the patent 
laws have been abused in any such way. If anything, I think the 
thinking of the country now is that the patent laws have been per- 
haps unjustly accused of hi aving just such implications. At least, the 
new Patent Code of 1952 has sections which seem to bear me out on 
that. 

Senator O’Manoney. I notice at the other end of the table a for- 
mer Assistant Attorney General, former Head of the Antitrust Divi- 
sion, former member of the District of Columbia Court of Appeals, 
Judge Thurman Arnold. 

Would you care to make any comment on this subject 


STATEMENT OF HON. THURMAN ARNOLD, WASHINGTON, D. C. 


Mr. TuurmMan Arno. I think it is an argument which can go on 
indefinitely. I certainly would not agree to a statement that the 
patent law hasn't been in the past and, to a large extent, in the present 
greatly abused in its use, perhaps some of it not in violation of the 
antitrust laws as construed, but in violation of the fair principles of 
American democracy. 

To explain “? further would require a little prepar: ation, review 
of cases where I attacked patents, and I don’t think it would be 
appropriate just at this moment. 
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Mr. Lanuam. May I insert an ent incident with refer- 
ence to the little fellows. Several years ago I was asked by our for- 
mer colleague, the Honorable Lindsay ‘W arren, to speak an Aviation 
Day at the first of the historic annual pageants held down in North 
Carolina. 

Down there I met the telegrapher who sent out the news with refer- 
ence to the first successful flight of the Wright brothers. He told me 
only six papers in the U nited St: utes carried it, but innumerable tele- 
grams and telephone calls came in asking what was the matter with 
that drunk telegrapher. They could not believe there had been a 
successful flight. It came from little people. Yet aviation today is 
one of our leading industries. 


STATEMENT OF ALVIN M. MARKS—Resumed 


Mr. Marks. I would like to make one comment on the proceedings, 
and that is that all inventions basically have to stem from some indi- 
vidual creative mind. No matter how you obscure the situation by 
referring to the cooperation of larger groups who may provide the 
atmosphere or equipment necessary to produce this invention, still 
it is the individual creative mind that must be fostered to get the best 
possible results from the creativity that is present among our people. 

To that end we must properly reward the individual inventor, and 
just to provide him with a patent with which he is unable to proceed 
further due to economic circumstances of various sorts is, in my 
opinion, not sufficient. It requires further measures, which I shall 
be glad to discuss later. 

Senator O’Manonry. We want to find out what suggested stand- 
ards you have in mind. Perhaps I might better ask you to prepare 
a written statement upon that subject. 

Mr. Marks. Yes; I will be glad to. 

Senator O’ encores. Did ‘you bring a statement ? 

Mr. Marks. No; I didn’t bring a statement, but I believe I can 

rather quickly summarize the points s I have in mind. 

Senator O’Manoney. Please do. 

Mr. Marks. First of all, there are several types of inventions. I 
call one type the gadget invention, which is very necessary. ‘The 
safety pin, the zipper, and so forth and so on, all of those are very 
necessary and can be developed by people of mechanical genius but of 
little deep technical knowledge. ‘The other types come out of the 
more subtle technical knowledge, and among those I might mention 
the transistor, the photoelectric cell, nuclear energy devices, and so 
forth, all of which require a vast technical preparation before people 
are competent to deal with them. 

Even though these areas require deep preparation, nevertheless it 
is the individual who must accomplish such preparation and the indi- 
vidual very often does accomplish such preparation in association 
with colleagues and other persons, at colleges, institutions, corpora- 
tions, and so forth, yet nevertheless his contribution might come at a 
time when he is no longer associated with any of these | groups. His 
accomplishment in the field of invention might arise after many years 
of experience with diverse fields. Suddenly his mind might encom- 
pass some new development which is born of his entire past experience. 
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So in such an instance where we have complex devices developed 
and conceived by the human mind, very often a lot of money must be 
spent in the research and development of them. The individual inven- 
tor is very often unable to use the fruits of his mind in such cases. 

In my own experience, I found that the simplest patents, which are 
readily and commercially usable, can attract men of capital and be 
successful. Those patents which might be even more valuable are 
withheld because of the fact that no mechanism presently exists for 
the individual inventor to attract risk capital to the large ventures. 
Such developments almost always proceed from corporate groups 
with which he affiliates himself, 

To encourage the further development along those more subtle 
technical lines we must suitably and surely reward inventors in that 
more subtle and complex technology which can be of the greatest 
benefit to our Nation, to the end that we become not just a nation of 
gadgeteers but a nation which can harness the power of the sun, 
a nation which can use the fusion reaction of hydrogen, a nation that 
can possibly develop new forms of aircraft, and so forth. These are 
the things that we should try to foster to the greatest benefit of our- 
selves, not to the exclusion of the gadgets which are necessary for our 
everyday amenities, but in addition to them. 

In connection with fostering basic research development and inven- 
tions of the more subtle and complex type the Government has been 
kind and generous to corporations by offering them research con- 
tracts, has been kind and generous to universities by offering them re- 
search contracts, as for example in atomic energy, radar, ete. 

I know from my own experience as an individual inventor, with 
several worthy ideas, I believe, that the individual is quite unable to 
receive help from the Government. I know it was within the spirit 
of the original grant from the Constitution which started the patent 
system, that such a thing as direct Government grants to inventors 
was encompassed. As a precedent I might cite the case of Samuel 
Morse, for whom the Government put up the money for the telegraph 
line. 

Then, in those cases where private investment should be fostered, 
tax benefits should be permitted to the private inventor and the in- 
vestor in inventions to enable them to enter into venture capital 
expenditures more readily. 

In addition to that, possibly there could be some form of Govern- 
ment Inventor Finance Corporation set up for worthy inventions. 
One approach might be a partial guaranty of private investors who 
would put up money for certain worthwhile developments. I know 
this has been done in international commerce where people have in- 
vested in foreign countries, and they are guaranteed their return on 
their money. Possibly something like that could be done in the field of 
worthwhile internal developments. 

Senator O’Manoney. The Bureau of Standards, which is another 
office in the Department of Commerce, has been noted for great con- 
tributions it has made to trade and industry by tests which have 
been carried on by the experts who are employees of the Government. 

I throw out, firstly, whether the Bureau of Standards, whether its 
work could be expanded to make it a useful instrument for the 
inventor of the type we have been discussing, Mr. Marks. 
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Mr. Marks. The Bureau of Standards, I believe, would form an 
excellent nucleus for that. Possibly also the National Science Foun- 
dation could be encouraged in that direction. They could make 
grants for students; graduate students, and so forth. Possibly it 
could be expanded to suave grants to inventors, as well. 

Senator O’Manonery. Judge Arnold. 

Mr. THurman Arnon. I don’t entirely disagree, but I do think 
that the language of Mr. Kettering, testifying before the T emporary 
National Economie Committee in 1938, is still true in that it points 
out the difficulty of the problem we are now discussing. 

Mr. Kettering said, when he was being asked about who invented 
what in General Motors Laboratory : 

You see, when you are working on an invention—well, we don’t work on 
inventions ; we try to solve some industrial problems; try to make a new piece 
of apparatus. Now, you never know what inventions are going to be useful 
and what are not, because, as you come upon the problem, you cannot tell what 
is important and what is not important, so we have to kind of study the whole 
thing on the whole front. It may go off at that angle or this angle. What we 
would rather do is to try to reward the whole laboratory, to keep the in- 
dividuals working together. If you give the reward to a particular individual 
for his particular invention, then he would be secretive about the thing; so we try 
to reward the whole laboratory, if they do good. In other words, if he makes 
some things that are valuable, we reward the laboratory, because one depart- 
ment may make an important contribution one year and another department 
another year; but then we always give a little particular bonus to the fellow 
who did that job. 

In other words, in modern invention, to separate out the individual 
is, I think, becoming increasingly difficult. 

Mr. Marks. May I reply to that, sir? 

Senator O’Manonry. You may, Mr. Marks. 

Mr. Marks. I reiterate what I said before, and that is that very 
basic development must start in the mind of a creative individual, 
and to reward an entire laboratory, most of whom may be routine 
workers, for the creative efforts of 1 or 2 or 3 individuals, I think, 
is not doing justice to them and would not be accepted in any other 
field of endeavor. We wouldn’t reward the entire vaudeville troupe 
for an outstanding performance of one individual. He usually com- 
mands a greater salary than the rest of the players. 

In the same sense, we also possess in the patent system a unique 
method or medium for weeding out those people who have contributed 
and those people who have not contributed to society. The only way 
to achieve a flow of contributions is to follow the thought of the orig- 
inators of the patent system, and that is to handsomely reward the 
people who are capable of producing the results. 

Mr. THurmMan Arnotp. I would agree. I wouldn’t reward the 
entire laboratory with a patent, but I think it is becoming very difli- 
cult to select the individuals. 

One of the reasons is that the level of the art in large research cor- 
porations upon which you are supposed to judge the fact is the secret 
level of the laboratory itself. It is customary to compare an invention 
which comes out of a Bell System with the art existing outside of the 
Bell System, and there isn’t any art existing outside of the Bell 
System that anybody knows anything about, and therefore you have a 
false standard of patentability. 

Within the Bell System I would be very doubtful if you could re- 
ward the individual. 
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I am agreeing with you that the individual should be rewarded. I 
don’t know the answer to this thing, but I thought it would be perti- 
nent to bring this out. 

Senator O’Manoney. Thank you very much. 

The gentlemen on this side of the table have been distinguished by 
their silence thus far this morning. It is now a quarter after 12. | 
announced that at 2 o’clock this afternoon we would have the session 
at which Mr. Bennett’s film would be displayed, and it may be that 
it would be too late to wait until after that for you gentlemen to make 
your summary contributions. Would you care to do it now before 
we recess 4 

This is not “speak now or forever hold your peace,” but is merely an 
invitation. 


STATEMENT OF JO BAILY BROWN, PATENT ATTORNEY, 
PITTSBURGH, PA. 


Mr. Brown. My name is Jo Baily Brown, Pittsburgh, Pa. If I 
may be indulged, I would like to make a few general remarks if it is 
in order. I was invited to the meeting. 

Senator O’Manonry. Of course you were. Come around here so 
we can hear you better. 

Mr. Brown. I have been in patent practice since 1912 continuously 
except for about a year and a half-—— 

Senator O’Mauonry. Your distinguished career has been well 
known. 

Mr. Brown. This is not self-laudatory, but I wanted to preface what 
I wanted to say. During that time my firm has been continuously in 
litigation. We have represented many of the largest corporations 
and we have represented many individual inventors. I think we 
have represented about as many plaintiffs as defendants in patent 
litigation. 

‘This question of the individual inventor which I assume is the order 
of the day primarily, I would like to say that back in the twenties and 
even in the teens, because I go back to that, a very large part of our 
practice was the individual inventor who came off the street, as we 
say, the motor man, the garage mechanic, the policeman, et cetera, 
who would come in with little inventions which they had made out of 
their experience, working with tools every day, and they found some 
better way of making a tool, or something like that. 

[ think Mr. Lanham said the same thing. I think the encouraging 
of the individual inventor is a very important thing. That is one of 
the things I think you have before you properly. 

I think with the exception of lack of manpower, and so forth, the 
Patent Office has done an excellent job over the years. They have been 
honest. With all my experience, I have never seen any crookedness 
in the Patent Office or anything I thought was bad, nothing that was 
disgraceful. We know there have been a few little instances of that 
kind, but they were not things I had to do with. 

Coming down to the individual inventor from the teens and the 
twenties, when we had lots of them, they have almost disappeared in 
our office. It is very exceptional now when a man off the street comes 
into our office and wants to file a patent application. By exceptional 
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I mean there used to be dozens or hundreds, now there are 1 or 3 a 
month. They are very materially lessened. 

The reason for that, I think, sir, is primarily the Supreme Court of 
the United States, which has been hostile to patents, which has not 
been intelligent in its decisions on patent cases for something like 
15 or 20 years. 

Of course, I know you cannot really change that by legislation 
and nobody can change it, but I think I may speak as a member of the 
bar with a good deal of experience, that the fact, as one of the Justices 

said, the only good patent in the country is one that the United States 

Supreme Court doesn’t have before it, has sifted down, and the result 
has been that we have to tell the little man off the street who comes in 
with a little better screwdriver than the one he has been working 
with or he has put a new form of claw on his hammer, the little things 
that may be very important, we have to tell him, “Y ou are wasting 
your money if you apply for a patent on it. We may be able to get it 
through the Patent Office, but the courts will not sustain it, because 
the theory of the United States Supreme Court has to be followed out 
in the lower courts.” 

As the Honorable Learned Hand—lI don’t know whether he is 
here or not, I saw his name on the list—said in 1 or 2 decisions, 

We cannot shut our eyes to what the Supreme Court of the Wnited States is 
saying about patents that are good and patents that are bad. 

I am interpolating that I think he meant to say. “Against our 
own judgment we have to follow the Supreme Court of the United 
States.” 

The result has been that we have had to tell corporations that if 
possible they should not litigate their patents, stay out of litigation. 
You cannot afford to put your patents into litigation if you can get any 
benefit out of it without litigation. 

That all sifts down to having to tell the man with some little idea 
that probably it isn’t worthwhile for him to go on with his patent. 

Another thing I think the Department of Justice, largely through 
the work of Mr. Thurman Arnold, has done a tremendous disservice 
to the patent system of the United States. The Department of Justice 
is generally regarded, I think—that is my opinion and I have talked 
to many of the best men in the country, and I don’t see that it is 
changed much at the present time—as having an approach to patent 
problems that feels that monopoly is odious and patents are monop- 
olies and therefore patents are odious. 

If there is anything it can do to keep big industry or little indus- 
try, for that matter, from enforcing a patent or working out a con- 
tract under which ‘they will make some money by patents, it is 
against it. We have had to advise our clients time and again that 
when they were about to go into some arrangements with another 
company in wale h it would be to the interest of both companies and in 
our opinion to the interest of the public, we have had to say, “Well, 
if you go into it, you can expect to have these sharpshooters, some 
of these Harvard Law School students, come down from the Depart- 
ment of Justice and take all your papers out of your files and call 


for all your correspondence and try to find something wrong with 
what you have done.” 
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That hurts the patent system, and hurts industry, and hurts the 
public in effect. 

I don’t have a recommendation on that. That is a personnel and 
policy problem. I think it arises because the Supreme Court tried to 
usurp the powers and province of Congress and to direct an economic 
reform that should have been made by law and not by judicial 
decision. 

Now, sir, that is my opinion. 

Senator O’Manonry. Before you leave that, Mr. Brown, I have 
known a number of judges who are not averse to having a copyright 
of their writings. 

Mr. Brown. I have heard of such statements. 

Senator O’Manoney. And on the Supreme Court, too. 

Mr. Brown. I have heard of such instances. 

Senator O’Manonry. What is the difference between a copyright 
which is granted under the same provision of the Constitution and a 
patent ? 

Mr. Brown. I don’t quite see the pertinency of the question. 

Senator O’Manonery. Let me put it this way, then. You spoke 
about the objections of some people to monopoly and their feeling 
that since a patent is a monopoly for a limited time, it is per se bad, 
since it isa monopoly. I see no difference between the monopoly of a 
copyright and the monopoly of the patent. 

Mr. Brown. They are both statutory monopolies, I will agree with 
that. 

Senator O’Manonry. Then isn’t the question relevant ? 

Mr. Brown. I don’t know how to answer that question because I 
I don’t know what you have in mind. I believe in both monopolies. 
I believe in the patent monopoly. 

Senator O’Manoney. You are complaining because the Supreme 
Court has, as you have said, usurped the power of Congress with re- 
spect to patents. But I have been endeavoring to point out to you that 
the Supreme Court apparently has not usurped the power of Con- 
gress with respect to copyrights, but many of the members have en- 
joyed that monopoly, and I can see no reason why a person who is 
making the argument that you are making should not pick up that 
suggestion. 

Mr. Brown. Frankly, I know very little about copyrights, and I 
don’t pretend to know much about that field. It is a different form 
of monopoly. It is not based on invention. It is based on writing 
and printing and publishing. But this question of invention and 
the protection of invention was the thing I thought we were talking 
about here. My thesis is that it is distinetly to the advant: age of the 
Government of the United States and the economy of the United 
States to encourage inventions in all stages, and particularly in the 
individual. 

Now coming back to the Supreme Court, in one of their decisions 
they have cast doubt on whether or not there can be a patentable 
invention growing out of research. If you please, Senator, suppose, 
as I believe one of the gentlemen spoke for one of the big petroleum 
companies, there is a problem, for example, of making higher octane 
gas, Which isin great demand. Suppose they put their research labora- 
tory on it and spent millions of dollars, and they developed a gas bet- 
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ter, cheaper, with higher octane, and so forth, which has never been 
made before, but maybe a thousand men have worked on it, making 
experiments and trying it, and so forth, somewhere in there there 
should be a way to protect that. 

I didn’t understand Mr. Arnold to say he objected to that. But 
the Supreme Court has cast great doubt on whether there can be 
invention that grows out of research, and particularly research of a 
number of men. 

Senator O’Manoney. It is very interesting, but opens up a com- 
pletely broader field than the one we have been discussing this morn- 
ing. Judge Hand was invited to participate here because of the very 
points which you are making. I think the committee would be inter- 
ested in having a discussion of the position that the Supreme Court 
has taken, because this committee wants to know if there is not some 
way in which we may, by legislation, assist in obtaining a definition of 
the discovery which will include a patent, so that patents cannot be 
invalidated when they are actually contributing to the progress of 
science and the useful arts. That might require a definition of what 
are useful arts. 

If anybody is going to curtail the area which the progress of science 
and the useful arts is meant to cover, I think it ought ‘to be the Con- 
gress and not the members of the courts. 

Mr. Brown. That was my main thesis on that, sir. 

May I answer you on your suggestion. I don’t believe you can 
define “invention” by statute. I don’t believe it can be done. 

Senator O’Manoney. I am asking the question, not making a deci- 
sion. 

Mr. Brown. I didn’t know. Maybe you suggested that. If I may 
come down to saying something cone rete, my suggestion to you as to 
legislation, I don’t know of anything basic in the patent law at this 
time that I would recommend changing out of my experience. | 
would recommend and I strongly recommend that the Patent Office 
be adequately financed and I understand that C ongress has been very 
generous with the Patent Office during the past year. It does need 
finance and proper finance. 

The only other concrete suggestion would be that Congress not 
raise the fees of patent applications and patent prosec utions in the 
Patent Office too high. I think some increase is justified and required. 
It has been a long, long time since there has been any, and we all know 
the expense. But if the fees are made prohibitive, it will mean that 
the carpenter, the blicklayer, and the policeman, and so forth, will 
come in and you will say the costs will come to X dollars to even file the 
application, and it will cost you a good deal more. It may squeeze 
them out. 

One of these gentlemen said a while ago, even a bad patent amounts 
to a publication. It is a teaching to other people. It may be a little 
progress, but it helps. That collection of patents down there at the 
United States Patent Office is one of the greatest storehouses of in- 
formation and technical information and of advantage to the public 
of any library in the world in my opinion. 

I have taken too much time, but I thank you for your patience. 

Senator O’Manoney. Thank you. You have made a very interestiiig 
statement. We thank you very much. 

(Discussion off the record.) 
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Senator O’Manonery. The committee will not stand in recess until 
2 o’clock when it will assemble in room 318. 

(Whereupon, at 12:30 p. m., the subcommittee recessed, to recon- 
vene at 2 p. m. of the same day, in room 318, Senate Office Building.) 


AFTERNOON SESSION 


(The subcommittee reconvened in room 318, the caucus room, Senate 
Office Building, at 2 p. m.) 

Senator O’Manoney. The hearing will come to order. 

Mr. Bennett, do you care to make some remarks before you put your 
film on? 

Mr. Bennett. Thank you, sir; I would like to. 

The film that you are about to see contains the demonstrations of 
six inventions of inventors who have come from all over the country 
tous. This program has four protected, but as yet unmarketed, in- 
ventions available for sale, and two as a result have previously ap- 
peared on a program, The Big Idea, and were sold to industry. And 
because of the interest of colleges this morning in this subject, I am 
glad that there is one on there for you to see, because it was through 
the interest of MIT that that one got on the market. The other is 
with a large company in Chicago. 

The most important thing I wish to bring out is my feeling that 
the inventor needs, more than anything else, the services of whoever 
will join together to let his demonstration and display be known to the 
general American public and to business and industry in America, 
for in this manner will they buy the things, the fruits of his labor. 

And so I am particularly pleased, because only Friday of last week 
did I learn that industry in recognizing the wealth of ideas locked 
within the independent inventor, with a dozen companies or more 
joining with the Thomas Alva Edison Foundation to provide, at their 
expense, this program to be given to utilities and banks and institu- 
tional concerns in every television market in America, so that these 
inventors will thus have a chance to display and demonstrate these 
big ideas, the thought being that they will sell them or get what 
they need from them. 

I think we can run this program now, and afterward, if there are 
any questions, I would be happy to answer them. You will notice a 
few breaks, because I did not want to leave any commercials in. We 
have taken those out and have clipped the film at that point, to 
remove them. 

Senator O’Manoney. You might fill in the breaks yourself, Mr. 
Bennett. 

Mr. Bennett. Thank you, sir. 

(The film, The Big Idea, was shown. ) 

Mr. Bennerr. The only additional thought is that Secretary Weeks, 
as have all of the guests who are appearing on subsequent programs, 
made an additional 10-minute talk, which is offered to schools and to 
universities around the country on the opportunities through inven- 
tion and research, and opportunities in industry for young people at 
a later date. These 10-minute films go right in conjunction with this 
30-minute film. 

Senator O’Manoney. Mr. Bennett, I think that Mr. Caplan would 
like to ask you a question or two. 
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Mr. Carian. The thing that impresses me about the inventions 
which you showed in your film was the simple nature of the articles 
which were demonstrated. It seems to me that there was no pushing 
back of the frontiers of science in these inventions. They rather were 
classified in what I would call the gadget class. 

Do you think there is a need of a patent system to protect ideas of 
that type? 

Mr. Brennetr. Indeed, I do; for I heard this morning mentioned 
that if we did not have the transistors and the iconoscope and the 
cyclotron and the H-bomb, that we would suffer greatly from those 
losses. I am sure this is the case. 

Fortunately or unfortunately, we do not live by H-bombs or cyclo- 
trons alone. We live by the food we eat, the cans that are sterilized 
that the food is placed in, the machinery ‘that made it possible to put 
that food in the cans; the automobile brake that we depress to stop 
a car; the train that I came to Washington on. We live by all of the 
things in our homes that are made by these people. 

One large corporation said of all of the appliances that are in use 
in the modern home today, with the exception of the garbage disposal, 

they were provided by the independent inventors. 

The further suggestion was made by this same corporation that of 
some 77,000 suggestions that came to them in a period of a year, some 
forty-thousand- odd inventions or suggestions were useful and were 
paid for. 

This, to me, indicates that the little fellow who provides the little 
things that we see here, to teach children to hang up clothes and 
to make them better citizens by that little discipline—the man who 
provides more heat for our dollar that we are spending, that is a 
shrinking dollar these days, provides an important contribution to 
that person who may earn $60 or $70 a week and, who by spending 
30 cents for electricity, can find himself with $6 worth of fuel. 

I believe that if we had only the cyclotrons and the H-bombs, we 
would need no patent system at all. 

The patent system, I think, is needed for the little fellow who pro- 
vides these things that make our life easier, that give us more pleasure, 
more use of our money, more time with our families. Otherwise, the 
H-bomb—we could get a group of men together and provide for that 
one big idea, the transistor or the H-bomb or the cyclotron that came 
during that year’s period. 

Mr. Carian. In your work of trying to market inventions for 
inventors, do you find it necessary that they have some sort of patent 
protection in order to make a satisfactory financial arrangement with 
the manufacturers ? 

Mr. Bennetr. That is correct. 

Inventors come to us sometimes with only an idea in mind; some- 
times with it drawn on a piece of paper; sometimes with the search 
completed; sometimes with the application in; sometimes with the 
patent in hand. They come to us in all ways. 

Our normal function, if it is not patented, is to send them immedi- 
ately to the Lawyers Reference Service that has been provided to 
us in Philadelphia, and in other cities around the country, by the 
American Patent Law Association that has aided us for some 514 
years in guiding our activities. 
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When we start these men on their way, or women, too, with this 
patent activity, they follow through. We feel, through the moral 
and ethical action of the American Patent Law Association, they are 
all served well. 

Once they are on the program, they are then protected. In a rare 
case does it happen that a patent attorney has advised an inventor, 
“To not seek patents yet on this. Let us get all prepared for it.” And 
if at that time it should prove, after appearance on the program, to 
be worthwhile, and there is some demand for it, then we will take 
immediate steps to go forward with this, in which case we ask for a 
letter of indemnification from that man’s attorney covering that one 
point. 

I do not believe in 7 years that we have had more than 3 or 4 of those. 

Mr. Carian. Do you find that as far as the receptiveness to accept- 
ing inventions from the outside that there is in industry such a recep- 
tiveness—do you find certain types of industry are more receptive 
than other types? 

Mr. Bennerr. I have found that in industry, from the smallest 
man in business, with maybe 20 employees or so, to the giants of 
American industry, that we have had reception, an interesting recep- 
tion, from them. And I submit here for the record a list of names 
that you might see and know. These are photostats of letters from 
corporations that have written in, as they must. They may not call. 
They have written us, giving us evidence of their interest in this 
certain invention—General Motors, International Business Machines, 
American Viscose, Shell Development, Thompson Products, Bendix 
Aviation, Oakridge Laboratories, Carbide & Carbon Chemicals, Camp- 
bell Soup, International Latex, Gulf Oil Corp., Texas Co., Westing- 
house Electric, Crown Cork & Seal, B. F. Goodric h—these letters, 
more and more and more, have piled up, 14,000, 15,000 high, from 
all over the world on inventions such as you saw here. 

Two of them, as indicated, were taken up, one by the professors 
at MIT. They found the investment money in Boston for it. The 
other was taken up by the Allen Co. in Chicago. Each found it out 
through their representatives who saw The Big, Idea. 

Mr. Cartan. I heard the sentiment expressed this morning that in- 
dependent inventors from outside really cannot contribute ‘anything 
insofar as the problems to which a number of large companies are 
seeking solution. 

Mr. Bennerr. That is not the case. You saw there one company 
that had written to us and said: 


Can you find among your inventors Someone who can provide for us 5 months 
of activity in our plant? We are a losing concern today only because we cannot 
keep our plant open and operating. We have dropped from 750 employees to 25, 
a maintenance crew, because 5 months of the year this whole plant and its 
machinery is idle. Find anything we can put in here. We will put additional 
plant space up; we will invest capital to keep these people at work and this 
plant working. 


A wheel manufacturer in Wisconsin said: 


Find us a new brake among the inventors. We are thinking down one line too 
hard and too straight. Find us an inventor who can provide a brake that will 
stop a ton-and-a-half automobile, racing down a high-speed toll highway at 70 
miles an hour, and stop it within reason today, so as to stop maiming people, and 
for safety for the drivers. 
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We are searching for that invention. We will find it, I am sure. 

Ingersoll & Rand, one of our foremost companies in the country, 
inquired of us 2 years ago: 

Can you find, as we have failed for several years to develop in our research 
laboratory, a way to turn our pneumatic riveting gun into an automatic nailing 
machine? Can you find among your inventors a way by which our pneumatic 
gun may drive nails in flooring, siding, boxes, walling, shingles, and anything 
else. 

We put one announcement on this program, with the result that we 
had 1,500 inventors write in to us asking for the submission forms in 
order to try their ideas on it. Of that number we had finally sifted it 
down to about 342, as I recall, who sent in from good ideas worked 
out right through to production drawings, in some cases complete, in 
which several hundred dollars were spent. We submitted these. 

As a result of that some 10, we were finally notified, were kept for 
their review. Of that number we were later notified that some six 
were remaining. What happened to the six, I do not know. That 
was not in our province. Once they had taken those that they thought 
were useful to deal with the inventor and his attorney, we did not 
follow up beyond that. 

Mr. Captian. Do you handle the business negotiations between in- 
ventors and licensees to any extent? What has been your experience 
along that line? 

Mr. Bennett. Well, I find myself in a very unique position, I think. 
You know, the inventor and the manufacturer is really the antithesis 
onetotheother. Itishotandcold. Itiscat and dog. 

I find the inventor who says, “I have heard all my life that big 
companies steal inventions.” 

I do not believe this. I know of no instance in which this has 
happened, in my experience. 

On the other hand, I find manufacturing companies, or their repre- 
sentatives, saying, “We would like to know more about this, but how 
can we find out about it without getting involved in some way that 
may not provide us with all of the protection we require as a 
company ?” 

So we find ourselves in the middle. We have no ax to grind. We 
talk to the inventor, and we slap him down and say, “Look, will you 
please be reasonable about this? You are trying to get something 
across. 

We say to the manufacturer, “You must come up with a reasonable 
answer to this man’s needs.” 

We have found ourselves where we can deal happily between them. 
I think we have earned our faith that they have placed in us. We 
continue to deserve it. 

Once this has happened, and they have gotten together, through a 
neutral party, we find things work out smoothly. 

I think one of the greatest drawbacks to the acceptance of the 
independent inventor’s accomplishments, is the form they have writ- 
ten up many pages in length that starts out by saying, “You sign 
this, and once you sign this we thus feel sufficiently protected and 
we will talk to you about your invention.” 

This is like inviting a man to your home and saying, “We would 
love to have you come in, but we have put all of the accouterments 
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and accessories of the house away, because we think that you might 
walk out with them.” 

It puts the inventor on his guard. Yet I know this is not the reason 
for this form at all. 

Mr. Capuan. It is very generally used in industry today. 

Mr. Bennett. It is, unfortunately, yes. I think it limits many 
types of the offerings that a man w ould like to make to a large cor- 
poration. If corporations could get together and make a simplified 
form that the layman could understand and read and feel secure by, 
I think he would like it. And industry would find many more things 
coming into his hands. 

Mr. Cartan. I wonder if you could express for the record here 
what type of form you are talking about that is used for submission 
of ideas. 

Mr. Bennerv. All large corporations today, and rightfully so, be- 

cause of this feeling among independent inventors, “T he big company 

will take my invention, because the big companies must protect 
themselves from this attitude of the erring inventor, in this case, 
they have come up with forms several pages in length with much fine 
print that says in effect, “If you wish to submit your invention to 
us we will be glad to see it, but only on the following terms. You 
submit your invention at your own solicitation, not ours. We will 
investigate it at our good time. Once we have investigated this, and 
we find it is useful for us, we will be the judges of its merit. If on 
the other hand, we are already working on something of a similar 
nature, we wish to be released of any responsibility against taking 
yours, because we may be developing our own.” 

These are some of the things that have made the independent in- 
ventor seemingly wary. It is unfortunate, because I know this is not 
the case, actually. I know it, because I have called upon big industry 
when inventors have said, “I need parts. I need pieces of electronic 
gear, electronic tubes. I need this, that, and the other thing.” 

And I pick up the phone and talk to them. I have never talked to 
them before. And I tell them that an inventor needs a hundred dollars 
worth of electrical equipment, and they give it to him without any 
question at all. I have never been turned down in several years of 
asking help of this kind for an inventor. And they have all benefited 
from it. 

So I am sure that this complicated form could be simplified and still 
remain a legal document for the company to protect itself with, but at 
the same time to give some feeling of sudan to the independent 
inventor. 

Senator O’Manoney. How are you going to simplify away the doubt 
that an inventor may entertain when he reads on the form: 

We reserve to ourselves the right to drop your invention in the event that we 
are already working on one that is similar and better. 

How are you going to eliminate the doubt in the inventor’s mind 
when he sees such a provision in the document ? 

Mr. Bennett. I think that there is only one way and that is to make 
it a third-party document, so tospeak. As I said before, I find myself 
in the third-party position between two opposing forces, where I have 
no ax to grind with either one. 
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A committee, for instance, set up in some manner that would provide 
a single form by which all companies would stand. Maybe another 
form is needed for other types of companies. That could be a third- 
party form, so to speak, submitted either by the Patent Reference 
Service, or by the American Patent Law gr oup—by someone who is 
a disinterested party between both, so that the inventor would feel, 
“This must be satisfactory on both sides, because it is working.” 

This, I think, would solve the problem. 

It is simply because the dog offers to the cat that form or vice versa 
that it is not accepted, I think. 

Senator O’Manonry. What is the cat going to offer to the mouse, 
is the question. 

Mr. Captian. Do you find that once you get the two parties together, 
the manufacturer and the inventor, that it is difficult to arrive at the 
terms under which the agreement between them will be made? 

Mr. Bennett. In a few instances this has been the case. 

We have found in some instances, where the inventors, lack- 
ing negotiating ability, let us say, have been too prone to refuse 
a first offer of “something and have closed their mind and the door 
to the sale of their invention because of that, but for the most part 
we encourage them to please be receptive to it, to understand that 
their invention is but 1 small cog or 1 small tooth in the gear that makes 
the whole thing work; that any company that takes on even the smallest 
item may have to invest $15,000, $20,000, $25,000, $30,000, $40,000, to 
get even the smallest invention launched these days, and that they 
must now share the thing that they have with that company or that 
group, whether investor or manufacturing company, to provide the 
wherewithal to get financing, manufacturing, engineering, design, dis- 
tribution, merch: andising, pr omotion, advertising, and all ‘of the other 
things that go with it that they have failed to understand. 

Once they understand this we find it negotiated very nicely. 

We have urged them not to try to make a killing out of one inven- 
tion, but. be reasonable and understanding; that a manufacturing 
company, if they make 6 to 8 percent profit, or 10 percent profit, that 
that is a pretty substantial firm these days. And that the inventor 
cannot on that basis expect to make 90 percent himself on some device. 

So we have urged them to do that. And, as a matter of fact, we 
have had a helpful booklet that should probably be reprinted, I believe, 
and used. 

Some few years ago I read of a Mr. Gager, I believe, of General 
Mills, who wrote a booklet on The Care and Feeding of an Idea, and 
used as the idea the Bird’s Eye frozen food business, and stating how 
many millions were involved in making this frozen food product and 
how a company had to get behind them, that is, the man Birdseye, to 
develop it into the fullness that we know today. And we know what 
a tremendous industry it turned out to be. 

This book was sort of an education to the inventor. And every- 
one who goes on my program gets one of these booklets, which is given 
to him, because I asked the company for reprints, and they put it 
up in a nice little booklet form. This teaches them that there are 
others who must share with them, who will put their backs to the 
thing, too, if they will let them. 
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Mr. Capitan. Mr. Bennett, of course, this committee will be consid- 
ering patent legislation. Do you have any suggestions to the com- 
mittee as to legislation that would improve the lot of the inventor ? 

Mr. Benner. Only this: That in this morning’s discussion it 
seemed that we all took the attitude that the inventor is failing, or 
that his goods are not getting out on the market; he is not given atten- 
tion because of some problem with the patent laws. I ‘do not feel 
this is entirely the case. 

The inventors S, as it comes to me, feel perfectly secure that the thing 
they have is being moved for ward properly for them. The thing 
that they lack is the method by which it can be gotten into the public’s 
hands some way, that is, from that workshop in the attic or the base- 
ment or the garage. There is a tremendous abyss between that and 
the spot where he finally sits down at a desk with a man to start 
talking about his invention in serious terms. It is this abyss that 
must be gapped and bridged in some manner. That is why I eye 
that this program may turn out to be the vehicle by which it ca 
be done. 

If manufacturing concerns, industrialists, the general population, 
can see weekly displayed these things in their living rooms across 
the Nation, it will mean much more to the inventors. 

So I feel it is not so much a change in legislation from the stand- 
point of what the patent laws may further regulate—the inventor has 
gotten his benefits or gets his benefits from that, I think—what he 
needs beyond that is the mere handising, the display and the demon- 
stration, and the opportunity to sit down and talk to the people. 

Mr. Carian. That does not depend on legislation ? 

Mr. Bennett. Not at all. 

Mr. Srepman. I assume, as a result of the publicity your program 
has received, that you have a great many submissions to you. Do you 
have any thoughts on the extent to which the proportion of these 
ideas that come in are what you would call big ideas, and to which 
extent they are merely crackpot ideas? There seems oftentimes to be 
the suggestion that there may be some good ideas, but it is like looking 
for a needle in the haystack. Is that ‘the i impression you get? 

Mr. Bennett. I recall one that we turned down only because we 
thought it may have had that connotation, that that connotation 
might be placed on it. 

A man came to me from New York one day wearing a pair of glasses, 
and he took out of his pocket a little wire device, about 4 inches long, 
with a mirror on the end of it, and he wound it around his glasses and 
said, “There is my invention.” 

I said, “What is it?” 

He said, “It is a mirror so that you can see who is following you.” 
[ Laughter. ] 

Well, I do not know, maybe he has people following him. We did 
not accept this, I might add. But people follow him, apparently. 

I find very few that do not some place along the line have that seed 
of thought that I can feel is worth while. Maybe it is because I love 
inventors. My father was an inventor, a very fortunate one. He 
never sold his invention. He gave it away, but for about the follow- 
ing 15 years he was awarded by that company a very nice check every 
single year. He was one of the fortunate ones. He needed no pro- 
tection, it turned out, because he dealt with a very fine company. 
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I feel that others can have this same experience. Of the 35,000 
or 36,000 inventors who have come our way we have rejected by letter, 
I would say, 12,000 to 14,000, at ai ee a little bit more. 
Nearly 50 percent of the remaining, roughly 15,000, 16,000, or 17,000, 
we have been able to get but 10 percent or 1,600 on the air in 61 
years. Of that number of 1,600 there are almost 500 whose inven- 
tions have found their way into the market place, being manufactured 
with some returns, from a few thousand dollars a year up to an in- 
stance of 3 of them now millions. 

I refer you to Time magazine, of October 10, I think it is. You 
will find a 2-page spread in there, an ad on this side of a company 
in Hatboro, Pa., and on the other page of Time magazine is a list run- 
ning into 31 States, I believe, 1 Territory, and 4 foreign countries. 
This is the result of an invention that came to me in 1949. Two 
ex-GI’s came in with a tin-can model of a coffeemaking machine and 

said that it was a vending: machine. They said, “We have put every- 
thing that we have into it.” That meant their pay, that is, their dis- 
charge pay from the service. 

As a result today they have a million-dollar plant in Hatboro, 
Pa. They employ over 700 people. They did $12 million gross earn- 
ings last year. They are able to take ads in Time magazine now. 

This was a matter of 6 years for these boys to do this. This is 
further illustrated by Dr. Erp Thomas, who came from New Zealand 
to us. He had a method for disposal of refuse and garbage. It was 
a digestion method by which the refuse and garbage from the city 
could be utilized, instead of putting it into the sea. It was put into a 
large unit, 60 feet in height and 20 feet in diameter. And in there it 
was finally digested to the point that it came out as fertilizer, useful to 
those nations that require it. 

This, too, is well on its way now into many thousands of dollars 
of return to him. This man worked 32 years on this before this pro- 
gram opened the door for him. 

Senator O’Mauonry. Is Mr. Hoffman in the hall? Will you not 
come forward, please. 

Mr. Brown, you are sitting in the back of the room again. Please 
come forward to this table, sir. That is a very sincere invitation for 
you to come forward to the table. 

Mr. Brown. I appreciate the invitation very much. I think I 
have done my bit. 

Senator O’Manonery. You might want to ask some questions before 
the day is over. 

Is Mr. Arnold here? 

Mr. Hoffman, will you state for the record who you are and whom 
you represent ¢ 


STATEMENT OF ROY C. HOFFMAN, SMALL BUSINESS 
ADMINISTRATION, WASHINGTON, D. C. 


Mr. Horrman. My name is Roy C. Hoffman. Iam with the Prod- 
ucts Assistance Division of the Office of Procurement and Technical 
Assistance, Small Business Administration. 

Our Division is interested in products, processes, new inventions, 


and new ideas. One of our functions is the periodic publication of 
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the Products List Circular. The primary purpose of this publica- 
tion is to help the small-business manufacturer find a product or a 
process which will help him to diversify or to fill up idle lines in 
his production facilities. Inventions described in the circular are 
offered by their owners for commercial development and distribution 
through license, outright sale, or other agreements. 

Although the circular was designed as an aid to the manufacturer, 
it does help the inventor as well, by helping to bridge the gap between 
the man with an invention and the manufacturer who is looking 
for a product. Asso emphatically pointed out by Mr. Bennett, spon- 
sor of the big-idea program, this is one of the major hurdles of an 
inventor today. 

Of course, there is no guaranty that our circularization of a de- 
scription of an invention will result in finding production and market- 
ing facilities for it. We publicize its availability in the circular, which 
is distributed to a national mailing list, and further communication 
is left to the parties directly concerned. 

We have about 40 field offices located in the major cities of the 
United States. An inventor or patent owner can submit a descrip- 
tion of the invention to his nearest SBA field office, where it is for- 
warded to the Washington office for publication in the circular. 

Mr. Coffman, one of the inventors from this area who appeared 
on the big-idea program last year in Philadelphia, came to our agency 
for assistance in locating a manufacturer to produce a foot-and-ankle 
brace that he had invented for his little daughter who was crippled 
as a result of infantile paralysis. His invention was listed in the 
circular. Mr. Coffman reported that he was getting many inquiries 
and orders for his orthopedic invention throughout the eastern 
United States. 

I certainly was impressed with Mr. Bennett’s movie, the Big Idea, 
and with his talk afterward, because so many things that he said are 
the things that we are facing daily in our operations here in 
Washington. 

We endeavor to help the manufacturer but we are not always suc- 
cessful. Another problem is to bring the inventor and manufacturer 
together. They cannot always agree as to terms. 

Senator O’Manoney. Have you had any results? 

Mr. Horrman. Yes; the large number of inquiries received about 
the Products List Circular from small concerns as well as inventors 
is a fair indication that it has partially resultel in filling a need. 

Senator O’Manoney. But have you succee*ed in moving an inven- 
tion into a vacant plant? 

Mr. Horrman. Yes; we have requested the owners of inventions 
who have listed their products in the circular to report the inquiries 
they receive from interested firms. A considerable number of favor- 
able reports have been received by the agency. However, since these 
reports are on a voluntary basis, and due to the short period of time 
the program has been in active existence, a judicious evaluation of its 
effectiveness cannot be made at this time. 

Senator O’Manonry. Would you be good enough to see that a paper 
is prepared by the Small Business Administration for the use of the 
committee, in the nature of a report, on what the results have been 
and what additional results might be obtained ? 
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Mr. Horrman. We will be glad to do that, Senator. Your com- 
mittee will be advised as soon as we are able to develop factual infor- 
mation on the results obtained. 

Senator O’Manoney. Thank you very much. 

Did you have any questions to address to Mr. Bennett ? 

Mr. Horrman. No; 1 did not. 

Senator O’Manoney. Does anybody else around the table want to 
ask any questions of Mr. Bennett? 

Mr. Conn. My name is Herman Cohn, a small inventor, independ- 
ent inventor, Baltimore, Md. I, for one, have gained a gréat deal 
coming here, just knowing Mr. Bennett. I for one will apply to him, 
for I have an idea. 

I wish to do just that which he is doing, cooperating with the small 
inventors. I want to thank him very much. And I want to thank 
you, too, for inviting me here. I hope that something good will come 
of it. 

Senator O’Manoney. Thank you very much. We appreciate your 
coming. 

Is there anybody else? 

Mr. Srepman. Mr. Hoffman, I noticed in both your comments and 
Mr. Bennett’s comments that except for the coffee mill, most of the 
emphasis has been upon inventors trying to find some existing manu- 
facturer who will take on this job of production. 

Have either of you had any information, or much information, on 
the part of the inventors to try to locate the capital to open up con- 
cerns of their own and go into business by themselves rather than to 
find an existing manufacturer to take on the work ? 

Mr. Horrman. Yes. The subject of venture capital has come up 
a number of times, the question of the inventor endeavoring to get 
funds with which to put his idea over. Many of them get stuck half 
way in the middle of it. They cannot pay the fee. And if or when 
they develop a pilot model they only have the one that they have been 
able to make themselves. They go out and they try to find a manu- 
facturer, The manufacturer will not take it on until he is sure that 
there is some market potential for it. They have to demonstrate to 
the manufacturer that there is a potential. That is very difficult. 

I noticed in this picture that finding a potential market is one of 
the things that keeps the manufacturer back, and because of that he 
is reluctant, because he will not take part until he is sure that it is a 
good idea and will really go over. 

There is another thing, s since you brought this up, and I meant to 
mention it earlier; that is, we have encountered the problem of the 
amortization of a patent that has become obsolete. Small business 
firms are reluctant to take on patents because when they become obso- 
lete during the course of their manufacturing, and there is consider- 
able life left in the patent, they have to use the entire patent period 
of 17 years, or whatever the balance of the patent life is, to amortize 
it. It becomes expensive, particularly if the patent is obsolete in its 
earlier years. 

We are not making any recommendations, but to alleviate this situ- 
ation would of course require some revision of existing tax regulations, 

Mr. Capitan. Do you find, Mr. Hoffman, that there is a demand in 
industry for the gadget type of invention? 

Mr. Horrman. We get many of them; yes. 
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Mr. Captian. Do you find that is the bulk of the work that you do? 

Mr. Horrman. Well, no. I do not know, really. I would not 
venture a guess on what percentage. The question is, what is good 
and what is not. Someone has an idea, he has a patent on it, and to 

say that is not a good idea, and we cannot use it or put it in our circular, 
is tantamount to saying that it will never succeed. That could have 
been said of Thomas Edison at the time he was working on the electric 
light bulb. 

Mr. Carian. I did not mean by “gadget” something that was im- 
practical. I meant something that is simple, as distinguished from 
something that is scientifically complex. 

Mr. Horrman. We get across the board everything. There are quite 
a few, I think, that are very simple. In fact, that makes it difficult 
for us. Some of them are crackpot ideas, and we cannot use them. 

To reduce the number of inventions of this type to a minimum, the 
established policy is to accept only those inventions for listing in the 
circular which are patented, or for which a patent application has 
been made at the United States Patent Office. 

Mr. Marks. My name is Alvin Marks, of Whitestone, N. Y. Mr. 
Bennett’s work in connection with the type of inventions you demon- 
strated only points up the necessity for something of the same nature 
for those inventions which do not fall within the “readily commercial- 
izable devices, such as simple devices which were shown today. 

There is a class of invention, as I tried to point out this morning, 
that requires a great deal of capital to bring it up to the point of suc- 
cessful demonstration, and they are generally of the more complex 
type, which would not necessarily fall into the classification of Mr. 
Bennett’s inventors. 

Mr. Bennett is doing a great service to those that fall within his 
classification who can reach the public and have an immediate market, 
but the problem I tried to point up this morning is what is to be done 
with those other inventions which are more complex and require a 
great deal of capital and a great deal more exploitation than would 
ordin: irily be possible with the type of program and type of exploi- 
tation which Mr. Bennett is doing so very well. 

Senator O’Manoney. Thank you sir. 

I have here, I think, the list of the gentlemen who were seated 
around the table this morning, when it was originally established who 
were not oe upon, and w ho should now have their opportunity. 

Is Mr. Lawrence Biebel here? 

Mr. Bieset. Yes; here. 

Senator O’Manonry. You were one. Now let me get the others. 
And Mr. James Burns? 

Mr. Burns. Here. 

Senator O’Manonry. And Mr. Hayes? 

Mr. Hayes. Here. 

Senator O’Manoney. Mr. Rich? 

Mr. Ricu. Here. 

Senator O’Manoney. Mr. Silver? 

Mr. Sirver. Here. 

Senator O’Manoney. Mr. Schmeltz? 

Mr. Scumeurz. Here. 
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Senator O’Manoney. Mr. Woodward ? 

Mr. Woopwarp. Present. 

Senator O’Manoney. Mr. Arnold? 

Mr. Arnotp. Yes, sir; here. 

Senator O’Manonry. Very good. I understand that you have come 
all the way from Seattle, and you are anxious to leave? Am I right? 

Mr. Arnorp. That is true. 

Senator O’Manoney. You know what we are trying to do, to have 
sort of a summary rather than a full statement of the views of those 
who participate. 

Mr. Arnowp. I have your letter in which you outlined that. 

Senator O’Manoney. All right, sir. 


STATEMENT OF G. WRIGHT ARNOLD, PATENT ATTORNEY, 
SEATTLE, WASH. 


Mr. G. Wricgutr ArNotp. Senator O’ Mahoney, members of your 
committee, and members of your staff: My name is G. Wright Arnold, 
Seattle, Wash. 

I have been in the practice of patent law for 41 or 42 years, ever 
since, in fact, I graduated from Harvard Law School in 1913. In the 
meantime, I have been serving on committees of the patent section of 
the American Bar Association, on the board of managers of the Amer- 
ican Patent Law Association, and on the Advisory Committee of the 
Patent Office. And in all of these years we find there have been certain 
matters that have involved and required attention. 

I feel that in your proposition here, where you state you are seeking 
information whether the patent system continues successfully to stim- 
ulate invention by guaranteeing the reward contemplated by the draft- 
ers of the Constitution, I think you strike right to the heart of this 
whole matter. 

Our country is only a small fraction of the human race. If we are 
to maintain our liberties and our freedom, we have got to live and 
exist by reason of our wits. Our potential enemies greatly outnumber 
us. One of our soldiers must be equal to many thousands of the 
enemy, if we are to prevail in any severe military controversy. 

In Wyoming, if you want to have your ranch surveyed you expect 
the surveyor to use his chain or his tape, divided into units, and you 
expect the carpenter, to build a house, to use his gage and that it is 
divided into units of feet and inches. 

In the patent system, strange as it may seem, we do not have a uni- 
form standard for such measurements for determining patentability. 
The Patent Office uses one test, the “obvious test,” for example, which 
has been dignified by statutory enactment in 1952, and the courts use 
this same test as well as other tests. So we have this great diversity. 

Until now the Patent Planning Commission, of which President 
Roosevelt appointed Mr. Charles F. Kettering chairman, stated the 
most serious weakness in the present patent system as being the lack 
of a uniform test or standard for determining whether the particular 
contribution of an inventor merits the award of the patent grant. The 
considered report of that Commission stated : 

“It is inconsistent with sound national policy to continue to grant 
patents with existing uncertainty as to their validity, and unfair to the 
inventors of this country and to manufacturers and investors who have 
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proceeded on the basis of a protective security in the form of a patent 
issued to them by the Federal Government. ‘The Commission, there- 
fore, recemmends the enactment of a declaration of policy that 
patentability shall be determined objectively.” (P. 15, Report of the 
National Patent Planning Commission, 1943.) 

At the present time it seems incredible, but the situation is simply 
that the test applied by the Patent Office examiner is: Is the im- 
provement obvious? The examiner has before him prior patents that 
he has found by reason of classification, and over here the applicant, 
and he has to look and decide whether or not it is obvious to do what 
the applicant proposes in view of the prior art. What is obvious, it is 
very manifest, depends upon what knowledge he has. He must im- 
agine—they say he must imagine—one “skilled in the art.” After he 
imagines one skilled in the art, he must imagine whether or not that 
particular imaginative figure would say, “This particular invention 
is obvious.” 

Well, here are two bits of imagination as the basis for a judicial 
decision. That occurs in the courts, as well. 

Justice Jackson made the statement, and it has been quoted and 
referred to in, in Jungerson v. Ostby & Barton (80 U.S. P. Q. 36 
(335 U.S. 560)) : 

It would not be difficult to cite many instances of patents that have been 
granted improperly, I think, and without the adequate test of invention by the 
Patent Office. 

And, parenthetically, let me state that I will state that the Patent 
Office will come through in a bigger percentage of the cases with jus- 
tification than we have had from the Supreme Court in the last several 
years. 

To continue the statement of Justice Jackson: 

But I doubt that the remedy for such Patent Office passion for granting pat- 
ents is an equally strong passion in this Court for striking them down, so that 
the only patent that is valid is one which this Court has not been able to get 
its hands on. 

This was in a minority decision, mind you, an indictment of our 
patent system. I think that indictment should ever be remembered, 
because it behooves us to take steps to correct it. 

After the passage of the recodification act, we had Judge Galston of 
the district court, eastern district of New York, stating: 

Now after waiting years for a new patent statute, section 103 of the new act 
leaves the same American judges in the handicapped position referred to by 
Justice Frankfurter, the conclusion to be drawn from the foregoing analysis 
is twofold. Tests of the invention should be objective. And the presumption 
of validity should be not mythical, but real. 

In these matters we therefore come to a test which I learned under 
Oden Roberts at Harvard—and his father was George L. Roberts, one 
of the defenders of Alexander Graham Bell, and for 25 years he was 
involved in writing his text, patentability and patent interpretation 
based on the United States Supreme Court decisions themselves. He 
deduced a test which satisfied all of those cases prior to the writ of 
certiorari, excepting three, and of those he said they are out of step 
with the unanimous grand procession of the rest. 

That test is the objective test, and it deals with new functional re- 
lationships which I shall be very glad to set forth in an article, in a 
statement which I will present to this committee. 

68882—56——7 
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Senator O’Manoney. The committee will be very glad to receive it. 

Mr. G. Wricut Arnovp. Thank you. 

To give it briefly, so that you will have the general thought the old 
gentleman came into the office one morning and he said, “Arnold, you 
know that a brace and a bit is old. Suppose that I am at the head of a 
department where we are shipping out instruments, and I require 12 
men with hand screwdrivers to keep the lids going on these cases to 
keep up with our output. And suppose I think of the idea of taking 
this screwdriver tool and putting it in the brace. Now I can cut my 
number of men down to three. It isso much more efficient. Would I 
be entitled to a patent?” 

Having been trained in his objective test, I said, “No. I see no 
new functional relationship betwen the brace and your new screw- 
driver tool, and the brace and the old bit.” 

He said, “That is right. The brace is to give rotary motion and 
pressure downward, and it does so in both cases. Therefore, there is 
no new invention.” 

That is the negative of his test. 

Now we will go over to the positive of his test, all in a simple way, 
so that the general idea can be had, which will be worked out further, 
as I said, in the statement. 

The positive of his test would be this: In the Barb Wire case, 
decided by the United States Supreme Court, we had the case in 
prior art, just one loop of the barb around the carrier wire, along with 
the wire spirally wound, to keep it from sliding along. Therefore, 
it was a pivotal mounting. A little experience in the western plains 
tells us how quickly that barb could be pushed over and the cow pass 
by. 

But along came the real barb wire, where the barb was wrapped 
twice around the carrier wire and there was made a bearing on the 
carrier wire. They made 2 loops and held that barb at 90°, and there 
it could do business. 

There you have a new functional relationship between that carrier 
wire and that barb. The barb is held upright. It is not pivotally 
mounted. Itis held rigid. I think you see at once that we have a new 
functional relationship. Is that not true? 

Senator O’MAnoney. Yes. 

Mr. G. Wricgutr Arnon. There is the idea of it. 

And it applies in the chemical field in the same way. 

We had the cotton-batten case, and with this I will close. 

In the medical-cotton case we had the old art which involved glyc- 
erin on the cotton batten which became sticky. We also had boric 
acid which has very fine antiseptic properties, but that became crystal- 
line and became discrete particles. So when that was put on the 
wound you would have an irritating medium. 

Along came the inventor in the case before the Supreme Court and 
put the glyeerin and the boric acid together, and the glycerin func- 
tioned to prevent the boric acid from crystallizing. Therefore we had 
the benefit of the boric acid in that realm, a new function which thus 
resulted. 

With this I shall close. Ishall spell this out in further detail. 

I might say that one-half of the Patent Office is practically using this 
thought today. I find that in 41 years of practice it has been a won- 
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derful means of getting patents allowed, bec: vuse we come back to a 
real basis for them and not a theoretical b: asis, “Is it obvious?” 

Senator O’Manoney. Has this functional definition survived the 
a ourt of which Justice Jackson was speaking ? 

Mr. G. Wricur Arnon. In recent years they have not, they have 
not eaiees so far as I know, to give us any objective test. They 
do not give us any—that is the compl: Lint of the bar association—any 
objective test. Patents are knocked off, but with no suggestion as to 
what we are to answer our chent as to what is patentable. 

We were given one test—it must amount to a “flash of genius.” If 
a man came in and asked me, “Arnold, is this patentable?” 

And I said, “Well, I think this is a flash of genius”. He would 
ask me, “Are you crazy?’ 

One of the things that we are taught as lawyers in our freshman year 
is that any rule that you lay down as the rule for law to argue and 
impress upon a court, if you are going to win your case you h: id better 
put it on the basis of a rule that can be well understood and well 
applied and applied justly to all people. 

So we do not have any recognized test. 

We have had continually the nec essity to supply us with an answer 
as to what is a proper standard or test. 

Senator O’Manonry. Do you feel that Congress should attempt to 
define such a test ? 

Mr. G. Wricutr Arnoip. Senator, with all force that I could pos- 
sibly command, yes. That to my mind is the key to all of this trou- 
ble. It will help to clear up the backlog in the Office. 

Here is an examiner, and here is this prior art. He must stop and 
consider and weigh. They have told me that they even call over other 
examiners to ask them what they think, “Do you think it is obvious 
to do what this applicant is doing in view of this prior art?” They 
cannot tell. 

And the more conscientious they are the more delay is involved. 

We have some of the finest conscientious men in that Patent Office 
that you will find anywhere. 

Senator O’Manoney. How do your associates feel about this 
matter ; I mean, this opinion that you are giving ? 

Mr. G. Wricut Arnovp. In this audience here I have many, many 
friends. It is a joy to be here with them, to renew old ac quaintances. 

Senator O’Manonery. Let me call upon your friends who are in this 
audience and who agree with your suggestion to rise. Let us see who 
they are. 

Vorcr. Which suggestion—what are we voting on? 

Senator O’Manoney. Mr. Arnold has suggested to this committee 
that it is the function of the Congress of the United States to define 
a test as to whether an invention is capable of being patented. I asked 
him how his associate and colleagues felt about that suggestion. He 
said he had many friends in the audience. So I wanted to determine 
how many of his friends in the audience hold the same opinion that he 
does with respect to this recommendation that he makes to Congress 
for legislation on the definition. Do you know what you are voting 
on ¢ 

Mr. G. Wricut Arnotp. We are not suggesting this as the test, 
We are suggesting this as an addition to section 103. 
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Senator O’Manoney. As a test, all right. May I have you stand 
and give your names to the reporter, please / 

Where are your friends, Mr. Arnold? They were popping =P all 
over the place a moment ago. May I have your name, please? 

Mr. Fiercurr. My name is W. A. Fletcher, or Los Angeles and 
Washington, D. C. 

Mrs. Frercuer. My name is Nellie O. Fletcher, of 1851 Columbia 
Road NW., Washington, D. C. 

(Those who had stood resumed their seats. ) 

Mr. Rosertrson. My name is Louis Robertson, of Chicago, Tl. 

[ think there are probably a great many of us here who agree with 
Mr. Arnold in theory, that it would be wonderful if C ongress would 
produce such a definition. The reason so few are eetting up is that 
we think it probably is impossible to get a satisfactory definition. 

Mr. G. Wricur Arnorp. In answer to that, I ask if there are any 
other definitided that have a two-volume text, like this test has behind 
it. The test has two volumes of Mr. Roberts. The covers on that 
text, Senator, are worn white—they are worn off down to the card- 
board on the copy in the Patent Office library. That shows how 
much it has been used. One-half of the Office, practically, I am in- 
formed, are using that test at the present time. 

Senator O’Manonry. I wanted to ask, Mr. Robertson, if you have 
no faith in Congress, in whom do you place your faith? 

Mr. Roserrson. It is not so much a lack of faith in Congress to be 
able to do anything that can be done, but the bar association com- 
mittees and individuals have worked on that Pos for many, many 
hours, and they have not satisfied more than 1 or 2 of their colleagues. 
It is just a terrifically difficult problem. 

Senator O’Manonry. Well, that sounds better, and it will read bet- 
ter in the record, I am sure. 

Mr. Woopwarp. If levity is permissible here, we might say that the 
best thing that Congress could do would be to reenact section 103, and 
say. “We really mean this.” 

Senator O’Manonry. We might put section 103 in the record at 
this point, Mr. Caplan, so that those who may read the record will 
know what Mr. Woodward was talking about. 

(Sec. 103 is as follows:) 


UNITED STATES CODE 
TITLE 35.—PATENTS 


§ 103. Conditions for patentability; nonobvious subject matter. 


A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. (July 19, 1952, ch. 950, § 1, 66 Stat. 798.) 


Senator O’Manoney. Judge Arnold, you look as though you wanted 
to say something. 

Mr. TuurMAN Arnorp. Mr. Chairman, I would be inclined to agree 
that there is no possible way of doing this like grading papers in law 
school. You give a manan A ora BoraC. There is not any such 
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standard, except how you feel about it. You might have more skill, 
one person might have another. 

Senator O’Manonry. I have had many a student in my day in 
school say, “If I just had another professor, I would have gotten 
my degree.” , 

Mr. G. Wricutr Arnotp. What I should like to add to section 103 1s 
this: “Independently and apart from the above, that is, a patent may 
pe obtained for an invention and patentability shall be found ther efor 
whenever there is established a new functional rel: ationship between 
any of the factors which are required for rendering an invention in 
the industrial art practically operative.” And that, by the way, is 
largely right out of the textbook which Mr. Roberts has written. In 
the ex: amples I gave you I do not believe there was any insurmountable 
difficulty in underst: anding what a new functional rel: tionship was. 

Senator O’Manoney. Or that the flash of genius is lacking. 

Mr. G. Wrienr Arnoip. Exactly—the flash of genius is lacking. 

I have heard for some time that the above test only substitutes one 
set of terms for another without changing the meaning. I most defi- 
nitely disagree. I submit there is no set of words, so far as I know, 
that connote the meaning of the objective test set forth above. It is 
a test deduced from the Supreme Court decisions by Mr. Roberts. It 
harmonizes the decisions where the patent was upheld with those 
where the patent was held invalid—only three remain out of step. 
No decision of said decisions held a patent invalid where there was 
2 new functional relation between the elements of the claim. 

(The following were subsequently received and ordered printed at 
this pomt by the chairman :) 

Comment communicated by Louis Robertson with reply by Mr. Arnold: 

By Mr. Robertson: 

“The proposal by Mr. G. Wright Arnold that Mr. Roberts’ test of ‘new fune- 
tional relationship’ be included in a way that does not preclude finding inventive- 
ness without finding a new functional relationship comes fairly close to over- 
coming many objections to it. However, two objections remain and I suspect 
that they account for the bar’s failure to give stronger support to this proposal 
in spite of the universal high regard for its advocate. One is the fear that, no 
matter how hard the language tries to avoid it, courts are likely to at least 
presume that there is no invention unless there is a new functional relationship. 
I think such a presumption would be dangerous. The other objection is that 
perhaps not every new functional relationship should be deemed inventive. Of 
course, both of these objections are supercharged by a feeling that, from a prac- 
tical standpoint, we would largely be substituting one set of ambiguous words 
for another. To exclude some things which seem noninventive from being held 
inventive because of a functional relationship new in its exact surroundings, 
one mInust say that this functional relationship is not new because the same 
functional relationship has occurred before in things too similar. Thus, we 
would lose the simplicity which Mr. Arnold envisions. Maybe our loss is due to 
lack of an analytical ability Mr. Arnold has developed, but a definition would 
seem to be dangerous if it would give us this trouble, unless we apply it so 
indiscriminately that it fails to satisfy our perhaps subjective ideas of what 
should be patentable. Although a test needing no subjective judgments in its 
application would be desirable if it accomplished the right results, perhaps the 
only possible way to evaluate it to decide whether or not its results will be 
correct to warrant its adoption involves subjective judgment. But evaluate it 
before adoption we must.” 

By Mr. Arnold: 

“As to the two objections submitted by Mr. Robertson, I submit that he has 
“unswered the same. Both objections are ‘supercharged’ with ‘subjectiveness.’ 
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Such subjectiveness is the basis of all the confusion and uncertainty and in- 
justice of which so much complaint is now made as evidenced by the criticism 
of the National Patent Planning Commission, by Justice Jackson, and by others. 
Relative his fear that the courts are ‘likely to at least presume that there is 
no invention unless there is a new functional relationship, this is in fact an 
admission that the objcetive test will be favored by the courts. If this occurs, 
it is submitted, it will be because the objective test is best since it will insure 
greater fairness, uniformity of decision, and therefore greater justice than the 
subjective test, all of whcih will create greater incentive in the patent field. 

“Relative to the other objection ‘that perhaps not every new functional rela- 
tionship should be deemed invention’: If the functional relationship is new 
and is one which is required to render an invention in the industrial arts oper- 
ative, then why should it not be ‘held inventive’? Is not the inventor entitled 
to know how he stands even before he spends years of his life and thousands 
of dollars of his friends’ or stockholders’ money? At least he should know 
that unless the functional relationship is found to be other than new he can 
rely upon his invention being held patentably new. In short, he may rely upon 
the fact that no court will be able to upset his protection and contribution by a 
mere statement that ‘in the court’s opinion the contribution does not rise to the 
dignity of a patentable invention,’ or that ‘it is obvious,’ or that ‘it is merely 
mechanical skill,’ such as is the situation today. 

“T wish to correct the reference relative to the ‘support of the bar.’ Many of 
the leading patent firms are in favor of the objective test, and many have stated 
they would not be against the objective test. 

“Appreciation here is extended to Mr. Robertson for his kindness in permitting 
me to add this reply to his letter.” 


STATEMENT OF LAWRENCE B. BIEBEL, PRESIDENT, AMERICAN 
PATENT LAW ASSOCIATION, DAYTON, OHIO 


Mr. Breset. Mr. Chairman, my name is Lawrence Biebel. 

I would like to direct my remarks to a little different subject than 
we have passed on before, if it is permissible, because I think it is 
important toward arriving at our objective of having valid pat- 
ents issued. 

In the first place, part of the function of the Patent Office is to 
thoroughly study the prior art that it has available, and it should 
have that art, so that it can make an adequate search and only allow 
patents where they do represent whatever test they apply, that is, 
where they find that there is something which is a patentable inven- 
tion present. The first thing they must do is to have access to that art. 
The problem becomes very complex and is getting more and more 
involved year by year. 

I used to be an examiner, and I have searched the art many times. 
Since that time the number of patents has practically doubled. And 
there is every reason to think that they will continue to greatly expand. 

Senator O’Manoney. Mr. Biebel, I wonder if you could be here 
tomorrow? You are dealing with a subject that we had generally 
expected to go into tomorrow and not today. I wanted to : exhaust, 
if we could, this afternoon, the problem of the relationship of the 
inventor to the user and to the protection. If you would not mind 
postponing your discussion until later, I would appreciate it. 

Mr. Breset. Yes, sir. 

Senator O’Manoney. Mr. Burns. 

Mr. Burns. Without relinquishing the right to speak on the topic 
that comes up tomorrow. 

Senator O’Manoney. Of course not. 
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STATEMENT OF MR. JAMES F. BURNS, CHAIRMAN, NATIONAL 
COUNSEL OF PATENT LAW ASSOCIATIONS 


Mr. Burns. I will comment only brefly on what seems to be the 
major topic today, namely, facilitating the exploitation of inventions 
produced by independent: inventors. 

One of the great problems is the securing of risk capital. If 
$100,000 in risk capital is put up to do the necessary development 
work and launch a new enterprise based upon a new invention, the 
enterprise must prove exceeding successful if that $100,000 is ‘ever 
recouped. 

[ think one thing that the committee might do would possibly be to 
consider a lesser tax burden on risk capital spent in aid of an inven- 
tion, that is, the exploitation of a new invention, than is applied 
otherwise. 

[ know that in the oil industry we have a lot of dry holes drilled, 
and if my memory serves me rightly, I think that there is a 27- percent 
depletion allowance to the oil industr y. I would compare the develop- 
ment of an invention with the drilling of oil wells. We have dry 
holes, too. We also bring in a gusher now and then. 

Senator O’Manoney. But do- you have any depletion of brainpower ? 

Mr. Burns. I recommend to the committee something in the nature 
of depletion on risk capital expended in the aid of the development 
of inventions. 

Senator O’Manonry. I did not mean to cut you short; pardon 
me, sir. 

Mr. Burns. I understand. 

That is the sum and substance on that aspect of that topic. 

Senator O’Manonery. Judge Arnold. 

Mr. TourmMan Arnotp. That is, a research laboratory would have 
the same kind of depletion that an oil well would ? 

Mr. Burns. I do not think that here is any special classification 
with respect to oil wells, Judge. I would suppose that inventors and 
inventive progress should have the same degree of stimulation that 
they now have in the discovery of other resources. I think that the 
development of our intellectual resources, and the production of intel- 
lectual property, which is what flows from the stimulation of inven- 
tions, is as important to the public good as the discovery of resources 
in other avenues. 

Mr. Tuurman ArNoLp. I am impressed with the suggestion. I had 
not. thought of this before. 

You would allow anybody who engaged in research, which is neces- 
sarily speculative, to have a tax advantage ? 

Mr. Burns. I do not know that I get the significance of the last 
aspect of your question. 

Mr. THurmMan Arnotp. Suppose that I engage in an industrial 
concern like General Motors, in a necessary lot of research, and we 
will assume that they improve automobiles in various ways. We will 
assume that the Supreme Court, on which opinions differ, strike them 
down as just not patentable. Nevertheless, they have contributed a 
great deal. Why would not your tax advantage apply equally to 
them, whether or not they produced patentable goods? 

Mr. Burns. W ell, of course, you can always get into semantics, 
Judge, and you have proved yourself quite an expert in that area. I 
do not propose to write the legislation. I propose this as a matter for 
study to be on the agenda of this committee, with the hope that better 
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brains than mine might contribute to the implementation of the legis- 
lation. 

Mr. TuurmMan Arnoxp. It struck me offhand that it was a good 
idea, that it would stimulate research, and not only stimulate exploita- 
tion but would stimulate research. 

Senator O’Manoney. A tax incentive was provided during the war 
for the construction of defense plants and for the investment of capi- 
tal in the production of various kinds that was deemed necessary for 
the war, and this incentive took the form of accelerated depreciation. 

The investors of capital were allowed to write off their investment 
in 5 years, instead of 20. 

That was based upon the theory that the war would be over in 5 
years, that the production probably would not be necessary longer, 
and that, therefore, it would be justifiable to grant this accelerated 
amortization. 

The Office of Defense Mobilization last year or early this year, I 
have forgotten which, abandoned the practice of granting any re- 
quests for such accelerated amortization. Less than 2 weeks ago, Mr. 
Flemming announced the resumption of the practice in several cate- 
gories. In other categories it was completely cut off. 

Now, I take it that that is one sort of tax incentive that could be 
provided for the investment of capital, in an attempt to develop a 
new idea, and it would not make any difference whether the patent 
was eventually overthrown or not. 

Mr. THurMan ArNoxp. I did not think that you had gone far 
enough with your idea. I thought that was a very good idea. 

Mr. Cartan. While we have Judge Arnold here I wondered if you 
would care to express any opinion ‘based on judicial experience, and 
experience in the Antitrust Division, as to the relative importance 
from the standpoint of the independent inventor and small business of 
the so-called gadget inventions as distinguished from the scientific 
advance which pushes back the frontiers. 

Mr. THurmMan Arnorp. I think that the gadget certainly does no- 
body any economic harm, whether the man “has a baby carriage that 
shows a good deal more or less of inventive genius—it does not make 
much difference. 

In other words, when you get a specific machine you are on the out- 
side, you are on the rim of the wheel. It is the formula patent which 
covers the hub—it is the formula patent that will cover 2 or 3 feet out 
totherim. Sothat you could as an economic matter lower your stand- 
ards of patentability as to the gadgets, but it is a very dangerous 
thing from the standoint of the consumer to lower your stand: ids of 
patentability in these formula matters 

As you all know, of course, when you are dealing with formulas and 
processes, it becomes very difficult to determine whether you are giving 
a patent on an idea or giving a patent on technical education. 

Furthermore, the p: tent m: iy be part of a portfolio of thousands of 
other patents which control a very substantial portion of the entire 
industrial field. In these situations the law should make a distinction 
between a single patent held by an individual inventor and a patent 
portfolio large enough and strong enough to restrict the area of com- 
petitive research. 
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It is nonsense to treat the modern patent portfolio as a lot of little 
separate inventions. There is no economic justification in giving to 
a private group a legal monopoly over scientific information. A 
nation which does so is putting a severe handicap on itself. It is in- 
deed fortunate that the development of atomic energy had to be done 
by governments and hence escaped the restrictions of the patent pool. 
There is no reason whatever to allow such research to be monopolized 
in the future by patents on step by step improvements. In every patent 
case the first consideration in determining whether the patent should 
be enforced is the amount of monopoly power which that patent, 
taken in connection with other patents, gives a great research to organi- 
zation. I have no quarrel with the subjective standard which must 
be used by the Patent Office. 

I believe that it is perfectly proper to issue patents so long as they 
are later controlled by courts. But when the issue is brought before 
a court it must adjudicate not only the invention that has risen beyond 
the level of the art but also the amount of control which it gives to 
the organization which owns it. 

In my opinion in Monsanto Chemical Company v. Coe, written when 
I was on the Court of Appeals for the District of Columbia, I said: 


There is only one possible way to determine the proper scope of protection 
for a single discovery; that is to examine the actual degree of control which the 
inventor hopes to gain by means of all of his claims taken as a whole, over com- 
peting industry and competing inventions * * *. If an inventor acquires a patent 
on a can opener the fact that others may not make this particular appliance will 
encourage the development of other types of can openers and stimulate inven- 
tion. This furthers the constitutional purpose of the patent grant. On the other 
hand, if the can-opener patent goes beyond the particular appliance and includes 
the method or process of opening cans, it may easily become so broad that others 
are prevented from making or inventing new can openers. This defeats the 
purpose of the constitutional provision. 

* * a + * ok * 

The scope of a patent is not often discussed by courts as a problem separate 
from patentability. Yet we submit that this distinction is actually involved when 
courts deny a patent on a “function” or a “result” or an “idea,” and allow one on 
a method or a process or an application of a principle. There is no clear dis- 
tinction between these opposing sets of words. But it is apparent from the results 
of the decisions that when a court calls a claim functional it is simply saying 
that the claim permits control which will impede science and the useful arts. 
When it says the claim is a patentable method, it in effect expresses the conclu- 
sion that the probable area of control is not too large. We are, therefore, 
asserting no new principle here. We are simply pointing out that such con- 
clusions cannot be intelligently reached in our complex modern technology with- 
out expert evidence from men who know the industrial field and the probable 
control the inventor may reasonably expect or his competitors reasonably fear 
from the grant of a functional claim. 

In that opinion, I was speaking about multiple claims in single 

patents. The same consideration should apply to multiple patents 
accumulated by a great industrial enterprise which has the power to 
dominate the arts. Mr. F. B. Jewett of the Bell System in a memo- 
randum set out his patent position as follows: 
* * * the patent position to which we had attained was such what (sic) even 
the outside holders of fundamental patents, essentially of interest to them in 
connection with the development of radio in fields not of primary concern to 
the Bell System, could not develop these fields without securing rights under 
our patents. 

The opportunity to monopolize industrial art was recognized by 
American research organizations over a quarter of a century ago. 
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As Mr. Jewett, a research director of the Bell System, explained : 


* * * money expended on properly organized and conducted research and inven- 
tion is probably the safest and most profitable money industry handles; safest 
because the very processes employed by such research are an almost absolute 
guaranty against major technical failures in the end producer: most profitable 
because the return on the investment in research cost is extremely high both in 
direct money return and in insurance of continued life to the industry. Jewett, 
The Relation of Research and Invention to Economie Conditions (1939) (21 J. 
Pat. Off. Soc. 195, 199-200). 

Thus a great corporation may acquire an unlimited portfolio of 
basic patents. The power of such a portfolio is not dependent upon 
the eventual validity of these patents. It can continue in perpetuity 
because of the ability of the organization to control research talent 
and add new improvement patents to the old ones. It can bankrupt 
independent enterprise which contests its patent position. This prob- 
lem has never been squarely faced in the drafting of patent legislation. 

Senator O’Manoney. That would require legislation. 

Mr. THurMAN ARNOLD. What? 

Senator O’Manonery. That would require legislation. 

Mr. THurmMAN ArNovb. I had a decision which said it doesn’t under 
a proper interpretation of patentability. It has never been followed. 
It has not been reversed. You are saying that it would require legis- 
lation to make my decision valid. Ihave : not formulated the idea ver y 
well but I would be glad to do that. 

Senator O’Manoney. I think you have formulated it very clearly 
and you have put in the hands of the court and the examiner the power 
to determine why if this idea is given the protection of a patent, in 
spite of the law it is going to give the man too much power and there- 
fore we won’t grant it. 

Mr. THurMan Arnoxp. Not quite that. 

Senator O’Manonery. Almost. 

Mr. THurMAN ArNowb. I have never seen a patent where that is 
true. What you do is start out with 

Senator O’Manoney. Congress felt that the smashing of the atom 
was so powerful a discovery that the control over it should remain in 
the Government of the United States. 

That could have been done only by legislation. Congress took the 
legislation and passed the legislation because it felt that there was too 
much power in fissionable material to allow any individual or group 
of individuals to maintain ownership and control over this even for 
a limited time. 

Mr. THurmMan Arnoxp. That is true. But I think that it was not 
invented individually and all the patents that I have ever seen show 
this kind of a problem. Here is a detergent that can be made out of 
10 different materials. Material A is the best material to make it. 
And they claim all 10 of them and they don’t ever expect to use the 9 
inferior ones but they are going to prevent someone from using the 
9 inferior ones. 

Suppose they are all patentable. The fellow says “That is what I 
am going to do, that is my purpose.” They say that gives you too much 
power over the advance of the art and the industry for you to have a 
claim on each one of these. You pick the one that you think is the 
best and that is your claim. That is the problem which we discussed 
and faced. I don’t think the atomic, a thing like that will ever be in- 
vented under our patent law which requires a single inventor. 
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Senator O’Manonry. Getting back to the question of the gadget 
that Mr. Caplan raised, I have in mind now the invention shown on 
Mr. Bennet’s film of the funny faces of the children which changed 
from sour pusses to smiling pusses when the child hung up his or her 
garments. 

That is the gadget pure and simple; is it not? 

Mr. Bennett. Yes. 

Senator O’Manoney. Was it patented? 

Mr. Bennett. I cannot tell you whether the patent was granted 
or not. 

Senator O’Manonry. Is it patentable? 

Mr. Bennetr. This I cannot tell you either. 

Senator O’Manoney. Does it promote science or the useful arts? 

Mr. Krean. Mr. Senator—— 

Senator O’Manoney. Mr. Kegan. 

Mr. Krean. May I suggest that the publication of the patent of 
the funny face does promote the progress of useful arts in making 
this knowledge available so any manufacturer can provide it for the 
parents who want to buy it. It is a question entirely different from 
the merit of the invention. 

Senator O’Manoney. Of course, that was the point you made this 
morning, Mr. Kegan, but the question here is: Is a device, a mere 
gadgetary device, “patentable i in the sense that the inventor will have 
an exclusive use for a limited period to that device? Your suggestion 
is that anybody looking at Mr. Bennett’s film and seeing that. funny 
face may build his own funny face and sell it without infringing 
perhaps. That is where the question of patentability arises. 


STATEMENT OF FLOYD H. CREWS, PATENT ATTORNEY, 
NEW YORK CITY 


Mr. Crews. My name is Floyd H. Crews from New York City. I 
would like to say a word or two about this gadget business because I 
think the discussion has gone off on the wrong foot so far as gadgets 
are concerned. I would like to remind you of a few gadgets that have 
been patented. One is the cotton gin of Eli W hitney. which is nothing 
but a row of nails through a board. Another that comes to my mind 
is the telephone of Bell. In two respects it was a gadget. The last 
step that Bell took over the prior art was a half turn of a screw that 
was the difference between success and failure. 

He couldn’t raise the money to put it on the market. It was a toy. 
Nobody would have anything to do with it. Another gadget was the 
radio oscillator of DeForest which was invented by moving a coil 
one-half inch from here to here. Again he couldn’t sell it because 
nobody would have anything to do with it. We were talking about 
gadgets. We are frequently talking about great inventions. 

Senator O’Manoney. That is true. But the suggestion was made 
here that the inventor of certain types of inventions which are called 
gadgets find that their inventions are not patentable and that is one 
of the difficulties confronted by an individual inventor. 

Do you feel that there is such a condition? 

Mr. Crews. No. 

Senator O’Manoney. That suggestion has been made to us. 

Mr. Crews. No, I do not. I feel that there has been some danger 
of their being such a situation in view of the decisions of the Supreme 
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Court particularly in the A. & P. case where Mr. Justice Douglas 
used the word “gadget” which has been rather odious to patent 
lawyers since and threw out the hint that no gadgets should be 
yatentable. There has been a problem about it. But I don’t think that 
as arisen in the Patent Office because they have continued to be 
aware of the fact that these things that are gadgets today, such as 
the airplane when they first flew, the newspapers would not even 
report its flight, are not gadgets tomorrow. 

Mr. Cartan How about, Mr Crews, assuming that it is novel, how 
about that little device to encourage children to hang up their clothes. 
That certainly is a useful art if anybody has tried to teach children 
to hang up their clothes. Do you think that a thing like that should 
be protected under the patent system or not ? 

Mr. Crews. Judge Learned Hand has said the best test of patenta- 
bility was the test of history. If I were in the Patent Office, I would 
give the man a patent o1. 1t. If I were the judge hearing the case, 
I would say if it has been put on the market and has filled a need 
that was not filled today, it is valid. 

Mr. G. Wricutr Arnorp. I would like to call attention to the fact 
that we need a test for patentable novelty at the time the inventor 
comes into the Office. We can’t wait and take the chance as has been 
suggested by the Honorable Thurman Arnold, the idea that we can 
have somebody after a while if they see this becoming very important 
to be able to choke it back to certain boundaries. 

We cannot wait and see what the history of that thing is. We want 
to know right then whether we can tell the man whether this has 
patentable qualities. This subjective test does not have that because 
one court after another can have its own views as to what is subjective. 

But the objective views overcome all those factors. 

Senator O’Manoney. Thank you very much. Let’s get back to 
our small inventor and his relationship with the companies which can 
use the invention. Mr. Schmeltz of the Aluminum Company of 
America is here. 


STATEMENT OF ANDREW H. SCHMELTZ, ALUMINUM COMPANY OF 
AMERICA 


Mr. Scumevtz. Mr. Chairman, I believe that most corporations 
today are quite sensitive in all respects as concerns goodwill and 
insofar as the individual inventor is concerned that is an aspect of 
goodwill. It also, in some instances, carries a promise of mutual profit 
to both the individual inventor and the corporation. There is an area 
which has been delineated by Mr. Bennett that is a delicate one. 
The decisional law in regard to matters submitted raises problems 
that, as Mr. Bennett has indicated, counsel will try to cut off by 
reason of these long two-page agreements to which he made refer- 
ence. Let me say that it is difficult to know whether or not such 
agreements are truly discouraging. 

However, Mr. Bennett does have some persuasive evidence in that 
respect. Most corporations do not like today to rebuff anyone or 
even seem to rebuff anyone who wishes to bring an idea to the cor- 
poration. If the idea has been crystallized by using the patent system 
and it is submitted in that form, there is not any p: articular difficulty. 
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The difficulty arises in the vague ideas and the ideas in connection 
with which those who have them 1 do not wish to have submitted to the 
Patent Office for one reason or another in order to have them 
crystallized. 

As to what difficulty there is in that area, only the experience of a 
man like Mr. Bennett will really tend to reveal. Most corporations 
today do and I think, Mr. Chairman, that until there is some common 
meeting ground arranged will continue to say that they do need pro- 
tection because the obligations that might arise are quite undeter- 
mined in possible monetary value and quite undetermined in point of 
duration, in point of time. And for those prime reasons the corpo- 
rations, in my opinion, will continue to try to eliminate those risks. 
What form of meeting ground can be arrived at, I must say I am not 
prepared to suggest. Whether or not it would be within the function 
of this committee and of Congress, I cannot offer an opinion because 
| don’t have a concrete suggestion to offer in order to test as to whether 
or not it would be within the purview of this committee and ulti- 
mately of the Congress. 

Mr. Cartan. Well, Mr. Schmeltz, you are connected with a large 
company Which maintains a large research staff. Do you feel there 
is any function for the independent or individual inventor insofar 
as the manufacture and fabrication and use of aluminum is concerned 2 

Mr. Scumeurz. In my opinion, there most certainly is insofar as the 
fabrication from aluminum into consumer goods is concerned. 

Mr. Capitan. Do you have any illustrations of that? 

Mr. Scume.tz. There is one that [ can recall now. I can point to 
one illustration which is rather outstanding in our experience. It con- 
cerns a product that Iam certain is known to at least some in the room. 
It is the so-called Wearever pressure cooker which when it made its 
«epearance after World War II had an elliptical flexible lid made of 
stainless steel. That development was the development of an inde- 
pendent inventor who came to us prior to the end of the war. It was, 
of course, an outstanding development insofar as its commercial pos- 
sibility was concerned. We were happy to enter into an arrangement 
with him, a license agreement that would permit us to exploit that 
development after aluminum stopped flying through the air. And as 
a matter of fact, at that time we went so far as to loan him $100,000 
in the way of advanced royalties. But I do wish to say that that is an 
outstanding example and it is not the sort of occurrence that comes 
along every day insofar as individual inventors are concerned. 

By the time of the agreement, the inventor had formed a small com- 
pany to which the patent was assigned, and the company was the 
licensor. 

Mr. Bennerr. I have a further comment to make regarding the 
service that Alcoa has provided for inventors. In one instance I know 
of an inventor who developed a new kind of solder. He wanted to 
work on it — Alcoa furnished him with bars and sheets of aluminum 
he wanted. Unknowingly they were helpful to this inventor in that 
respect. Since I speak only as a lay person here as opposed to those 
with legal minds and legal training I hope I did not make a mis- 
statement when I said this morning or indicated what I did about that 
paper that [ know this is the most necessary form that I know most 
companies must have, I wished to point out that this has brought 
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about an area of wariness on the part of the inventor rather than peing 
critical in any way of this necessary function of the paper. 

Mr. Batxarp. May I supplement the instances that have just been 
given? The American Telephone & Telegraph Co. has a very large 
research department of its own and in my own experience they paid a 
half million dollars for a loading coil. They paid about a half million 
dollars to a man named Grissinger for a repeater circuit. They 
paid DeForest nearly $450,000 for something less than all of his 
rights in the vacuum tube. They paid a man named Lowenstein 
exactly $200,000 for a patent on the negative grid and they paid $180,- 
000 to a man named Day for some applications only of uncertain value. 
These were independent inventors who came to the company directly 
and had no pull except the merit of their contributions. 

Senator O’Manoney. Thank you, sir. Any other questions for Mr. 
Schmeltz ? 

Mr. Stepman. Mr. Schmeltz, you emphasized that as a result of the 
fabrication of aluminum there was real opportunity for independent 
inventors and a market as far as Alcoa are concerned. What about 
other fields? Would you distinguish those fields? 

Mr. Scumetrz. Yes, Mr. Stedman; I tend to simply on the basis of 
experience in respect of what was brought to our attention by the 
independent individual inventor. Permit me to say this. In the more 
complex and highly technical fields, it is not particularly likely that 
many individual inventors will be aware of the particular targets at 
a given time of a research or developmental organization. What con- 
tributions might be made in the event such knowledge is more wide- 
spread would “be wholly speculative. 

Senator O’Manoney. Mr. Commissioner, do you have any questions? 

Mr. Watson. I was writing down one to hand to you. 

I think it would be appropriate to ask Mr. Schmeltz if he would tell 
us briefly how it was that the Aluminum Corp. came into being and 
the nature of the invention which gave rise to that corporation and 
something about the man who made that invention. 

Mr. Scumettz. Shall I, Mr. Chairman? 

Senator O’Manonry. Please do. 

Mr. Scumettz. I think the story is quite well known to most in the 
room, Mr. Commissioner, but briefly, it was this: Charles Martin Hall, 
a student at Oberlin College was enamored with the thought of some- 
how managing to extract metallic aluminum from the ores with which 
it isso tightly bound chemically. He made a true wood shop invention. 
That was the setting of the invention. He filed a number of applica- 
tions, and after filing them he began to shop around for saaiient, His 

»sroblem was no different from that of a man today seeking risk capital. 
Perhaps risk capital today is not quite so ready to be risked as it was 
in those days, of that I cannot speak. 

In any event he did after a considerable period in the way of travels 
and conferences and interviews he did end in Pittsburgh and there did 
succeed in interesting a group of men who in part had the capital and 
in part knew where additional capital could be obtained. 

They did have enough faith to go ahead with it. Early in the his- 
tory of the company another patent was encountered. That resulted 
in considerable litigation which the company managed to survive but 


this company nonetheless had its roots in the patentable inventions of 
Charles Martin Hall. 
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The one in particular of consequence in its simplest expression [ 
believe is simply that he discovered that cryolite would serve as a 
solvent for the refined aluminum oxide known as alumina at a tem- 
perature lower than the melting point of the alumina so that the re- 
sult and the molten bath as it is called could be electrolized and 
metallic aluminum extracted in that fashion. 

Mr. Watson. Should the patent examiner have refused the grant 
of the patent because at some time there was a possibility that the 
assignee of the patent might have too much power ¢ 

Mr. Scumextz. I am afraid Mr, Commissioner, that had the Patent 
Office examiner attempted to use such a standard, he would have 
required an unusual crystal ball into which to gaze in order to know 
when he was acting upon that particular basic application that in the 
years to come it w ould serve as the cornerstone of a new industr y- 

I don’t think he could have known it. 

Mr. THurmMan ARNoLD. Since that was evidently directed to me, 
I think that I have not made my position clear as to the scope of the 
patent. If I may have a moment I would like to do it. All patent 
attorneys when they draw up a patent claim, they widen and widen 
the claim. That is natural because they want to get as broad coverage 
as possible. 

And out of those numerous claims comes what we used to call 
“blocking” and “fencing” patents. These claims if they are approved 
are not intended to be exploited. They exploit the best ones here. 
Now. what is the problem in deciding whether these numerous claims 
should be given by the Patent Office? Usually they take them by 
themselves and determine their patentability. 

I suggest that the real issue is whether where you have 25 claims in 
a patent 24 of which the patentee does not intend to use, you are not 
blocking the program of the art by allowing the suppression of 24 in- 
vention patents in order to protect a single process. Where an ap- 
plicant intends to suppress a competing method of manufacture the 
control which that power gives him should be closely scrutinized. 

Mr. Watson. The theory of operation within the four walls of the 
Patent Office is that we attempt to reward the inventor in a manner 
commensurate with his contribution. 

We do not count claims. Actually each claim is supposed to be 
patentably distinct from any other ‘claim and define an invention 
which is entirely separate than that defined in any other claim. 

There is no limit and there should be no limit in my opinion to the 
number of claims which are presented. In some cases one claim is 
sufficient. In many applications which we receive there is a single 
claim presented and the inventor from the beginning is quite content 
if he secures that one. 

On the other hand, we have applications which come in containing 
say, 1,200 pages of specifications, 350 sheets of drawings, and maybe 
several hundred claims. 

That case is no different in principle from the man who submits one 
claim, The man who submits the many has made that many di‘ferent 
contributions, in his opinion. 

And in the event that the various subjects described in those sev- 
eral claims are found to be new and useful and to involve the exercise 
of invention he is entitled to his patent and who can say which of those 
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claims, 5 years from now or 6 months from now will be the one upon 
which he relies. 

We in the Patent Office have no facilities for forecasting the future 
commercially and we can only do one thing, and that is to consider the 
presentation of the inventor and examine his application according 
to law. 

Senator O’Manoney. The question is one of standards and how are 
we going to set up the standards. Mr. Kegan ¢ 

Mr. Krean. I would like to ask Judge ‘Arnold: What would be ac- 
complished if only the best species were patented and the other 25 
were not? How long would a competitor stay in business manufac- 
turing the more expensive or the inferior article shown in the other 
25 claims? 

Mr. THurmMan Arnoup. He would only stay in business if he dis- 
covered something new about that. 

Mr. Keean. And he could patent that ? 

Mr. THurmMan Arnoxip. Yes. Assume the detergent could be made 
out of 10 materials. They take patents out on 10 ‘and they intend to 
manufacture only with 1 material. Someone comes along and im- 
proves material 9 so it is better than material 1. I think he has made 
a contribution. If that claim is sustained, he can’t manufacture it. 
That precise case does arise frequently. I was reversed in Special 
Equipment v. Coe, where the patent there was a paring device. They 
took part of it away and got a patent on the whole thing and then got 
a patent on a little bit of a portion of it, which they did not intend to 
use. 

The only purpose to get a patent on the portion of it was to keep 
people out of the field from improving and getting new machines. 
I indicated for that reason the patents should be rejected and I was 
reversed by the Supreme Court in that particular case. 

Mr. Krean. Ordinarily I have seen it happen rather differently. 
With regard to your detergents the person who takes species No. 9 
and improves it normally has made an invention which he can patent. 
That patent may be dominated by the pioneer patent which covered 
the entire genus. Then you have the situation where the first patentee 

cannot manufacture the product without making a deal with the sub- 
sequent inventor and the subsequent inventor cannot manufacture his 
item without making a deal with the original inventor. In such cir- 
cumstances businessmen cross-license and bring out the item and then 
they are accused of a conspiracy, of using the patents in an antitrust 
manner. It is entirely practical for the parties to get together. 

Mr. TuurmMan Arnovp. If they do make such a “deal a patent pool 
is created which may give a power to dominate industry. In such a 
case the antitrust laws are the only protection the public has, if that 
power is used to exclude competition. 

Mr. Levy. I should just like to add a word or two to what Mr. 
Schmeltz has said and Mr. Bennett, because I think it might be well 
to recognize, as Mr. Schmeltz has, when an independent inventor comes 
to a corporation he can be classified as working in a field that is highly 
technological and one that is not. On the one hand in the field that is 
highly technological, I think that Mr. Bennett will find, and I would 
like his opinion, that corporations do not engage in these very complex 
releases a he spoke of, that there is in fact collaboration and I know 
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in our own industry, the pharmaceutical industry, some of the most 
important inventions that we have have come from outside col- 
laborators. 

I know your associate counsel is familiar with Harry Steenbock in 
the vitamin field; we have had it in vitamin B1 and in pantothenic acid. 

The carpet is always out even for the ones who don’t have the tech- 
nological skills. Most corporations feel that when they have to work 
with those inventors they don’t know their reputation. They don’t 
know their background. They feel they need some kind of protec- 
tion. We are dealing with two kinds of inventors and we are also 
dealing with releases used usually with one type of independent 
inventor. 

Senator O"Manoney. Now, Mr. Silver. 


STATEMENT OF HAROLD S. SILVER, ALLIS-CHALMERS MANUFAC: 
TURING CO. MILWAUKEE, WIS. 


Mr. Sttver. My name is Harold Silver. I am from Milwaukee, 
Wis. I would like to add my experience to that of Mr. Schmeltz and 
Mr. Ballard. I am in corporate practice, have been for 23 years, and 
in that 23 years we have been licensed under a number of inventions 
of independent inventors and at least several—I have 2 in mind es 
pecially—have been paid quite handsomely. 

I was very much heartened this afternoon to hear a man who has 
had as much experience with the independent inventor as Donn Ben 
nett must have had say that he sees no need for any change in the 
patent laws as far as the independent inventor is concerned. 

I was also very much comforted to hear Mr. Ballard say that any 
problem of the independent inventor is merely a part of the problem 
of benefiting the general public. 

Senator O’Manonry. Any questions ¢ 


STATEMENT OF MRS. NELLIE 0. FLETCHER, WASHINGTON, D. C. 


Mrs. Frercuer. I would like to make a statement, please. My name 
is Mrs. Nellie O. Fletcher, Washington, D.C. My husband, William 
A. Fletcher, is one of the pioneers in the atomic-energy field, sir. He 
filed his application in the United States Patent Office on the con- 
struction and destruction of matter. I have to disagree with this 
gentleman and some others here today that the day of the lone inventor 
has passed. The lone inventor of America still exists. I have said 
as long as I have breath in my body I will fight for them, for the pres 
ervation of their rights. Yes: the backbone of our defense. One of 
these great men is here today; I am happy and deem it a privilege to 
introduce to you Mr. William A. Fletcher. This is a wonderful oppor- 
tunity to let you know him, and also to let you know he has not received 
his rightful justice from the United States Patent Office. In Cali- 
fornia Mr. Fletcher was called the second Steinmetz, since in the Dis- 
trict of Columbia they have called him crackpot and about everything. 
Mr. Fletcher came to Washington in connection with his patent appli- 
cations before the United States Patent Office. We had the pleasure 
of meeting through mutual friends, this friend asked my husband 
would he try and ‘help me. I had been injured in line of duty in the 
United States Federal Government here in the District of Columbia. 
I was in much pain and suffering and very much handicapped, so Mr. 
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Fletcher started to fight the Government for me, as I had no one to 
defend me, and they were planning to put me out of Government with- 
out anything. Mr. Fletcher defended me when I could not defend my- 
self. After they knew he was fighting the Government for me, then 
his troubles started, and he has since ‘had many battles. To date he 
has received no just ice from his patents which are being utilized in 
various branches of Government and in the atomic-energy fields. The 
Atomic Energy Commission gave a press release to the public in this 
press release was subject matter from patent pending applications of 
Mr. Fletcher’s that were before the United States Patent Office; this 
_ release is a public document. The dear blessed Patent Office 

xaminer who examined Mr. Fletcher’s applications in the United 
States Patent Office, and who has since passed on to the Great Be- 
yond, stated under oath on the stand before the Patent Board of the 
Atomic Energy Commission, that Mr. Fletcher’s claims should have 
been allowed. One gentleman sits here today who was one of the 
examiners and knows this is the truth. Mr. Fletcher has not been 
treated fairly and he has never received any recognition nor has he 
received one dime of compensation for his years of labor in these 
highly scientific technical fields. 

‘He spent all his money and sacrificed his health but I have stood 
by him and prayed to the Heav enly Father that some day justice would 
be rendered him. I think it is high time for you to hear Mr. Fletcher. 
I am not the original inventor; Mr. Fletcher is. 

Senator O’Manonry. We will be very glad to have you and Mr. 
Fletcher prepare a statement to be submitted to the committee and we 
will have members of the staff go into it in detail. I am glad you 
made your statement. But it is obvious that this is not the place 
or the time to try out a case of this significance, Mrs. Fletcher. 

Mrs. FLercuer. We are not trying the case. 

Senator O’Manoney. I mean present it. 

Mrs. Fietcuer. They said this morning that the day of the lone 
inventor has gone. They said that. It has not. Our great men, 
elderly men of years—who are not young in body but are young in 
spirit. He isn’t young in body but is young in spirit. I still say 
that a real inventor is not created in colleges he is born that way. 
If you suppress him and suppress his mentality by the big manu- 
facturers which they are doing today in taking away the rights 
of these men instead of helping them, why not the ‘Government ts: the 
police power in protecting these men ? 

Senator O’Manoney. I think the record here today shows that 
the small and independent inventor is not a thing of the past. We 


will be very glad to go into your case, Mrs. F letcher. 
Mr. Rich? 


STATEMENT OF GILES S. RICH, PATENT ATTORNEY, 
NEW YORK CITY 


Mr. Ricu. I am Giles S. Rich, of New York City. I have 
been practicing patent law since the great depression began in 1929. 
I have taught the subject to some extent since about 1937. In lis- 
tening to the testimony today my mind has somewhat resembled a 
bunch of Chinese firecrackers going off one after another. My prob- 
lem is to come back to the topic under discussion, the individual in- 
ventor, and to say something which I hope will be useful in that 
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connection. From my point of view as a private practitioner, a 
individual inventor, it seems to me, has no other problems so far 

the patent statutes ‘and the Patent Office are concerned than cies 
which the great corporation has. 

His principal problems of course are the same problems he has in 
other fields in life, they are economic problems. Expense is always 
a problem to many. 

Delay in the Patent Office is a problem in some cases, although it 
was made clear this morning that delay is not always something 
which he deplores. He very often seeks it to the best of his ability. 
As one example it is almost routine in many offices always to delay 
the payment of the final fee until a short time before it is due thus 
adding 6 months approximately to the time during which an applica 
tion is kept pending. 

If an individual inventor wants his patent in a hurry, he can usually 
get it with reasonable speed ; except for the delay caused by waiting 
for office actions and even that can be overcome by some methods of 
practice, which we are all familiar with, making cases special, acting 
promptly and so on. 

It seems to me that it may help to draw the sentiments that have 
heen expressed all together if I mention certain fundamental princi- 
ples according to which the patent system is supposed to operate and 
does operate. It is axiomatic, I think, to most members of the patent 
bar that this incentive system, which is operated primarily for the 
public benefit, provides four kinds of inducement and the first in- 
cucement is the inducement to invent. That is the one which most 
people think of first and usually exclusively. 

But that is not enough and that to me is not the main point in the 
patent system. 

The second kind of inducement is the inducement to disclose the 
invention. I can’t help thinking of the remarks of Judge Arnold a 
moment ago about the 10 inventions, all in the same field, only 1 of 
them being commercially useful and yet all 10 of them being pat- 
ented, whereby 1 of them is improved upon; if that other invention or 
the 9 other inventions had not been patented no one would know about 
them and no one would improve upon them. 

So all these disclosures which are brought out by the existence of 
the patent system serve to prevent the keeping secret of valuable 
information and they also serve to feed the knowledge of the art on 
which others build. Those are the two aspects of disclosure. 

The third inducement, which to me is the most important of all, 
is the inducement to invest risk capital at several different stages of 
this inventive process. First of all, the investment of risk capital 
in the development of an invention and in the obtaining of a patent 
which is not a minor item these days, and, secondly, in commercializ- 
ing it and marketing it. 

And a fourth one which is very seldom thought of is what is called 
the negative inducement of the patent once a monopoly has been 
granted, others are given an incentive to invent around it and fre- 
quently come up with something better. 

I could not help in listening to Judge Arnold in wondering why 
anyone has an objection to granting to an inventor economic power. 

If we don’t give inventors through patents economic power, we 
give them nothing. 
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Senator O°’Manonry. I would suggest, Mr. Rich, that perhaps the 
question cannot be discussed conclusively in generalities, that much 
would depend upon the specific aspects of taking particular cases. 
I understood Judge Arnold to be discussing a case in which there 
were appended to the basic patent applications broader claims which 
the attorney carefully composed to protect the original patent so 
as to prevent some other discoverer or inventor from coming along 
with something better. 

And I can conceive without having had any case where a lawyer 
could enter into the world of fantasy without having applied any 
flash of genius at all state on paper a region of invention in his appli- 
cation which if granted would erect a barrier against a future in 
ventor, Who was bona fide. 

That I think is what Judge Arnold had in mind. 

If a specific case of that kind were to come before you as a patent 
examiner, I venture to say that you would probably find, if T stated 
it correctly that the ap »plic ation Was not a patentable application. 

Mr. Ricu. Quite so, Senator. 

Senator O’Manoney. | think that is what Judge Arnold meant 
when he spoke of the power. In his absence I have to speak for him. 
I can’t allow him to be defenseless here. 

Mr. Ricu. Lam sorry he is gone. But in reply to your comment, 
Senator, the Patent Office and the courts have an adequate means for 
dealing with the situation which Judge Arnold mentioned. The 
obtaining of claims which are too broad is not to be laid at the door- 
step of the inventor but at the doorstep of his attorney and he is 

carrying out his function in trying to get those claims. The Patent 
Office gives him a fine battle on the subject and in the end grants 
claims which in its opinion are no broader than his invention. 

Senator O°Manonery. Or denies many claims which are not suf- 
ficiently broad. 

Mr. Ricn. Correct. 

Senator O’Manonry. And if it gets into court and the judge dis 
agrees with the Patent Office they invalidate those claims as too broad. 
One of Judge Arnold’s difficulties is that he has dealt with so many 
patents which have been invalid and his criticisms are just. 

Mr. Ricu. I would like to defend Judge Arnold. I think he has 
done the patent system a great service perh: ips unwittingly. He has 
fought the great battle of the misuse of patents. 

Senator O’Manoney. I think he did that very wittingly. I was 
chairman of the TNEC before which he waged the contest and I sat 
right here in this place but not before this ti table and saw that battle 
develop. And I have only the greatest admiration for Judge Arnold 
for what he accomplished. 

Mr. Ricu. And what he accomplished in the patent system was a 
housecleaning which was long past due. That is really about all | 
have to say on this subject of the individual inventor. 

Senator O’Manoney. Any questions, Mr. Caplan? 

Mr. Carian. I don’t think so. 

Senator O’Manonery. We are getting along toward 5 o'clock but 
we are getting around to the bottom of the list of those who assembled 
around the table this morning. 
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STATEMENT OF WILLARD C. HAYES, WASHINGTON, D. C., VICE 
PRESIDENT AMERICAN PATENT LAW ASSOCIATION 


Mr. Hayes. I have nothing further to add to what has been said. 

Senator O’Manoney. You were one of the first called. Come up 
to the table. 

Mr. Hayes. My name is Mr. C. Willard Hayes, I am a practicing 
attorney in the ¢ ity of Washington, D. C. I am a vice president of 
the American Patent Law Association. 

[ think that the plight of the individual inventor is not as serious 
as some people who have testified here today would have us believe. 
It seems to me that there is nothing fundamentally wrong with the 
patent laws today. Possibly the things that have been spoken of, the 
improvement of conditions in the Patent Office will help the indi- 
vidual inventor. More important, however, I think is a better atti- 
tude or a better complex, better thinking by the courts in sustaining 
patents which come before them. How this committee, how this 
Congress can remedy that situation, is problematical. We have 
recently had some decisiéns which seem to be pointing in the right 
direction, and the courts will perhaps seriously apply the new patent 
law and sustain patents on the basis of the standard of invention 
set forth in section 103. 

Mr. Capitan. Do you think that is something that is susceptible of 
legislation ? 

Mr. Hayes. I think it would be very difficult if not impossible to 
define what is an invention and what is not an invention. That is 
practically an impossible definition except perhaps by the present 
negative definition of invention. I think the work of this committee, 
however, can have an important effect on the manner in which courts 
treat inventions. 

Mr. Capitan. In what way? 

Mr. Hayes. By the expression of the committee and Congress, 
offered by some resolution on the subject or some further attempt to 
liberalize the practice. I have nothing formulated in mind but I 
think there is an opportunity for the Congress to get the word out 
to the courts that a more liberal attitude should be taken. 

Mr. Capitan. If you can think of any way that could be considered 
other than legislation we would be happy to consider it. 

Senator O’Manonery. Since you appear to be the last witness, I 
wanted to venture a very brief summary of what seems to me to be 
the substance of the general testimony which was produced here today. 

No. 1, there seems to be general agre@ément that the Patent Office 
itself can be made a more effective institution to serve the purposes 
of the Constitution by providing the opportunity to the heads of the 
Patent Office to prevent the loss of expert personnel and to invite 
new personnel of high qualifications. Do you agree with that? 

Mr. Hayes. Yes. 

Senator O’Manonry. And secondly there seems to be a general 
agreement that there is lacking a general understandable definition 
of what a patentable standard should be. 

Do you agree with that ? 

Mr. Hayes. I agree with you but I don’t know whether it is pos- 
sible to define a patentable invention. 
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Senator O’Manoney. I am surprised to find so many patent lawyers 
and so many representatives of industry backing away from this task 
of writing a definition. 

You speak in the same tongue as Mr. Robertson, my good friend 
of many years down at the other side of the table. 

I think Mr. Arnold comes more close to the area of those who are 
willing to undertake to try to do something. 

Mr. Hayes. I don’t know what a new functional relationship might 
be. I think Mr. Arnold has some very definite concepts in mind but 
personally I have a little gre in grasping those concepts. 

Senator O’Manoney. I didn’t have any difficulty in grasping the 
description he made today between the barbed wire which was on a 
pivot and would flop any way and the barb which stood vertical or 
stood in the spot in which it was placed to do the job which it was 
intended to do. 

Mr. Hayes. That undoubtedly would be a patentable invention by 
any of the classic standards or tests of any of the cases but adding 
this new one of putting all of our eggs in that particular basket will 
not solve the problems in all other cases that arise. 

Senator O’Manoney. At least then we agree that this definition of a 
standard of patentability is an objective thought difficult to obtain. 

Mr. Hayes. Yes, sir. 

Mr. G. Wricut Arnotp. And this was to be, Mr. Senator, only one 
addition to what we have and not the only one. 

Senator O’Manonry. Oh, yes. Then there seems to be complete 
agreement—and this is part of the definition issue—complete agree- 
ment that the courts have too great a tendency to hold patents invalid. 
Do you agree with that? 

Mr. Hayes. I most certainly do. 

Senator O’Manoney. And finally there seems to be complete agree- 
ment that there is a great gap between the inventor and the marketing 
of his product which can be filled apparently only by some method 
of attracting risk capital or some new method of advertising such as 
Mr. Bennett has devised to bring the inventor to the knowledge of the 
great public who constitute the market. 

Mr. Hayes. Yes, sir. 

Senator O’Manoney. Mr. Caplan calls my attention to the fact 
that the Small Business Administration has also displayed an interest 
in this matter. 

Now are there any other points that we have agreed upon today? 

Mr. Kegan ? 

Mr. Kecan. In considering the opportunities for the individual in- 
ventor under our patent system, I would like to throw out the sugges- 
tion that a comparative law survey would show that the United States 
patent system is more generous and gives more opportunities to the 
individual inventor than any patent system in the world and that the 
Patent Code of 1952, which we now operate under, is the best of all 
the patent laws that we have had in this country, and while I favor 
very much the idea of improvement and of looking for areas of im- 
provements, I think to give the perspective it ought to be recognized 
that we are attempting | to improve what is already a very excellent 
system that has stood well over a hundred years of experience and is 

rather good as it is. 
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Senator O’Manoney. I thank you for that comment, Mr. Kegan. I 
am sure nobody here would disagree with you. 

Certainly nobody on the committee. The United States has made 
great progress, but it has not made sufficient progress to convince other 
nations in the world that the time is here for world peace, so we have 
still a lot of work to do and much of it may be done in this very field 
of encouraging inventive genius. 

If we can do that by law, , we certainly hope to do it. 

Commissioner Watson, as I have told you already, two representa- 
tives of a patent employees association have asked to appear and I 
have told them they could appear tomorrow morning at 10 o’clock. 

(Discussion off the record.) 

Senator O’Manoney. Now are there any others here who expected to 
be called on today ¢ 

Mr. Biebel, who is now gone, was opening a discussion which we 
willhave tomorrow. I might announce that Mr. DuMont of television 
fame will be one of the witnesses who will appear here tomorrow. 

I expect him to arrive at 10: 30. 

Now, those of you who have not yet been heard will be called in 
due course as those who were called today. 

May I ask you to indicate whether you would prefer to go back to 
the Judiciary Committee or stay in this room if we are able to maintain 
this room ? 

I see a lot of affirmative nods around here that seem to prefer this 
room. 

Mr. Caplan, have you any announcement to make ? 

Mr. Cartan. Only about Judge Hand. 

Senator O’Manoney. Judge ‘Learned Hand will be here tomorrow 
afternoon. 

The committee will stand in recess until tomorrow morning at 10 
o'clock when it will reassemble in this room. 

(Whereupon at 4:45 p. m. the hearing was adjourned, to reconvene 
at 10 a. m., October 11, 1955 
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TUESDAY, OCTOBER 11, 1955 


UNITED STATES SENATE, 
SUBCOMMITTEE ON PATENTS, ‘TRADEMARKS, AND 
CoPrYRIGHTS OF THE COMMITTEE ON THE J UDICIARY, 
Washington, D.C. 

The subcommittee met, pursuant to recess, at 10:15 a. m., in room 
318. Senate Office Building, Senator Joseph C. O’Mahoney (chairman 
of the subcommittee) presiding. 

Present : Senator O'M: ahoney. 

Also present : Robert C, Watson, Commissioner, and P. J. Federico, 
Examiner in Chief, United States Patent Office; Julian Caplan, coun- 
sel, John Stedman, associate counsel, and Robert Kilgore, staff mem- 
ber, Judiciary Committee. 

Senator O'Manonry. We have three representatives of the Patent 
Office Society present with ustoday. These gentlemen are as the name 
of their organization indicates, employees of the Patent Office. They 
desire to make statements to the committee. 

I think it only proper to say for the record as I said to Commissioner 
Watson yesterday, when we discussed their appearance yesterday, it 
was decided that they should appear here on annual leave and not by 
erace of the Patent Office. 

They are on their own time, and they have the full protection of the 
Bill of Rights, of free speech. 

That suggests to my mind that perhaps we could enliven this hear- 
ing a little bit by following somewhat different procedure. I saw all 
of these patent minds down here gathered at the reporters’ table a 
moment ago. I walked down there and I said that I felt that the 
microphones were misplaced. We should have had the microphones 
at that table early this morning so that we would have had an un- 
restrained record as to that instead of the hesitating record that we 
tend to develop when you know you are speaking for the public re- 
view. 

It would have been an interesting revelation, I am sure, of thoughts 
with respect to this subject which have not yet gotten into the record. 
[ hope to get them there. One way to bring that about, I want to give 
warning now, I want to call the roll of the various organizations which 
are represented here, in addition to the Patent Office Soc lety : 

The American Patent Law Association; the American Bar Associa- 
tion, patent section; the National Association of Manufacturers; and 
the National Patent Council. 

I shall ask the representatives of these four organizations in due 
course to tell the committee how they reach their decisions with re- 
spect to the policy recommendations which they make to us, 

71 











72 AMERICAN PATENT SYSTEM 


What sort of discussions do you have in these organizations, what 
debates do you have, what disagreements do you have, if any. How 
do you work out the recommendations that you want to make for the 
patent law? 

Now, gentlemen of the Patent Office Soc iety, who is to be the first 
speaker ; 

Mr. Want. Mr. Chairman. 

Senator O’Manonry. Please start by giving your name to the re- 
porter and such information about your work in the Patent Office 
as you care to. 


STATEMENTS OF RICHARD WAHL, HAROLD WHITMORE, AND 
ARTHUR LA POINTE, PATENT OFFICE SOCIETY 


Mr. Wauv. My name is Richard A. Wahl, and I am president this 
year of the Patent Office Society. I have been employed in the Patent 
Office for about 18 years, and Tam a native of Wyoming and a gradu- 
ate of the University of Wyoming. I have a bachelor of science de- 
gree from the college of engineering. 

Senator O’Manonry. That matter of nativ ity is purely coincidental. 

Mr. Want. I am also a member of the bar in the District of Colum- 
bia, holding a bachelor of laws from George Washington University. 

Also present with me this morning are Mr. Harold Whitmore, 
immediately to my right, who is the past president of the society, and 
Mr. Arthur LaPointe in the gray suit second to my right, who is 
current vice president of the society. As has been noted, we are on 
annual leave up here. Personally I am on sick leave. I have under- 
gone surgery last week for a voice condition and I am under orders 
to take voice rest. So I will be brief. The Patent Office Society is 
an organization devoted to the improvement of the patent system. 
It has about 800 members. The membership is composed of patent 
examiners and heads and assistant heads of épeeiting units within 
the Office. 

We feel then that the members of the society are those who are 
closest to a patent as it is being processed through the Office and who 
know the daily work of the Office as a patent is being given form and 
is shaped. 

The patent examiners are extremely familiar with problems of 
observing the prior art, making decisions as to what art shall be used, 
what art is analogous and not “analogous, and they also individually 
are experts in a pi articular field of science. 

All of the examiners are graduates of some science school, and, in 
addition, each examiner usually takes law and becomes a member of 
the bar after he is in the Office. 

The examiners must know and apply legal decisions and, where 
there is no prior legal decision, they must act as pioneers. 

We feel that because of this background, the society through its 
membership has much experience and know how that can be of value 
to this committee. 

Today we would like to present one example of a probable contribu- 
tion and hope that in the future we may be permitted or requested to 
present other such contributions. 

Although the members of the society are employees of the Office, 
the society operates independently of the administration of the Office. 
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As has been indicated here, there is certainly no need to give us the 
protection of the Bill of Rights because we operate freely and inde- 
pendently within the Office and usually in very close harmony with 
the administration of the Office. We do reserve the right to differ 
when and where necessary. 

The Patent Office Society is probably best known for the publica- 
tion, the Journal of the Patent Office Society. This journal is a me- 
dium of expression within the patent system and is a forum for the 
presentation and discussion of legal and technical problems and is a 
periodical through which all who are interested in the patent system 
may work for a common end. 

The circulation of the journal, including the membership of the 
society is probably now in excess of 4,000. 

During 1947, the Patent Office found itself in a position that is 
strikingly similar to that of the present period, namely a seemingly 
irreversible increase in the backlog. 

A member of the society, a patent examiner, discussed the situation 
with the Commissioner ; following that discussion he engaged in quite 
a bit of research and he had analyzed the factors causing the increase 
in the backlog. This work was published in the journal after it was 
made available to the then Commissioner Kingsland. His article 
appears in the December 1947 issue of the journal and because it ap- 
pears to be especially applicable today and it complements particularly 
the first portion of the Couaniniaaats annual report of the past year 
we would like to offer that work in evidence before the committee. 

The author of the work is with us today. He is Mr. Harold Whit- 
more sitting to my right, the immediate past president of the society. 

I could have introduced Mr. W hitmore as Dr. Whitmore, since he 
does hold a degree, juris doctor, but in the Patent Office we have so 
many men who have a degree in science and a degree in law, many 
of them holding the J. D., that a doctor’s degree holds no particular 
reverence and certainly no differentiation in pay or rank. 

Senator O’Manonry. Have you ever made any attempt to anal- 
yze the reverence that is accorded to that title in other fields? 

Mr. Want. I understand it is constantly on the decrease. I would 
recommend that the committee take this opportunity to hear from the 
author of this article so that he could point out the pertinency of his 
article to the problem now before the committee. 

Senator O’Manoney. We will be very glad to have the article made 
a part of the record and we will ask Dr. Whitmore to summarize it. 

(The document referred to is as follows :) 


[From the Journal of the Patent Office Society, December 1947, vol. XXIX, No. 12] 
“WHat’s Gor INTO THE OFFICE LATELY?” 
By H. B. Whitmore‘ 


Al is a patent attorney. I am a patent examiner. In those younger days 
when Al and I were first learning the Patent Office ropes together, a common 
love of weekend campfires bred in us a liking for forthright and searching talk 
that has not lessened with the years. 

Al was out at my home in Washington one evening last week. With that 
pseudo-calm that foretells a coming storm, he inquired, “What has got into the 
Patent Office? A hundred and fifty thousand cases awaiting action. Two years 
behind. And some of the actions I’ve been getting lately !” 





‘Examiner, Division 48. 
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Some 3 hours later, he said thoughtfully, “Somebody ought to tell us these 
things.” Others have since agreed with Al. Perhaps they are right. Perhaps 
some of the conditions, the changes, the current great dangers to patents and 
the patent system, even though many are primarily matters of office adminis- 
tration, so vitally affect all who are interested in patents that they should be 
more widely known and discussed. To those who like Al have wondered, the 
pages which follow give the distilled conversational essence of that evening. 

“A hundred and fifty thousand cases awaiting action, and 2 years behind. 
How did the Office get that way?” 

“To answer that, let’s go back to 1948. In that year the Office had only 
39,000 cases awaiting action, was less than 10 months behind in its work despite 
® war-Shrunk examining staff. New applications were coming in at a 44,000-a- 
year rate. Barely more than 400 examiners were examining applications; but 
the proportion of experienced examiners was high, and the backlog was reduced 
more than 5,000 cases that year. 

‘Toward the end of the war, the picture changed. Applications began flooding 
in. With the number of examiners still falling, the annual rate of filing appli- 
cations rose to 50,000, to 60,000, to 70,000, and is now nearly double the 1945 
rate. Is it surprising that examiners just able to carry the 1943 load have 
been swamped by an increasing load now arriving at nearly twice the 1943 rate?” 

“But haven’t you more examiners now? Didn't a lot of experienced men 
return after the war? And haven't a lot of new ones been added?” 

“Unfortunately, only a handful of experienced examiners came back after 
the war. Even that gain was partly offset by the loss of other experienced men 
who found income and working conditions elsewhere more attractive. This loss 
was recently slowed by establishment of a better salary classification for exam- 
iners, and by general raising of Government salaries to offset partially the rise 
in the cost of living.’ 

“As to new men, there is real hope. Some 250 new examiners have been 
added recently. Nearly all of these are engineers and scientists, untrained 
in law and patent matters. Much time will pass before they can turn out a high 
volume of dependable work; but to shorten the period of low production, the 
Office is giving, in addition to an extended training course similar to that given 
for so many years by Supervisor Wolcott and others, a new 7-day preliminary 
course. This covers briefly the nature of patents and the patent system, and the 
basic elements that make up the complete and dependable examination of a 
patent application throughout prosecution. New men now go to the examining 
divisions equipped with at least the vocabulary and understanding to give them 
a faster start in absorbing rapidly the skill which years of experience will bring. 
A few years from now, they will pull their own weight. Today, they have almost 
stopped our backlog from growing; but to actually reduce it, still more examiners 
mre needed. 

“Aware of this need, Congress has authorized the addition of some 200 more 
examiners in 1948. Can they be added? Highly qualified men willing to work 
for the salaries available have been hard to find. Until more adequate space is 
provided for the Patent Office, room for expansion is nonexistent. Given ade- 
quate space, funds, and personnel to utilize our full authorization of 900 examiner 
assistants, and time enough to bring them into fully effective production, you will 
see that backlog cut down.” 


“Advancement to upper grades has been accelerated somewhat, by bringing the exam- 
iner positions more closely into line with the Federal Classification Act. To offset the 
increase in cost of living now reported to be 63 percent above 1939, 1947 examiner salaries 
in the professional grades P-—2 through P-—6 compare with 1939 as follows: 


Annual salary | 


a es —} Increasi 
| 1939 1947 
Percent 
Assistant examiner, P-2 ‘ ; $2, 600 $3, 397 30.7 
Associate examiner, P-3 3, 200 4,149 29. 
Examiner, P-4 3, 800 4, 902 20.4 
Examiner, P-5 4, 600 5, 905 28. 4 
Primary examiner, P-6 5, 600 7, 102 27.{ 
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Al looked doubtful. ‘Later, I’m sure these new men can produce. But as I 
look back upon the years when I was in the Office and recall how I knew all the 
answers in 3 months, had doubts a year later, and finally after several years 
felt that maybe I was really beginning to know what I was doing, I realize 
that not for some years can these 400 or 500 new members of your 900-man 
examining corps turn out a large quantity of that high-grade work upon which 
we attorneys can rely. Meanwhile, this deplorable delay is a heavy and burden- 
some drag upon inventors, upon attorneys, upon industry.* Isn’t there some- 
thing that can be done now?” 

“What, for example?’ 

“Well, to be frank with you, I understand the examiners in 1941 were getting 
out an average of over 9 cases a week per man, while the average in 1946 was 
less than 7. I can’t help wondering somehow if the Patent Office is lying down 
on the job.” 

“It does look that way, doesn’t it? The same question has troubled many of 
us in the Office. Yet as I look about me, I doubt whether examiners have ever 
worked more conscientiously, effectively, or loyally. Is there a valid answer to 
this paradox? 

“T have used several weekends recently making up graphs from data in annual 
reports of the Patent Office and elsewhere, just to see what light they might give 
on the causes of the drop. The graphs and other information finally provided 
an answer which, although it is far from simple, seems both sound and 
complete.‘ 

“Some causes of what appears on the surface to be a drop in production are 
well recognized. As you know, difficult wartime conditions and division of the 
Office between Richmond and Washington until 1946 reduced efficiency. Matters 
arising under Public Law 690 and other war-born legislation in many cases 
require added time. The huge backlog itself causes added work, such as picking 
up forgotten threads in cases not seen in over 2 years, and making longer inter- 
ference searches. Assignment of primary examiners to help reduce the backlog 
of the Board of Appeals, allowing the assistant primaries less time for acting 
on cases, has reduced the output of cases. More recently, output of the most 
experienced men has been lowered by the need for aiding the new examiners. 
Yet I believe that all of these are minor causes, and that the major causes lie 
elsewhere. 

‘Besides those just mentioned, at least seven factors worked together to make 
the number of patents and the number of actions per man per week in 1946 and 
1947 the lowest on record. 

“The first four of these, namely, overcrowding, inexperienced examiners, in- 
creasing volume of literature to be searched and increasing complexity of cases 
are easily understood. The last three, the effect of which is not so readily 
realized, are the contraction of the examining corps during the war years, the 
extraordinarily high proportion of new cases in the workload, and the rising im- 
portance of validity in recent vears. 

“Let us look at the first one briefly. As you know, examining of patent applica- 
tions is work that requires intense concentration, freedom from noise and dis- 
traction. So long as the present crowded condition exists, so long as nearly 40 
percent more personnel occupy 20 percent less office space than before the war, 
the noise and confusion inevitable when interviews and conferences are prevalent 
in overcrowded rooms will continue to make continuous work impossible. 

“The importance of the second factor is apparent from the fact that about 
0 percent of the examining corps in 1941 had from 5 to 20 and more years of 
experience, while today nearly 40 percent have been with us less than 2 years. 


3“When the Office is behind in its work. it is a continual drag on the industries of the 
country.’ Annual Report of Patent Office to Secretary of Commerce, 1927. 

* See charts Nos. 1 and 2 on p. &2. 

5 See the following * 

®*This is no new discovery. The annual report of the Commissioner in 1925 stated: 
‘The examiners should not be so crowded together as at present. Effective work cannot 
be done in this manner.” 


Official reports as of | Nov. 10, 1941 Oct. 31, 1947 
—_—_—_— | 
Otisd Waes Coctped.. . . 55-5. ok ess | 189,477 square feet 150.617 square feet. 
Number of employees therein---~.-.----.---- 1,360 : 1,873. 
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“The third factor is the rapid lengthening of the field of search which must 
be made on each application as the years pass. The technical publications, the 
texts, the handbooks upon which we must rely so often for the knowledge of 
those skilled in the art multiply rapidly. The total of patents granted increases 
an average of 20 percent every 10 years.’ The increased length of search is often 
far greater than even this 20 percent would indicate, however ; for a high propor- 
tion of the applications now pending are in active arts wherein the number of 
patents has increased not merely by 20 percent, but by 100 and 200 percent in 
recent years.® 

“Closely related to (his third factor is the fourth, which involves the increasing 
proportion of very complex system cases, involving theories, methods, functions, 
and system arrangements, such as complicated automatic mechanisms and con- 
trols for modern industrial machines and processes, wholly impossible to search 
reliably by the good old orthodox method of scanning drawings. As applications, 
they are difficult to examine. As patents, they are difficult to search. This in- 
creased complexity, compounded upon the greatly increased number of patents 
and publications that must be searched, is a truly major cause for the decreased 
number of cases that can be handled adequately in a given time. Doesn't your 
own work as an attorney show these same factors of increasing difficulty?” 

“Definitely yes. In fact, I fear that these same factors are going to keep on 
growing, that the work involved in the sort of examination of applications which 
the American system has had in the past may become so great, So expensive, that 
we may have to give up examination as we know it, and adopt the registration 
system.” 

“You fear it; don’t a lot of people think it would be a good thing anyway?” 

“Some do; yes. Although, personally, I can’t see the sense in throwing the 
burden of ‘opposing’ an application upon thousands and thousands of engineers, 
inventors, attorneys, and industrialists who already have work enough of their 
own, when a few hundred men in Washington charged with this sole duty can 
put their whole time on it, probably at far less cost to the country. But you have 
told me about only 4 of those 7 factors you mentioned. What about the others?” 

“The fifth one is the shrinkage in the examining corps during the war. Ex- 
aminers, as you know, in time become specialists, experts in concentrated fields 
of knowledge. When nearly a quarter of its specialists were lost to the Office dur- 
ing the war period,” the remaining force had to take over their work, reading 
extensively to expand their own fields of knowledge, working cautiously to avoid 
mistakes, often in fields wholly unrelated to their previous work. From 1942 
until 1946 this greatly slowed their work and lowered output. 

“The sixth factor adversely affecting the number of actions per week during the 
1946-47 period involves the proportion of new cases to old in the docket of cases 
awaiting action by the Office; the proportion of newly filed applications, in which 
the first search is to be made, to cases which, having been rejected by the Office 
and amended by the applicant one or more times, are ready for the action which 
finally disposes of the case by issue of a patent or by abandonment.” Curiously 


TAn extensive study by Mr. M. F. Bailey, supervisory examiner of classification in the 
Patent Office, indicates that between the years 1925 and 1945, the number of items to be 
searched including foreign and domestic patents and technical publications increased 57 
percent. 

8 See the following: 


Patents 


T'ypical examples: General nature | Class | Subclass in 1940 1947 
Electrical ore detecting--. whanee idle dedaitceiae 175 182 170 347 
Mineral oils, cracking, digesting_...-.......-.------ wh aint oil 196 | 52 126 665 
POW er SOU OK GRO. 5 an pennsisnss naneriben nadia encanta cael 214 140 | 130 238 
Electron tube detector apparatus. -- ‘ Kalcbonniiae aie nd 250 27 | 707 1, 257 
Carbon compounds, acyclic amines. --.-....-.-.---.---.--.-- | 260 583 | 56 117 
Vehicles, friction spring devices. ......----- i ill aa eal 267 | 9 297 428 


®See chart No. 2. The graphs on this chart, which were prepared by the author for 
this article from official data collected by direction of the Commissioner, are correlated with 
the graphs of chart No. 1 to permit quick comparison. As the length of workweek varied 
from as low as 39 hours to as high as 48 hours during the period studied, the actions per 
man-week are all adjusted to a 40-hour-week basis. The sharpest drops in cases handled 
per man-week appear in 1934 and 1942, both years in which there was a marked drop in 
number of examiner assistants. 

1 On chart No. 2, see graph showing ratio of old cases handled to new. Except for the 
years 1933, 1934, and 1942, when the number of examiners was declining, the actions 
graph follows closely the old-new-ratio graph. 
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enough, dominant as this factor was in the 1946-47 period, I have found no evi- 
dence whatever that its important effect during the last quarter century has ever 
been noticed. 

“To see what that effect is, suppose we look first at the course in the Patent 
Office of an average application for a patent. In normal times, the normal course 
is something like this. An application is filed. Some months later, the first 
Office action is taken, probably rejecting as too broad some of the claims the in- 
ventor has made. Five or six months later, the inventor, or the applicant as you 
and I eall him, files an amendment restricting the scope of his claims. Some 
months after that, the Office rejects some claims as still too broad: but when the 
applicant narrows further by a second amendment several months after the 
second action by the Office, the Office finally disposes of the case either by 
allowing the narrowed claims and issuing a patent, or by finally rejecting if 
nothing patentable is found in the claims, whereupon the application becomes 
abandoned.” Final disposal of the average case follows its filing by from under 
2 years, when the Office is nearly current in its work, to 4 years or even more 
years after filing under the present conditions.” A few cases are concluded 
earlier than at the third action, as you know, and many later; but in general, 
cases maturing to the final disposal stage have averaged a fraction over three 
actions involving widely varying amounts of work. 

“The time needed for the first action because of the long search involved may 
be perhaps 8 hours. The time for the second is usually less, 4 or 5 hours for 
example. The final action, whether it is a final rejection or an allowance, 
usually takes little time if the same examiner has handled the case throughout 
prosecution, often less than an hour. It is self-evident that, as an examiner’s 
docket in a relatively difficult art moves toward one extreme of all old cases ready 
for final disposal or toward the other extreme of all new cases, an output of 
15 cases in the first situation might well require less effort than an output of 
5 in the second. The extremes, of course, would rarely if ever be reached: but 
to realize how widely the proportion of old cases to new cases in the docket 
can vary, consider the period 1940—43, which includes the year 1941 that you cited 

“As a result of a high volume of applications received during each of the 
years 1937, 1938, 1939, and 1940, the number of cases maturing for final disposal 
in 1941 was large. The volume of new applications was falling rapidly in that 
year, however, and in late 1941 hit the lowest point in a quarter century.” 
The cases handled in 1941, therefore, included an exceptionally low proportion 
of the more time-consuming first actions combined with a high proportion of 
the speedier final actions. The inevitable result was a notably high volume 
of cases handled per man per week and, compared with the low number of appli- 
cations arriving, a notably high volume of patents issued. The loss of experi- 
enced examiners from 1941 on caused the total of actions per man to drop sharply ; 
but the high relative volume of patents issued, which always results when a 
period of high volume of new applications is followed by a period of declining 
volume, continued to be felt until 1948, when exactly the reverse situation began 
to appear. 

“In 1943, the curve of new applications turned upward. It has been rising 
furiously ever since. This means, of course, that the number of first actions 
to be made now is extraordinarily high. At the same time, the number of 
cases filed during the war years and now maturing is the lowest in 30 years. 
The resulting abnormal proportion of new cases to old alone would be enough 
to make the average time per case abnormally high. This abnormally high 
average time per case is raised even further, however, because the huge volume 
of intervening new cases which must be acted upon before an older one is again 
reached for action results in a spreading-out effect. The applications received 
in a year, for example, mature over a much longer period. This further lowers 
the proportion of cases reached for final disposal and raises the proportion of 
new cases.“ The current unprecedented backlog with its resulting long delays, 





1 Some 5 to 10 percent of final rejections are appealed. 

2 Consequently, the patents issued in any given year reflect not the number of applica- 
tions filed in that same year, but rather those filed over a period some years before. 
The close conformity of the graphs of applications filed and of patents issued, modified 
by a 2- to 4-year offset, illustrates this. 

13 The volume sank even lower in 1942 and 1943. 

1%* This old-new ratio averaging nearly 3 to 1 in 1941 and 1942, dropped to about 1.3 to 1 
by June 1947. Because of a current drive to get off at least one action on new cases, it 
is now about 0.8 to 1. 
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inevitable because of the long interval between the arrival of so many new 
applications ever since 1943 and the arrival beginning in 1946 of enough new 
examiners to handle them,” has thus brought about the worst possible situation, 
with a fair probability that the fiscal year ending in June 1948, still reflecting 
the relatively low receipts in 1943, 1944, and 1945, may well find fewer than 
30,000 patents issued. This sixth factor has had an adverse effect on seeming 
low production never approached in the recent history of the Patent Office.” 

Al looked less doubtful now. “Looks sound to me. But before you go on to 
the last factor, why do you say ‘seeming’ low production? Compared with the 
9 actions per man-week and over 40,000 patents in 1941, isn’t a 1946 production 
of less than 7 actions per man-week and only 24,000 patents actual low pro- 
duction?” * 

“To answer that, let me ask you a question. The engineering college where 
you studied graduated only 50 men last year. Was that low production?” 

“Indeed not. In fact, the old school had the highest enrollment in its history. 
The only reason so few graduated was the small class that came in during the 
war. But the freshman and sophomore classes,—they’re practically sleeping in 
the park.” 

“Maybe the senior class that will graduate next year is small too?’ 

“Yes, the same situation as the class of 1947.” 

“Very well. There’s your answer. Due to the unfortunate lag in building 
up our staff to take care of the increased load and the resulting deplorable delay 
in reaching cases for action applications that were filed in the late war years 
will average nearly 4 years before final disposal, instead of less than 2 years, as 
has been the case in the past, and can be the case again soon, perhaps even by 
1949 or 1950 if enough examiners are available. The number of patents now 
‘graduating’ depends not upon how many applications are being filed now, but 
upon how many were filed 3 and 4 years ago, the lowest number, as a matter of 
fact in 25 years. 

“In summary then, the number of patents is low because the number of appli- 
cations now ‘graduating’ is low. The number of actions is low for the reasons 
we are discussing. This low number of patents issued in the current vear and 
this low current number of actions per man, like the few graduates at your 
school, are what I mean by ‘seeming’ production. But the actual production, 
the sum total of hard and effective work that will show up in higher figures 
later on, just as your graduating classes 2 and 3 and 4 years hence will show the 
hard work the professors are doing now, has never, I believe, been higher.” 

“T see what you mean. Now for the seventh factor you mentioned. What is 
that?” 

“It is a hard one to define, or statistically to evaluate. Call it a cycle, a 
trend. A trend toward reanimating the dear departed presumption of validity. 
A swing from emphasis on quantity to emphasis on quality, from the crate- 
maker’s philosophy to the cabinetmaker’s philosophy. A trend from the philos- 
ophy that enough work should be put into examining applications to result in 
patents which probably, as a rule, if not handled too roughly, will when liti- 
gated have a fair chance of holding up, to the philosophy that any patent issuing 
from the Office should be so competently searched and so clearly definitive of an 
unmistakable invention that litigation is seldom ever begun. 

“Do you remember the situation of the Patent Office in the late twenties? 
A sudden pileup of cases beyond the capacity of the Office to handle, resulting in 
long delays and a backlog that wasn’t reduced below 100,000 until 1931? And 
all through that period, the drives, the exhortations, the quotas, the constant 
pressure to get out more cases? Not to cut down on the thoroughness, of course, 
but still, somehow, get out more cases? Understaffed and plagued by a backlog 
that never dropped far below 40,000, the Office continuously emphasized quantity, 
until finally in the late thirties, this emphasis showed symptoms of change. 

“It was the years beginning in the late thirties that brought savage attacks 
on the patent system. The long-established presumption of validity had devel- 
oped a marked anemia. Courts, speakers, writers began to intimate that a 
higher standard of patentability should be established, and an ominous ‘flash 
of genius’ crackled across the patent skies. 


1% Compare graphs of examiner assistants (chart 2) and applications filed (chart 1). 

1% The number of patents issued is, of course, only that part of the cases disposed of 
which are published. In 1946, when about 24,000 patents issued. final actions in 13,000 
additional cases resulted in abandonment, for a total of some 37,000 final disposals. See 
chart 1 graph showing total of all cases, both allowed and abandoned. 
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“Perhaps this barrage of criticism arose partially as a result of the emphasis 
within the Office on more patents instead of on valid patents and as a result of 
the sad state of the presumption of validity which followed upon the neglect of 
quality that undesirably but inevitably resulted from this continuing emphasis 
on quantity. Perhaps, on the contrary, it was mere coincidence. Whatever the 
reason, there began to appear in the late thirties a feeling among examiners and 
others that patents had better be improved, or else. The damage that too many 
invalid patents were doing to the patent system and to industry became widely 
acknowledged. Directions were given in the Office to make first actions and 
searches more thorough, even though it might take more time. It was indicated 
that if extra hours on the first action could reduce the number of actions and the 
total time needed to bring an application to issue and produce a better patent, 
the extra hours were in order. The longer average time per action would result 
in a lower seeming production of fewer actions per week; but the actual produc- 
tion, because of less total time per patent and more valid patents, would be 
better. 

“It was about that time too that a member of the Board of Interference 
Examiners said to me, ‘If I were back examining applications now, I’d pay a lot 
more attention to whether the claims are definite enough, whether they fully 
comply with R. S. 4888. If examiners would pay more attention to what some 
of these vague claims we get really could mean, and maybe search a little longer 
before saying the claims are patentable, a lot of claims would not be allowed. 
A lot of interferences would never be set up. The proportion of valid patents 
would be higher; and Office and inventors would all be saved a lot of work and 
expense.’ A member of the Board of Appeals told me, ‘Examiners in their state- 
ments ought to take time to explain a little more about the background of the 
invention and the problem involved, and a little more about the recognized 
equivalents in their arts which they apparently know of but seldom take time 
to look up and put into the record. If they would do that, instead of assuming 
that we on the Board are experts in arts we may never have seen or heard 
of before, more final rejections would be affirmed and fewer bad patents issued.’ 

“This type of approach, taking more time per action on each case but leading to 
better patents and higher overall efficiency, was approved and encouraged. Less 
and less emphasis was laid on quantity. Quotas were seldom mentioned ; and in 
1945, the Commissioner issued a memorandum which abolished quotas as a 
criterion of performance because of their effect in emphasizing quantity rather 
than quality, and charged the primary examiners with responsibility for giving 
properly balanced consideration to both quality and quantity. 

“This seventh factor, this trend toward more thorough and more efficient 
actions, lowered the number of actions or ‘seeming’ production even while the 
actual production was being increased, It is 2 factor which has had a sub- 
stantial if not readily visible effect.” 

Al’s reaction to this was fast. “Not in all cases,” he said. “Some of the actions 
I get show that the get-’em-out-somehow spirit of the early thirties still exists. 
Yet most of my cases have been more carefully handled in recent years. Some 
recent actions which seemed not up to par were by examiners I did not know, 
quite possibly some of them new in the Office. I believe I agree with you that 
this last factor, even though hard to measure, has in many cases and on the 
whole been an important one. 

“No one alone of the dozen or so factors you have listed would explain the 
drop in what you call ‘seeming’ production. But taken together, each cumula- 
tive with all of the others—I begin to wonder whether the 1946-47 volume of 
cases per man may have been too high. Such a high volume may have indicated 
that good searches, so essential to validity, were being dangerously skimped. 

“You discourage me, though. Are all these things going to keep on making 
examinations take longer and longer, with backlog and delays getting worse and 
worse? Or is there a chance of getting back toward the 1941 situation you spoke 
of, when the number of patents issued and cases handled was high, when back- 
log and delay were less than half what they are now?” 

“There is not merely a chance; there is certainty. We are on our way back 
right now. We are slowly getting more space and more examiners. As the 
Board is catching up on its docket and the number of primary examiners needed 
there may soon be less, assistant primary examiners may be able to put in more 
time examining applications. Furthermore, because the new examiners are 
learning fast and need less help from other examiners as the months pass, the 
output of both old and new examiners steadily improves. 


68832—56——_9 











80 AMERICAN PATENT SYSTEM 


“The third and fourth factors I mentioned, namely, increasing field of search 
and increasing complexity of both applications and patents, are probably irrever- 
sible. The fields of human knowledge will continue to expand, and the propor- 
tion of complex cases may continue to increase. But the fifth and sixth factors 
are already beginning to work with us instead of against us. 

“The fifth factor, you will recall, involves the slowed work and lowered output 
which results from the continuing study and research necessary when examiners 
have to broaden their work to cover larger and previously unfamiliar fields. 
When the examining corps expands, of course, the opposite occurs. As new 
examiners become expert in those portions of the arts which are transferred 
to them from older examiners, each one of the enlarged corps of examiners will 
be able to concentrate his work in a smaller field. He will be able to curtail 
greatly both the amount of expanding study and research necessary and the 
average amount of time spent per case. This factor is just beginning to increase 
the average number of cases each man can handle.” 

“The sixth factor, the relative proportion of new cases and old, is just passing 
its worst point, and very soon will be operating in our favor. I said earlier 
that perhaps fewer than 30,000 patents will issue in 1948 because of the few 
applications filed in the war years. Late in 1948 and in 1949, the graphs of 
past and present trends indicate, there will come a rapid rise in the number 
of patents issued, and a lower proportion of new cases to be acted upon. The 
graphs predict that the end of the fiscal year 1949 may find the number of 
cases handled per man-week automatically moving on toward 8, and the number 
of patents rising possibly to above 50,000. There will come, too, a large decrease 
in the delay between the filing or amendment of a case and the time it is reached 
for action.” 

“Does that mean that we attorneys may expect the backlez to drop imme- 
diately?” 

“Yes, and no. Past experience suggests that if we were current in our work, 
a force of about 800 examiner assistants handling the present incoming load 
would keep us current. With 900 examiner assistants, therefore, we can start 
cutting down on the backlog. 

“To see the effect on the backlog, notice first that a backlog has two aspects, 
that of volume, and that of delay. Because so high a proportion of the cases 
handled now are new cases and practically all new cases are amended at least 
once, the expected increase in number of actions now will simply mean an 
equally increased number of receipts of amended cases 6 months from now. 
With receipts of new cases and amendments continuing during the intervening 
period at their present rate, this may mean actually an increase in volume of 
backlog a year from now. Not until these applications are finally disposed of, 
most often on the third action, will the volume of backlog drop steeply. Only 
the delay will begin to decrease immediately. Given then a force of 900 or 
more examiner assistants and space in which they can work, the delay aspect 
of backlog will begin to decrease immediately; and the volume of backlog will 
be dropping moderately by late 1948 and steeply a year later. 

“The answer to your question as to whether ‘something can be done now’ 
seems then to be this. If we wish to maintain or improve the quality of actions 
and have patents free from the criticism of the past decade, we can cut the 
backlog deeply by 1950, or sooner if the number of examiners above the 800 
necessary to break even is somewhat increased. If, however, under the distress 
ot a condition which by 12 months from now will be starting to improve, we 
frantically swing the emphasis back toward quantity as certain portents now 
suggest, we could cut the backlog somewhat sooner. But would the patent 
system survive another such attack as followed the similar swing toward 
quantity and, inevitably, away from validity, back in the early thirties?’ 

“What do you mean when you say, ‘Certain portents suggest’ ?” 

“T mean that the symptoms of the late twenties are reappearing. The 
exhortations to increase output again show traces of an unrealistic and faintly 
panicky intensity; always, of course, with the proviso that the quality of the 
action must not be reduced, an insistence which, while unquestionably wholly 
sincere in motive, is oddly suggestive of whistling in the dark. The question 
many examiners are asking is not whether reasonable quality is desired, but 
whether, if an increased volume of cases handled is insisted upon at this time 





17 Note from chart 2 that in 1932-33, after the new examiners added in 1929-31 had 
gained experience, the expansion in number of examiners resulted in an increase in actions 
per man-week. 
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and under present conditions, maintenance of a standard of examination which 
results in any presumption of validity is possible. 

“Look back for a moment at the various causes of the drop in patents issued 
and in actions per man and judge what their effect will be over the next 9 months. 
Two hundred wholly new men are due to arrive, if we can find them. Over- 
crowding, until much more space is found, will be even worse. The latest 
arrivals will still be in their period of initial low production. The literature 
to be searched will be steadily increasing. 

“Other factors, fortunately, are slowly turning in our favor; yet in the light 
of the highly experienced examiners of 1941 compared with the over 40 percent 
inexperienced examiners of 1947 and of the 1941 low, proportion of time-consum- 
ing new cases compared with the phenomenally high proportion of such cases 
handled in 1946 and 1947, the drop in production is clearly justified. In fact, 
combined with the other causes still operating, these factors fully warrant your 
questioning whether, under today’s conditions, even the existing number of 
cases handled may be_so high as to indicate that under pressure for increased 
‘production,’ the searches so vital to good patents are being dangerously curtailed.” 

“God help us if that happens,” Al interjected. “Do you know that an in- 
creasing proportion of my work lately has been defending some of my clients 
against harassment by the holders of those very patents of the thirties you were 
talking about? Patents are supposed to be for inventions. When they are 
granted on some trivial change in design just because the examiner was not 
allowed time to do an honest and reasonably thorough job on the case, the 
result is nothing but trouble.* 

“Look at what happens when you combine such handing of applications with 
the reasonable doubt doctrine. In the first place, I might say, where the rights 
of 1 inventor are to be balanced against the rights of 140 million other Ameri- 
cans to whom the accrued fields of knowledge belong, I’ve never been able to see 
why in the world reasonable doubts about what is invention should be resolved 
against the 140 million and in favor of the 1. When you give the applicant not 
only the benefit of reasonable doubt but also the dubious benefit of an unreason- 
ably skimped search, it seems to me you are both defrauding the inventor and 
making trouble for the other 140 million. The progress of science and the arts 
is not advanced. It is hampered.” 

“When I get a man a patent, I want it to be not just a pretty paper that won’t 
be worth a dime in court, but a valid patent. No, sir; the job of the Patent 
Office is not just to get out patents. It is to issue valid patents, for contributions 
to the progress of science and the arts that are clearly inventions. Issuing shaky 
patents based upon skimped searches is one way of cutting backlog I do not 
want to see. 

“I suppose there are ways we attorneys can help lighten your load, as by 
cutting some of the fat out of our specifications and claims,” by making a sincere 
effort to advance the case as far as possible toward issue with each amendment 
we file, and in other ways that have been stated before. Provided, the examiners 
take time to do the same, that is; for let me tell you, nothing burns me up more 
than having an obviously superficial and hasty action in reply to an amendment 
I have really labored over. Nothing, that is, except having cited in the fourth 
action a reference which a reasonable search would have turned up in the 
beginning. But we were talking about what the Office, rather than the attorneys, 
could do to reduce the backlog. Aren’t there ways the Patent Office could in- 
crease production without damaging the resulting patents?” 

“Within limits, yes. Suppose we look at what ways there might be. Basically, 
of course, there are only three. They are to increase the time of work; to in- 
crease the pace of mental activity, the intensity of effort during the time worked; 
and to eliminate from the content of work done both needless duplication of 





148 The Office has seemed to be improving in this respect. The proportion of applications 
abandoned, which averaged below 30 percent from 1935 through 1944, rose to 32 percent 
in 1945, 36 percent in 1946, and 41 percent in 1947. Tightening of Office standards of 
inventions and more thorough work to prevent the issuance of such patents based upon 
“some trivial change in design” seems the most likely explanation. 

19 “While the primary function of the Patent Office is to grant valid patents, an equally 
important duty is to prevent the grant of invalid patents to delay and hamper legitimate 
industry.” Annual Report of the Commissioner, 1925. 

*®One of the attorneys who urged the publication of this material strongly contends 
that the number of claims covered by the first filing fee should be limited to five, with $5 
or more for each additional claim. The load on the Office, he contends, would thereby be 
sharply reduced, certain objectionable features of the patent system as it exists would be 
removed, and the worthwhile objectives of the patent system would be better accomplished. 
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effort and those desirable but not wholly essential items which may be omitted 
without appreciably increasing the possibility that the patent may be invalid. 

“Can the time of work be increased, either within or beyond the regular 40- 
hour week? As in every large organization, there are some people who, while 
they would never think of stealing the Government’s money, would not hesitate 
to ‘borrow’ a little time now and then for catching up on the morning news 
or for stretching the lunch period to get in a little shopping. The proportion is 
not large; and since all supervisors are under strict and continuing orders to 
see that all employees put in their full 40 hours a week, it is believed that no 
measurable gain can be accomplished in this direction. 
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“Beyond the 40-hour week, overtime work is a possibility. However, the 48- 
hour week during the war when compared with the current shorter workweek 
does not seem to have produced a commensurate gain in output, because of 
slowed rate of work resulting from greater fatigue or other causes. Further, 
when the most experienced and valuable examines find that ‘time-and-a-half’ 
pay for overtime work turns out to be considerably less than their regular hourly 
rate, less in fact than they would frequently have to pay laborers for doing 
work they themselves would otherwise be doing at home, the resulting sense of 
unfairness might not improve either morale or production too much.” For 
these or perhaps other reasons, the administration of the Office has apparently 
felt it unwise to resort to overtime work as the solution of the backlog problem. 

“As to the second possibility, the intensity of effort, the mental pace of search- 
ing, thinking, and writing can be stepped up within limits, at least pending the 
arrival of chronic ulcers or heart failure. The continuous pressure in this di- 
rection has already brought many examiners toward the state typified by the 
remark of one examiner, ‘My wife says I’ve been so jittery lately that I’m get- 


21 For example, typical official rates for the more experienced examiners, most of whom 
have degrees both in science or engineering and in law, are as follows: 








Total over- 
} Regular : 
Grade a time hourly 
hourly rate rate 
Pe nccttennncpensedacnce}enschnn ncadeaitenssinnkGaednéibawedbeelse $3. 41 $1. 51 
Prin ccccwccccccccccccccceconcccconeneconssesccosatonesactascusessesscs 2. 84 1. 61 
Ph, ccc ccwcwecccccccnceccccccesccnsnsesccsscncsdscosesuencccess cnceeces | 2. 36 1.79 


PD h nooks ccc neocons ce cdccccedssdwtopeeneeptndsssdéasienaessaes 1.99 1. 93 
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ting hard to live with.’ I believe that no substantial gain remains to be ac- 
complished here. 

“The third possibility of increasing the number of cases per man, beyond the 
uncontrollable cyclic factors we were speaking of earlier, lies in eliminating need- 
less duplication of effort and in ‘eutting corners.’ 

“The Commissioner welcomes eagerly any suggestions along this line. He 
has already authorized certain procedural changes and passed on to the ex- 
aminers those suggestions found meritorious. He has indicated that he plans 
to continue his efforts in this respect. For the most part the suggestions appear 
to reflect improved practices already existing in some divisions but not in all. 
Their total effect will be helpful, but probably will be small because most of 
the examiners, by and large a highly intelligent and hard-working lot, have 
already eliminated duplication and whittled away nonessential corners to the 
point where few expendable corners are left.22 

“Further, things which may help output at the moment but will unquestionably 
hamper the work of future examiners are occurring. Technical lectures to keep 
examiners in touch with current developments have been severely curtailed. 
Reading and filing of excerpts from current technical literature, essential not 
only for the same purposes as the lectures but also tor use in searches in 
relation to future applications, are being skimped. Reading and making notes 
of pertinent disclosures on patents received for filing, a practice found immensely 
helpful for shortening searches in the past, is being discontinued by many 
examiners for lack of time. Other corner-cutting operations of highly debatable 
wisdom are already occurring. 

“Beyond these, can actions per man be further increased? Only by cutting 
down on the searches. Yet instructions have been clear not to reduce quality 
of searches. What is the result? 

“It is the result usual when people are urged to travel in two opposite and 
irreconcilable directions. Where the pressure points, they go. To illustrate 
current thinking within the Office, let me quote a few comments I have heard 
recently. 

“Mr. H, a conscientious assistant primary: ‘I’d like to increase my output 
of cases as he asks—but I’ve already done all I know how to do to increase it. 
I see no way of increasing it further, unless validity doesn’t count.’ 

“Mr. L, a P-5 examiner: ‘If they tell me I ought to get out eight cases a week, 
I'll do it of course. But I’d hate to buy a house with a title search no better 
than the kind of search that can be made on my cases in the time they allow.’ 

“Mr. X, a primary examiner: ‘While no one has actually said so, it looks 
to me as though they think that anyone who goes outside his own division, even 
if he knows of places he should search, is doing too good a job.’ 

“Mr. W, one of the many new men recently transferred from other Government 
agencies: ‘From what I’ve seen, and the other boys say, there isn’t an organi- 
zation in Government anywhere that is doing a finer and better balanced job. 
What is all the wailing about? 

“A member of the Board of Appeals, after sending a case back to the examiner 
for rejection on a substantial ground instead of on a technical ground: ‘He just 
wanted to get off an action.’ And, ‘There are plenty of instances of reversing 
a rejection “on the references cited” where we believe that if the examiner 
had felt he could take time to look, he would have cited added art which would 
show his rejection correct.’ 

“Mr. B, another P—5 examiner: ‘Right now, the Office reminds me of the re- 
sourceful lad who decided he could carry a cow if he practiced on it every day 
from the time it was a calf. When he found the load getting beyond him, he 
decided to cut a few corners. First the horns went; then a leg; at last the head; 
but he suddenly realized it wasn’t a cow any longer. The Office has carried a 
steadily increasing load of granting patents. We’ve cut off the horns. We're 
trimming off a leg now, though maybe the patents will still be able to stand up 
with a little bolstering and gentle handling. But if we cut searches further— 
they just won’t be patents any longer!’ 





2An exception perhaps more apparent than real is this. The mind of the individual 
is a tool. Like a complicated machine, it works in long accustomed ways. The efficiency 
of its processes and procedures often can be greatly improved under the guidance of 
experts highly skilled in this field; but to achieve a radical re-forming of mental processes 
without external aid is for most minds so difficult as to be nearly impossible. Any 
hope that mere pressure for increased volume of output would achieve unaided such a 
difficult result as this rather than the easier result of curtailing searches would seem 
based upon inadequate recognition of some of the most basic facts of human nature, 
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“These comments are typical of many—bits of smoke showing the drift of a 
wind not yet of gale force but well worth watching. 

“The situation in the Patent Office as I see it is this. Comparing what I have 
called the seeming production of the past year with the last prewar year of 
1941, the administration found figures showing a sharp drop in cases handled. 
The fact that all favorable factors, most of them beyond the control of the 
Office, converged on the year 1941, the last prewar or normal year which naturally 
was taken as the basis for comparison, was not appreciated. Similarly, the fact 
that all the uncontrollable adverse factors converged on the 1946 period escaped 
notice. With the drop in cases handled an unexplained mystery and with the 
country in no mood to tolerate any appearance of inefficiency, the administration 
has perhaps been understandably fearful of criticism. The remedy, however, 
lies not in attempting to turn out now an increased number of shoddy and 
superficial actions for the purpose of presenting a false front of accomplishment, 
but in realizing and presenting the truth. 

“The blame for the present condition of our backlog lies neither in the opera- 
tion of the Office nor in the nature of the American patent system. It lies entirely 
in the past delay, possibly not wholly avoidable at the time, in expanding our 
staff to handle the tremendously increased load. The condition is even now in 
the process of being cured. Perhaps 800 examiner assistants will be needed to 
earry our current load, assuming no further increase in the rate of filing new 
applications.” How many examiners we have above that number will largely 
determine the rate at which the backlog will be cut down. 

“What then lies ahead? The Patent Office basically does not decide the poli- 
cies. These are decided by the people through their agency the Congress. It is 
the duty of the Patent Office as a part of the Department of Commerce to present 
to Congress the true picture of the alternatives we face and of their effect upon 
industry, upon the patent system, upon America’s 140 million citizens. 

“That picture is this. The Patent Office now has a tremendous backlog of 
work that involves deplorable and damaging delays. It arose not through any 
laxity of work, but through the delay in expanding the examining corps to 
handle vastly increased work. As to what shall be done about it, there are two 
ways out. 

“One is to drop the quality of searches, vitiate again the presumption of 
validity, perhaps even go over to a registration system, in order that the advan- 
tage of quick disposal of our backlog may be gained. 

“The other alternative is for all involved to grit their teeth and hold on a 
little longer, until the Office, working as rapidly as the number of examiners and 
the desired standards of quality permit, has pulled out of the present jam. The 
examining corps, by direction of Commissioner Kingsland, is concentrating first 
on new cases so that inventors will have more quickly some initial idea at least 
as to whether their inventions may be patentable. The drive on amended cases 
which will follow should see the backlog problem well on its way toward solu- 
tion. 

“Tf the people of this country want to maintain the advantages of the examina- 
tion system, if they, through their representatives in Congress, realize that the 
present mess is not a fault of the system, but merely a sick condition arising from 
a temporary shortage of examiners in 1944-48 which can be well on the way toa 
cure within 2 years—if rosy optimism and panicky hysteria alike can give way to 
steady and honest realism—the system will soon be strong and well again, serv- 
ing in truth to advance the progress of science and the arts.” 


Mr. Wurrmore. Dr. Whitmore is a very unfamiliar sound used only 
in self-defense in university circles. 

I don’t think much comment is necessary on the article which will 
be in the record. As I read through it last night, the circumstances 
with which it dealt at that time are amazingly close to the circum- 
stances today. The causes for the backlog, the tremendous pileup of 
unfinished work, are almost identical. A few of the wartime factors 





In the similar 1920-32 period of intensely active technical development, applica- 
tions averaged about 80,000 per pear, with the number of examiner assistants averaging 
not far from 600. Allowing for increasing complexity of the work and a correspondingly 
increased force of classification examiners to keep the enormous masses of technical infor- 
mation in shape for the most rapid and effective searches possible, this figure for examiner 
assistants seems adequate to keep the work current, once the backlog is wined out. 
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have changed but other factors are almost identical. The parallel 
between the factors there mentioned, the causes and the suggested 
cures, many of them are as applicable today as they were then, strik- 
ingly similar. 

And the Commissioner’s report for the Patent Office for the current 
fiscal year adopts and carries forward the requirements for the pro- 
gram that are pointed out there. He will speak this afternoon and 
in the report which he will give, which he has graciously given me 2 
copy of, many of the things which the examiners know through daily 
contact are strikingly emphasized . 

To most of that report we can only say a hearty amen. I would like 
to make only 3 or 4 points, which seem to me and to the members of 
the society to be important. 

First I would like to answer a question which was asked, “Will the 
examiners say practically the same as the Commissioner says? Won't 
the Commissioners speak for the examiner?” The answer is, “Not 
necessarily.” The examiners are people who see in their daily work 
the things that hold them up. Why can’t I get this out faster? 
Why can’t I do a better job for the inventor? In many instances 
they are not in a position to do anything about it. They don’t have 
the responsibility to the administration that the Commissioner has. 
Their responsibility is a narrow one, to do a good job in getting out 
applications. 

So they see some things from a slightly different viewpoint. Many 
they agree on heartily with the Commissioner. Many of the things 
which can improve administration within the Office, which is the only 
problem we are dealing with as a Society at the moment, the Commis- 
sioner has accomplished by administrative operation ; and I believe the 
examining corps will agree with me in saying that no commissioner 
in recent years within our knowledge has been more eager or more 
conscientious in making such changes as are administratively 
possible to improve the operation of the Office, make it more effective, 
more helpful to attorneys, inventors, and everybody involved. 

There are some changes, however, that are beyond his power. Some 
changes are possible only through legislation. Two or three of these 
I should like to say a hearty amen to have been emphasized by 
others. Mr. Ballard for the NAM said he felt there was a need 
for greater emphasis on the fact that the patent system is dominantly 
for the public, not for the inventors or the manufacturers but for the 
public as a whole. 

I have sensed and others have sensed sometimes a feeling that the 
Patent Office was primarily for the benefit of inventors. I think that 
overlooks the fundamental purpose of the patent system. It is for 
inventors insofar as they contribute to the public good. That is some- 
thing that we might well bear more often in mind. 

A second point was emphasized by Congressman Lanham and that 
is that no one-year cure can produce the long-term benefit needed for 
the greater effectiveness of the patent system. 

It is a long term thing. It is a matter that takes 5 or 10 years to 
accomplish and only insofar as the Congress realizes that, does not 
attempt to solve it in 1 or 2 years but sets up a long term program 
and does everything needed to carry out that tenn term program can 
the necessary changes be effected. 
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That second point is the necessity for a long term program carefully 
planned and carried out year by year. 

Another point which the Commissioner will cover and which per- 
haps has already been discussed in connection with other legislation is 
the tremendous need for greater classification. I think anyone who has 
had experience as an examiner realizes that a great deal more time and 
money spent on classification of all that has been done in the sciences 
in the past will so narrow the field of research which each examiner 
must go into that a great amount of time and money can be saved in 
the actual examination of cases. 

That is the purpose of the classification system and I think it is 
the unanimous fanaa that more time and money spent on classifica- 
tion will be immensely helpful in saving in other respects. I think 
the Commissioner’s talk will go a little more fully into that. 

But to the examiners that is tremendously important. 

Another thing which the Commissioner has spoken of, and I think, 
Mr. ceo aay you also have mentioned, is the difficulty which the 
Office faces in holding its older and more experienced examiners. 
Under present conditions, a man coming into the Office, progressing 
upwards to a GS-12, may in the course of 6 years receive approxi- 
mately between seven and eight thousand dollars. If he remains for 
16 more years, under present conditions he may hope to get as much 
as a thousand dollars more at the end of 22 years than he was getting 
at the end of 6. 

For a man 6 years out of college, having a wife, 2 or 3 children per- 
haps, to face the prospect that 15 years hence he wil) be getting only é 
thousand dollars more than he is now, when he will have children te 
send to college to educate and the cost is $2,000 a year to educate one 
child if you try to do it—the child may help—it is an impossible situa- 
tion. So the young man, realizing that 15 years from now, under 
present policy and legislation, he just cannot get enough to send 
his children to get the education he had, necessarily turns to the out- 
side. He goes out, he finds Bell Labs or Radio Corp. or any of the 
other thousands of companies and attorneys around the country of- 
fering right now eight or nine thousand dollars, which is the most 
he can hope to get unless he goes on to administrative work in 15 to 
20 years in the office, they are telling him that within a matter of 10 
yet irs, if he is any good at all, he will be worth $15,000. 

A man in fairness to his own family cannot refuse that sort of 
offer, regardless of how much he might wish to remain with the Patent 
Office. 

There are many men who would like to stay in the Patent Office 
who simply can’t do it in justice to their families because long-term 

salary levels will not go high enough to permit them to give to their 
children even the education their own jobs require. 

I don’t know what the remedy is. A committee of the society is 
looking into that now. There is always a possibility that there may 
be a change in the Classification Act. You folks in the Senate and 
House have run into some difficulties on that score within the last year. 
Maybe there can be changes made when the need for the change is 
realized. 

Possibly some system may be set up such as that set up for hearing 
examiners in the Civil Service Commission where they have highly 
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intelligent and trained men to meet the needs of the job which are 
very tough. 

Another possibility which we have discussed is the one which has 
been discussed in Congress also, the need for a change in the Classi- 
fication Act in the direction of making salary levels not absolute, but 
setting limits within which a salary board, studying salaries outside 
and in industry and in other Government agencies, may say that for 
the effective retaining of examiners, for a life career in the Office 
using them when they are most valuable, keeping them during their 
useful years, we must have these higher salary levels. Another possi- 
bility then would exist if the ( ‘lassification Act were revised to make 
salary levels adjustable within the prescribed limits. That is a 
problem which needs legislative solution and anything you folks 

can do up here, the Patent Office will immensely benefit from. 

The last point I want to make spotlights a problem and a body of 
comment which perhaps no other organization, no individuals, can 
make with such clarity and deep conviction as the members of the 
society, because we see it in our daily work, and that is this. 

It enters into three of the questions, Mr. Chairman, which are in your 
opening remarks. Your third question is, What is the underlying 
reason for the high mortality of patents and what can be done to 
remedy it? 

Your fourth point, can the cost of litigation be reduced? The sixth, 
of course, relates to Patent Office administration. 

Fundamentally the problem is this. Applications come into the 
Patent Office from inventors who want patents as quickly as possible. 
Congress has said to the Patent Office, you may have this much money. 
So by force of circumstance, the Commissioner has to say to the Office, 
we have this much money, we have this much work to do, we have 
to do the work as best we can within the limits of the money available. 

And if we have only enough money so that each man can put 15 hours 
on a case, or 12 hours or 10 hours or 6 hours, if that is all the money 
we have, then we just have to average out and quit when the time 
allotted any one case runs out. 

It is a matter of common knowledge that the examiners are highly 
conscientious individuals. Many of them feel, many of them in high 
places fee), that we cannot conscientiously do the kind of work that 
will turn out patents that will hold up in court until more time is 
available to do a more thorough job. We will do the best we can. I 
have never known a more conscientious group. 

Senator O’ManoneEy. Has the Budget Bureau opened its ears to 
your plea? 

Mr. Wuirmore. I believe, Mr. Chairman, that the Commissioner 
has spoken to the utmost limit which he feels that he can within the 
limitations of his administrative position. 

Senator O’Manonry. I am sure the Commissioner will welcome the 
opportunity on the invitation of the chairman to discuss the problem 
of the Patent Office with the Bureau of the Budget. We know, of 
course, that the Bureau of the Budget places its ceilings upon every 
bureau of Government and you are forbidden to—the word “lobby” is 
used—to lobby the Congress to get more money than the Budget 
Bureau allows you. 
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Of course, you are always free whenever a Member of Congress asks 
for specific information to tell the committee what you have ‘asked the 
Bureau of the Budget to give you. 

That is the only way we can get a real picture of the needs of the 
Bureau from the point of view of the men in command of the opera- 
tions of the Bureau. 

I say that just so that you may have it in your mind when you come 
to talk, not to invite you to talk now unless you desire to. 

Mr. W atson. I could extend a cordial invitation to you to attend 
a hearing on Thursday morning this week before the Bureau of the 
Budget along with myself and others from the Patent Office. 

Senator O’Manoney. Have you that authority ? 

Mr. Watson. I don’t know. 

Senator O’Manoney. I think there is an Iron Curtain there, Mr. 
Commissioner. 

Mr. Watson. Maybe so. 

Mr. Wuirmore. The question comes down to this. If you want a 
house you will say to the contractor for how much can you build mea 
house? The contractor says, how much of a house do you want? When 
it comes to the question of how good is a patent, we can only say that 
it is as good as Congress feels it “should be and provides money to pay 
for it. We will do as good a job as we possibly can. I know A ge 
more conscientious group, no group that suffered more when they feel 
that they must of necessity stop short of doing a proper job. It is 
a problem that is not capable of easy solution or discussion. If the 
committee intends to give more time later to details of such things, 
the society will be glad to cooperate in giving information. There 
are studies we have made that don’t need to be introduced now. How 
good is a patent, how good must a patent be to have a greater percent- 
age sustained in cour ts? I think that involves two decisions. 

“FE irst, it is up to Congress to say how good patents shall be. Second, 
it is up to Congress to say, once 1t has set the standard, “We will give 
you money enough to accomplish this standard.” And I assure you 
that the examiners will go all the way in trying to do as good a job 
as the Congress will permit. 

That is all. 

Senator O’Manonry. Mr. Whitmore, are we to draw the conclu- 
sion from what you say either (1) that patents are hurriedly issued 
without sufficient study or that (2) because there is not time and 
money enough to make a thorough examination the work is delayed 
and the backlog built up. W hich is the result ? 

Mr. Wuirmore. I would say that the building up of the backlog 
is a result of the conscious feeling of every examiner at every level, the 
man who does the work and on through the Commissioner, that we 
should do a good, conscientious job; and it is in ende savoring to do 
that, and not to do the quick, superticial approach just for the sake 
of progress, that we find ourselves so far behind. 

The backlog is largely a result of trying to do an honest job that 
will be the right thing for everybody. 

Senator O’Manonry. Then you do not want to suggest that patents 
are issued prematurely and hastily and after inadequate examination 
because of the desire to get them out? 
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Mr. Wurrmore. In general I do not wish to suggest any such thing. 
The only thing I say is that the pressure to get them out is very hard 
to resist and that we are doing the best we can, and it is only because 
we are trying to do such a conscientious job that we are so far behind. 

A yes or no answer to that might be misleading. May I add this. 
There are some in the Office who would say simply and flatly that 
we are turning out the best patents which the present circumstances 
per mit. 

There are others, including most of the more experienced examiners, 
who would say that while the great majority of patents are issued 
after adequately thorough examination and in accordance with a 
reasonably high standard, the many causes of pressure in the Office 
under present circumstances do nlcetien e the necessity of being con- 
stantly on guard against any weakening of this reasonably high 
standard, if the standard is to be maintained. 

Senator O’Manonry. One of our questions concerns the tendency, 
or the alleged tendency, of the courts to hold patents invalid. 

Mr. Wuirmore. Exactly, that is the point. 

Senator O’Manoney. So I desire to know what your opinion is and 
that of your fellow examiners as to whether or not the work in the 
Patent Office is so hasty that the courts are right and you are wrong. 

Mr. Wuirmore. I don’t think any single answer can be given. I 
think it is a matter of degree. I would like to quote, if I may, one 
conversation with former Commissioner Ooms. 

In 1947, at that time, there was criticism in Congress because cer- 
tain figures seemed to indicate that the Office was not doing so good 
a job. ‘There were fewer patents being issued. The order came down 
“We will have to get out more actions.” I had an appointment with 
Commissioner Ooms and we talked about th: at question. What is 
the effect ; going to be? 3 If we get out more actions, will it inevitably 
weaken the work that goes into each patent or can you accomplish it 
by eliminating some needless things? Can we cut out questioning 
formal effects? Can it be done? He said, frankly, “I don’t think it 
can. It seems to me that there is an explanation of why the Office is 
turning out numerically fewer patents, but I have not been able to 
find the answer.” He had been in the Office 2 years, and you just can’t 
learn everything about the inner workings of an office within 2 years. 
But, said he, if C ongress wont give us any more money we will have 
They are going to say this isn’t a real need that you are showing us; 
it is just because you won’t eliminate the inefficiencies.” 

He said, “I don’t think it is. As I go around the Office I see these 
fellows working hard. I think there is a logical basic reason for it. 
But,” said he, “if Congress won’t give us any more money we W ill have 
to do it, and hope that ‘the results will not be too bad.” 

That is the reason that this article that Mr. Wahl introduced was 
written, and it was used by Commissioner Kingsland and the Senate 
Judiciary Committee at that time. The information which it con- 
tained, which was the result of many people cooperating with me, 
although I wrote it, was largely responsible I think for increasing 
appropriations the following year by a million and a half; and the 
Commissioner’s report for 1954 shows it was that increase in appro- 
priations in 1948 and 1949 that took us over the hump and started us 
improving again. It was the decrease in appropriations beginning 
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about in 1951-52 that again put us behind. I believe that whether 
work on too many patents is too hasty is always affected by the 
adequacy of appropriations. 

Senator O’Manonry. You referred to the testimony of Mr. Ballard 
that the patent system must be regarded, in the first instance, as being 
designed to serve the public good, a principle which he said and you 
said should not be overlooked. ' 

Have you in your experience seen any evidence that the public good 
was being overlooked ¢ 

Mr. Wurirmore. I have heard this question discussed. In general, 
I think it has not. But I have heard this legal question discussed. 
If there are 150 million people in the public, and the public has the 
right to the accumulated scientific knowledge which is within the pub- 
lic domain at the present time, and an inventor comes in, and there is a 
reasonable doubt as to whether a certain claim in an application de- 
fines something patentable over what was previously known, should 
that reasonable doubt be resolved in favor of the 1 inventor or should 
it be resolved in favor of the 150 million people, members of the pub- 
lic? That is an oversimplification of the problem which I have heard 
very often discussed and which I do not care to comment further on 
other than to say it is a question which often rises in the minds of 
examiners whether that particular phase of the patent law is fully in 
line with the fundamental purpose of the patent system. 

Senator O’Manonry. Well, is there any evidence that the patent 
system as it presently operates works primarily for the benefit of the 
applicant or primarily for the benefit of the assignee of patents which 
have been issued in the past or primarily for the benefit of the patent 
lawyers who practice before the Patent “Office ¢ 

Is there any class of persons appearing before the Patent Office 
getting the better of the law as it now stands and should there be any 
change ? 

Mr. Wuirmore. I would think there is very little chance of that. 
As you look around you see who is benefiting from inventions. There 
are a half million people employed in the ‘aircraft industry. These 
are a half million people employed in the automobile industry. That 
is a million people deriving employment from inventions which in 
their early stages were developed under the encouragement of the 
patent system. 

There may be some transitory benefit for the inventor, manufac- 
turer, or attor ney, but in the long run there is no question about the 
public reaping immensely important benefits. 

Senator O’Manonry. When you and Mr. Ballard, speaking for the 
NAM, warn the committee to be sure that the patent system “must be 
operated for the public good there must be in the back of your minds 
some sort of a feeling that it is not being operated for the public good ? 

Mr. Wuirmore. Only a need for alertness, I think. 

Senator O’Manoney. It is only a gener al statement then, and not 
designed to point out a field into which we should send our inves- 
tigators ? 

Mr. Wurrmore. I think not. I don’t think it is that. significant. 
Senator O’Manoney. Is Mr. Ballard here? 
Mr. Batiarp. Yes; I am here. 
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Senator O’Manonry. Would you give your answer to these ques- 
tions, Mr. Ballard? 

Mr. Batiarp. I made the statement that the patent system is set up 
entirely for the benefit of the public. I heard the statement. here 
that this overlooks the fact that it benefits also inventors. I think I 
heard it about right. I think that this criticism overlooks the fact 
that my statement indicated, I thought quite clearly, that the public is 
benefited by benefiting the inventor, by giving him the reward which 
the law offers him for the job he does for the benefit of the public. 

Senator O’Manonry. My question was whether that statement 
mi ade by you and repeated by Dr. Whitmore is an indication that either 
of you believes that the patent system as presently operated does over- 
look the public good. 

Mr. Batarp. The patent system as instituted in the law does not 
overlook the public good. The administration of the patent law, due 
to human infirmities sometimes has failed to give the public the good it 
might have gotten. That is partly a human frailty and partly the 
lack of equipment and men, but my emphasis on that point in my state- 
ment arose from the fact that we heard so much lately about the in- 
dependent inventor needing something very special. 

I think that point can be overemphasized to the extent that the 
public interest might be submerged or damaged to some extent by it. 

Senator O’Manoney. In other words, you are now saying that we 
should be careful not to do too much for the independent inventor ? 

Mr. Battarp. Not at the expense of other inventors and not in any 
case at the expense of the public good. 

Senator O’Manonry. What danger is there of that? 

Where do you see the danger ? 

Mr. Bautarp. I wish I could answer that question definitely. I 
read a Fortune article not long ago centered around the idea that 
the independent inventor was not getting what he ought to get. 

Senator O’Manonry. I have often wondered whether that maga- 
zine is a magazine dealing with predictions like the old- time 
astrologers or whether it is a magazine dealing with facts. 

Mr. Batiarp. Believe me, I hold no brief for that magazine. I had 
oceasion to criticize an article they published unmercifully. I did 
see this idea there, and I see it in the agenda of this committee, and 
I hear it wherever I go. 

Senator O’Manoney. You have told us what I was seeking to ob- 
tain. You find something in the agenda of the commtitee. We will 
give you a little bit of opportunity later in the hearing to develop 
that thought. I thank you, sir, for having responded. We will now 
proceed with the Patent Office Society members. 

Mr. Wurrmore. Mr. Chairman, that concludes what I think are the 
most important points of the things we wanted to emphasize. We 
have one advantage—Mr. Wahl and Mr. LaPointe and myself—all 
represent a peculiarly employee viewpoint and if there are questions 
which you or others wish to ask now or at any other time which we or 
the society or any other employees can answer, we will be very happy 
to do so. 

Senator O’Manonry. I want to ask you 1 or 2 questions and then 
I will ask Mr. Caplan to take over. 

You spoke of the necessity for a long-time program, as though im- 
mediate betterment could not be attained. Is that your feeling? 
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Mr. Warrmore. That is inevitable. As the article in 1947 pointed 
out and as I think the Commissioner’s talk this afternoon will make 
transparently clear, you can boost the budget by two and a half mil- 
lion this year and you will still have a bigger backlog next year than 
you have now, because the momentum of accumulating work and 
lack of available personnel will not stop it from growing within the 
short space of months or a year; but within 2 years, with the expanded 
personnel which apparently Congress is now disposed to give us, if 
they can follow through, if the Patent Office can follow through along 
the lines which the Commissioner requests, the improvement will show 
up, not next year but the following year and perhaps in 5 years we 
will be down to a reasonably current basis. 

Senator O’Manoney. Then you speak of the need of a better classi- 
fication system. Does that mean that the present classification 
system is poor? 

Mr. Wurrmore. It means only that it is inadequate. There has 
not been enough time, there have not been enough personnel available 
to carry out the principles which are known. 

Senator O’Manonry. When was this system devised, the one that 
you now have? 

Mr. Wurrmore. The classification system ? 

Senator O’Manoney. Yes. 

Mr. Wuirnmore. It is probably a growth, trying to meet the de- 
mands. IT think maybe Mr. Federico knows more about the history 
of that than I do. 

Senator O’Manonry. I am trying to find out whether or not this 
is an ancient system that needs modernization. 

Mr. Wuirmorer. I think Mr. Wahl, who is president of the society 
and is in that area, is much more qualified than I am to answer that 
question. 

Senator O’Manoney. Mr. Wahl? 

Mr. Want. My daily work in the Patent Office is in the classifica- 
tion group. In answer to your question, the current system of classi- 
fication that we use in making up new or revised classes has been in 
use for perhaps about the last 10 years and was developed under Mr. 
Malcolm Bailey, supervisory examiner. That system, of course, was 
developed over a period of years, but we only need to go back a few 
years beyond the 10 years and we find a classification system based 
upon named devices arranged largely in an alphabetical order. Take 
the class of abrading, for example “grinding.” You can look through 
that schedule of subclasses and find it is arranged on an alphabetical 
basis, which means that the examiner in order to locate prior art had 
to be able to know what that particular classifier would call a particu- 
lar machine by name. That way he could then get into the prior art 
for research purposes. 

Senator O’Manonery. A former Commissioner, now practicing pat- 
ent law in Chicago, Mr. John Marzall, in a paper which he has sub- 
mitted to this committee makes the statement: 

The Classification Division of the Patent Office during my term as Commis- 
sioner of Patents was 2,000 man-years behind. 

Mr. Want. That is right, sir; because the classes as I say up to 
about 10 years ago just grew and, as a matter of fact, most of those 
were created in a spurt of activity back in 1908-10. Most of the 300 
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classes we now have in the Office, which cover all of the concepts of the 
human mind in science, most of them you will find dating back about 
50 years. We have within the past 10 years tried to modernize much 
of that. But that takes a huge amount of time and, as Commissioner 
Marzall indicated, the reasonable estimate of that indicates that it 
would take many man-years to bring it up to date, and the only way 
we can do that, of course, is if we have adequate personnel under ade- 
quate appr opr lations to do it. 

Senator O’Manoney. If the classification system is as defective as 
this description portrays then it means that we will continue to have 
a backlog until that classification system is modernized because there 

can be no adequate examination of a patent without an adequate 
knowledwe of the prior art; is that not correct? 

Mr. Want. Yes, sir; that is correct. I would not say that is the 
sole contributing factor but it is one of the major factors. 

Senator O’Manonry. No. 

Mr. Want. In the classification work we are also caught in this 
pressure squeeze, you might say, to get out production. Needless to 
say, those of us who are engaged in the classification of the patents are 
not engaged in the daily production effort of the Office. In other 
words, we make no contribution to reducing this backlog in terms of 
daily production. Our contribution as we reclassify a class becomes 
apparent when the examiner starts using that class. 

Especially during periods of decreasing employment in the Of- 
fice, the net effect 1s to put every available man on the production 
or the examining operation; the result is that our Classification Divi- 
sion shrinks in manpower down to the point where we can do no prac- 
tical good insofar as even keeping up with the current output of 
the examining corps. 

Senator O’Manoney. We would be ver y happy to have you consult 
with the other members of your association and prepare for the com- 
mittee a brief but explicit statement upon this very important subject. 

Mr. Want. We will be very happy to do that. 

Senator O’Manonry. Now, Mr. LaPointe. 

Mr. LaPornte. I don’t believe I have anything additional to con- 
tribute to what Mr. Wahl and Mr. Whitmore have brought forth with 
the possible exception of a brief description of our working conditions, 

They are pretty antiquated in some quarters. For example, I work 
ina room 18 by 22 feet in size, we have three men working in this poorly 
lighted room. When an attorney or an inventor comes in for an inter- 
view, he doesn’t interview me, he interviews everybody in the room be- 
cause nobody else can work while he is in there. 

That is just one example of how we have to work in the Patent 
Office. 

Senator O’Manonry. Where is the Patent Office ? 

Mr. LaPornte. The Patent Office is situated in the north end of 
the Commerce Building, 14th and 15th Streets between Pennsylvania 
and Constitution Avenues. 

Senator O’Manoney. I remember very well the old Patent Office 
when I first came to Washington and I remember when you were 
moved out of there, but I didn’ t know whether or-not you had acquired 
quarters in what was assumed to be, when it was built, one of the largest 
and most commodious buildings that the Government ever had, “the 
Department of Commerce Building. 
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Mr. LaPointe. Of course, at the time World War II started, the 
Patent Office was moved to Richmond into some tobacco warehouses 
down there and functioned there for a number of years and at the 
close of the war we came back to Washington. I don’t think we have 
ever quite acquired the total amount of space since the war that we had 
before. 

Senator O’Mauonery. Mr. Lanham, former Congressman Lanham, 
since you recommend that the Patent Office should be made an in- 
dependent organization, you will have to bear in mind that you will 
have to recommend also a building adequate for an independent 
organization. 

Mr. Lanuam. That would be a part of my recommendation, Mr. 
Chairman, and may I comment briefly on 1 or 2 things that have been 
brought out by these gentlemen ? 

Senator O’Mauoney. I will be glad to have you do so. 

Mr. Lanuam. I may say something that may be in their minds but 
delicacy would preclude them from mentioning. Personally 1 think 
there is and has been on the part of Congress a “lack of underst: anding 
and appreciation of the importance of our patent system, what it has 
meant, what it now means and what it must mean if we are to maintain 
and retain our preeminence among the nations of the world industrially 
and other ways. You ask if the interests of the Patent Office in those 
important aspects are being in any way overlooked. May I suggest 
that, in my judgment, there is one important respect in which congres- 
sional consideration of patent problems can be very greatly benefited. 

Formerly we had separate and independent patent committees in the 
Congress. Now what is the situation? Under the Reorganization 
Act the consideration of patent proposals has been turned over to 
subcommittees of the Judiciary Committees of the House and the 
Senate. 

Now, I make no criticism of those subcommittees. They have done 
the best they could. Our Committees on the Judiciary are greatly 
overloaded with work, and the members of those committees serve on 
several subcommittees. Not only that, but from Congress to Con- 
gress the personnel of those subcommittees constantly change, and so 
we have not been able to develop in the Congress, with the exception 
of yourself, who is quite familiar with our patent problems, and 
some other Members of the Congress, any Representatives or Senators 
especially versed in the importance and the need of our patent system, 
and I think if we would revert to the former system of having separate, 
independent committees on patents that we had before, that had 
before them simply the questions of patents, trademarks, and copy- 
rights, the public, the Congress, and the patent system would be 
very much better protected. 

Senator O’Manoney. It interests me to have you say that, Congress- 
man Lanham. If I may make a personal allusion, I voted against the 
Reorganization Act because I felt that the concentration of jurisdic- 
tion in a few committees in order to abolish some standing committees 
would only result in a multiplication of subeommittees which would 
have fewer members and less influence, and that, of course, is illus- 
trated by the fact that, I am sitting here alone today. 

Mr. Lanuam. That is right. And the present system does not 
bring out the congressional experts in the Patent Office and its needs. 
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I think you should stress that importance, which is a continuing matter 
as indicated by the gentlemen of the Patent Office Society, and get the 
Patent Office, from the congressional angle of consideration, bac k upon 
a proper basis. If we had it as an independe nt office, with its own 
building, and not taking directions from a Secretary, for instance, 
who would have no particular reason to be specially versed in the 
technical problems of our patent system, we would not only solve 
very largely the question of inadequate compensation to these gentle- 
men who work so faithfully and so well but, in the minds of the public, 
in the minds of the country, and in the minds of Congress we would 
stress the importance of our patent system which, from the very be- 
ginning of our Nation, has been a fundamental policy for our progress 
and our development and our prosperity. 

There was never in the Constitutional Convention one word of con- 
troversy against establishing that exclusive right, and for the promo- 
tion of the useful arts and sciences. 

Senator O’Manonry. I confess that your comments have made an 
impression upon my mind. I realize that it seems to be pretty certain 
that if the Patent Office, the patent examiners, and the Commissioner, 
in issuing patents, take an action which must go to the courts for 
decision if any controversy arises, the interposition of any jurisdic- 
tion by a Secretary or an Under Secretary who has so many duties to 
perform that he cannot be expert in the field is necessarily harmful 
rather than beneficial. 

Mr. Lanuam. That is all the more reason why the Patent Office 
should be independent and in its field authoritative. 

Senator O’Manonry. Captain Farrell, have you anything to say 


on this point? Give your name to the reporter, if you will, so it will 
be in the record the way you would like to have it. 


STATEMENT OF V. C. FARRELL, INVENTOR 


Mr. Farrett. My name is V.C. Farrell. [am a former shipmaster. 
I have been inventing and patenting ideas since the early thirties, I 
think 1931. And for the past 8 years I have been engineering and de- 
veloping and promoting my own ideas on my own under the name of 
Farrell Marine Devices, Inc. 

During this time, I noticed a number of things which have far- 
reaching effects in our present problems. One of them is the general 
weakening of the moral fiber, reaching into the Patent Office and into 
the courts. We have in our penal codes in the States and in the Fed- 
eral Government laws prohibiting the theft of everything under the 
sun, but there is no statute that I know of prohibiting the theft of an 
a or prescribing a punishment therefor. 

I don’t mean to infer inadvertent infri ingement. I mean knowingly 
attempting to steal ideas that causes a tremendous amount of bac klog 
in the Patent Office due to the tendency of inventors and patent at- 
torneys to drag out cases in the Patent Office to keep them pending as 
long as possible for various reasons because of this tendency. 

Senator O’Manoney. Describe that tendency again, please. This is 
important. 

Mr. Farretu. I have had so many attempts at thefts of my own 
ideas by people who are in every respect upright people and prominent 
in business. 
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If they found your wallet they would probably try to find you and 
give it back to you, but they don’t seem to have any respect for other 
people’s ideas and I think that is because there are no statutes on our 
books prohibiting the theft of ideas. 

Senator O’Manoney. Can you give us some instance of the theft of 
an idea ¢ 

Mr. Farretu. I have had three attempted thefts. They were not 
completed. Three of my best ideas. I had a tremendous fight and 
took vears. 

Mr. Cartan. Were these ideas patentable ? 

Mr. Farreiti. Yes, I eventually obtained patents and so far they 
have stood up. 

Mr. Carian. Your thought was that before the period when your 
patent issued there was inadequate legal protection for your idea? 

Mr. Farrett. No. The patent was pending and the general feeling 
about patents today has reached the point where everybody says a pat- 
ent is only a ticket to a fight. 

Mr. Capitan. An invitation to a lawsuit ? 

Mr. Farretyi. That’s right. That is due to the weakening in morals. 
Somebody said I came out with a good idea. I was in process of in- 
stalling it in a ship for a company. One of that company’s employees 
thought he had an idea that would eliminate one of the features of my 
invention. And he did that and installed it on the ship that way and 
it didn’t work; it was ineffective. They lost the money they put into 
the installation and didn’t get the benefits they expected and it looked 
so much like my idea that it hurt me in the promotion of my own sound 
idea which has since been proven. 

Mr. Capitan. You felt under existing law you had no adequate legal 
remedy in the situation ? 

Mr. Farrety. I cannot sue for infringement until the patent issues. 
He knowingly attempted to steal the idea and the functions that I 
had developed. 

Senator O’Manoney. Did he apply for a patent? 

Mr. Farretx. They were in the process. It soon came out in the 
open. This is not a company policy. This is an individual act. I 
know that it is not a company policy. 

Senator O’Manoney. It had nothing to do with anybody in the 
Patent Office? 

Mr. Farreiu. No, sir. There is so much of that, that there is a 
tendency on the part of attorneys and inventors to drag it out, 
deliberately to keep their patents pending as long as possible. 

Senator O’Manoney. Why? 

Mr, Farrevi. Well, they break down patents on so many different 
technicalities which may be legal, but morally they are wrong. It 
has built up in inventors and in attorneys that tendency. There are 
so many different angles that they can shoot at, technicalities, due to 
prior decisions in the courts, et cetera, that can invalidate it. It is 
purely on technicalities. 

Senator O’Manoney. You have an attorney. As a patent appli- 
cant, you do not charge that attorney with contributing to the delay 
in order to create the possibility of infringement, do sent? 

Mr. Farrett. No. One of the reasons for prolonging it is in the 
writing of claims you cannot conceive of every possible way your 
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function could be developed. They find one way of doing it, by 
leaving out a small part of your claim. It is not an infringement in 
our courts. 

Senator O’Manoney. Who does this? 

Mr. Farretu. So that the inventor tries to get it before the public. 

Senator O’Manonry. What I am trying to find out, who is respon- 
sible for this delay that you complain of. 

Mr. Farretn. Well, I would not want to say that the attorneys are. 
They do not deliberately delay, just to be delaying it, but the inven- 
tor tries to get the reaction of the public, to see how m many different 
ways they can rearrange his construction. 

Senator O’Manonry. You do not put your finger on the source of 
the delay. We cannot cure it, if it ought to be cur red, unless we know 
what is causing that. You speak i in generalities. 

Mr. Farretu. It is the fear of the inventor, that his structure can 
be slightly rearranged in order to get the same function or something 
near to it which will upset his patent completely. So he tries to figure 
out every way possibly that he can write his claims. You can write 
an infinite number of them. If he writes them, the attorneys submit 
them to the patent examiners. Of course, they have to go through 
them. That tends to build up their work and the backlog that these 
gentlemen spoke of. 

Mr. Carian. You mean a simplification of the system of writing 
claims would speed up the prosecution and reduce the amount of work 
required ¢ 

Mr. Farretyi. Yes. I am not qualified to speak on that point, but 
I think that something to prevent people from attempting to de- 
liberately steal another man’s ideas may have far-reaching effects on 
that. 

Mr. Carian. You are talking now about something apart from the 
patent law ¢ 

Mr. Farrewu. I think there should be a statute in the Penal Code 
. hereby anyone knowingly attempts to steal another man’s idea would 

be punished for it. I think that the public in general would gain a 
lot more respect for patents, and there would not be so many patent 
infringement suits in our courts. And also backlogs in the Patent 
Office. 

Senator O’Manoney. Mr. Federico, have you heard that suggestion 
before? Is there any prior art on this idea? 

Mr. Frprertco. There are two phases to the suggestion. One is the 
theft of an idea before it is patented. 

Under your present laws, if somebody else steals the idea and pre- 
tends to be the inventor and attempts to get a patent, he will have been 
committing several crimes which are amenable to various laws—the 
crime of perjury, for example, in filing the application. 

I think the other phase is the question of infringement. And Mr. 
Farrell may be suggesting that infringement be punishable as a crim- 
inal offense. At the present time, under the present law, infringement 
is only a civil matter, being up to the patentee to prevent it by recourse 
to the courts. 

A suggestion has been made a few times that we have criminal 


provisions with respect to infringement, but it has never gotten any 
support. 
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There are a few countries that have a criminal provision for in- 
fringement as well as the civil action, but they are very seldom re- 
sorted to. In acriminal action the matter would have to be considered 
in the same manner as another criminal trial. And the presumption 
would usually be with the defendant and the likelihood of success 
would probably be smaller in a criminal action than in a civil action. 

Senator O’Manonry. Mr. Farrell, I think that you might be very 
helpful to the committee if some time later you would. prepare a 
statement and go into this more fully than you possibly can do this 
morning, for our consideration. We will be glad to hear from you. 

Mr. Farrett. Thank you. 

There is another point that I heard yesterday with reference to Gov- 
ernment aid. Since the enactment of our patent system industry has 
gone forward with tremendous changes which doubles the time and 
effort and money required to get a patent into production. They are 
seeking Government aid in the form of specia] tax considerations. 

I think there are too many people getting special tax considera- 
tion already, because for every one that gets it, there are probably 
hundreds more who come for the same thing. 

I think the extension of the life of patents would be helpful and 
would not cost the Government any outlay of money or special tax 
consideration. Today there is a tremendous amount of absentee 
ownership in management. There is almost a complete lack of 
ownership in management, so that you have to see so many people be- 
fore you settle a m: itter. It takes time. 

In many organizations I have never yet been able to find the last 
man. I think the life of the patent should be extended. 

As I was saying, I think the life of the patent should be extended, 
instead of special tax aid, because if we keep giving special tax 
privileges to people it will be like in France, where nobody will want 
to pay taxes. Certainly, we do not want to see that day come in this 
country. 

Senator O’Manoney. I am interested in your experience, your 
difficulty in finding the last man who can give the final answer in 
some of the organizations with which you deal, and your reference 
to absentee ownership, coming from a man by the name of Farrell. 
Of course, that indicates that this is an old ill in soe ial, political, and 
economic affairs. The modern corporate organizations are managed 
by people who own precious little of the stoc kK. 

Mr. Farrewu. Yes, sir. 

Senator O’Manoney. Ownership and management is divided, and 
it makes it difficult for the individual person like yourself who wants 
to deal with them. 

Mr. Farre.u. Yes, sir. 

Senator O’Manonry. We have Dr. Allan DuMont, of the DuMont 
Co., one of the famous inventors in the field of television, with us 
today. And I know that his comments are likely to be very interest- 
ing at this point. And, Mr. Diggins, I would be glad to have you 
move up to this side of the table, too. 

Mr. Diggins is a former head of the Antitrust Division of the De- 
partment of Justice. We will be glad to hear from you at any time. 

Mr. Dicerns. Thank you. 


Senator O’Manoney. We shall be glad to hear from you now, Dr. 
DuMont. 
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STATEMENT OF ALLEN B. DuMONT, PRESIDENT, DuMONT 
TELEVISION CORP., CLIFTON, N. J. 


Mr. DuMont. Senator O’Mahoney, I might just very briefly out- 
line the experience I have had with patents. 

Originally, I filed a lot of patents as an individual before more or 
less getting into a corporation. So I have some inside into the prob- 
lem of the individual inventor, and, also, the problem that corporations 
face owning patents. 

I feel that the patent system has been instrumental in bringing 
the country up to where it is today. I do not however think that it 
is nearly as effective today as it was in the past. 

You probably have figures—I do not have them—but it seemed to 
me that 25, 30 years ago ) there was a much greater number of patents 
that were adjudic ated as compared with what we have today. In 
just looking at the number of suits and the number of patents that 
are judged valid, it seems to me that only 1 out of every 100 patents 
is finally adjudicated. 

I know in the radio business, where there are literally thousands 
and thousands of patents, that today there are only 1 or 2 that really 
have gone to the Supreme Court and have been judged valid. 

I think there is something missing, or some different policy should 
be pursued by the Patent Office, so that when a patent is issued there is 
better than one chance in a hundred that the patent will be valid. In 
other words, it would seem to me it would be of much greater value 
to an individual inventor or to a corporation if they knew when they 
received the patent that there was a reasonable chance that it was an 
invention and not just a right to sue. I think that is something that 
is extremely important. 

I have not been in touch with any associations or groups to know 
what they are doing about it, but I do feel that the Patent Office 
policy in that respect would be a lot better if it would issue a smaller 
number of patents, and build assurance the patents that are issued 
really amount to something. 

Another thing, I feel that the Patent Office should be given all of 
the financial support possible. Speaking as a member of industry, I 
would certainly be willing to pay more for patents, that is, the fees, 
if that is necessary, in order to get speedier service. 

I think it is extremely important when an inventor files a patent 
that he does not have to wait 3 or 4 years or more in order to have it 
issued. This is a fast-moving age. You can see the improvements in 
certain fields. And 3 or 4 years is a long time to wait to receive a 
patent. 

Furthermore, the slowup in the Patent Office allows certain corpora- 
tions that desire to withhold going ahead to stall and take plenty of 
time before the patent is issued, so that in effect they are getting addi- 
tional protection on the patent. 

Senator O’Manoney. Would you clarify that a little, Dr. DuMont? 

Mr. DuMont. Well, there have been many cases in the past—I am 
thinking about several radio inventions—where the patents were pur- 
posely held in the Patent Office for a long period of time. 

Senator O’Manonry. By whom? 

Mr. DuMonv. By the corporation holding the patent. In other 
words, they would have a patent on a certain device. 
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Senator O’Manonry. You mean the corporation holding up the 
application for the patent ? 

Mr. DuMont. They might have a patent on a product that has a 
number of years to go, and then they would have another patent that 
was an improvement on that. Well, they had the patent protection on 
the issued patent, and they desired to withhold the application as 
long as possible, so that when one ran out they would have the other 
available to continue the monopoly which they were really not entitled 
to. That happened in the case of a number of radio patents where a 
specific piece of apparatus is involved. In other words, they had the 
protection on it a lot longer than they should have had it. 

Senator O’Manonry. Do you mean that the idea for which the 
second application was made was or was not a patentable idea ? 

Mr. DuMonr. No; it was a patentable idea all right, but you can 
argue with the Patent Office. In other words, it all revolves around 
faster action by the Patent Office by providing the proper facilities. 

Senator O’Manonery. Does not the trouble lie with the applicant 
who delays filing his application ? 

Mr. DuMont. He wants to delay it. 

Senator O’Manoney. Of course. Is there any impropriety in allow- 
ing an inventor to use his invention before he gets the patent ? 

Mr. DuMonr. No; I do not know as I make it clear. 

Senator O’Manonery. If you will answer that question then I will 
get to the other one. 

Mr. DuMont. No; there is none. 

Senator O’Manonry. Well, then, is there anything improper in 
the action of an inventor who has secured one patent which is work- 
able in delaying the filing of an application for an improvement upon 
that patent? 

Mr. DuMont. It is not a question of delaying in filing it. It is 
a question of delay in the Patent Office acting on that application. 
I think that it should not be allowed to have an application in that 
situation. In many, many cases in the past it went considerably 
over 3 or 4 years before the patent issued. 

Senator O’Manoney. Do you mean to suggest that under the pres- 
ent system a person who files an application for a patent may take 
advantage of conditions in the law as they now exist and delay action 
in the Patent Office ? 

Mr. DuMont. That is right. 

Senator O’Manoney. Is that not subject to correction by the Patent 
Office administration now? 

Mr. DuMont. If they have the funds and the facilities, yes, sir; 
in order to take these questions up. 

Senator O’Manonry. Commissioner Watson, what do you have to 
say about the possibility that applicants may delay the operation of 
the examination work in the Patent Office? 

Mr. Watson. No applicant can delay the orderly process of exami- 
nation. Every applicant is treated alike. His eppliektion: upon re- 
ceipt, is assigned to an examining division. The applications are 
taken up in the order in which they are received ordinarily, and 
examined in that order, and the patents issue in due course. 

The applicant, of course, is given a period of 6 months to reply 
to each Office action. And it is within his choice whether he would 
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reply within a week or whether he waits for 6 months before making 
a reply. But there is no way in which an applicant can delay his 
application by an action which he himself takes, except by delaying 
the filing of his response to the Patent Office reaction until the last 
minute. 

Mr. DuMont. Is it not a fact there have been many patents in the 
past that were in the Office for between 5 and 10 years before they 
were issued ¢ 

Mr. Watson. That, of course, happens. And particularly when 
complications have happened, such as interference contests between 
applicants and questions of priority of invention, appeals to the Board 
of Appeals, and appeals from the Patent Office to the courts. We will 
always have those extenuating circumstances. 

Mr. DuMonv. I am thinking about one specific patent, the oscillat- 
ing audio patent, where DeForest had it, and it was used for a long 
time, and then there was a patent fight on it, and then the Armstrong 
patent prevailed after that. Are you familiar with the situation ? 

Mr. Watson. I am not familiar with those circumstances, but I 
believe there was an interference in that case. Do you remember it? 

Mr. Feperico. I do not recall the case. 

Mr. Watson. I do not recall the circumstances, but in all proba- 
bility there was an interference contest between the two. 

Mr. DuMont. There was. 

Mr. Watson. Involving the taking of testimony and appearances 
before the Interference Board of the Patent Office, and possibly from 
there to the courts. 

Mr. DuMont. Certain companies had licenses under both of those 
patents. So, in effect, they extended the monopoly for more than the 
17 years. 

Mr. Watson. The monopoly cannot be extended for more than 17 
years, except by act of Congress, which is very seldom granted. The 
delay, however, may have been some real advant: uge to the company 
ow ning the invention and exploiting the patent for the simple reason 
that others may have become acquainted with the fact that there was 
this pendency of an applic ation, possibly of a dominating character, 
and naturally under those circumstances they would be most reluctant 
to invest capital in the manufacture of a device which might ulti- 
mately prove to be a direct infringement. 

Mr. DuMont. Yes, sir. 

Mr. Watson. So there is always an apprehension on the part of 
manufacturers of every character who suspect that a rival manufac- 
turer may have an application pending. 

Mr. DuMont. I would just like to go on for a second. The way the 
patent system works out in many « cases—and I have not any sugges- 
tions for improving the thing; I do not know how you go about. it— 
but it has happened that many times in the past a corporation with 
a large group of patents can put a smaller company out of business, 
not because he does not have good patents, but simply by suing him 
on the patents and losing the suits, but costing the particular company 
$25,000 or $50,000 to defend those suits. I know of cases specifically 
.where that has happened. And I think it is pretty much of a general 
practice where if you have a large group of patents that may not 
apply to the particular companies, but they can enforce the patents, 
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simply by costing the smaller company money that they cannot afford 
in lawsuits. 

That has been in my estimation one of the negative parts of the 
patent system. I do not know how you would get around it. It is 
something that is quite prevalent. 

Senator O’Manonry. I would like to have your comment on that, 
Mr. Commissioner. Mr. DuMont says that this practice is quite 
prevalent. The records of the Patent Office would indicate whether 
or not wealthy corporations have the habit of following the practice 
that Mr. DuMont has outlined here. That would be a very natural 
thing perhaps for a wealthy corporation to do, if it w anted to sup- 
press competition. 

Mr. Watson. Well, I was simply going to volunteer the comment 
that the evil of which Mr. DuMont has spoken i is without the juris- 
diction of the Patent Office. As I understand it, he refers to a large 
and wealthy corporation using perhaps unfairly a mass of ps tents 
as a threat to corporations of less accumulated ‘¢: ipital, who cannot 
stand litigation. Perhaps that is an evil which is not limited to 
patents. Perhaps there are other fields of litigation in which those 
corporations engage, and by reason of their financial strength, are 
able to dominate the situation and scare the smaller ones. I have 
hear of those instances, but in any event, there is no right on the part 
of the Patent Office to refuse any patent to a corporation, large or 
small, provided the invention is of such character as to merit the issu- 
ance of the patent. 

Mr. DuMont. Yes, sir. 

Senator O’Manoney. Your statement, Mr. DuMont, reminds me 
of the testimony that was given during the TNEC study of the patent 
system by an investor from Texas. He had invented a process or a 
machine for making milk bottles which he contended was better than 
the existing m: achine which was owned and operated by a very large 
concern, the Hartford Empire concern. I can summarize this in a 
few words. 

He told this committee that in Texas, very close to the town in 
which he lived, was a large deposit of sand particularly well adapted 
for the use of making glass. He had capital from his neighbors and 
friends with which to build the machine and to make the bottles. 
And that there was lots of labor in the vicinity to operate the plant. 
But he received word from the Hartford Empire Co., whose offices 
were in Hartford, Conn., that he would be sued for an infringement 
of the patent unless he agreed to the price at which the bottles were 
to be sold. 

The result was that he was driven out of business by a company 
having offices in Connecticut, though he had a valid patent and had 
the capital and had the labor and had the natural resources with 
which to build a new industry. 

That resulted afterwards in an antitrust action, which I think was 
successful. If Judge Arnold had not left the room, I think he could 
tell us about that case, because I think he prosecuted it. 

Mr. Diggins, you may know about that case. 

This is Mr. Bartholomew Diggins, formerly head of the Patent 
Section of the Antitrust Division of the Department of Justice. 

Mr. Diccins. The case was reversed successfully, from the stand- 
point of the Department of Justice. 
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Senator O’Manonery. I have correctly stated the facts, have I not? 

Mr. Dieerns. Yes, sir. 

Senator O’Manoney. I did not want to divert you, Mr. DuMont. 

Mr. DuMonr. I should just like to summarize the main things that 
I feel are important. 

One, a revaluation of what a patent is. In other words, that a 
bigger percentage become valid patents. I think probably you could 
give us some indication of what percentage of cases are settled, declar- 
ing the patents valid. Is it not a much smaller percentage today than, 
say, 30 years ago? 

Mr. Warson. I have no information tabulated on that point. Per- 
haps some of the gentlemen in the room, the members of the bar 
associations engaged in litigation, can supply statistical information as 
to whether or not ee re is any difference between the decisions of 
today and years ago. I do not know the periods of which you speak. 

Mr. DuMonr. T hirty to forty years ago. 

Mr. Warson. I think everyone will agree that of recent years 
patents have had a bad time. Probably when Judge Learned Hand 
testifies this afternoon it will be made quite clear the differc.uce between 
the patent suits in which he personally engaged in the years gone by 
and ‘hietei in which he has rendered decisions during the last 20 years. 
think we all agree there has been a change. 

Perhaps, with your permission, Mr. Chairman, Mr. Jo Bailey 
Brown might have a word here, from his long experience as a litigat- 
ing patent ‘law yer. 

Senator O’Mauoney. First let me say that the staff has gathered 
some statistics at this point. I do not know whether we should 
introduce the statistics now, Mr. Caplan, or wait until Judge Hand 
appears. However, you might summarize what these figures show, 
and then I will call on Mr. Brown. 

Mr. Capitan. At the request of the committee, the Patent Office 
has prepared three tables showing the number of patents adjudicated 
in the district courts, the courts of appeals, and the Supreme Court 
in the years 1948 to 1954. 

They have also shown the number of patents held valid and in- 
fringed, both in number and percent, in the district courts in those 
years and the United States courts of appeals. 

This information is tabulated and it shows, for example, that in 
the United States courts of appeals in that per iod, 1948 to 1954, only 
19 percent of the patents which were in litigation were held valid 
and infringed. 

Senator O’Manonry. Of course, this question of validity raises one 
of the most important questions which the committee can discuss. 
The committee will necessarily have to give attention to that matter, 
but the appropriate time for considering it will probably be when 
Judge Hand arrives. 

In the meantime, I would like to suggest that you tell us what you 
think should be done and could be done about this matter. 

Mr. DuMonr. Well, I think personally that a stricter interpreta- 
tion of what an invention is would be much more useful, so that a 
patent would mean a lot more than it does today. 

Senator O’Manonry. You mean a better definition ? 
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Mr. DuMont. A stricter definition, let us say, yes. 


Senator O’Manonery. We should like to hear from you now, Mr. 
Brown. 


STATEMENT OF JO BAILEY BROWN, PITTSBURGH, PA. 


Mr. Brown. Mr. Chairman, I have just a few sentences. 

I can point out to you that in the twenties and the thirties in Pitts- 
burgh we had three United States district judges, and they set aside 
the months of April and October for trying patent suits. At least 
2 of them were usually continuously engaged in those 2 months, every 
year, in trying patent cases. 

In the last 10 years they do not set aside any period for patent cases, 
and I could just guess offhand that there are not more than 5 patent 
cases tried in a year in Pittsburgh at the present time, as compared 
to years ago when there were maybe a dozen or 2 dozen. 

That is all I can tell you from my personal experience. 

Senator O’Manonry. What is the reason for that ? 

Mr. Brown. I think it comes back to what I said in a very blun- 
dering way yesterday: there has been a deterioration of the value of 
patents, due to the fact that under the leadership of the Supreme 
Court the standard and definition of invention has been changed and 
made so strict that corporations have been discouraged in trying to 
enforce patents and individuals have been discouraged to invent or 
try to patent inventions. 

We advise any corporate client now to sue on a patent only as the 
last resort. If you have an outright infringement, you have to sue on 
it or you might as well have no patent. If you have a direct competitor 
who is infringing, and openly defies your patent, and you cannot 
enforce it by suit, you might as well throw your patent out the window. 

We always tell our clients nowadays, even if it is the best patent, 
“You do not have better than a 50-50 chance,” which I think is a fair 
statement today as to any patent I know of. 

Senator O’Manoney. You have had a lot of experience, Mr. Brown. 
You have practiced law for many years. You have had experience 
before the Patent Office and before the courts. 

Do you think this is an evil in the present system that ought to be 
corrected ? 

Mr. Brown. That is a very hard question for me to answer, sir. 
Of course, I believe that a patent that is not valid should be declared 
invalid. Mr. DuMont will agree with me. 

We all agree that the courts should get it out of the way, if it is 
invalid, but I do think that the Supreme Court has an atmosphere of 
feeling that the patent system is somewhat akin to monopoly, so that 
there has been prejudice against patents in the minds of a great many 
of the United States district judges, very few of whom have had 
any real practical experience with patents, and with the effects of 
patents in industry. 

Senator O’Manoney. Does not that amount to a statement that the 
judges have come to deny the validity of the constitutional provision 
that Congress may grant an exclusive right ? 

Mr. Brown. I do not think that the judges deny that. I think it 
is a question of judgment. And when we try patent cases, they are 
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practically always tried to the equity court, not to a jury. In nearly 
all patent cases, there is a close question of the effect of the prior art, 
whether an invention or not an invention, and that includes questions 
of infringement quite frequently. And you come down to the judg- 
ment of one man who makes that decision. 

If he is under the feeling that his superior courts are going to reverse 
him if he finds a patent valid and infringed, he will lean a little bit 
too far in the direction against the patent. That is the way I feel 
about it. 

I do not know any United States district judge that would openly 
say that he does not believe that patents are constitutional and stat- 
utory and proper. I do not like the word “monopoly,” but it is used 
in reference to patents. 

When you come to apply that to a particular case, there is a great 
deal of difference in the matter of judgment. What may be white to 
one man may be gray to another, as you well know. 

Senator O’Manonery. I know the art of semantics has been men- 
tioned here. Sometimes that word has been used in a derogatory sense 
toward people who have advocated reforms of one kind or another. 
I have known many courts to use semantics in order to get around what 
seemed to be the logical meaning of the law. I am sure that every 
lawyer who has had any practice has felt that way in some cases 
which he lost. 

Do you not agree? 

Mr. Brown. Yes, sir. 

Senator O’Manoney. If I may be permitted by you to put the ques- 
tion this way : If a client should come into your office, who had a patent, 
which you believed to be a good patent, and told you that it was being 
infringed by a corporation of great wealth, do you wish us to under- 
stand that you would advise that client to forget his patent and not 
go to court because of the expense and the trouble to which he would 
have to go to defend it ? 

Mr. Brown. As to its being a defendant of great wealth, that would 
have no substantial weight in giving advice, because, perfectly frankly, 
T think that the little man, an individual or small company in litigation 
against a great corporation, has an advantage and not a disadvantage. 

If the little man was one whose financial condition was very limited, 
we would have to tell him that patent litigation is inevitably very ex- 
pensive; it takes research and lots of time and takes many expert wit- 
nesses, and we have to develop the testimony in such a way that a lay 
court can understand the technical things. 

You have asked a double-barreled question. 

As far as expense is concerned, that would depend on how much 
the man himself could afford to put in, in an attempt to enforce his 
patent. 

Senator O’Manonry. I could see why you would like to have a 
wealthy corporation on the other side, if you had a good case, because 
you probably could collect the judgment. The question would be, how- 
ever, whether on anything less than a contingent fee your client could 
finance the long period of litigation that the wealthy defendant could 
undertake; is that not right? 

Mr. Brown. That is right, sir. 

May I add, you may be interested to know, I know very, very few 
patent lawyers that take cases either for or against on a contingent 
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basis. They nearly all charge on a per diem basis. The man going 
into patent litigation has to be able to pay his way as he goes. 

Senator O’Manoney. I can see why that should be the case, in view 
of the testimony which has been given here with respect to the in- 

ralidity of patents. 

This is what occurs to me, and I say this generally now for any 
comment that anybody may wish to make upon it. 

The Constitution says that Congress may pass laws to grant this 
exclusive right, this limited monopoly. That means, to my mind, that 
Congress could refuse to grant any monopoly at all to inventors. It 
could refuse to pass any copyright law or any trademark law or any 
patent law. But having decided to pass a patent law, Congress, it 
seems to me, by reason of its having held out to inventors the invitation 
to file for a patent and to get an exclusive right, has the duty to make 
that law so effective that not even the Suprer ne Court can overthrow 
the exclusive right which is granted. 

Does anybody disagree ? 

Mr. Brown. I would like to say that I thoroughly agree with that, 
but, of course, when you come down to whether it is a right or not, 
you have to depend upon the courts to decide that. I think any judge 
that you might ask that question of would say, if the man is right, we 
will cert: Linky enforce the patent law, but if we are not convinced that 
he has a valid patent or perhaps not convinced that the defendent has 
infringed on it, then it is equally important that we should not enforce 
the right. 

Senator O’Manonry. This discussion stemmed from your reference 
to monopoly and to your opinion that the cause of the courts upset- 
ting patents is sometimes the unwillingness of the courts to sustain the 
monopoly or, to use the words of the Constitution, the exclusive right 
which the Constitution authorizes the Congress to give. So it is on 
that basis that my question was addressed to you. 

Mr. Brown. I do not want to take advantage of your courtesy, but 
if you could by statute control the condition, which I think is evi- 
denced in my experience, that there has been a deterioration in—I 
started to say in the value of the patent system to industry—perhaps 
I should say in the enforcement of the patent rights, to use your words, 
by the courts—if it could be done by statute, I would say yes. I think 
there is something wrong somewhere. 

Senator O’Manoney. The committee then invites you and all others 
to write us a letter setting forth your ideas as to what might be done. 
We seriously extend and make this invitation, because we must use the 
experience that you gentlemen have. If you believe that the patent 
law should be so clear that neither an overall monopoly nor the courts 
should have the right to overthrow the exclusive right granted by the 
Congress, give us the ideas, so that maybe we can hammer them into 
a law that will withstand any constitutional attack. 

Mr. Brown. I do not believe that I will ever be able to make a 

valuable suggestion for a statute that could cure a condition which 
I think is psychological and a matter of growth. I think there has 
been a swing in judic ial decisions. I think there is now a tendency for 
the courts to swing in the other direction. 

Pardon me for saying that, but I just do not believe you can legislate 
a fair statute that will requir ea court to do something, courts of equity 
particularly, which they think is economically unsound. 
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I think the Supreme Court, as regards the patent system, has had 
a feeling that the patent system has been : abused, and it has hamstrung 
industry in certain respects, and that they were going to change it 
and they could do it, and did do it, by their decisions. ‘There is plenty 
of law that would permit the patent system to be made effective. You 
have the right that you ‘eal of, and it is pursuant to the authority 
of the Constitution and the Congress, which has the power to pass the 
law, but I do not see how the Congress has the power to tell the judges 
what they may do in matters of discretion and judgment. 

Senator O’Manonry. I will make this observation, and then I will 
not bother you for the rest of the morning. We will then return te 
Mr. DuMont. 

It seems to me that with the facts developed here already, namely, 
that there has been a marked decrease in the number of patents that 
are finally held valid, that this decrease has been particularly notable 
during the past 10 years, and that lawyers sometimes advise their 
clients to throw their patents out of the window and to forget them, 

rather than litigate them; that the profession of the patent law is w it. 
nessing the deterioration of a great branch of the law practice; and 
that many of you gentlemen now seated around this table may find 
yourselves out of work if this matter continues and if Congress does 
not act. You may be promoting the suggestion which is in the con- 
stitutional provision that Congress need not pass any patent law at 
all, and let everybody go out on his own and do what he can, in which 
instance, of course, it 1s perfectly obvious the little fellow would just 
be beyond the pale completely, and the admission to the area of inven- 
tion and progress and discovery would be restricted to the absentee 
owners, of whom Captain Farrell spoke this morning. 

Now, we should like to hear from you again, Mr. DuMont. 

Mr. DuMont. I think Mr. Brown expressed, much better than I can, 
some of the ideas as to why the patents are not validated by the courts. 
I think he explained it very well, so far as I am concerned. 

I think there is one thing that would ultimately come about if the 
patent situation is not strengthened, that is, there would be a tendency 
not to file patents and not to have this information for the use of the 
general public. I can conceive where a corporation or corporations 
might do a lot better by keeping their inventions to themselves and 
using them as secret processes in the manufacture of their products, 
rather than filing for patents and giving that information to the 
world. 

I think that as the value of patents go down, there is more and 
more a tendency for that thing to happen. 

I do not have anything particularly more to say about this except 
that I do feel strongly that anything that can be done to strengthen 
the patent situation from the standpoint of being more strict and 
having a more strict interpretation and having speedier action in the 
Patent Office, so that inventors do not have to wait so long, would 
help. I think the Patent Office is entitled to consideration from the 
standpoint of additional funds and whatever they require in order 
to do that. 

Senator O’Manoney. Mr. DuMont, did you hear the testimony of 
Captain Farrell? 

Mr. DuMont. Yes, I did. 
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Senator O’Manonry. Have you anything to say about his sugges- 
tion that there is such a thing as the theft of patents? 

Mr. DuMont. I think it goes on all of the time, because of the very 
difficulty of enforcing patents. In other words, many companies 
figure if they want to use something, they go ahead and use it, take 
a chance on being sued on it. I think that is not uncommon at all. 
I do not think it is a good practice, but the fact that patents cannot 
be sustained very readily causes that to occur. And many concerns 
may know of patents or of ideas that they figure they will use and go 
ahead with, and if they have to pay for it, all right, but they figure 
that they will pay less than they would by making some sort of a deal. 

Senator O’Manoney. Then you would recommend changes in the 
law to make patents more definite and certain by way of definition 
and also by way of enforcement ? 

Mr. DuMont. Generally, yes. I do not know whether it requires 
a law or whether it requires a policy of the Patent Office. I do not 
actually know how they determine that. 

Senator O’Manonery. The Patent Office cannot adopt any policy 
which is outside of the ambit of the law. It is governed by law. 


STATEMENT OF MR. BARTHOLOMEW DIGGINS, PATENT ATTORNEY, 
WASHINGTON, D. C. 


Mr. Diggins, would you care to make any comments on this matter ? 

Mr. Digetns. I would like to make a comment, first of all, on Mr. 
DuMont’s feeling about oppressive patent litigation. 

In the Department of Justice we had a very flagrant case of op- 
os patent litigation. As I recall, the attorney advised against 

ringing suit because he felt that the patents were invalid. 

Senator O’Manonry. What attorney do you speak of now? 

Mr. Dieerns. The patent counsel for the patent owner. 

Four suits were brought against the defendant, one defendant. One 
suit was tried, lost in the district court. The attorney advised against 
going ahead. The company, nevertheless, directed an appeal. The 
appeal was lost, the patent held invalid. 

That went through three different suits. So that the defendant was 
put through three complete trials. 

By that time the patents in the fourth suit had expired. 

The district judge, in his decision on that phase of the case, said 
that inherent in the patent was the right to sue, so that he found 
nothing improper or nothing contrary to law in that particular series 
of litigations. On the other hand, if those be merely threats to sue, 
they would have been actionable under the laws of unfair competition. 

Now, perhaps Mr. DuMont has a real point on this matter of oppres- 
sive litigation from that standpoint. I have never run into another 
case which was quite that flagrant, but there was that one. 

I think on the matter of the high mortality rate, and realizing that 
the examiners are trying to do the best job they can, I recall when I 
was an examiner in the Patent Office we worked 514 days a week. I 
had a quota of 11 actions to be gotten out every week. That meant 
half a day per case. And you either got your 11 actions out or you 
were not favorably considered when raises came along, not that there 
were many raises at that particular time. This was in the early 
thirties. 

I do not believe that the Patent Office applies the same standard of 
invention that is now being applied in the courts. I think the courts 
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are too strict, and I think to some extent the Patent Office is too lenient. 
Maybe we ought to find a standard of invention somewhere in between, 
but as a practical matter I think that the A. & P. case in the Supreme 
Court, and certainly the third-circuit cases, almost eliminate entirely 
the matter of patentability of mechanical combinations, yet the Patent 
Office is issuing patents on mechanical combinations every day. 

I think that those patents which are issued will suffer a horrible fate 
if they ever come to litigation, especially in the third circuit. 

The cost of patent litigation, which is one other point that I believe 
you spoke about, Senator, is one which I think applies particularly to 
the little man. He cannot afford to enforce his patents. He cannot 
afford to defend an infringement suit. As a result, it means that 

yatents which would, in many cases, be invalidated, were the litigation 

between two corporations equally able to finance their litigation, yet 
a small man will have to knuckle under to a patent, even though he 
believes it invalid, because he simply cannot afford the luxury of a 
patent-infr ingement suit. 

F requently, when an individual client comes into my office, I advise 
him not to spend his money on a patent unless he has enough money 
to be able to bring an infringement suit, if he gets it, because I think 
unless he is able to back his patent up, his pt atent is not worth much to 
him. 

Those are just a few general comments that I have. 

Senator O’Manoney. Well, now, you state a condition but not a 
remedy. 

Mr. Digatns. I think there would be several possible remedies. 

On the matter of applying different standards in the Patent Office 
and in the courts, I think probably the Congress should set more 
definitely the standards of infringement, which “would then be applied 
by both the Patent Office and the courts in the same way. I think 
that would eliminate a great deal of the trouble on invalidity at the 
present time. 

I mentioned that matter of mechanical combinations as one example. 
I do not believe that, as a matter of fact, in the A. & P. case in the 
Supreme Court—lI believe one of the Justices made the statement he 
did not see how any mechanical combination could ever be patentable— 
and yet patents are coming out on them every day. 

On the cost of litigation, I believe a great deal can be done if the 
judges were familiar ‘with the subject matter and were more amenable 
to some of the summary and preliminary procedures. A great many 
grounds for invalidity are matters which can be det ermined right 
within the four corners of the patent itself, and yet I have noticed 
a reluctance on the part of district judges to hold patents invalid or 
to expressly rule on validity prior to a full and complete trial. 

If, for example, a patent with very little substance to it comes before 
a court, a judge would invalidate it on a summary proceeding, it 
would save expense, time, and effort of the trial. And very frequently, 
when a judge does finally come up with a conclusion of invalidity, 
it is on grounds that he could have decided very easily in a summary 
fashion. 

I think it is the reluctance of a nontechnical judge to decide a tech- 
nical point or a point of science without having a full trial beforehand. 

I think that those are two remedies which would substantially cut 
down the mortality and also cut down this outlandish expense of 
patent litigation. 
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Senator O’Manoney. There was a suggestion at one time that there 
should be a special patent court. As you know, the Court of Customs 
and Patent Appeals deals with Patent Office appeals now. 

Have you ever given consideration to the desirability of the estab- 
lishment of such a separate court to deal with patent infringements 
alone, and with a statutory definition of the jurisdiction, drawn in 
such words as would tend to narrow the jurisdiction of the Supreme 
Court ? 

Mr. Dicerns. I have given some thought to the matter of a special 
patent court. I have some serious doubts about it both ways. 

I think it might very well help, so far as the scientific end of patent 
matters are concerned, but, on the other hand, a patent infringement 
suit is still a lawsuit. It still has all of the matters of pleading, 
evidence, of any other lawsuit, where the general experience would be 
equally valuable as it is in ordinary Federal court cases. 

I think, from a technical standpoint, trained, technical judges would 
be of a great deal of value. 

I think one of the answers to it is that, unfortunately, few members 
of the patent bar ever become judges. 

Senator O’Manonry. We might develop some candidates around 
this table. 

Mr. Farretu. I am a practical person, and based on the statements 
of Mr. Brown and Mr. DuMont and this gentleman, the processing 
of the patent through the Patent Office, where we have experts—and 
I might add that I found the Patent Office to be the most honorable 
agency in Government—we take it from there, and we put it into 
the hands of a layman who is not scientific or an engineer, which 
brings about this great expense. 

Why not have a higher court within the Patent Office where they 
have all of their experts to draw from and are best qualified? This 
is the day of specialization. 

I think that may be the answer to this expensive litigation. Let 
the Patent Office have jurisdiction in the adjudication of patents. 

Senator O’Manonry. Judge Hand will be here at 2 o’clock. That 
will enable you who have so kindly come to this session to throw more 
light upon the problems which are before us. I feel very grateful 
to all of you who have contributed thus far. I think the discussions 
and the suggestions have all been on a high plane of frankness and 
intelligence, and that they have opened up the problem just as I 
had hoped that these discussions would open up the problem. They 
have not settled them, to be sure, but you cannot settle any problem 
until you know what it is. I think we have made some progress in 
finding out what the problems are, have we not? 

Mr. Watson. I agree heartily. 

Senator O’Manonry. The committee will now stand in recess until 
2 o’clock, when it will reassemble in this room. 

(Whereupon, at 12: 20 p. m., the subcommittee recessed, to reconvene 
at 2 p. m., of the same day.) 


AFTERNOON SESSION 


Senator O’Manonery. We are going to have the great privilege of 
having the testimony this afternoon of one of the greatest judicial 
minds of certainly my generation and though Judge Hand was good 
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enough to call me young man this noon, I have viewed a good part of 
the generation in which he has lived from the cradle, not yet to the 
grave. 

We are happy, indeed, Judge Hand, to have you here. I wish I 
could properly summarize the testimony which has been given in 
what amounts to an open forum. We have invited every participant 
to speak his mind ne to interrupt when he felt he had something 
worthwhile to present by way of interruption in order that we may 
lay out upon the table here as fully and frankly as possible the prob- 
lem of patents in the modern world. 

We have had suggestions that Congress should make bigger and 
better appropriations to maintain the Patent Office, suggestions that 
there should be improvements in the administration of the Patent 
Office. More serious suggestions have come to the effect that the 
small inventor is now pitted against an organized antagonist, which 
it is dificult for him to contend with, namely the organized research 
labs and the great corporations which play so large a part in the 
modern economic scene. But the Patent Office, the Congress, the 
corporations, the research labs, have not been alone in the criticism 
which has been suggested here. Even the courts have been criticized 
and it has been said by several of our participants that what the 
patent law needs above all things is a more definite and rigid, perhaps 
not rigid, but at any rate a more definite and clear definition of 
what an invention is. 

The suggestion has been made that until that definition is presented 
in statutory form, the Supreme Court will be the judge of whether 
or not any discovery is patentable and that because the Court has 
been showing a tendency to hold patents invalid, something ought to 
be done. But nobody has spoken definitely about what that some- 
thing should be. 

We are hoping that out of your long experience and your very lucid 
decisions, you may make some contributions to us that will raise the 
curtain, so to speak, and help us to gear the patent law to the modern 
world. 

Judge Hand, the floor is yours. 


STATEMENT OF HON. LEARNED HAND, RETIRED JUDGE OF THE 
UNITED STATES COURT OF APPEALS, NEW YORK, N. Y. 


Judge Hanp. I take it that you really want in this subcommittee to 
consider the thing anew from the bottom up. 

Senator O’Manoney. Right. 

Judge Hanp. Well, my own view is that the only step which will 
really be important—the rest will be skirmishing about, procedural 
skirmishing—is to have a thoroughgoing examination of how the 
present system works. 

As I say, I mean a very thoroughgoing investigation in which you 
would compel, for example, the corporations that maintain their lab- 
oratories and everybody else you could get and see if you could find out 
how far the present system contributes to the purpose, the underlying 
purpose being, of course, the promotion of the arts on which civiliza- 
tion has come to depend so completely, even for its very existence. 

I don’t know that that has ever been done. I think that has 
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never been done. Oh, there have been committees. I know I was on 
a committee. Perhaps I didn’t pay enough attention, but nothing 
came of it. 

We really are going along on assumption, that go back 300 years. 
As you all know, particularly in Queen Elizabeth’s time there was 
great objection to the fact that she gave—that was a way of raising 
money in the days it was hard for the Crown to raise money—patents 
on the sale of tea or wine or whatever it might be, and she finally stood 
off the Commons, but near the end of the reign of King James the 
First, they passed an act. What was the test? I think I am right 
in saying that the original test was the one that got into the first 
patent statute that Congress passed, 1790. 

It was just “new and useful.” W ell, if you had an infringement 

case, and that was the type of case that made the law practical, the 
issue of whether it was useful or not the infringer could not very ‘well 
raise, because the answer was if you are infringing you think it is 
useful; don’t you? That is enough for us. That used to be rather 
the conventional answer, as you ‘probably know. So that it really 
came down to whether what had been done was new. And that went 
on, as I understand it, until about a hundred years ago. I forget the 
name of all the case, but wasn’t one of the parties Hotchkiss, where 
the Supreme Court for the first time did lay down a standard of inven- 
tion and that standard was whether the new combination was within 
the capacity of the man skilled in the art or what you chose to call it 
of the ordinary skilled artisan. Well, that was something apart. 
That made less of a stake for the inventor. That reduced his stake 
because before that the inventor got his monopoly, whatever it pro- 
vided, if he could show it was new. 

So in place of it he was put through this test. 

Well, [ like to speak moderately but I have found—we used to have 
a great deal of experience in the second circuit—I found it an awfully 
difficult test to apply. What does it call on you todo? You have to 
construct—I use the word advisedly—you have to construct imagi- 
natively who is this prospective figure of the skilled artisan in the 
calling. That isn’t enough. You may be able to tell what some skilled 
artisan would do by calling skilled artisans but—in all that I say I 
speak much more dogmatically than I should. This is as I understand 
it and there are nine excellent gentlemen who are employed to show 
me why I am wrong and I never knew public servants with more un- 
flinching courage. I sound more certain than Iam. I am very little 
certain about anything but least of all about patents. 

Senator O’Manonry. You sound very polite and we assume—— 

Judge Hanp. I am trying to be polite. 

Senator O’Manonry. We assume the certainty. 

Judge Hann. All right. That is a desirable mask, isn’t it, that one 
of modesty, always. 

Well, to go back, you have to endow the supposititious artisan with 
an acquaintance of all the existing art although it may be patents in 
Germany or England or France and where you will. 

After you have constructed what that man knows, then you must 
say, would the invention have been within the compass of that kind of 
man, that protege or call him what you like, within his powers. When 
I used to do it, I used to say that the only way you could do it would 
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be to try and figure what had been—how long the need had existed, 
how long that need had not been impeded by the backwardness of the 
attendant or necessar y technical arts without which it could not have 
appeared and then what success it had. : 

But I don’t think that was by any means the accepted rule. You 
could find nearly anything you like if you went to the opinions. It was 
a subject on which the judges loved to be rhetorical. I remember one 
very moving—I won’t mention the name of the judge but he is very 
well known—he described an invention as that jewel in the thorough- 
fare which all passed by without seeing until he who happens to have 
the happy instinct at last makes it out and picks it from the dust 
where it lies. 

Well, if you like that for law—there are a good many patent lawyers 
here. Iam afraid that they like to quote all those things. There are 
lots of them. 

They never seemed to tend toward enlightenment. For a long time 
I have thought the first thing to do was to have a very thorough exami- 
nation of how it really works. When I have said that to people, they 
have always answered me, “We know now just exactly how it does 
work and it is not necessary to go any further,” and the idea is that all 
we want from you is silence and damned little of that. 

To a judge that is useful advice although he does not always follow 
it. 

Senator O’Manonry. What they wanted, Judge, was not silence 
but a signature. 

Judge Hanp. That comes later. He generally doesn’t talk his 
signature, either. He writes it. I am by no means as desperate as 
those people to whom I have talked about there being no light to be got. 
For example, let me take what_ will probably seem to be a very 
invidious and unpromising possibility. Suppose it appeared that 
the steady advance little by little of the arts on which so much de- 
pends in our material civilization, supposing that really occurs in the 
big specialized laboratories kept, if you like, by the big corporations. 
That they form nests, and they signal out promising inventors. They 
are in competition with each other. They are little nests themselves, I 
take it, I don’t know but I think they must be, of capable men, 
stimulating and competing with each other all the time. Suppose it 
were to appear, if it could be approached with a nonpartisan spirit, 
that the establishment and maintenance of such specialized labora- 
tories depended in very large measure on limited periods of monopoly, 
patents. 

That would be, if that did appear, to my mind a very cogent reason 
for having something of the sort. 

On the other h: and you have the other school which says no. What 
you ought to have is not the slow step by step, what you might call 
little movements out on the borders of inv ention, little innovations all 
along. That is not what you want. W you want to encourage is 
those inventions which require genius. I doubt that. I think the 
great inventors or great discoveries are like the great artists. It is 
in their bosom. It has to come out. I don’t think they would be 
apprec set) moved by the fact they were to get a limited monopoly 
for 17 years. I should think that we ne arly all would come to 
that agreement. You wouldn't have had the great painters—I don’t 






























































































































































































































114 AMERICAN PATENT SYSTEM 


think they would have painted better if they knew they had a monop- 
oly. The place for the stimulus, I think, is those people who are very 
competent and will be induced by that hope of pecuniary reward to 
devote themselves as entirely as is necessary. 

Well, that is really all I have to say about it. 

I do think in addition and I will find very little agreement when I 
suggest this. 

Judge Frank and I see alike in this. He agrees with me. But the 
others said no. I will put it to you. You can join either side you 
like. I think a great deal of the odium that has surrounded the sub- 
ject is because patents are monopolies. I would like to distinguish 

etween monopolies, for they call copyrights sometimes monopolies. I 
would like to distinguish between that kind of monopoly and a patent. 

You may call them both monopolies. Let me confine a monopoly as 
I will use it now for the moment to the right to prevent anyone from 
doing what you have done, what you have described in your patent 
regardless of whether he has needed your disclosure to help him at all. 

I don’t know if I make that plain. In other words, you may say 
that when I write, we will say, suppose I wrote a verse, a sonnet, any- 
thing you like. You may say that my copyright which prevents you 
from coming along and copying isa monopoly. All right, if you like; 
that surely is a very different monopoly, because that is the taking 
of the fruit of my mind. You are using my brains, you are copying 
from me. Most people would feel that there was a kind of inherent 
fairness about that. “If you are going to use this old boy’s brain, what 
he has done, why you ought to get his consent.” 

But it is very different if you are going to say here is X which is a 
certain collation of steps or processes, he did it first. Even if you 
reached the same result without the least recourse to what he has 
done, he may stop you. 

That is a real monopoly. I throw this out with much diffidence. It 
wasn’t originally my idea. I think it was the idea of a very good 
lawyer now dead, Mr. Richard Eyre. I thought I had originated 
it but he said he did. I guess he did. I think it would be very profita- 
ble in your inquiry, if I may say so, and submit it to you, to get all 
the light you could possibly get on how that system would work. The 
Constitution does not use the word “monopoly.” It says “discovery.” 
I don’t think there will be any constitutional difficulty in limiting 
the monopoly to those who could be shown to have copied what the 
inventor did. If you did have that as in the case of copyrights, it 
would not be necessary to have any test for invention. 

You might say it would be very difficult for the patentee to ever 
prove that the supposed infringer had copied. Well, there are various 
devices that I think might be arranged to meet that. If the patentee 
brought the infringer to court and showed the infringer was making 
the same thing, you might throw the burden on the supposed infringer 
to show that he did not have to have recourse to the patent in order to 
do what he did. 

There would be other difficulties. In the copyright law we say there 
can be no copyright in ideas, it is only in the expression of ideas. That 
is a borderline that is really in theory very difficult. It is not so diffi- 
cult in application as one might think. It would rather be much too 
hard on an inventor to say all you have got is the exact text of your 
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claim. But that comes up in infringement now anyway. You can’t 
avoid that. The scope within, I would say the verbal scope, the scope 
within the words you have used has never been the actual measure, 
literal measure. 

You know the difference. Formally the courts have prescribed 
“substantially the same means producing substantially the same re- 
sult.” I don’t think that would be an objection. At least it would 
avoid a great deal of the animosity that has surrounded patents nearly 
always. 

I suppose it was the feeling of that which made the Supreme Court 
in whatever it was, 1855—you know when it was. 

Mr. Capitan. Hotchkiss v. Greenwood. 

Mr. Fepertco. 1850. 

Judge Hanp. I suppose that was what lay behind the construction 
of the old rule that it had to be more than new. It was entirely judge 
made. There was not a syllable in the statute at that time. Some 
syllables have come into the statute recently but we don’t know yet 
quite what they mean. 

I wonder if this suggestion wouldn’t do all that would be necessary 
todo. All that the whole system is designed to accomplish. Whether 
that kind of monopoly, if you choose to call it that, would not be 
enough of a reward, a bait for the progress of the arts without making 
it cover all infringements that happened thereafter regardless of 
whether the person who infringed had any benefit from the patent 
itself. 


I don’t know whether it is very clear, but I hope it will seem clearer 
when you read the record. 

If I were going into this I would certainly want to study that aspect 
of it. I don’t find much sympathy with the statement of it, and I 
don’t think Ishallhere. But I think it is worth looking into. 

Senator, I have talked more than I really had to talk about, but 
that is‘all I have to say. I am not really interested in details of the 
administration because I feel so sure that until you go at it from the 
bottom up, you are going to have this constant difficulty and these 
innumerable verbal questions that come up. I don’t know whether 
you were ever a patent lawyer or not. 

Senator O’Manoney. I was not, Judge. I was not a patent lawyer, 
but I have an inclination to believe that most good law reflects com- 
monsense in human relations. I doubt 

Judge Hanp. You are something of an optimist, may I say. 

Senator O’Manoney. I think I am a congenital optimist. I noted 
with interest your suggestion that the patent law had its genesis when 
Queen Elizabeth the First, we must now say 

Judge Hanp. Yes. 

Senator O’Manoney (continuing). Began to reward her favorites 
with patents, with the right to do certain things. Having just re- 
turned from an unofficial trip to Ireland where I had the opportunity 
of becoming acquainted with the land of my progenitors, I could not 
help but remember that some of the patents that that illustrious queen 
issued were patents to lands already occupied by a very intelligent 
race of people. 


Judge Hanp. I beg you, when you consider the patent system, forget 
Queen Elizabeth. 
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Senator O’Manoney. Let’s go to James then. 

Judge Hann. Of the two, I think I prefer the lady. 

Senator O’Manonry. Well, it was the gentleman who made the 
law or at least whose name was attached to the law. 

Judge Hanp. It was the gentleman whom they finally overcame 
and made much against his will. He couldn’t give more patents to 
his favorites. The stories are very disagree: ible. Let’s not get into 
that. 

Senator O’Manonry. We won't get into that. 

Judge Hanp. The Commons fin: ally took it away from the old boy 
and “new and useful” was supposed to do the job of insuring that 
they, the public, would have a quid pro quo. 

Senator O’Manonry. W hen you use that phrase from the statute 
of James, “new and useful,” I believe you open up the field that we 
are trying to study. 

Judge Hann. Yes. 

Senator O’Manoyey. Is it in your opinion a good and useful 
thing—I am substituting “good” for “new” now—for Congress to 
exercise the power which the Constitution gave it to provide by law 
for exclusive use of the inventions or discoveries of inventors. Is it a 
good and useful thing? Does it promote the arts and sciences? 

Judge Hanp. That is just the question. Nobody knows and nobody 
can know until they examine how the system which has been working 
after all for 150 years works in our present very complicated indus- 
trial society. 

Senator O’Manoney. Let me appeal to you to state from your expe- 
rience what that has indicated from the many cases that came to your 
attention. Did they on the whole promote the arts and sciences? 

Judge Hanp. That is just what a judge never gets. 

Senator O’Manonry. Why doesn’t he get it ? 

Judge Hanp. Because the facts are not there, how essential it was 
for the progress of the arts it was. I am trying to get at how far this 
system of monopolies or whatever you like to call it, how far does that 
system in fact stimulate production? You can find—I have been at 
the job nearly 50 years—there are two schools and the one school 
beats the air and says without the patent system the whole of Ameri- 
can industry would never have been developed. It is the stimulus 
which has brought us to the top, and the other says it is nothing but 
a beastly method and they get hold of it and they get a lot of smart 
lawyers and the little man “who has really made it never gets any- 
where. And he is seared to death. 

No one really knows. Each side is beating the air. They approach 
it with enormous passion but without enlightenment. "The judge 
doesn’t get that. He does have this much particularly if he tries to 
make this test. I always try to make it, and I like to eall it an objective 
thing and what the art is as it had been, and ask yourself, what do 
you think—do you think that was within the compass of the ordinary 
skilled artisan? I don’t know how to answer that question. Judges 
don’t. They answer it because they start with certain preconceptions. 
That is about what you do. You have no idea, you get no line what- 
ever of information as to how the system itself is in fact influencing 
the production of inventions. 
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No one could believe more than I that it is the step-by-step increase 
of invention on which we depend. As I said when I started, for our 
very existence now. So your committee is engaged I think in the 
most vital—there could not be a more vital inquiry in substance on 
the subject. 

Senator O’Manonrey. I think I may have stated my inquiry rather 
poorly. 

Judge Hanp. No, no. 

Senator O’Manoney. I didn’t get over to you I think what I had 
in mind. 

Judge Hanp. That is probably my fault. 

Senator O’Manoney. Let me say first, as I read the constitutional 
provision, the drafters of the Constitution extended to Congress the 
power to grant, or not to grant, as it saw fit, patents or the exclusive 
right to use these works and discoveries for a limited period. 

Judge Hanp. Yes. 

Senator O’Manonry. That offer of the Constitution was accepted 
by the Congress, so we are not discussing whether or not to amend the 
Constitution or whether to repeal the patent law. We are discussing 
rather whether the grant of a monopoly for a limited period does 
stimulate the production of the inventions that we require, that so- 
ciety needs. 

Judge Hanp. Absolutely. If you include in the word “monopoly,” 

I tried to make a distinction there. 

Senator O’Manonery. I don’t think there is any distinction. It isa 
limited monopoly, isn’t it? 

Judge Hann. No; I have entirely failed if there is no distinction. 
It seems to me there is a very vast distinction. If I were to make a 
change I think T would want to hear what people much more advised 
than I would do. I think I should ch: ange it. I think I should make 
patents like copyrights. I should say that a man is entitled to what 
he contributed, but what he contributed to others, and unless they used 
what he did, he could not stop it. That is like copyrights. You take 
a copyright of music in these days, and you take a very skillful person 
like Spae eth, they call him a tune detective, he will show you how again 
and again spontaneously you get identical measures and chords, and 
so on. 

I think you probably would find that was true also—I don’t know. 
Without any more information than I have now, if I had to say what 
I should prefer, it would be that. 

Senator O’Manonry. Are you suggesting that since the copyright 
law protects the author, only to the degree of the actual words that 
he sets down, the expression of the idea, and does not in any Way 
prohibit another writer to express the same idea in other words, the 
same plan should be followed with respect to patents and that the 
patents should cover only the precise invention that the inventor makes 
and should not be extended to cover vague claims with which it is 
surrounded when the patent lawyer gets hold of the application and 
files it in the Patent Office for the purpose, as some say, to prevent 
others from coming in to improve upon the same idea. 

Judge Hann. Yes; that really isthe law. Now, Senator, the courts 
have said they won’t hold the inventor literally to the verbal rigidity 
of the claims, but they don’t let him go beyond the claims. 
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His monopoly is limited—of course they are never tired of repeating 
itadnauseum. That would not bea new point. 

Senator O’Manonry. You must remember that we started out on 
this discussion with a frank acknowledgement on my part that I am 
not a patent lawyer. Do you wish us to understand that the language 
of the claim establishes the patent right ? 

Judge Hann. Oh, yes; there is no greater commonplace in the whole 
law than that. That is not as clear as it sounds, cansuan the claim 
does have all kinds of penumbral edges. 

Senator O’Manonry. May these penumbral edges of which you 
speak be erected by the skill of the lawyer rather than the inventor 
in order to place a barrier against new inventors to improve on the 
original ? 

Judge Hanno. Everybody wants to get the most he can for his client. 

Senator O’Manonery. But the Congress has for its clients the general 
public. 

Judge Hanp. Yes. 

Senator O’Manoney. I am asking you now to advise the Congress 
what it should do, not for the inventor, not for the infringer or against 
the infringer, not for the manufacturer or the distributor, not for the 
lawyer 

Judge Hann. Not even for the lawyer? 

Senator O’Manoney. The patent lawyer, but for the general public. 

Judge Hanp. I don’t believe you can answer that. I do think 
that is the only question in the end, how far does this system of what 
we call monopolies, does it promote the public interest by stimulating 
progress, interstitial progress of the arts, without which we shall 
soon be left behind? What I tried to say first was that that cannot 
be determined satisfactorily a priori by the beliefs that people have 
one way or the other. Not without a thoroughgoing investigation. 
I mean a very extended examination. Call everybody and see how 
it works. I don’t care much about their opinions as to how it works. 
But how it does work. It will be a long job. It may be an impossible 
job. I have talked too much. 

Senator O’Manoney. No; you have not. I want to ask you to lay 
down the agenda for such an investigation as you have in mind. 

Judge Hanp. Oh, my God. You have to get someone who is more 
closely connected with industry. 

Senator O’Manoney. Let’s see what you are not saying, Judge. 

Judge Hanp. Very little, I am afraid. 

Senator O’Manonry. There are a lot of patent lawyers here. 

Judge Hanp. I am aware of the background. 

Senator O’Manonry. I know you are not intimidated by the 
lawyers. 

Judge Hanp. May I put in a caveat on that? 

Senator O’Manoney. I don’t know whether I will allow that or not. 

Judge Hann. If I can’t have it here, I will have it outside. You 
better give it tome now. Iam very afraid of them. Go on. 

Senator O’Manonry. Are you suggesting to this eminent patent bar 
assembled in this grand caucus room that the patent law might well 
be repealed unless they can prove that the patent law has done some- 
thing? 

Judge Hanp. Oh, no. Nothing so sudden as that, Senator. It 
might turn out—I have not the least idea that it would. But if it 
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did turn out that it was merely a way which did not result in what 
I call the proliferation, the slow increase bit by bit of the arts, then, 
of course, I don’t think there will be any justification of the bar. I 
suppose everybody will agree with that. Even the lawyers must. 

Senator O’Manonry. I hesitate to ask this question, but you are a 
very good-natured man as well as a great judge. 

Judge Hanp. I am not going to answer the question now. I deny 
the hypothesis. Leave that out, and I will answer the question. 
Strike it out. 

Senator O’Manonry. The motion is denied. In all of your experi- 
ence on the bench in patent cases, have you received no glimmering 
of notion as to whether or not the patent law has served a useful 
purpose ? 

Judge Hanp. I have an opinion, but I don’t want you to cross- 
examine. I don’t think it would be any good. I think it has. A 
great one. If you cross-question me, and ask me why, I don’t know. 

Senator O’Manoney. I am not going to cross-examine you. I got 
the answer I expected. You believe the patent law has been good. 
Now will you help us to improve it? 

Judge Hann. You are a very harsh judge. You have to specify a 
little more. You overlooked my motion. 

Senator O’Manonery. Mr. Caplan, would you care to take up the 
questioning at this point? I know well enough to stop questioning 
when I have a favorable answer. 

Mr. Capitan. You put me in a terrible spot. 

Well, we were interested, Judge Hand, in your recent decision as 
to the effect of the Codification Act upon the standard of invention. 

Judge Hanp. You mean Lyons against Bausch & Lomb? 

Mr. Capian. Yes. 

Judge Hanp. I was interested, too. 

Mr. Cartan. I appreciate the fact of the limitations upon your 
commenting upon that case. 

Judge Hanp. All right, the comment on it now is it is done. It is 
in the hands of higher powers. 

Mr. Cartan. The particular sentence was the statement that— 

On the other hand it must be owned that had the case come up for decision 
within 20 or perhaps 25 years before the act of 1952 went into effect on January 1, 
1953, it is almost certain that the claims would have been held invalid. 

I wonder if you had any comment upon that tendency in the last 20 to 
25 years ? 

Judge Hanp. Yes. We have been pretty frank about that in the 
second circuit. You will see a lot of cases there that I dug up or m 
law clerk did. I read them after he did. It was pretty well accepted, 
I think, that perhaps 20 or 30 years ago the Supreme Court had 
adopted a very much stiffer rule about what was invention. I think 
it began first with Justice Brandeis. 

It seems to me it was in the Carbice case. I think I was in the case. 
Judge Swan wrote the opinion. I should think that was all of 20 
years ago. It might be more. That was the first sign, as we under- 
stood, that we should watch our steps and be more severe about what 
was an invention. 

As it went on, we thought in the second circuit that that tendency 
was becoming more and more fixed and although I think, or a good 
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many people thought before that, we were much too easy about patents, 
however, after all we were there to take our orders as we understood 
them and we understood that we were to be very strict, very severe. 

There was a case [ know about molding silver. The Jorgenson case. 
I wrote a dissent, but the majority was affirmed. Justice Jackson 
said, “Now the only patent that can be said to be good is one that has 
not reached this court.” I thought that showed ‘at least: he thought 
we had fairly well interpreted the Supreme Court. People have said, 

“We don’t go to you any more because you are so tough on pate nts. 
You used to be a friend of patents and now you are perfectly terrible.” 
But we were doing what we thought our orders were. 

Now when the Congress passed the act, whether we were right in 
construing it as meaning that the old rules were to apply, remains to 
beseen. I hope the case will go up. 

Mr. Carian. I wondered if you had any opinion as to the overall 
wisdom of this tendency which the Supreme Court has expressed in 
such decisions. 

Judge Hanno. No; I haven’t any opinion. I think we are all beating 
the air without going into the facts. Until we have a thoroughgoing 
investigation, it is all going to be guesswork, I think. I don’t see how 
we can tell. How do we know what the effect is. Perhaps we shall 
never find out. It will be a very intricate and difficult inquiry. When 
it is through we might get nothing. Still I think we ought to go about 
it that way. I have thought so for a great many years. I don’t get 
much support so probably I am wrong. 

Mr. Watson. May I make a remark ? 

Senator O’Manonery. Yes, of course. 

Mr. Watson. I am very much interested, Judge Hand, in that sug- 
gestion which you have just made, namely that it seems at this time 
to be quite appropriate to study the operations of the patent system as 
a whole. And to ascertain its true economic impact upon the economy 
of the country. I had not given it much thought until I came to the 
Patent Office and for the first time came up against the problem of 
appropriations for the Patent Office. 

[ entertained the same views as probably every other patent lawyer 
in this room entertains, that, if there were no patent system, the 
country would cease to progress and the Indians would take over. 

Judge Hanp. They had some inventions, too. 

Mr. Watson. I had the library of the Patent Office canvassed and 
I found there had been some 14 prior semiinvestigations of the patent 
system, some congressional hearings, some economic analyses, but never 
a really complete one. I well remember a statement made in the last 
book purporting to be an economic analysis of the patent system 
and its operation, which happened to be a book prepared by the Na- 
tional Association of Manufacturers, but not publicly distributed, 
and in that book it says that of all the prior attempts to evaluate the 
operation of the patent system and to determine its value to the coun- 
try, each had been ine omplete and based only upon the personal opin- 
ion of the person, based in turn upon his rather narrow experience, 

In other words, the testimony before the congressional committees 
had been by individuals who had had certain experiences but that at 
no time in their past experiences had they the advantage of studying 
the full economic facts. 
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There was an attempt by the Bureau of Labor Statistics recently. 
There was a circular sent out to industry. I attempted to have in- 
cluded on it 12 questions to 7,000 manufacturers, the answers to which 
would give us some idea of how the patent system was working. 

It was finally pinned down to one question, namely, “Have you any 
Son ra or patent applications?” The Bureau of Labor Statistics and 
the National Science Foundation were not particularly interested at 
that time. 

I haven't yet ascertained the results. I couldn’t pass by without 
saying that that idea is on the agenda of only one institution of which 
| know and that is the Patent Foundation of George Washington Uni- 
versity which I think if allowed to complete the work which it has 
undertaken would give us some idea of the net value of the patent 
system. I see Dean ‘Col ‘lough up here. 

Senator O’Manonry. He is present and I think a contribution 


from him at this time would be very valuable. Where is Dean 
Colclough ¢ 


STATEMENT OF DEAN 0. S. COLCLOUGH, ACTING DIRECTOR, THE 
PATENT, TRADEMARK, AND COPYRIGHT FOUNDATION, THE 
GEORGE WASHINGTON UNIVERSITY, WASHINGTON, D. C. 


Dean CoxicioucH. I am here. 

Senator O’Manonery. I am glad you are at the table. 

Dean CoitcLtoven. I am so happy to be here to listen to Judge Hand 
because it seems to me that he has expressed the motivating influence 
that caused the university with which I am connected to undertake 


5 years ago the organization of a foundation which would be dedicated 
to a search for the facts in connection with the operation of the patent 
system in this country. 

We became convinced some years ago of the very thought that 
the Commissioner of Patents has just “expressed and which Judge 
Hand spoke of so clearly. That the whole area of the patent monopoly 
in this country has been characterized by opinions of the two schools 
of thought which you expressed, Judge, as on the one hand con- 
demning it as restricting progress and the other claiming that it is 
the sole basis of progress technologically and industrially, and it was 
for that reason that the foundation was organized. 

Perhaps, Senator, it would save time if L quickly provided infor- 
mation on the research projects in which we are now engaged. I know 
the chairman is cognizant of this work. The chairman of the Ju- 
diciary Committee is a member of our advisory council and I am proud 
to say that Judge Hand and the Commissioner of Patents are mem- 
bers, too. May I quickly read the research projects which we have 
undertaken so far to show our approach to find a factual basis for 
conclusions with respect to the patent system ? 

Senator O’Manonry. In order that your testimony now may be 
placed in its proper perspective, let me ask you first, when the study 
was undertaken ? 

Dean Coictovuen. The organization of the Foundation was under- 
taken about 5 years ago, sir. The fund-raising aspects of it were 


completed and the Foundation was actually put in operation in Febru- 
ary 1954. 
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Senator O’Manonry. When the fund-raising effort was completed, 
what success did you have? Can you give us the amount of money 
that was raised to finance the project ? 

Dean Corctoucn. Yes, sir. Not exactly, but in round figures, it 
was something in the order of $120,000. Would you like to know 
who contributed ? 

Senator O’Manonry. You may volunteer that information. 

Dean Cotcioven. I think that is important to our undertaking be- 
cause it is evidence of the breadth of our support and the fact that 
this support represents those elements of our society who might have 
conflicting opinions. 

It is supported by patent lawyers on a wide scale. It is supported 
by industry—and when I say industry, I mean both large and small. 
It is supported by research laboratories. All laboratories are volun- 
tary memberships in the Foundation. The Foundation, I must point 
out, is an integral part of the research and educational program of 
The George Washington University, and is not separately incor- 
porated. 

Senator O’Manoney. And this financing, I state, is an assumption 
and is a fact I am sure; the Foundation was left wholly free to make 
its own decisions. 

Dean Cotciouer. Right, sir, subject only to the Board of Trustees 
of the University. 

Senator O’Manoney. Yes. In other words, the contribution of 
any fund to the Foundation was not in any sense made to guide the 
Foundation in its studies or in its findings. 

Dean CotcLoucH. Right you are, sir, and it was for that reason we 
sought our support in all the various areas of opinion and attitudes 
toward the patent system. 

Senator O’Manoney. You began 5 years ago? 

Dean Cotcitouen. To raise the money. 

Senator O’Manoney. This committee received an appropriation of 
$50,000 out of the contingent fund of the Senate to conduct the study 
in which it isengaged. I want to point out the handicap under which 
we are working as compared with the grant that you have. 

It is the rule of the Senate that an appropriation of this character 
can be made only for 1 year, so that it will be necessary for this 
committee for the coming session of Congress to apply for a renewal 
of its financial support if it is to carry on the study. 

You have already been working for 5 years. 

Dean Cotcroven. We have been working for a year and 6 months, 
sir, on the actual work but I might say, in that connection, we hope 
that the money invested—and it will be more than the figure I have 
named by a great deal before we complete this study, on the basis of 
our present judgment—I hope it will be of use to this committee and 
will perhaps save some of the appropriations. 

Senator O’Manoney. All right, sir. 

Judge Hanp. May I ask a question? 

Senator O’Manoney. Certainly. 

Judge Hanp. Have you gotten far enough into the study to know 
whether the absence of the power of subpena would stand in your 
way—do you find you have access to all of the information ? 

Dean CotcioucH. So far we have gotten full cooperation. We are 
getting complete cooperation, I would say, from industry and the 
laboratories. They are being very generous in their cooperation. 
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Judge Hanp. That does not surprise me at all. I wondered 
whether you had found any hindrance, and you say that you have 
not? 

Dean ConcLouen. We have not. 

Senator O’Manonry. ‘This committee has issued no subpena as yet. 

Judge Hann. But it might be, you know—you cannot tell if it got 
very close and right to the marrow you have got the claws, and they 
have not. 

Senator O’Manonry. Would you repeat that? I want that clearly 
on the record. [Laughter. | 

Judge Hanp. I will repeat it for you. You have got the claws, and 
you know it. 

Senator O’Manoney Proceed. 

Dean Co.iciover. I want to go over our projects and then if the 
chairman would be interested I would be happy to file with the com- 
mittee for its records a description of these research projects. 

Senator O’Manonery. That will be very satisfactory. 

Dean CotcLoucH— 


1—A, PATENT UTILIZATION 


‘The purpose of the patent-utilization project is to determine as 
objectively as possible: (a) The proportion of patents issued in a par- 
ticular year that are put to use in commerce and industry. (6) The 
extent to which patents are used, and the length of time. (c) The 
monetary value of patents to the inventor and to the assignee. (d) The 
economic or competitive value of patents which are not eau used in 


production. (¢) Social and economic factors which stimulate or in- 
hibit the maximum utilization of patents. (f) Factors which account 
for nonutilization of patents. (g) Suggestions which inventors and 
assignees have for maximum patent utilization through changes in 
present patent procedures. () The extent to which industry is 
resorting to trade secrets in preference to relying on patent protection. 

To assure objectivity and representativeness, the answers to the 
preceding questions are sought through a statistically selected sample. 
This approach makes it possible to generalize the findings from the 
sample to all the patents issued during the particular period from 
which the sample was selected. For our pilot study, we have started 
with an initial sample of 2 percent, selected systematically from all 
the patents issued in 1952, 1948, and 1938. 

The information abstracted from the Official Gazette for the 2,115 
patents could yield some interesting relationships between such items 
as the assignment status, lapse of time between application and the 
issuance of the patent, the frequency with which assignments are 
made to corporations, the number of claims, and the classification of 
the patents. 

The patents not assigned at date of issue have had to be searched 
against the Patent Office files to obtain the date of subsequent assign- 
ment, if any. 

Information on the utilization of patents will be obtained through 
questionnaires addressed to the inventors and assignees. For inventors 
and assignees in nearby areas, questionnaires have been filled out 
through personal interviews. This phase of the work is completed. 
A — questionnaire will be sent to inventors and assignees in other 
areas. The personal interviews were made to give us a first-hand 





124 AMERICAN PATENT SYSTEM 


knowledge of the questions which could be answered, and the best way 
to phrase these questions. This initial face-to-face questioning of 
inventors and assignees has helped us to streamline our questionnaires. 

To minimize costs and maximize information, we plan to investigate 
only about 10 percent of the nonassigned patents. We are assuming 
that most nonassigned patents are not utilized. It is considered that 
this small sample will be sufficient to test this assumption. We are 
excluding all the patents to foreign residents. The assigned patents, 
numbering about 1,300 will be circularized, as discussed in the pre- 
ceding paragraph. 

After every means has been exhausted to trace inventors and as- 
signees and have them respond to the questionnaires, a subsample of 
inventors and assignees, living in certain nearby cities, who failed to 
respond to the questionnaires will be visited personally to obtain the 
desired information, so as to determine in what respect the non- 
respondents differ from those responding. 

The questionnaires filled out by personal interviews or by mail will 
all be coded and tabulated and the results analyzed. Moreover, since 
this is a pilot study, records are kept of the time spent on the various 
activities, so that ultimately cost data could be prepared. Fingllly, a 
report will be prepared summarizing the findings, and appraising 
the effectiveness of this approach. The salient findings resulting 
from the study will, of course, be made widely available to the mem- 
bers and other groups. 

Project No. 1a is under the direction of Dr. Joseph Rossman, patent 
attorney of Philadelphia. He is patent counsel for the Marathon 
Corp. His publications include: The Psychology of the Inventor, 
the Law of Patents for Chemists, and the Protection by Patents of 
Scientific Discoveries. He served as editor of the Journal of the 
Patent Office Society from 1931 to 1935. He has contributed numer- 
ous articles on legal and technical subjects to magazines and journals. 

The research associate is Dr. Barkev S. Sanders, consultant on 
disability insurance to the Bureau of Old Age and Survivors Insur- 
ance, Department of Health, Education, and Welfare. He is a lec- 
turer in statistics and economics at Johns Hopkins and Catholic 
Universities, and has developed and conducted numerous statistical 
surveys and studies. He has also contributed articles to technical 
journals, including the Journal of the Patent Office Society. 


2—-A. THE VALUE OF THE PATENT IN THE UNITED STATES 


The purpose of this project is to determine the value of the patent 
in the United States. Because no one generally accepted and inte- 
grated body of criteria [standards | with which to measure patent 

value exists at present, the first objective of this study is to develop 
a precisely define such criteria so they can be used as a guide for 
fact collecting. These criteria will be designed to measure as specifi- 
cally as possible what the patent system has done, is doing, and ought 
to do. For example, one of the criteria is the proportion of output 
(1) which would not have been undertaken without patent protec- 
tion, (2) for which patent pr otection is of some importance, and (3) 
for which patent protection is of negligible or no importance. When 
quantitative estimates along these lines are obtained, they will throw 
light upon the operation of the patent system for the whole of indus- 
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try and for major segments of industry, as well as for classes of 
products. 

The pilot project is designed to provide answers to how we should 
proceed to accurately evaluate patents as well as provide tentative an- 
swers based on incomplete facts to what is the value of patents. To 
that end, the pilot project is broken down into four subdivisions of 
investigation: (1) the development of criteria for patent evaluation 
to the extent that prevailing criteria are inadequate, (2) the testing of 
the criteria developed and the gathering of pre ‘liminary factual data 
on patent value through selected case studies, (3) subsequent improve- 
ment of the criteria to provide better procedures and techniques, so 
that more comprehensive and practically useful studies of patent eval- 
uation may be undertaken, and (4) a report to the members of the 
foundation which will include the preliminary factual data on the 
value of patents gathered in the case studies. 

The principal investigator for project No. 2—a, Dr. Jesse W. Mark- 
ham, has specialized in the fields of industry aude and public policy 
toward business for 10 years. He has taught at Harvard, Vander- 
hilt, and Princeton Universities, and is at present an associate pro- 
fessor of economics at Princeton. His publications include two books, 
Competition in the Rayon Industry and Workbook in Economic Prin- 
ciples, and several articles. From 1950 to 1953 he headed up a re- 
search project dealing with an evaluation of fertilizer policies for the 
‘Tennessee Valley Authority. From 1953 to 1955 he served as Di- 
rector of the Federal Trade Commission’s Bureau of Economics. 


A. EFFECT OF PATENTS ON THE CREATION AND GROWTH OF SMALL 
INDUSTRIAL UNITS 


This project seeks to determine the roles of the patent right and 
other factors (like availability of capital, quality of entrepreneurship, 
and technical and economic barriers to entry) in the development of 
new firms and industries. The investigation is designed to provide 
firsthand field interview information and is being conducted by in- 
dividuals with small staffs and is being executed relatively quickly 
and will lead to foundation reports and publications on the influence 
of the patent system on the creation and growth of new vigorous units, 
new units that are keeping our industrial system flexible and alert. 
The pilot project covers three different typical situations, which when 
eee together will have broad inductive value. These situations 
are: ) the rise of enter prises on the technological frontier, (2) the 
rise of rprises through the specialization of services, and (3) the 
rise of enterprises permitted by opportune technological changes in 
heavily concentrated “mature” industries. 

Spee ifically, situation No. 1 is a study being made of small new firms 
spr inging up in New England and elsewhere in the electronics field. 
These firms are not so much interested in radio and television as in in- 
struments, special high-cost components, electronic “guns,” high- 
purity metals for electronic fabrication, etc. Many such firms start 
as consultants or with Government research contracts. In addition 
to such sources of capital buildup, they rely heavily on “educ: yas 
on technical knowledge, not generally shared and often embodied i 
owned patents. In addition to electronics, this study will cover a 
sample of new firms in the radioisotope field. 
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The second situation of this project is an investigation of the rise of 
the custom heat treating of metals industry performing services for 
automobile parts makers and other companies. The technology of 
heat treating (which imparts extra strength to carbon steel, “case 
hardens” the softer steels, relieves internal stresses in worked metals, 
etc.) has been improving rapidly so that a metalworking firm has diffi- 
culty in keeping up with the latest equipment and methods. This 
study is inquiring into the place of patent licensing in the growth of 
this new industry, the sources of personnel and capital, etc. 

The third situation is a study of the economic feasibility of small- 
scale local steel facilities based on small-scale electric furnaces (in lieu 
of blast furnaces) and the continuous casting process. It appears that 
the development of new iron and steel technologies will require much 
less capital for entry and will permit the exploitation of small, high- 
grade iron-ore deposits for the benefit of local markets. The officials 
of companies designing continuous casting equipment will be inter- 
viewed to find out what problems of patent licensing exist, how these 
will be overcome, what kind of clients are expected, what future is 
envisioned for this type of decentralization in the steel industry, ete. 

The principal consultant for project No. 3-a is Dr. Irving H. Siegel, 
director of research, American Technology Study for Twentieth Cen- 
tury Fund; staff member of Council of Economic Advisers to the 
President ; author and lecturer on economic and technical subjects. 


5—A. LICENSING OF AMERICAN PATENTS, TRADEMARKS, AND TECHNIQUES IN 
FOREIGN COUNTRIES 


The purpose of this project is to obtain information on licensing 
operations abroad by American business and of the relations of patents 
and trademarks to these operations. There is very little organized 
material on this subject, but it is apparent that licensing of foreign 
manufacturers is a widespread and growing practice of American 
firms. The foundation is now completing a preliminary study which 
has the purpose of determining whether a more comprehensive project 
would be feasible, and whether there would be enough interest to justify 
it. In the course of the preliminary study the project staff had a 
number of interviews with officials of American firms that engage in 
licensing foreign manufacturers, and with interested Government 
officials in the United States and abroad. The feasibility of a pro- 
posed questionnaire was tested in a mail survey of approximately 70 
foundation members. 

Results of the preliminary study so far show that a very large 
proportion of American firms engaged in licensing abroad wou ‘ 
cooperate with the foundation in a more comprehensive project, thus 
assuring the foundation of access to necessary information. The re- 
sults also show considerable interest in the subject. 

The comprehensive project, if undertaken, would cover points such 
as ra following: 

. An analysis of the factors which contribute to the success, or 
re of success, of the practice of licensing abroad—including, of 
course, the role of the patent and trademark systems. 

An analysis of the economic consequences of the practice, both 
oats and abroad. 
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3. A description of negotiating techniques, and of the principal 
provisions of successful licensing agreements. 

4. An analysis of the factors abroad which make for a good or 2 
poor “climate” for successful licensing agreements. 

Project No. 5-a is under the direction of John Lindeman, consult- 
ing economist, of Washington. For several years Mr. Lindeman was 
with the Mutual Security Agency in Europe, where he dealt with the 
problems arising from exchange restrictions and economic nationalism. 
His present work also gives him an intimate knowledge of the foreign 
operations of some American companies. 


6—-A,. PUBLIC ATTITUDE TOWARD PATENTS, TRADEMARKS, AND COPYRIGHTS 


The purpose of the project is to determine attitudes toward, incen- 
tives for, preconceptions of, and levels of information about the 
patent, trademark, and copyright systemse Two groups are being 
studied in the pilot project : (1) university seniors at the George Wash- 
ington University, and (2) a cross section of the general public in 
Washington. Within each of these groups, analysis will be made of 
special subgroups, e. g., engineering and technology students. The 
method will be that of a sampling survey using intensive interview 
techniques. 

This information is designed primarily to provide guidance to a 
public-relations program. An effectively focused public-relations 
program must first know the shape of current attitudes and levels of 
information, in what areas ignorance and doubt exist, and what mis- 
conceptions prevail. Furthermore, such information must be obtained 
with respect to certain critical groups. 

This pilot project has begun in Washington, D. C., with the possible 
view of extension to other cities and other types of critical groups. 

Project No. 6—a is under the direction of Mr. James N. Mosél, asso- 
ciate professor of industrial psychology at the George Washington 
University and research consultant on advertising. communication, 
and public opinion. Professor Mosél has conducted numerous sur- 
veys of public reaction for advertising agencies, industrial organiza- 
tions, and the United States Government. 

We have other projects in mind. We are working to develop one 
in the atomic energy field which is an obvious one, because atomic 
energy has special patent problems. 

And, finally, we are working on a project in the antitrust field. 

Those are the projects now undertaken. They are each in what we 
call the pilot phase, because supplementing what Judge Hand asked 
a moment ago, one of the first things we have to find out is, can we 
get the information? And, secondly, what the best methods of collect- 
ing the information are. So we have gone on for this reason and 
for the reason of finance, on a pilot basis with questionnaires, and by 
interviews with the industry. 

We have our representatives in the field consulting manufacturers, 
the laboratories, the individual inventor. We have passed out ques- 
tionnaires to a large number of individual inventors in this country 
to get their personal experience with respect to the development and 
marketing of their invention. 

Senator O’Manonry. What response have you had to these question- 
naires, first, with respect to the questionnaire itself? There have been 
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complaints, you know, from many business sources about question- 
naires, the numerous questionnaires sent out by executive bureaus and 
committees of Congress. It iscondemned sometimes as a great burden, 
an unnecessary burden upon business. 

What response do you get in that respect? 

Dean Corctover. Our response has been good, Mr. Chairman, but 
we have more or less adopted a refinement on the questionnaire method 
in order to make it less burdensome, of combining the questionnaire 
and the interview. In other words, either equipping the interviewer 
with a questionnaire or using a mail questionnaire on previous per- 
sonal interviews, but not asking the busy executive or the busy labora- 
tory director to answer all sorts of impossible questions. Our personal 
interview experience is employed in drawing up mail questionnaires 
and for further interviews. 

. We find that facilitate® the collection of the information. 

Senator O’Manonry. With respect to the subject matter what has 
been the response ? 

Dean Coictovern. We have had no difficulty. 

Senator O’Manonry. And you have been gathering material ? 

Dean Concrover. On a small seale, sir, because as I said, we feel 
that in order to develop methodology we should approach it on a 

pilot basis, to be sure that we have the correct method before spend- 
fae a great deal of money on a general search. 

Senator O’Manonry. After this material has been gathered what 
will be your method of reaching a conclusion for the preparation of 
the report and the making of the recommendations ? 

Dean ContcLtoveHr. Our staff will analyze the information and come 
to tentative conclusions. 

We have, and are most fortunate in having, the Advisory Council 
of which I spoke a moment ago, two members of which are here in 
the room, and which also has on it, which we think is a great privilege, 
men like Mr. Asbury, vice president of the Esso Research & Engineer- 
ing Co.; Dr. Joseph W. Barker, president of the Research Corp., and 
also president of the American Society of Mechanical Engineers; 
Mr. Cyrus S. Ching, in the labor field; and we had the late John W. 
Davis, who is not with us any more; Adm, Luis deFlorez, president 
of the deFlorez Engineering Co.; Mr. Laurence B. Dodds, vice presi- 
dent of the Hazeltine Corp.; Mr. Thomas K. Finletter; Mr. Lawrence 
R. Hafstad, recently Director of the Reactor Deve lopme nt Division 
of the Atomic Energy Commission; Mr. John M. Hancock; Judge 
Learned a Mr. Mervin J. Kelly, president, Bell Telephone Lab- 
oratories; Dr. Charles F. Kettering, chairman of the board, Kettering 
Foundation; Mr David FE. Lilienthal; Mr. Max McGraw, president of 
McGraw Electric Co.; Gen. David Sarnoff, chairman of the board, 
Radio Corporation of America; Dr. Glenn T. Seaborg, professor of 
chemistry, University of California; Dr. Edward R. Weidlein, presi- 
dent of the Mellon Institution of Industrial Research; Mr. Charles E. 
Wilson, chairman of the executive committee of the board of directors, 
W. R. Grace & Co.; and Mr. William T. Woodson, a very prominent 
trademark lawyer of Chicago. 

And as ex officio members, Senator Kilgore, Representative Cellar, 
and Commissioner Watson. 

We have periodic meetings 
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We also have an executive committee. We will take our findings 
of fact and tentative conclusions and discuss them with this committee. 
We will work with many other institutions on our projects. 

As indicated a moment ago we are using people on our staff from 
Princeton, John Hopkins, Pittsburgh, and other institutions. We 
will finally develop what we believe to be a scientific analysis of the 
facts. 

Senator O’Manoney. Did you hear the testimony, or rather the 
comments of Mr. Jo Bailey Brown this morning with respect to the 
reduction in the number of patent cases in the courts ? 

Dean CotcirovucnH. No, sir, unfortunately I did not. 

Senator O’Manonry. Have you in this study set up a project—I 
regret to say that I did not follow all of these special studies you have 
established—dealing with the position of the small inventor as related 
to the research laboratory ¢ 

Mr. Cotctoven. That is implicit = one of them; yes. As a matter 
of fact, it probably is involved in four of them, but as a separate 
project; no. Although, as I pointed out, sir, our patent-utilization 
project—one of our major projects—is starting with the individual 
inventor. I believe we have now some 75 who have been interviewed. 
And when we perfect our questionnaire it will go out to thousands, 
followed by personal interviews in certain cases. 

The degree of sampling, of course, will depend on statistical meth- 
ods to go far enough to reach sound scientific results. 

Senator O’Manoney. Thank you very much. In order to stimulate 
the discussion a little bit more, I think that I will call on Mr. Biebel. 
We interrupted you yesterday, because we asked you to wait for the 
presence of Judge Hand. 

Mr. Bresex. If I could refer back to one of the matters that was 
mentioned by Judge Hand. He referred to inventive genius as being, 
I think, something that was either there or it was not there, that you 
found it and itcame out. I think that is certainly true. 

He further referred to some of the great painters of the past as 
exercising genius in that field. I think it also is true that the great 
court painters in the period of 300 and more years ago were largely 
subsidized by the court to which they were attached or by some large 
und prominent wealthy family. 

Judge Hanp. That was always true, I think. 

Mr. Bresex. I think that was very much a part of the court intrigue. 
[ think it explains some of the very famous collections that now exist 
in the places in Florence, for example. 

L think we have genius today. I think that it is essentially the same 
in kind, namely, that it must come out, but I think that tod: av our 
geniuses must also have support. They do not do well without means 
to eat and even further they want a car and a radio and a television 
and many of our modern conveniences. 

I do not think it is in the spirit of what we are trying to accomplish 
to say that that should be done on a subsidy basis. T think that we 
have found a more satisfactory basis, one which is more truly geared 
to the contributions that they make by allowing them to take out 
patents which they can either exploit themselves or which they can 
license to industry. 

I think in that regard that the patent system can be said to serve a 
most important and useful purpose. 
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I am not prepared to give any statistical data of the kind that Dean 
Colclough has been talking about. 

I share the Commission’s conviction that I think most patent lawyers 
acquire from years of contact with inventors and with businessmen 
that they do find and do place considerable value on the property right 
that they acquire through being able to identify the inventive concept 
that the inventor makes. 

I would like to make one other comment. 

I was, of course, impressed by Judge Hand’s discussion of the diffi- 
culties of applying the test. I am not a lawyer in the field of acci- 
dent or other law, but I think that there are tests in different branches 
of the law, such as an ordinary prudent man, one exercising reason- 
able care. And I would assume that also in those fields of the law the 
judge must decide what an ordinary and prudent man is. 

Probably the factual data to enable him to do that is very much 
less complicated, but I do not think that we can say that the problem 
. basically different. I think that it is undoubtedly extremely com- 
plex. 

With our further development of science and research it looks as 
if our inventions are going to be even more complex. 

I merely raise the question, if the basic problem is not essentially 
the same, merely a difference in degree ? 

Senator O’Manonery. May I request Mr. John H. B. Bruninga, who 
is a patent attorney of St. Louis and who has been good enough to 
come to Washington, to participate in this session to make his com- 
ments at this point? 


STATEMENT OF JOHN H. BRUNINGA, PATENT ATTORNEY, 
ST. LOUIS, MO. 


Mr. Bruninaa. I was taking notes here yesterday and today. I 
have a number of subjects that I should like to cover, but I wonder if 
1 can in 10 minutes, unless you want me to handle any particular 
question. 

Senator O’Manonry. We will let you be the judge as to what you 
want to say. We will ask you, if you will, to prepare a paper for us 
to be submitted later on. 

Mr. Brunrnea. I will. I will make this just a brief summary. 

First, my name is John H. Bruninga. I am a member of the firm 
of Bruninga & Sutherland, in St. Louis. 

My own experience after engineering was with the Bureau of Stand- 
ards, and in the Patent Office in 1905, and then into practice. 

Now, the examining corps today is much better educated than when 
I was there in 1905, that is, the general run of the men. In those days 
they were not all college men by any means. 

The difficulty I have found in the Patent Office, which probably 
explains the cases where the courts have decided the patent granted 
by the Patent Office invalid, is that some of those men are not familiar 
with the practical field that is practiced. That extended back as 
early as 1905. 

I was in the Shoe Machinery Division. I was in there 3 years. I 
had never been inside of a shoe factory. I went, 2 weeks of my own 
time, to Boston and I learned more in those 2 weeks about the shoe. 
industry than I learned in the first year in the Division. 
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Now that can be done. Those men can be sent out into the field. 
Their expenses should be paid. They should not be required to take 
it on their vacations. And in that way they get the practical end of 
the thing. 

As to the expenses of the Patent Office in connection with that, 
I think that is a public service and it should not—that is, the expenses 
that are allowed—should not be based upon the income any more than 
of the Department of Agriculture or the Bureau of Standards. 

Next, as to the courts. I started in litigation in 1910. It is my 
opinion we do not want any patent courts. They will become too 
technical. What we want is good lawyers on the courts. We do 
not want any technical adviser to a court, because pretty soon we will 
have the decision by the technical adviser and not by the court. 

My experience has been that if a judge has had high school and 
college physics and chemistry that he can be educated to try a patent 

case. Those who have not had that, may have a lot of commonsense, 
but in a number of cases which I had in which I prevailed, or in which 
the other fellow prevailed, all the judge said was, “The prevailing 
party will submit findings of fact and conclusions of law.” In other 
words, he did not understand the case. 

Senator O’Manoney. Now then, Mr. Bruninga, if that be the case 
that there is an occasional judge who does not understand what is 
before him, what would be wrong with providing a technical court to 
deal with this problem, particular] at a time when the field in which 
the inventions and discoveries are being made is constantly becoming 
more complex ¢ 

Mr. Bruninaa. I am afraid that they are going to get too technical, 
because what you need is a No. 1 lawyer having had at least 4 years of 
law school. That has been my experience. 

That is probably the trouble with the Patent Office—particularly in 
the Interference Division. They are technical men, all right, but they 
are not experienced lawyers. They have not had any “outside law 
practice. 

What I believe can be done, except in cases as Judge Hand indicated, 
in jurisdictions like that, is to have a roving judge in the district or in 
the State or in a number of districts, who tries patent cases and who 
before he is appointed for that purpose has had a year of physics and a 
year of chemistry. 

There is a case by Judge Hartshorne, of Newark, N. J., who J tried. 
It happens that I won the case, but that judge had had physics and 
chemistry before he ever tried that case. I asked him, and I said, 

“Will you review a certain part of your physics?” He understood 
that case all the way through. 

For a while they thought I was going to lose the case. I finally 
did not. 

Senator O’Manonry. You recommend that we pass a law to provide 
for the appointment of judges who will render favorable decisions 
when Mr. Bruningaisthere? [Laughter.] 

Mr. Bruntnaa. No. Those cases that I have lost have been before 
very capable judges. I was just wrong, that is all, on my opinion in 
the matter. 

When it comes to a matter of patentability, of course, we have sec- 
tion 103. Section 103 only states what is not patentable. What I 
would like to see in that statute is something like is stated in 145 and 
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284, that is, in general words that the judge shall decide that case on 
the evidence before him and not on his own personal opinion. 

Of course, let him use his own personal experience on the basis of 
judicial notice, but if the case is decided on the evidence done there 
will be a lot of trouble avoided, because that is what a lot of the dis- 
trict courts do, they do not decide the case on the evidence. 

When you come to the court of appeals, what do you have? Unless 
the district court was manifestly wrong he is affirmed. 

Senator O’Manonry. May I interrupt you at this point ? 

Mr. Bruntnaa. Yes. 

Senator O’Manonry. Judge Hand, unfortunately, has to take a 
train at 4 o’clock, so I would like to get his point of view about this 
question of expert advice to the courts before he is compelled to tear 
himself away. Judge Hand, you have heard the testimony here 
about some cases in which the judges just asked the attorneys to 
prepare the statement of facts, et cetera, and he signs the order, and 
the conclusion of the witness that it was an evidence of a lack of 
knowledge of the case. Do you think that the field in which patents 
are issued now is becoming so much a matter of science and com- 
plexity that the courts would do better if they had expert assistance 
or if there were a special court of patent appeals? 

Judge Hanp. Those are two separate questions. 

Senator O’Manoney. That is right. I am trying to save time. 

Judge Hanp. I will take the second one first, if I may. 

I think it might be desirable to have one court of patent appeals 
provided, with this proviso, and I for myself would regard it as 
absolutely critical, that is, that it should be a rotating court. I do 
not want to have a court of specialists, because we all get in love with 
ourselves. 

And courts are particularly of that kind, as you know, although 
you may not be willing to say so. But it is true. And if you get a 
court of experts you will get out of line. I think that was Mr. Fish’s 
idea. He was in his day perhaps the head of the patent bar. He 
thought of a single court of patent appeals, that it would be good. 

Perhaps it w ould be too much work for one. But, anyway, pro- 
viding the assignments were only for a period of time, so that you 
would not get arterial sclerosis, which we all are in danger of. 

Senator O’Manonry. I like that better than the roving judge that 
Mr. Bruninga has mentioned. 

Judge Hanp. Of course; yes. T will come to the other question. 

T should not agree with Mr. Bruninga. 

When I first came on the bench they just had the new rules, that 
was in 1913 or a little before that. That was where they used to have 
questions almost stereotyped that they would give to the expert: 
“Have you read patent so and so; claim so and so? And do you 
understand them? TI do. Will you explain them?” And then they 
would go off and play golf, leaving him with the typewriter. He 
would explain and argue the case. 

That was a dreadful system. We ended it in the southern district 
of New York. I never let an expert give his opinion on the meaning 
of the claims or on whether there was infringement or whether is was 
patentable. They did not like it at first, ‘but I think it has been 
adopted. 
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It was always a question strictly of fact, and not interpretation of 
the claim. 

= got them to pass a rule in the southern district shortly after I 

gan to deal with these things that the parties might agree to have 
an ‘imp: wrtial expert in cases which involved complexity. 

Well, you take a thing like a wireless case. Unless a man has been 
trained in electronics, it is all a wilderness to him. He has got to 
have help. 

I do not think the system is a good one by which each side calls a 
partisan expert of that sort, and never have. But the bar never would 
use it. The rule finally was repealed. I do not think it had ever 
been used. 

I got them to pass it. It must have been 40 years ago. 

And when I used to talk to the lawyers about it they would say, 
Koy do not know these experts, they are all committed one way 

r the other.’ 

They did not mean, mind you, or suggest that they were dis honestly 
committed, but they all had their slants. And if you got the court’s 
expert the court would always follow him on these questions “ fact 
and he would, because the poor wretch has nothing else to go on, 
really. 

Senator O’Manonry. You mean the expert or the court? 

Judge Hanp. You know what Imean. I meanthe court. [| Laugh- 
ter. | 

That was an unkind question. 

Senator O’Manoney. I withdraw the question. [ Laughter. | 

Judge Hanp. Too late— the damage is done. | Laughter]. 

Everybody knew it anyway, so it is all right. 

Here was a case, for instance—I do not knew whether it was true 
or not, but we have in the patent law one great phrase which is the 
“prior art.” That is a phrase you hear over and over again. It 
means what led up to. An anticipation depends on it. The judge 
was trying the case for a couple of days and he said, “Gentlemen, I 
am not very familiar with this. You have used a term here that I do 
not know that I quite understand. It must be peculiar to the patent 
law. Repeatedly you have talked about the prior rot. What does 
that mean?” | Laughter. | 

That perhaps was an extreme, but it illustrates, I think, what is ab- 
solutely a condition. You have got to have someone to guide the 
poor—I will not use the word “wretch” again—the unfortunate victim 
of these issues, or he will not know the terms in themselves. 

Many is the time I have written an opinion and said to myself, “A 
smart boy of 16 reading this would say, ‘Why, that old dutfer, he does 
not know the very first meanings of the words, does he?’ ” 

The lawyers are very expert in predigesting the food for the infan- 
tile judicial stomach, so that we get an awful lot. The good ones are 
perfectly wonderful. But even so, if you have a controversy of fact 
about intricacies in chemistry or physics, electricity, too—they do get 
more and more difficult all of the while—you must have some help of 
that sort. <A college education, at least. 

Well, perhaps, it is better than in the last 60 years or so, but it did 
not help you much on that. 






















































































































































































134 AMERICAN PATENT SYSTEM 






Senator O’Manoney. Thank you, Judge Hand. Before the judge 
goes, is there any other lawyer around this bench or in this room who 
wishes to venture a question ? 

Mr. Levy. May I have the privilege of putting a question to Judge 
Hand? 

Senator O’Manoney. I am sure that the judge will not mind. 

Judge Hann. Nota bit. I may say that I cannot answer it, but I 
do not mind that, either. 

Mr. Levy. Thank you, sir. You raised an analogy in some respects, 
as I understood it, between a copyright and a patent, introducing the 
element of unfair competition. Would you feel that there is in fact 
a difference between the two in this respect. With respect to a work of 
art, a poem, or sonnet, or painting by Botticelli, the chances are rather 
remote that the exact sonnet or the poem or the exact painting is 
going to spring from the brain of another individual. Whereas in a 
pe atented invention, in view of the strong drive in research as we now 
experience it in industry, is it not more likely that perhaps within the 
lifetime of the monopoly , another party, by nature of his work and the 
need that created that invention, will also come to the same conclusion 
or the same result ? 

In other words, I am suggesting that it may be difficult to intro- 
duce this element of unfair competition in a patented invention and 
you can do it very well in a copyright. 

Judge Hanp. I quite agree that you find a good many cases, much 
more likelihood, that independently of each other two inventions 
would be made. What I was saying was it seemed to me it would 
be adequate stimulus—that would be one of the questions to be de- 
cided. I put this out. If you protected the inventor from plagiarism 
alone and did not have any test of invention, it might be said that that 
would not be sufficient. 

It might be that a man said, “Well, if I invent this now, someone 
will come along after a while and he will do the same thing and then 
all of my advantage will be gone.” 

That would not move me, personally. I should say if he can buy 
it without recourse to what you had done, I do not think that you 
ought to be able to stop him, but if it should turn out in an inquiry, 
such as Mr. Colclough has under way, which I think is absolutely a 
condition of any progress on this subject at all, it might turn out 
that would have to give the first man more. I do not quite see why. 

Mr. Levy. I was suggesting that merely from one point of view, 
that is, in the element of proof in a copyright case there is no question 
usually if the exact thing appears before the judge. And in the case 
of an invention there is a very large measure of question. 

Judge Hanp. May I differ with you? There is a very great diffi- 
culty in musical copyrights all of the while. You have no idea 
how often you get similarities that seem to be there. There is the 
dramatic copyright. What is the scope of the copyright? Where does 
idea begin and expression end? You would not have that. That 
would be more easily dealt with, I think, in patents than it is in copy- 
rights 

“You have it, anyway, in patents, as I say. 

None of the courts hold the inventor strictly to what is literally, 
verbally, his claim. You oftentimes disembowel the most valuable 
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invention if you did that. I do not think that there is any difference 
between the existence in what I am suggesting on that score and 
similarity. 

Senator O’Manonry. Thank you, Mr. Levy. Mr. Robertson has 
another question. I think that this will be the last one that we will 
propound to you, so that you may catch your train. 

Mr. Rosertrson. I was concerned with the difficulty of getting the 
courts to effectuate what I think was a congressional intent under 
section 103 to go back to or at least toward the old standard of inven- 
tion. 

When the courts first had section 103 to interpret they had cases 
before them which had begun before the act came into force. 

Very often they have cases in which the defendant began his prac- 
tice before the new act came into force. 

I am wondering if you feel that it would help the courts accept the 
changed standard of invention if Congress should provide for some- 
thing in the nature of intervening rights to protect the defendants 
who began their activity prior to the effective date of the act ? 

Judge Hanp. Well, it so happens in a case that was in our circuit, 
called Lyon v. Bausch & Lomb, 1 wrote the opinion where we dealt 
with that question, and it was argued by the defense very strongly 
that this is practically taking my liberty without due process of law 
because, “I had reckoned on the strictness of the old doctrine which 
you say was changed.” That is what they are saying tome. And to 
which we said, “Yes. The Supreme Court has actually changed it.” 

And they say, “You cannot take away my reasonable interpretations 
of the old law by changes ex post facto.” 

Well, perhaps we were wrong. I await the final wisdom on that. 
We say no, no. “You took a chance when you infringed that claim. 
What the test would be of invention. That had not any of the cer- 
tainties on which you might rely which is back of the taking of prop- 
erty without due process.” 

I await with great interest what the result will be, what it eventually 
will be on that subject. 

Senator O’Manonry. Judge Hand, it is now 3:41. I regretfully 
excuse you from the witness stand. We are very grateful to you. 

Judge Hanp. Thank you very much. It has been very fine. 

Senator O’Manonery. If you would see fit to write a paper to us, 
we would very much be indebted to you. 

Judge Hanp. I do not believe I could do that. If I came back and 
said that I promised to write a paper there would be trouble at home. 
[A plnaen:) 

Sonate O’Manonry. Mr. Bruninga, will you proceed now? I am 
sorry to have interrupted you. However, you were not dealing with 
what the judge had said. 

Mr. Bruninaa. There was one question that I did want to ask the 
judge. What are you going to do about those Supreme Court decisions 
in spite of section 103? 

It seems to me there has to be a distinct amendment to the patent 
statute to wipe out those Supreme Court decisions. I am talking 
right point blank. 

at was done in section 102 (g). Before that statute the Patent 
Office used to bedevil us patent lawyers with what they called func- 
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tionalclaims. And finally the Supreme Court said that any claim that 
was functional at the point of novelty was invalid. And paragraph 
(g) was promulgated which took care of that, I think. 

It looks to me we have to do something. We cannot hope that the 
Supreme Court is going to reverse itself so fast, although they have 
changed three times on the general proposition. 

There is one thing that I would lke to talk about very briefly and 
that is this, interference. This has been before the bar association 
before, and never anything done about it. Interferences are now 
handled by the Patent Office by depositions. ‘They never hear or see 
the witnesses, and then they decide the case. Then you can take it 
to the Court of Customs and Patent Appeals, who do not see the 
witnesses. 

And what do you get? You get something which is not like open 
court procedures. 

Then you can proceed under section 145 to a United States district 
court and have the whole case tried over. 

In the first place, that is a roundabout way. 

In the second place, they rely upon a decision of J/organ v. Daniels 
(153 U. S. 120), to the effect that it amounts to setting aside a 
judgment, which it is not the case at all. 

It seems to me that study should be given to this situation as it 
exists. 

I had two cases in succession, for the same invention. There was 
a decision by the Board of Interference Examiners. And then I was 
called in. It was taken to the United States district court in St. 
Louis. I got a favorable decision there, also in the court of appeals. 

Then another interference case was tried on the same facts. ‘The 
Patent Office spent one-half a page on considering the decision in the 
eighth circuit, on the same facts, and again decided against my client. 
There was another defendant in that case. 

I took it to South Bend, and again the Patent Office was reversed, 
and the other fellow did not even take an appeal. It was the General 
Motors- Bendix case, no small people at all. Bendix had money enough 
to appeal. 

It seems to me that some study should be given somewhere along 
this line that one of the parties, instead of going through the inter- 
ference examiner, shall have the option to file a suit against the other 
party, maybe the junior party or the senior party, or whoever it is, 
and try the case in the district forty 

At the time that that was proposed we did not have, at least gen- 
erally, the authority of the district judge to transfer the case to the 
forum of convenience. We have that now. 

It seems to me study should be given to that situation. It is very 
important, because it now costs a lot of money and holds up the 
issue of the patent. 

Your Honor, that application was filed in 1932, and issued last year. 
So you see how important it is to have something to speed things up. 

Just one more thing briefly, that is, what I call the garret or base- 
ment inventor. Today that garret or basement inventor is very 
important. 

I had a couple of cases where one inventor made a million dollars 
out of his inventions. It is very important. 
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The automatic choke case was not by General Motors, but by one of 
the basement or garret inventors. 

We had before 1910 what was called a CAVEAT. The statute was 
later repealed, because they said it was not effective. Maybe it was not. 
I had some experience with it in the Patent Office, and it was not 
entirely ineffective. 

There ought to be some way that an inventor can protect himself 
by filing something i in the Patent Office. You say all right, he can 
have witnesses, and those witnesses can substantiate what he will tes- 
tify to. Yes; but that costs time and money. 

His witnesses may be dead. If he files something in the Patent 
Office, let the Patent Office pass on it, let them make a search on it and 
tell him if they find anything like that, at asmall fee. The old fee was 
$10. Maybe it should be $10 or $15 or $20, which would be all right. 

So far as the danger to the small inventor is concerned, so far as 
Congress is concer ned, I do not see how C ongress can pass any act pre- 
venting what some gentleman called patent stealing which happens 
very little, in my practice of fifty-odd years, very little of it has 
happened. 

But today the inventor has the right to proceed against somebody 
who appropriates his invention before he ever files a patent application. 
Of course, that costs money. He has that right. That is generally cov- 
ered by State court decisions, because it is an action in the State court, 
although where there is diversity of citizenship it will be in the Fed- 
eral court. But again it may be a quasi-contract, and again covered 
by State decisions. 

That is generally what I had in mind in taking notes on this 
meeting. 

Senator O’Manonry. Are there any questions to be addressed to 
the witness ? 

Commissioner Watson, do you desire to make your statement this 
afternoon ? 

Mr. Watson. I can probably finish it in half an hour. 

Senator O’Manonry. Let us get off the record. 

( Diseussion off the record.) 

Senator O’Manonry. On the record. Let us get the names of these 
people. 

Mr. Carian. Mr. Bailey, will you step forward, and Mr. Harris. 

Senator O’Manonry. Give your names to the reporter so that we 
will have a record of them. 

Mr. Harris. My name is Ray M. Harris, patent adviser, Office 
of the Secretary of Defense. 

Mr. Baitey. My name is Jennings Bailey, Jr., patent lawyer. 

Mr. Ropertson. My name is Louis Robertson, patent lawyer. 

Mr. Carian. I might say for the record, Mr. Chairman, that Mr. 
Hoffman, of the Small Business Administration, asked me to an- 
nounce that his Administration produces a product list circular of 
opportunities for small businesses which lists patents. He wanted 
that in the record. 

Senator O’Manoney. If there is no objection we will have Com- 
missioner Watson testify tomorrow morning at 10 o’clock. We will 
spend the rest of the afternoon with some of these gentlemen who have 
come forward, beginning with Mr. Robertson who has, I am sure, an 
interesting contribution to make. 
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STATEMENT OF LOUIS R. ROBERTSON, PATENT LAWYER OF 
CHICAGO 


Mr. Rosertson. Thank you, sir. I might say first that I am here 
in a purely personal capacity. I represent no group. In fact, since 
I have mostly refrained from saying the things which were being said 
so well by my colleagues with whom I agree, it can be assumed that 
the things which I say now are things on which they are as likely to 
disagree as agree with me. 

I want first to report on an effort made in 1945 to determine the 
underlying cause for the trend of the courts toward holding patents 
invalid. Letters of inquiry were written to all of the Federal judges 
by Mr. Robert C. Brown, a Chicago patent lawyer, as chairman of 
a committee of the Patent Law Association of Chicago. 

Recently I have analyzed the replies which he received. Eliminat- 
ing a number of the replies which, for one reason or another, gave no 
indication of the cause, merely attributed it to the Supreme Court 
and the other courts following the Supreme Court, there were 15 
significant replies. 

Of these 12 mentioned or expressly attributed the trend to some- 
thing that might be classed as dissatisfaction with working of the 
patent system at that time. 

This suggests the possibility that the best way to remedy a trend in 
the courts against patents is to make the patent system more popular. 

There were three main groupings of the complaints that these 
judges made. They can be classified, perhaps, roughly as (1) abuses 
of the patent system, sometimes with specific reference to the TNEC, 
this report having followed that by a few years; (2) unreasonable 
withholding of inventions from use; and (3) that not enough of the 
benefit goes to inventors. 

That ended the factual report. 

I might say that it seems to me that the first item, the abuses have 
fairly well been taken care of by the activities and successes of the 
Department of Justice. There is some feeling that they have been 
too well taken care of, but at least if they have been too well taken 
care of the patent system has been scrubbed mighty clean. 

The unreasonable withholding of inventions from use, I think all 
patent lawyers are thoroughly convinced is nonexistent, at least in- 
sofar as any important inventions are concerned. There is no shelv- 
ing of a 50-mile-to-the-gallon carburetor. Stories of that kind have 
been going along so many years that any patents by now would have 
expired long ago, anyway. And still the miraculous carburetor does 
not appear. 

That leaves us with the matter of relative benefit to the inventors. 

Let me say at this point that in my opinion the patent system as 
it stands is a mighty fine thing for the country and for the inventors. 
Its chief faults are only two in character. One, the matter of too 
many patents being held invalid in recent years which has received 
so much attention here. And, two, the matter of expensiveness due 
to its complexity. 

There is such a terrific amount of work involved not only in litiga- 
tion, but also in Patent Office prosecution that it necessarily is 
expensive for inventors. 

I think that anything that we can do to simplify either or both of 
those will make the patent system or help make it more popular and 
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will not only secure better justice for inventors due to enabling them 
more often to be able to afford the procedure, but will also secure 
better justice for the inventors and all assignees in the protection of 
their inventions by holding patents valid. 

Let me make one other point clear in this connection, that there is 
no sharp conflict between the interests of the inventors and the interests 
of the public. In all questions where we sometimes loosely speak of 
that conflict, really the public interest is on both sides, because there 
is at least as much public interest in seeing that the inventor is ade- 
quately protected as there is in whittling down his protection. When 
we are too anxious to make sure he does not get too much, we may 
defeat the public interest in maintaining incentives, because he may 
not be adequately protected. 

The utmost technological progress is far more important than any 
question of slight excesses of patent monopoly. 

And in the case of borderline situations where it is doubtful whether 
a particular claim should be considered valid or not valid then the 
possibility of excess to the inventor is also borderline, that is, he 
at least comes to being entitled to all that he would be getting if the 
claim is held valid. 

So if it is held valid or allowed when possibly it should not be, he 
is not getting much more than he is entitled to. 

There is one other specific suggestion I have in connection with 
trying to get the courts to hold patents valid more readily and that 
is an amendment to the law which would to some extent reduce the 
technicalities of claim practice. 

In the simplest form it would amount to a provision that merely be- 
cause of imperfect claim draftsmanship no patent should be held in- 
valid. The provision as to the scope or maximum scope of a patent be- 
ing measured by its claims could stand as they are at present. And the 
main difference would be that the patentee would not have to have a 
large number of claims of intermediate scope to be protected in case 
broader claims were held invalid. 

If the broader claims were too broad, the court would still be free to 
render justice according to whether an inventive concept disclosed in 
the patent was actually used by the defendant or not. 

Senator O’Manoney. Is there complete agreement among the 
lawyers and the representatives of the Patent Oflice that a court or the 
Patent Office cannot grant a patent on a lesser degree than covered by 
the claim ¢ 

Mr. Rosertson. I think that there is fairly complete agreement that 
if a claim is so broadly worded that it fails to define invention over 
what was old that that claim is invalid and no relief can be granted 
under that claim. 

There used to be a doctrine in the days when courts were favorable 
to patents that they would sometimes read into the claims limitations 
more or less taken from the specification, but that is largely disre- 
garded now, in my opinion. 

Perhaps some other lawyers here who have more experience with the 
courts will want to say something on that. 

There are, of course, situations in which courts do have the courage 
to jump through the technicalities and hold the patent valid and in- 
fringed when people do not see quite how they did it according to the 
technical grounds. 
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Senator O’Manonry. In the paper that you are to submit I under- 
stand you are to submit a paper, I wish that you would go into that 
matter, And the same invitation is extended to others who would 
like to comment on it. 

Mr. Rosertson. There is also a sort of separate subject. matter of 
ways in which the functioning of the granting of the patents could 
be made simpler. Of course this one of making fewer claims necessary 
is one simplification, but there are quite a few others which I have also 
notes for, but I think it would be too long to give those at this time; at 
least, until others have spoken. 

Senator O’'Manoney. It would be a rather difficult thing, would it 
not, to attain that latter objective of making fewer claims necessary 4 

Mr. Roserrson. I do not believe it would be very difficult. I think 
the greatest difficulty would be getting the bar associations to accept 
that. We are so accustomed to the present system. Under present 
law, numerous claims are often necessary merely to have a gradation 
of scope. If a patent had only one broad claim and one very specific 
claim a copier might defeat justice if he can find some prior act to 
show the broad claim is too broad and invalid, and design his product 
to omit some detail of the very specific claim. If Congress once 
passed a law that validity and infringement could be found anywhere 
within the scope of the broadest claim, or modified that. to anywhere 
within the scope of the claim, if the invention was reasonably apparent 
from the claim as a whole, or anything that you want to put on that, 
then there would be no need for the intermediate claims. 

And the time and the work of the Patent Office would be somewhat 
reduced; not tremendously, because the greatest struggle is over the 
broadest claims. 

Senator O’Manonery. There would be no dispute, would there, that 
the claim which is obviously too broad should be rejected ¢ 

Mr. Rozerrson. That particular claim should be rejected. And if it 
slips through, as it often is bound to, then that claim should be held 
invalid, but the court should nevertheless under the proposal find that 
there is invention within the patent which is used by the defendant. 

Senator O’Manonry. And how would you define the scope of such 

limited patent in the law? I am thinking now of writing a law. 
How would you define that ? 

Mr. Ropertson. I think that it could be defined. Of course, let me 
make this statement first. The widest scope of the patent would be 
determined as now by the broadest claims. Within that the scope of 
what is valid and infringed in a particular instance would be evident 
from the decision where that question was developed, that if the court 
found that the inventive concept disclosed had been used, then that 
would indicate the validity of that scope of the patent. 

There is also a possibility of authorizing the court to do as the 
trademark law authorizes the courts in trademark cases to do, namely, 
to rectify the register, as the trademark law says. 

Senator O’Manonry. All suggestions of this kind must be care- 
fully drafted, because a vague law does more harm than good. 

Mr. Rosertson. Correct. And I think that the ideal method of 
draftsmanship would include considerable work by the bar associa- 


tions in trying to perfect it, if the committee is inclined in that 
direction. 





AMERICAN PATENT SYSTEM 141 


Senator O’Manonry. The committee by inviting all of the lawyers 
it could lay its hands on to come here shows its willingness to listen to 
them, at least. 

Mr. Roserrson. That is correct. I feel sure that all of the lawyers 
present are deeply appreciative of the attention that you have given to 
the problems of the patent system at this meeting. 

Mr. Cartan. We were interested in the statistics that had been 
gathered that you mentioned earlier in your presentation, Mr. Robert- 
son. Do you have any further comment on that feature of your recent 
presentat ion ¢ 

Mr. Roserrson. There could be a little bit of a breakdown as to what 
some of the things that were mentioned were as abuses, but I think 
that they are well enough known, so that it would not particuarly add. 

As far as you could tell, most of them were of the TNEC variety, 
which I think have largely been overcome. 

Mr. Captan. What is your own experience? Is it your own feeling 
that the abuses to which patents have been in the past the subject, 
affects the feeling of the courts in holding patents invalid ? 

Mr. Roperrson. Yes. I have felt that that was a very strong in- 
fluence at the time. Those abuses had been getting particularly heav y 
public attention during, at least, the early part—maybe not the very 
beginning, but the early part of the court trend that we are spe: sms ge 

And even that first Carbice case that Judge Hand mentioned, 
think was a situation where the practices there involved were of a nade 
which have now been considered abuses, although at that time they had 
not been so identified. 

Mr. Capitan. As the result of the publicity given to antitrust abuses 
of patents in the TNEC and the Antitrust Division of the Department 
of Justice rather vigorous enforcement of the antitrust laws in the 
patent field, there has been an improvement in the antitrust position, 
and yet the tendency of the courts has not changed. How do you 
explain that? 

Mr. Rosertson. The lower courts, of course, still feel bound by the 
Supreme Court. And the Supreme Court has not had very much 
chance to show what its current view is. 

I suspect that the Justices quite likely have not realized the extent to 
which the patent system has been cleaned up. There are articles point- 
ing 1t out. 

The Attorney General’s committee seems to show some indication 
that maybe the cleaning up has gone a little too far. 

It seems to me that the Supreme Court can quite possibly be expected 
or, at least, hoped that it will now be more favorable toward patents. 

Mr. Carian. Quite apart from your own personal views which we 
were soliciting previously, do you think there is a general recognition 
by the bar that there is a connection between the holding of invalidity 
and the antitrust features of the patent law ? 

Mr. Roserrson. I really do not know how much of a general ree- 
ognition there is that there is a connection. I think it is quite obvious 
from Rich’s statement yesterday (that the patent system was benefited 
by the work which Thurman Arnold did, whether or not Thurman 
Arnold intended his work to benefit the patent system). That there 
are some who recognize that factor may be important in getting the 
patents upheld. 
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It is sort of unfortunate that the abuses of the patent system cannot 
be pointed out severely enough to get correction in them without at 
the same time getting the judicial part of the public and perhaps other 
parts of the public a little annoyed with the patent system until the 
correction is made. 

Senator O’Manonery. Are there any other questions? If not, thank 
you very much. 

Mrs. Neti F. Sternens. Mr. Chairman, I will submit my statement 
in writing to the committee for further reference. 

Senator O’Manoney. Thank you. 

We will next hear from Mr. Harris. 


STATEMENT OF RAY M. HARRIS, CHIEF, PATENT BRANCH, OFFICE 
OF THE ASSISTANT SECRETARY OF DEFENSE 


Mr. Harris. Mr. Chairman, my name is Ray M. Harris, patent 
adviser, Office of the Assistant Secretary of Defense for Supply and 
Logistics. 

The suggestion that I would like to make is not with respect to the 
patent system as such, but is supplementary to the patent system. 
Specifically, I am speaking about the Inventions Awards Board which 
has been covered by a bill in the House, H. R. 2383. It was passed 
by the House and is now referred to the Senate Judiciary Committee. 

I feel that this bill, or a bill of this kind—not necessarily the bill 
passed by the House—would provide a measure of relief to part of the 
problem we have heard discussed at these hearings yesterday and to- 
day, especially with reference to the problem of the compensation 
and rewards for the small inventor or the individual inventor. 

We have heard the various problems that he has about getting a 
patent, the cost of getting a patent, the fact that a great many patents 
that are issued are invalid for reasons beyond the control of the Patent 
Office. 

Then the difficulty of litigation to enforce those patent rights. 

The Department of Defense is probably one of the largest consumers 
in the country and is probably one of the largest users of patents. 
So patent owners have their troubles obtaining rewards from the 
Department of Defense. 

Ve, of course, realize that the Department of Defense is part of 
the Government and is subject to the patent laws under the act of 
1910, as amended, but we have this problem. We are a Government of 
laws. And in the Department of Defense we try to observe the law 
so that we will only pay the inventor under a valid patent which is 
infringed. 

If the inventor has a patent which we believe is invalid, or if there 
is some doubt about the infringement, or if he does not have a patent 
at all and has merely submitted an idea, then we are at a loss to be 
able to pay him. 

So the problem is to provide some kind of relief. 

Since it is said we are a Government of laws, we can only make 
payments under a law that authorizes us to do so. We cannot just go 
around handing out awards unless there is a law authorizing it. 


This bill would set up a board with authority to make such pay- 
ments. 
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I suspect that most of the patent attorneys in the room are familiar 
with the bill, so I will not go into the details of the bill at the present 
time. 

I would like to put it in this perspective: That the bill as I see it is 
to the patent system like equity was to the common law back at the 
time when equity first came into our jurisprudence. It goes beyond 
the law. It is not a substitute for the law, but it provides new 
remedies for new situations. 

There has been a great deal of opposition to this bill among the 
patent bar. ‘That is one of the reasons why I would like to talk about 
it today, to understand that opposition. 

As far as I have been able to understand the opposition, it has cen- 
tered largely on the point that this bill is a substitute for the patent 
system. It isnosuch thing. It does not in any place say that 1t will 
be in lieu of patents. It is an additional remedy to the patent system. 

I have never understood why a lawyer would object to having two 
remedies instead of one. And that is what this bill would provide. 

There has been a considerable amount of opposition to the bill 
based on the fact that it is considered to be a Russian system of pay- 
ing awards. Those who make this objection also say that the Rus- 
sians are ahead of us in scientific development. I wish they would 
get consistent. 

This system has a precedent. I do not know about the Russian 
system. I do not admit the truth of that or deny its falsity. I do 
know that the English have an award system which the bill does 
pattern after, and I think that is a better precedent to look to. Those 
who are familiar with the English system believe that it has provided 
a great deal of value to their Government and to their inventing 
public. 

Senator O’Manonry. This bill has already passed the House, as 
! understand it. 

Mr. Tlarris. Yes, sir. 

Senator O’Manonry. It has come to the Senate. That being the 
case, it has been referred to the Judiciary Committee, and by the 
chairman of the committee would be referred to the Standing Com- 
mittee on Patents. It has not been brought to my attention as yet. 
We would have to have a hearing upon this bill. Not having read 
it, I am not in a position to question you at all about it, except that 
[ am interested in having your statement as to what sort of standards 
it sets up to guide the Department of Defense in the making of the 
awards. 

Mr. Harris. It provides that the contribution shall be an inventive 
contribution. The latest draft of the bill as passed by the House 
defines an inventive contribution to be any contribution of a process, 
machine, manufacture, or composition of matter in the fields con- 
templated by the patent law or of an improvement in idea for or for 
the use of such a process, machine, manufacture, or composition of 
matter, whether or not patented, unpatented, or unpatentable, and 
whether or not original to the contributor, new, or amounting to in- 
vention which is used in the national defense of the United ‘states 
as a result of communication by the contributor and which is not. 
subject to the provisions of the Atomic Energy Act. 

Senator O’Manoney. This is an award and not a grant of monopoly? 

Mr. Harris. Yes, sir. 


68832—56 13 
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Senator O’Manonry. It makes no attempt to protect the individual 
who receives the award against the use of his idea by any competitor ? 

Mr. Harris. No, sir; it only provides rewards to the inventor where 
he cannot get them by the patent system. 

Mr. Watson. Does it involve a determination of novelty ? 

Mr. Harris. I do not believe so, not by this standard that I just 
read. However, I think that would be taken into consideration by 
the board or whatever agency there was that made the award. Cer- 
tainly, a novel idea would receive more remuneration than one that 
was not. 

Mr. Watson. The bill contemplates the grant of sums to somebody 
who makes no novel suggestion ? 

Mr. Harris. The suggested idea must have been used. I think that 
is the important thing. The suggestion must be the proximate cause 
of use by the Department of Defense. 

Mr. Watson. Who determines the question of invention? 

Mr. Harris. That is not involved. Again, it would be an element 
to be considered in the amount of the award. 

Mr. Warson. I thought that you said it had to be an inventive 
contribution. 

Mr. Harris. The use of the word “inventive,” I think, is to make 
it parallel the subject matter for which you can get a patent, if it is 
patentable. 

Senator O’Manonry. The award may be given even though the 
idea may be unpatentable? 

Mr. Harris. Right, sir. However, it is meant to exclude sugges- 
tions to write on both sides of the paper and thereby save paper— 
that kind of a suggestion would not be appropriate or be considered, 
because that would not be inventive. 

Mr. Captian. Does the bill contain a definition of the word 
“inventive” ? 

Mr. Harris. Yes; I read it. 

Senator O’Manoney. It would seem to me, Mr. Harris, that it is a 
little bit irrelevant to the study that we are making now of the patent 
situation. 

Mr. Harris. That is granted. 

Senator O’Manoney. I appreciate the fact that you have sought 
an opportunity to speak about it, because by so doing you are calling 
it to the attention not only of the chairman of the Patent Subcom- 
mittee, but also of those interested in inventions who have gathered 
here, but I think this is not the time for us to question you about it. 
You will get that opportunity later when we devote our attention 
to that particular bill. 

Mr. Harris. Thank you, sir. I felt that it did have this much that 
was apropos to this meeting, that it does show there are other things 
that can be done about some of your problems than just to work on the 
patent system. 

Senator O’Manonery. We have had some suggestions in the way 
of bills to award individuals for contributions they claim to have made 
to the Department of Defense, contributions by way of a reasonable 
facsimile of an invention, and though the contribution has been used, 
they have received no recognition whatsoever, and we have been asked 
by special bills to pay awards in such cases. 





AMERICAN PATENT SYSTEM 


So we will have a lot to talk about when the time comes. 
Mr. Harris. Thank you, sir. 
Senator O’Manoney. We will next hear from Mr. Bailey. 


STATEMENT OF JENNINGS BAILEY, JR., PATENT ATTORNEY, 
WASHINGTON, D. C. 


Mr. Battery. My name is Jennings Bailey, Jr. Iam a patent lawyer 
practicing in Washington, D. C. 

I was asked by Mr. Martin, who is chairman of the section of patents, 
trademarks, and copyright law of the American Bar Association, to 
appear. He regretially was unable to be here before you. 

I was chairman of the section about 4 years ago. 

I understood that you wished the record to show the general pro- 
cedure of the patent section in acting on matters, and that is the 
purpose of my bein here now. 

Our section consists of something over 1,500 members, all of them 
being members of the American Bar Association, and most of whom 
are vitally active in either patents, trademarks, or copyrights. 

We meet once a year at the time of the annual meeting of the Ameri- 
“an Bar Association. At that time our attendance varies. I would 
say in general it runs from 100 to 250 members. 

The work of the section, the preliminary work, as is usual is almost 
done entirely by committees ws prepare written reports and resolu- 
tions and submit them to the meeting of the section. 

The resolutions are presented and voted on at the section meetings. 

Now everyone who is present has a right to speak his mind. It is 
true that we have a 5-minute limit for debate on each motion by one 
member, but ordinarily if a man has something to say he can get that 
time extended by unanimous consent. ; 

Assuming that the motion is properly brought before the section 
it is ordinarily quite actively debated, if there is any difference of 
opinion on it. 

And sometimes these matters are debated over a period of a good 
many years. For example, the Lanham Trademark Act, the Patent 
Act of 1952, were before the section for quite some time and, in fact, 
we had a special 3-day midwinter meeting to discuss the new Patent 
Act in detail. 

Then this proposition of a single court of patent appeals has been 
discussed very fully at various times in the past. 

The definition of infringement that appears in the new Patent Act 
was discussed at some length, and suggestions of changes in language 
are made as well as changes in principle. 

Assuming that the section adopts a resolution, that resolution is 
ordinarily an approval or disapproval of a certain principle, together 
with in many instances approval of specific language. 

The reason for the approval in principle is that if only specific 
language is approved, ad our chairman of a committee on legislation 
or our second chairman is appearing before a congressional committee 
and one word is changed in a bill, he could not say it is approved. So 
we have it approved in principle ordinarily, so that if he thinks the 
changed language still embodies the principle he can speak for the 
American Bar Association on that point. 
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I say, speak for the American Bar Association because until we 
have approval of the house of delegates of the American Bar Associa- 
tion any action taken by the section of patents, trademarks, and copy- 
right law is wholly unofficial. 

‘In other wor ds, the action of that section is no more binding than 
the action of a committee of Congress is law. It has to go before the 
house of delegates and be approv ed by them. 

We do have a provision for emergency action. If we have passed 
action of the section, and some matter comes up which has not been 
to the house of delegates and they are not in session, we can ask ap- 
proval by the board of governors of the American Bar Association and 
its action is the action of the association and is official. 

Likewise, if matters come up between section meetings which have 
not been acted on by the section, the council of the section may be 
consulted and it may take action on behalf of the section, but it cannot 

take action contrary to any outstanding action of the section. 

We have a very firm policy in the section. It is not a rule, but it is 
a firm policy th: at a man acts as chairman for 1 year, and then gives up 
that office and somebody else takes over. In other words, we do = 
have a chairman sitting for 2, 3, 5, or 10 years. So that we hav 
constant turnover in the makeup of the governing body of the sec sion, 

That, I believe, Senator, about covers the question of how we act 
and how we can appear before your committee on any question that 
comes up and advise you of the position of the American Bar Associa- 
tion on it. 

Senator O’Manonry. Well, your recommendations then when ap- 


proved by the house of delegates are the recommendations of the 
American Bar Association ? 


Mr. Battery. Definitely. 

Senator O’Manonry. And they are developed through the inter- 
change of opinion by those who are members of the patent, copyright, 
and trade-mark section and those other members of the bar association 
who desire to appear ? 

Mr. Battry. Yes, Senator. And I might say that they also devel- 
oped to some degree through coope1 ration with other sections. 

For example, ‘the International Copyright Convention had to be 
approved by the section of international comparative law, or, at least, 
it was submitted for their approval. They did approve it. 

Senator O’Mauonry. But it is the contribution of the bar associ- 
ation and its members. And, for example, the George Washington 
University and its foundation, in dealing with this subject, there an 
effort is made to acquire knowledge and information from all seg- 
ments of the public who may be affected by the law. The bar asso- 
ciation does not do that. 

Mr. Batter. Well, except insofar as our committees may investigate 
and make recommendations. One example I can think of offhand is 
that we had a committee which did a great deal of work in developing 
the techniques that were used by corporations where ideas were sub- 
mitted to them. And in developing the techniques of the rewards to 
employed inventors—matters like that are often investigated by our 
committees. 

Senator O’Manonery. And such an investigation is carried on in 
what manner? 
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Mr. Baitry. Merely that the members of the committee ordinarily 
write to persons whom they know in different corporations and ask 
for their help as to the practice of those corpor ations. 

Senator O’Manonry. To use Judge Hand’s language, you have no 
claws in doing this? 

Mr. Batter. No, sir, none whatsoever, but we very seldom run into 
any trouble in getting what we want to know. 

Senator O’Manonry. Now, I would not think that you would. 
Well, thank you very much, sir; I appreciate your statement. 

Is there any other contribution this evening ? 

Mr. Biebel. 

Mr. Brenev. If I could make a similar statement as to the way in 
which the American Patent Law Association arrives at its results, I 
would appreciate it. 

Senator O’Manonry. Yes, of course. 

Mr. Breser. We have an analogous but somewhat different pro- 
cedure. We too start with committees. We have a membership of 
about 1,600 patent lawyers across the country. 

They are organized into approxims itely 18 to 20 different commit- 
tees. ‘The number which varies up to 30 or 40, making a total, I think, 
of over 300 members on our committees. The work begins there. 

There is a board of managers which acts for the association. It is 
composed of 4 members elected each year for a 3-year term, so that 
in that way we get a continuity plus a change as we go along. 

We have a president, a president-elect, a first vice president and a 
second vice president. And it has been the custom for some years 
past to progress, so that anyone starting in as second vice president 
goes up through 3 years as an officer, moving up 1 step each year, and 
in that way acquires some familiarity with the work of the organiza- 
tion. 

We have a bulletin which we publish monthly. The last issue was 
September 1955. It has about 50 pages. In that way we keep our 
members quite well advised of all of the things that we think are perti- 
nent and that are happening in the patent field. 

We have three major meetings a year. 

Senator O’Manonry. Will you furnish a copy of that bulletin to 
the Patent Subcommittee of the Senate Judiciary Committee? 

Mr. Breset. We shall certainly be very happy to do so. 

Senator O’Manoney. Without subscription? [Laughter. ] 

Mr. Breset. Yes, sir. I will assume that personally and see that 
that is done. 

Senator O’Manonry. Thank you very much. 

Mr. Breset. As I said, we have three major meetings of the associa- 
tion a year. It has been the practice to hold 2 of them in Washington 
and 1 outside of Washington. This last year the outside meeting was 
held in New York City and in collaboration with the New York patent 
bar. 

This coming year it will be held in Cleveland in cooperation with the 
Cleveland patent bar. 

We also prepare and send out a series of questions or referendums 
on various matters that we want to get a sampling of the entire mem- 
bership on. The last one that we sent out had to do with the Patent 
Office fees. That came back and the results of that are available and 
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at the proper time, if you wish, I will be very glad to see that the in- 
formation as to the returns on that referendum are made available to 
the committee. 

Senator O’Manonery. Yes, indeed, we would be very glad to have 
that. 

Have you any comments, Mr. Caplan ? 

Mr. Carian. I wonder if it would be possible in the deliberations of 
the committee on other matters to circularize the members of the as- 
sociation in a referendum ? 

Mr. Breset. I do not know exactly what you have in mind, Mr. 
Caplan, but I assure you that we will try to be as fully cooperative as 
wecan. We have an executive secretary here in Washington. I think 
that you should feel free to call upon me or the other officers or upon 
the executive secretary, and we will certainly try to cooperate with 
you in everyway we can. 

Mr. Capitan. Thank you. 

Senator O’Manonry. Thank you very much, Mr. Biebel. 

Mr. Ballard of the National Association of Manufacturers had to 
leave, and he requested permission to file a written statement of the 
methods employed by the National Manufacturers Association. That 
was granted. 

Congressman Lanham seems to have left the room, but Mr. Brennen 
is here. Do you care to make any statement on behalf of the National 
Patent Council, or would you prefer to have a written statement filed @ 

Mr. Brennen. I will submit a written statement, but in line with 
what has just been said, I would like to make a short statement. 

On minor clear cut issues our board of directors is empowered to act. 
On more controversial issues we like to get the opinion of our mem- 
bership. 

We have found since we have a very diversified manufacturing and 
inventor membership that the only way that we can really reach a 
decision is to circularize them. We have done this many times in the 
last few years as issues came up. 

We do not even cut it at a 50-50 vote. We would like to see a large 
majority of our membership on one side or the other. And on several 
occasions our association has backed off from questions, because we 
could not see an overwhelming preference in our organization. That 
is basically the way we handle it. 

Senator O’Manoney. How does one qualify to be a member of the 
National Patent Council? 

Mr. Brennen. Well, qualification would be a company that had an 
interest in membership. 

We also have an associated membership of patent attorneys through- 
out the country who are also interested in patents, but basically it is 
2 company that would have an interest in patents which I assume 
would be almost any manufacturing organization in the country. 

Senator O’Manoney. Well, when a decision is reached by a major- 
ity does the minority receive notice of that? 

Mr. Brennen. Yes. 

Senator O’Manoney. And is an opportunity extended to the minor- 
ity to express its views? 

Mr. BrenNnEN. The minority has already expressed its views at the 
time. 
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Senator O’Manonry. I mean in the publication of the views of the 
council. In other words, do you say, “This is what the council believes, 
because the majority voted t thus and so, but there is a minority which 
holds this other — *¢ 

Mr. Brennen. I do not know whether I have ever seen that or not. 
I assume we would if it was a large enough minority, yes. 

Senator O’Manonry. You know how a committee of Congress 
works. If the committee is not unanimous, the majority can control 
and make the recommendation, but the report filed with either the 
Senate or the House will be accompanied by the minority views, if the 
minority desires to express them. 

Mr. Brennen. Yes. 

(The following were subsequently received and ordered printed in 
the record at this point by the chairman.) 


RESEARCH CORP. 


405 Lexington Avenue, New York, N. Y. 


Research Corp. is an independent nonprofit corporation, established on Feb- 
ruary 16, 1912, under the laws of the State of New York, to receive and 
administer the gift from Dr. Frederick G. Cottrell of his patent rights in the 
field of electrical precipitation, to aid and encourage technical and scientific 
research, and to afford a means of introducing inventions into public use by 
taking out patents on them, licensing or otherwise developing them, and devoting 
the proceeds to the support and advancement of scientific investigation in 
scientific and educational institutions. 

According to its certificate of incorporation, the corporation was formed : 

“To receive by gift, and to acquire by purchase or otherwise, inventions, 
patent rights, and letters patent either of the United States or foreign countries, 
and to hold, manage, use, develop, manufacture, install, and operate the same, 
and to conduct commercial operations under or in connection with the develop- 
ment of such inventions, patent rights, and letters patent and to sell, license, 
or otherwise dispose of the same, and to collect royalties thereon, and to experi- 
ment with and test the validity and value thereof, and to render the same more 
available and effective in the useful arts and manufactures and for scientific 
purposes and otherwise; 

“To provide means for the advancement and extension of technical and scien- 
tific investigation, research, and experimentation by contributing the net earnings 
of the corporation, over and above such sum or sums as may be reserved or 
retained and held as an endowment fund or working capital, and also such other 
moneys and property belonging to the corporation as the board of directors 
shall from time to time deem proper, to the Smithsonian Institution and such 
other scientific and educational institutions and societies as the board of directors 
may from time to time select in order to enable such institutions and societies 
to conduct such investigation, research, and experimentation: and 

“To receive, hold, and manage, and dispose of such other moneys and property, 
including the stock of this and of any other corporation, as may from time 
to time be given to or acquired by this corporation in the furtherance of its 
corporate purposes, and to apply the same and the proceeds or income thereof, 
to the objects specified in the preceding paragraph.” 

The control and management of the affairs and properties of the corporation 
are vested in a board of 15 directors, serving for terms of 3 years, 5 to be elected 
each year. 

The officers of the corporation are elected annually by the board of directors 
and consist of a president, a chairman of the board, a vice president, a treasurer, 
and a secretary, all of Whom shall be members of the board of directors except 
that the president and the secretary may or may not be members of the board. 
The president is the chief executive officer of the corporation and has general 
control and direction of its business and affairs. 

The corporation is financed by profits received from its former precipitation 
division, a wholly owned subsidiary incorporated as Research-Cottrell, Inc., by 
royalties obtained through the introduction of patents into use by licensing, and 
by the income received from investments. 
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Through patent development agreements entered into with 60 colleges and 
universities, directly or through their affiliated research and patent management 
organizations, and with 17 other nonprofit organizations, the corporation acts as 
patent-management agent and handles patentable discoveries and inventions in 
their behalf, as well as in the interest of inventors among their faculties and 
staff. (Nonprofit Research and Patent Management Organization, by Archie 
M. Palmer (1955), pp. 99-101.) 


NATIONAL ASSOCIATION OF MANUFACTURERS, 
New York, N. Y., October 13, 1955 
Hon. Josery, C. O’MAHONEY, 
Senate Office Building, Washington, D. C. 

DEAR SENATOR: This is to answer your inquiry at the Tuesday session (October 
11) of the subcommittee studying the patent system as to the manner in which 
the position of associations there, represented, is determined; and is now given 
in writing in accordance with your consent given in the late afternoon of that 
session. 

PATENT SYSTEM STUDY 


The policy of the National Association of Manufacturers is fixed by its board 
of directors, a body of representatives from about 170 manufacturers so dis- 
tributed as to represent the entire country and the entire range in size of company 
aembership. 

The association's policy consists, at any time, of the policy positions on various 
subjects as determined by the board. These positions are statements of principles 
of greater or less breadth, rather than the expression of views on details such, 
for example, as specific bills pending in Congress. 

Positions are adopted by the board only after a study of the subjects has 
been made by the appropriate committee of the association. 

In patents matters, the patent committee, of about 205 members, makes the 
study. Any given subject in this field is first referred to a subcommittee for 
study, after which the subcommittee sets up a statement of the view it believes 
should be adopted. The subcommittee recommendations go to the main com- 
mittee at its next meeting, but immediately before such meeting the recommen- 
dations are reviewed by a program committee which may make suggestions as 
to form or as to ripeness of time-taking action. 

Positions thus proposed to the main committee may be tabled or revised by it, 
and when approved, are passed on to the board of directors with recommendations 
for adoption. The board itself may, and often does, amend the recommended 
positions. 

Membership of committees and subcommittees is voluntary; that is the 
members of the association themselves select the committees on which they wish 
to serve. The positions adopted and in force at any time are published in 
a pamphlet which is available to anyone interested. 

Sincerely yours, 
WILLIAM R. BALLARD, 
Adviser, Committee on Patents. 


Senator O’Manonery. That was what was in my mind. We will 
appreciate having a written statement from you and anybody else 


that desires to do so. Is there anybody else that desires to speak 
tonight ? 


Mr. Mayers. I should like to. 


Senator O’Manonry. I saw your name here and I was looking 
around for you. 


STATEMENT OF HARRY R. MAYERS, GENERAL PATENT COUNSEL 
OF THE GENERAL ELECTRIC CO. 


Mr. Mayers. My name is Harry R. Mayers. I am general patent 
counsel of the General Electric Co. I have a ve ry short statement, 
because as this hearing has proceeded, the number of things which I 
might say without being seriously repetitive has dwindled, but I have 
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one line of thought with respect to the administration of the patent 
system that perhaps might have a kernel of useful information in it. 

I know that almost everyone who has spoken here has been con- 
cerned about the long pendency of patent applications in the Patent 
Office. I am sure that the difficulties which this occasions for the 
applicant for the patent have been fully stated and explored. 

I want to comment on one other viewpoint attaching long pendency 
of patents which I imagine has also been somewhat mentioned, but 
which deserves further emphasis. That is the difficulty which this 
pendency occasions for the manufacturer who wishes to begin the 
manufacture of a new product and who does so today at considerable 
peril of finding that after the manufacture has begun he will be con- 
fronted with the last minute or even later issuance of a patent which 
will occasion him embarrassment. 

I can mention a specific example which illustrates the nature of the 
problem involved, in that the company which I represent has recently 
placed on the market a new household appliance which required the 
investment of several million dollars in equipment for its production. 

About a month after the first item was put on the market, advice 
was received from a competitive concern of the very recent issuance to 
them of a patent which was alleged by that concern to be infringed. 
The examination of the patent shows that it had been in fact pending 
approximately 4 years, which is not an extraordinarily long time as 
things go today, but is the kind of long time which creates the problem 
I am talking about. 

The existence of this kind of situation is in a sense inherent in the 
operation of our patent system almost under any circumstances ; that is, 
there is going to be some period during which patents will be pending 
whose existence cannot be known to the manufacturer desiring to 
undertake the manufacture of a new product. The difficulty can be 
diminished, however, in direct proportion to any diminution that can 
be accomplished in the length of pendency of applications in the Patent 
Office. And it is of course this consideration which adds to what has 
been stated in favor of doing everything possible to find ways and 
means to cut down the length of pendency. 

I have no imaginative suggestion as to how this could be accom- 
plished, other than the very obvious one which I know has been stated 
of giving the Patent Office the additional personnel and help which are 
clearly needed to bring down the backlog and to reduce the time of 
pendency of the average application. 

There are however two sides, obviously, to the long pendency of 
applications. One is the time required for the Patent Office to do its 
part of the job. The other is the time required by the applicant to 
do his part of the job. 

At this time, while the Patent Office is in its present condition, I 
doubt that it would be helpful to the Patent Office to urge that the 
time allowed the applicant for responding to an action of the Patent 
Office be shortened. Todoso Sail probably only increase the amount 
of work piling in on the Patent Office examiner. 

I do have this thought for the committee’s consideration however, 
that if the work of the Patent Office can be brought reasonably under 
control, I doubt if there would be serious opposition to a proposal still 
further to shorten the time of response allowed the applicant. The 
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time now is set in the typical case, subject to some exceptions, at 6 
months. I should think ‘that a shortening of that period to 4 months 
might be a very reasonable thing to be considered at an appropriate 
time. 

That is all. 

Mr. Cartan. One of the recommendations of the TNEC with which 
you are probably familiar was the adoption of the 20-year bill which 
would make the patent expire 20 years after the date of application or 
17 years from the date of issuance, whichever was sooner. 

There seemed to be, with certain amendments to the wording of 
that bill which took place, rather universal agreement at the time it 
was proposed before the war, and then the concern of Congress with 
the war prevented further action on the bill. 

Do you have any comments as to a 20-year bill as modified to spur 
the inventor to get his application through the Patent Office as soon 
as possible ? 

Mr. Mayers. Well, I suspect the answer to that again ties in with 
the condition of the Patent Office itself. I doubt if there would be 
any serious opposition to such a proposal—any opposition on a wide 
basis. 

Broadly stated, it seems to me sound. 

My understanding of it, however, is that it has been felt that as long 
as a very substantial portion of the 20 years is necessarily used up in 
the Patent Office, it might be unfair to put such a measure into effect 
at this time. 

Mr. Captian. I believe the amendments that were made to it took 
care of that situation, that the delays inherent in the backlog in the 
Patent Office would be considered in extending the 20-year period. 

Mr. Federico probably has more detailed knowledge of that than 
I do. 

Mr. Feperico. The last bill that was considered by a congressional 
committee had a provision in it that the time consumed by the Patent 
Office would not be included in measuring the 20 years, so that the 
delay in the Patent Office would have no effect whatever on that. 

Mr. Mayers. Addressing myself to a bill having that feature, I 
would doubt that there is any sound basis for opposing the 20-year 
proposal. 

Senator O’Manoney. The Chair has just received a summons from 
his office, so that I shall not now invite any other contribution at this 
late hour. I shall content myself to announce that tomorrow morn- 
ing, Commissioner Watson will open with his statement at 10 o’clock. 
Those of you who have not as yet made statements shall be prepared 
to follow Commissioner Watson. 

I feel that this has been a very productive 2 days. I hope that those 
of you who have spoken, and those of you who have accepted our invi- 
tation—and that invitation goes to all—to submit their papers will in- 
clude in those papers what you conceive to be the points of importance 
which have been developed ‘by the discussion, 

In that connection I think it only proper that I should announce 
that the efficient reporters who take the notes of these meetings have 


copies of the transcript which are available to all who wish to pay 
for them. 
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By communicating with the reporters, anybody who desires to have 
a typewritten record of these hearings before they are printed by the 
committee—and I might say edited by the contributors or others— 
can doso. I think it would be advantageous to you and it would help 
you to prepare your papers. 

The committee will now stand in recess until 10 o’clock tomorrow 
morning. 

(Whereupon at 4:50 p. m., the subcommittee recessed, to recon- 
vene at 10 a. m. the following day, Wednesday, October 12, 1955.) 
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WEDNESDAY, OCTOBER 12, 1955 


Unitrep States SENATE, 
SUBCOMMITTEE ON PATENTS, TRADEMARKS, AND 
COPYRIGHTS OF THE COMMITTEE ON THE JUDICIARY, 
NE ping D.C. 

The subcommittee met, pursuant to recess, at 10:20 a. m., in room 
318, Senate Office Building, Senator Joseph C. O° Scoue (chair- 
man of the subcommittee) ‘presiding. 

Present : Senator O’Mahoney. 

Also present: Robert C. Watson, Commissioner, and P. J. Federico, 
Examiner in Chief, United States Patent Office; Julian Caplan, 
counsel; John Stedman, associate counsel; and Robert Kilgore, staff 
member, Judiciary Committee. 

Senator O’Manoney. Good morning. I hope that everybody has 
had a pleasant evening, and that we are all ready to move rapidly on 
to the conclusion of this preliminary part of our hearings. 

L hope it is understood by everybody that this is only a preliminary 
session, that is, these 3 days. They were intended for the purpose 
of making a record from which the members of the committee, the 
full Committee on the Judiciary, as well as the subcommittee, could 
draw suggestions for the nature of the study which should be carried 
on. 

Speaking for myself and the staff, I can already say that these ses- 
sions these last 2 days have been very productive. Many good sug- 
gestions have been made to us. We have many leads for further study, 
and we propose, of course, to go into executive session to analyze the 
material which has been presented, and out of that to come possibly 
the agenda for investigation and future study. 

I want everybody who has not had an opportunity as yet to speak 
to know that these 3 days have not been intended particularly to deal 
with individual cases. There are, of course, many instances which 
have been brought to our attention in which individuals feel that their 
patents were not properly handled in the Patent Office, that dealers, 
corporations, and others have not justly handled their cases, and all 
of that. It is obviously impossible for us to deal with such matters 
at a session like this. 

It is necessary, in the first instance, to make an investigation. So 
if there are any such here, and we have heard the names of several, 
I want you to give your names to Mr. Caplan, the staff director, and 
the staff of this committee will check into all such cases to see what 

can be done. 

Our effort has been to make this a full and free discussion of the 
situation, hoping that it may lead to the development of facts which 
all can see and which will persuade all of the necessity of cooperation. 


155 
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We were very happy yesterday to have the testimony of Admiral 
Colclough of George Washington University, who is heading a pri- 
vate financially supported study of the entire patent system in an 
effort to get the facts to determine to what extent the system has 
been successful on the whole. 

Judge Hand, as you will recall, testified yesterday that we have a 
great mass of opinion as to whether or not the patent system is good, 
but he complained that not many facts have been presented to the 
courts. 

We will ask Commissioner Watson this morning whether facts have 
been presented to the Patent Office to show whether or not the sys- 
tem itself has been productive of good in the promotion of the arts 
and sciences. I have my own feeling that it has been successful, but 
after all, we want the facts. 

The testimony of Admiral Colclough suggested to me that perhaps 
with the Patent Office, George Washington University, and other 
universities which are engaged in the study of this problem, and re- 
search laboratories, and the committee, we may be able to work out, 
perhaps, together with these various patent law associations, and 
the National Patent Council, such as you represent, Congressman 
Lanham, what in the international field is called a treaty of nonag- 
gression, to see if we cannot get together and work out a common basis 
of facts from which we can build for a bigger and better development 
of American genius in the production of inventions and discoveries 
which do promote the standards of living in the United States, and 
eventually in the world. 


Commissioner Watson, we are ready to hear from you. 


STATEMENT OF HON. ROBERT C. WATSON, COMMISSIONER OF 
PATENTS, UNITED STATES PATENT OFFICE, WASHINGTON, D. C. 


Mr. Watson. Thank you, Mr. Chairman, and ladies and gentlemen. 
I have the kind permission of the chairman to mention something 
which I should have mentioned on Monday when the committee was 
discussing the probabilities or possibilities that the individual in- 
ventor may have outlived his usefulness and had no more function to 
play in the invention scheme of the country, that larger corporations 
had taken it over. 

As some of you know we have been holding, at 3- or 4-month inter- 
vals, exhibits in the lobby of the Department of Commerce, specifically 
intended to show how the little acorn has matured into the great oak, 
with the help of the patent system. Some of those exhibits have dem- 
onstrated, in my opinion, in a very impressive manner the fact that in 
the past, at least, the individual inventor has been most effective in 
establishing the initial invention, creating the inventive thought which 
has been backed by capital and has brought about the creation of the 
great corporations. 

It has been the habit of those exhibiting at those periodic exhibits 
to print leaflets acknowledging the fact that their origin was of that 
character. I have in my hand, for instance, copies of a few of the 
leaflets which are distributed freely to the public, and the names of 
those various exhibitors at those times. We ive many more, which I 
would like very much to place in the record. 

Senator O’Manoney. Very well. 
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(Two of these exhibits are as follows:) 


VISION—THE Du Mont DIMENSION IN ELECTRONICS 


Eight short years in our industrial history have seen the birth of a new age— 
the “telectronic age.’ In that time vision has been brought to the electronic art 
and vision has been added to broadcast reception in 32 million homes throughout 
the country. In 1946 there was no television industry. Today it provides 
employment to hundreds of thousands of our citizens. It provides entertainment, 
education, and information to millions. It is pointing the way to more efficient, 
lower cost industrial operations. 


IMPORTANCE OF PATENTS 


How did it come about? What was the background that brought this scientific 
marvel to the homes of America? Dr. Allen B. Du Mont, television pioneer and 
president of Allen B. Du Mont Laboratories, Inc., has stated, “The protection 
afforded by our United States patent system supplies essential incentives to 
industrial, scientific, and economic progress.” 

There is little question that our country’s leadership in standards of living, 
modern conveniences, and in industrial progress are all directly traceable to the 
potential for reward inherent in new developments under the United States 
patent system. 

HISTORIC TELEVISION DEVELOPMENTS 


The bringing of vision to the art of electronics is the result of development 
and discoveries by many men—dating as far back as 1880. The first television 
patent was filed in that year in England. Although not practical for actual use, 
that system was the forerunner of the thousands of patents that have refined 
and developed the electronic art to the point that pictures or data can now be 
broadcast and reproduced in detail on the face of a cathode-ray tube (television 
picture tube). 

CATHODE-RAY TUBE—HEART OF TELEVISION 


Probably the most significant achievement in the field of vision and electronics 
was the successful development in 1931 of a commercially practical cathode-ray 
tube by Dr. Allen B. Du Mont in his basement laboratory in Upper Montclair, N. J. 
This achievement opened the way for all-electronic television as we know it today, 
for the cathode-ray tube is the heart of television. 


THE TELECTRONIC AGE 


But that astonishing electronic device, the cathode-ray tube, has many, many 
other vital uses in addition to its presentation of television pictures. It is the 
indicating device in the cathode-ray oscillograph, a precise measuring instrument 
used extensively by science and industry. It is the screen for the presentation 
of information on radar apparatus. Television is now used in a variety of 
industrial, medical, and scientific applications. From Du Mont’s first commer- 
cially practical cathode-ray tube in 1931 has come this entire era of vision com- 
bined with electronics to produce “the telectronic age.” 


THE DU MONT EXHIBIT AT THE DEPARTMENT OF COMMERCE, WASHINGTON, D. C. 


Allen B. Du Mont Laboratories had its beginning in Dr. Du Mont’s laboratory 
in 1931 when he first developed a practical cathode-ray tube. Through constant 
research and development in visual electronics, it now operates in every phase 
of television. The company is a leader in the manufacture of television picture 
tubes, special cathode-ray tubes, cathode-ray oscillographs, radar equipment, 
television-broadcast equipment, television receivers, multiplier-phototubes, and 
mobile radio equipment. In addition it operates three television stations and 
the Du Mont Television Network. The company employs more than 5,000 people, 
and oceupies 6 large plants in northern New Jersey, plus television studios 
throughout the United States. 

Included in the Du Mont exhibit at the Department of Commerce are the 
following items of historic and current interest in the field of electronics: 

72. first practical cathode-ray tube to be developed—made by Du Mont 
in 19381. 
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The first all-electronic television receiver marketed in America—the 
Du Mont type 180, made in 1937. 

A display of industrial-type and multigun cathode-ray tubes. 

An action display of a cathode-ray oscillograph on which voice patterns 
of the exhibit visitor are displayed on the face of the oscillograph. 

A display of multiplier-phototubes. 

An action display of a multiplier-phototube in which the light from a 
radium watch face is multiplied 1 million times and activates a switch to 
turn an electric light on and off. 

The Du Mont radar set, APS 42, used by the United States Navy in 
military transport operations, using indicating cathode-ray tubes with long 
persistence screens. 

A Nipkow disk, the mechanical type of television receiver used prior to 
Du Mont’s development of the cathode-ray tube. 

The Du Mont Chroma-syne Teletron—the first large-screen color picture 
tube to be publicly shown. A 19-inch tube, it was demonstrated by Du Mont 
in April 1954. 

A 14-inch black-and-white television picture tube made by Du Mont in 
1938 and used in the first all-electronic receivers marketed in American. 

A modern television receiver manufactured by Du Mont, the Belvidere, 
featuring a Du Mont 21-inch rectangular picture tube and advanced elec- 
tronie circuits for best fringe area and urban reception. The Belvidere is a 
full-door console with traditional styling. 

Photographs of Du Mont’s color multiscanner for the televising of color 
motion picture film; a photo of a modern Du Mont image-orthicon television 
camera. 

PATENTS 


Certainly the growth and development of Du Mont Laboratories and its techni- 
cal achievements reflect the progress that is possible under the United States 
patent system. The Du Mont exhibit at the Department of Commerce reflects 
the product of many patents dealing with improvements in processes or design 
of cathode-ray tubes, color television picture tubes, certain radar principles, 
television cameras, principles of television receiver design, and cathode-ray 
oscillograph circuits. 

As of January 1, 1954, Du Mont owned 205 United States patents and 181 more 
were pending, most of which deal with some aspect of visual electronics. 


KEYS TO PROGRESS 
“Section. 8. The Congress shall have Power * * * 


“To promote the Progress of Science and useful Arts, by securing for limited 
Times to Authors and Inventors the exclusive Right to their respective Writings 
and Discoveries ;” 

One hundred and sixty-five years ago, the foresighted men who created our 
Nation also established the United States patent system. Their purpose, as 
expressed in the clear language of the Constitution, was “to promote the Progress 
of Science and useful Arts.” 

To implement this simple phrase, Congress enacted laws under which a patent 
is regarded as a contract between the United States Government and the in- 
ventor. This contract takes the form of a grant “securing for limited Times 
to Authors and Inventors the exclusive Right to their respective Writings and 
Discoveries.” In return for this right which, for a period of 17 years, excludes 
anyone else from using his idea without his permission, the inventor must publish 
a full disclosure of his invention. At the end of this period, his right expires 
and his invention becomes public property. Incidentally, patent rights are 
granted only for new inventions. The patent system has never deprived the 
American public of anything it already had. 

From its beginning, more than a century and a half ago, the United States 
patent system has become a keystone in the structure of American business 
and industry. It is today a dynamic and beneficial force in our way of living. 

Why is this so? Mainly because our Founding Fathers realized that the 
progress of the Nation they had created would depend in large measure upon 
the products of creative minds. They realized, too, that few individuals would 
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invent simply for the fun of inventing. Men capable of unfettered, imaginative 
thinking would have to be encouraged, they would have to be given a reason, an 
incentive to undergo the dogged, costly labors, the discouragements, and failures 
that attend the creative effort. 

By granting exclusive rights for limited times, the founders of the patent 
system appealed to human desires that are as strong today as they have ever 
been. These are the desires to contribute something to society; to make one’s 
mark in the world; to be the first to do something different; to gain prestige 
and prominence; and to win financial rewards which will not only pay for past 
effort but will also support future activity. 

But, as you may say, the men who established the patent system had in mind 
the individual inventor. They could not possibly have foreseen today’s great 
research organizations, units like Esso Research & Engineering Co., where almost 
3,000 people spend $30 million a year searching for new and improved products 
from petroleum and for better and cheaper ways of making them. 

How does the patent system work today? The fact is that in any research 
work, ideas come from individuals. It is still individual initiative which must be 
encouraged, the “yankee ingenuity” of our forbears. 

The United States patent laws recognize this and provide that whether the 
inventor is working alone or as part of a larger group, inventions still must be 
made by individual inventors. So even though today’s inventor is often a 
member of a group of individuals who work together as a team, the system works 
just as it has through the years. 

Whether team member or individual, the inventor who wishes to bring a dis- 
covery into commercial use has the choice of three courses of action—he can 
manufacture in secrecy, hoping all the while that no one will discover his secret : 
he can publish the facts about his invention; he can ask for a patent. 

It is obvious, especially today when so many thousands of researchers are 
in the hunt in all fields, that secrecy offers poor protection. It is equally 
obvious that free publication without patent protection is an outright gift of 
time, money, and effort to potential competitors. A patent is the inventor's 
best protection. 

The first step in obtaining a patent is to file with the United States Patent 
Office an application, accompanied by a description of the invention and a list 
of claims setting forth precisely those features of his invention which the 
inventor believes are new. Applications are taken up in order received. Tech- 
nical literature and existing patents—more than 2,500,000 are on file—must be 
considered. The inventor is sent a report, after which he may amend or rework 
his claims. Finally, the inventor will be told which, if any, of his claims are 
allowed. Those turned down are explained in detail. 

At this point the inventor must decide whether or not the claims allowed are 
important enough for him to make the full, public disclosure that will be 
required if he takes out a patent. He must weigh the prestige which the new 
patent may bring him. He must also try to judge the income which will be his 
during the 17-year life of the patent. This is a bit tricky because the patent is no 
guaranty of profit. The only reliable measure of an invention’s financial worth 
is What the public is willing to pay for it. 

Suppose the inventor takes out his patent. Then it might be assumed that the 
patent will be tucked away out of sight and the inventor, unnoticed, will live 
happily ever after, enjoying the profits of his invention and puttering away at 
new ideas. Such an assumption would be wrong, of course. 

For one thing, a full disclosure of the invention has been published. Moreover, 
the Patent Office files of issued patents are open to anyone to study and printed 
copies of any United States patent issued can be had for just 25 cents each. 
Many public libraries and many institutions, both public and private, maintain 
complete and active files of Patent Office literature. These, in turn, are thor- 
oughly reviewed and abstracted by a large number of trade and professional 
journals. Thus patents present a rich source of information to anyone interested 
enough to dig into it—and many people are. 

The United States patent system is one of the most potent stimuli to competi- 
tion yet devised. The inventor himself, protected by his patent and supported 
by the income from the commercial use of his invention, is encouraged to press 
forward with his creative efforts. He may try something entirely new or he may 
attempt to improve his own invention. In a sense, he may actually be competing 
with himself. 

At the same time, publication of his new patent instantly alerts all competitors 
who watch the patent literature closely. In the constant search for something 
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better, the new patent may show them a whole new field for research and 
exploration. Believing the new invention may reduce their own manufacturing 
costs, they may decide to pay the inventor for its use, even as they drive ahead 
with their explorations. Whatever course of action is chosen, the consuming 
public is in the long run the beneficiary. Here are a few examples of how compe- 
tition, stimulated by patents, actually works. 

Nowhere is competition keener than in the oil industry. Volumes are large, 
unit profits are low and every company constantly strives to make better and 
lower cost products, and more of them, from a given amount of crude oil. Of 
all the products contained in a barrel of average crude oil, gasoline is the biggest 
income producer. But, normally, gasoline makes up only about 20 percent of the 
barrel. However, this figure has been expanded to 50 percent by refinery proc- 
esses which break down or “crack” heavier products, such as fuel oil, into 
gasoline. 

It had been known for years that cracking oil in the presence of a solid chemi- 
cal agent or catalyst can produce a gasoline of greatly improved quality, but 
these processes had remained almost a laboratory curiosity. The trouble was 
that the catalyst used was either consumed, or covered over with a tarry 
deposit which could not easily be removed. However, some 20 years ago a 
research group solved this problem by developing a successful method of regen- 
erating one of these catalysts. Their discovery was a long step forward in the 
art of refining. They proceeded at once to install the process on a commercial 
scale, and secured patents covering it. 

Standard Oil Development Co., now known as Esso Reseach & Engineering 
Co., was very much interested in these developments. But the new process was 
inherently more expensive than normal refinery operations, and the royalty 
charges involved in obtaining a license were enough to justify a research program 
looking for a less expensive process. 

The result of this research was an entirely new process which came to be 
known as fluid catalytic cracking, and is based on an astonishing state of matter 
which must be seen to be believed. A bed of solid particles is mixed with a little 
gas and proceeds to act partly like a liquid and partly like a gas. It flows, it 
boils, it mixes readily, it expands and contracts. The study of this queer 
behavior brought engineering discoveries which were entirely unpredictable on 
the basis of what was known before, and turned out to be ideally suited for the 
catalytic cracking process. Esso Research & Engineering patented this process 
and put it into commercial use. 

The circumstances which had started this Esso research program also inspired 
a number of other oil companies to carry out their own explorations in catalytic 
cracking. Some of them shared in the further development of fluid catalytic 
cracking, installing it in new refinery construction and joining with Esso in 
licensing the process to the entire petroleum industry. It was widely accepted, 
as shown in the annual growth chart above and today accounts for 70 percent 
of the total installed catalytic cracking capacity in the United States. 

Another company developed still a different process. The patent system has 
protected these developments so that each has received a royalty income which 
supports further research, and the public has three commercial processes for 
catalytic cracking where none existed before. 

Another example of competition stimulated by research and patents is rubber 
which is consumed in huge quantities in the United States. Before World War 
II, our country was completely dependent upon sources thousands of miles away 
in the Far East, South America, and Africa for this vital material. National 
security demanded that a substitute be found. Moreover, a substitute better 
than rubber was needed because the natural product has serious weaknesses. 
The chief of these is that exposure to sunlight, air, or other oxidizing agents 
tends to dry out natural rubber so that it cracks and becomes useless. Chemists 
had succeeded in making synthetic rubbery materials by various methods, but 
these seemed to require expensive raw materials and the product was not even 
as stable as natural rubber. 

One day, two Esso Research chemists, Robert Thomas and William Sparks, 
discovered that a new process for building up polymers or giant molecules from 
iso-butylene derived from petroleum could be modified by including in the mix a 
small amount of a reactive material like iso-prene, which is one of the building 
blocks of natural rubber. The resulting polymer could be vulcanized to give 
an elastic material having rubber-like properties and much greater stability. 
Plenty of iso-butylene was available as a byproduct of catalytic cracking. The 
new product was called butyl rubber. 
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The basic patents on butyl covered both the new rubber and the new process 
of synthesis, but there were other problems to be solved before it could get 
into commercial production. Special equipment was needed to handle the very 
low temperature polymerization process (below —100° F.) which had never 
before been used in industry. For large-scale operation, continuous production 
would obviously be much cheaper than the batch process first developed and 
ways had to be found to handle the sticky polymer without clogging the pipes 
and apparatus. Even as these problems were being worked out, tests found 
that butyl was excellent for holding air, a much better material for inner tubes 
than natural rubber. The processing difficulties were overcome and the results 
obtained were published in the form of improvement patents. 

This research project was worked out just prior to World War II. The process 
was turned over to the United States Government and butyl became an important 
factor in our wartime supplies of synthetic rubber. Its use expanded rapidly 
to cover military needs and then supplies for civilian use. From this new 
industry have come better inner tubes for substantially all United States pas- 
senger cars. The annual consumption chart shows the rise of other uses, as 
in electrical insulations. Improved product availability is now expanding the 
use of butyl in many other applications. Continuing research on butyl under 
the protection of the patent system is developing modified products and methods 
of handling which should result in important new uses, and a cheaper product 
for all. 

Fluid catalytic cracking and butyl rubber are just two examples of how the 
United States patent system has benefited the American public. In both cases, 
patents have made it possible for an expensive research program to contribute 
to its own support. The growing use of petroleum as a raw material for agri- 
cultural chemicals, paints, solvents, plasticizers, and synthetic fibers depends 
upon an expanding knowledge of the chemistry of crude oil and its products. 
Improvements in the major refinery products such as gasoline, fuel oil, and 
lubricants depend upon the same knowledge and its engineering application. 
This knowledge will continue to expand for the public benefit, so long as the 
patent system protects and encourages creative minds. For patents are the keys 
to progress, 

Mr. Warson. We have a further exhibit on the first of November or 
thereabouts, in which mechanical devices are the matters to be ex- 
hibited. We have had electrical, chemical, and pharmaceutical ex- 
hibits, and now we are coming to the mechanical. 

Senator O’Manonery. May I interrupt to say that the committee 
will, of course, be glad to receive some of these exhibits for printing in 
the record. Wecannot receive them all, obviously, because that would 
make the record so bulky that it might destroy its usefulness as a docu- 
ment for research and study. 

So I will ask that you and Mr. Caplan, cur chief of staff here, make 
the proper selection. 

Mr. Watson. Yes, I will be very glad to do that. 

Continuing with my report, which is based lar gely upon the pam- 
phlet which “has been prepared by the Patent Office, and copies of 
which have been distributed, practically every aspect of the opera- 
tion of the Patent Office is discussed in the pamphlet. 

My testimony will be confined to the operations which take place 
within the four walls of the Patent Office. Instead of leafing through 
the pamphlet, calling attention to the graphs and the statistics which 
it contains, the statements of needs of the Patent Office, I will first dis- 
cuss a number of questions which have appeared in the printed matter 
disseminated by the committee and which seem to me to be particu- 
larly directed to the Patent Office. 

First, how to reduce the mounting backlog of pending patent appli- 
cations. 

Second, how to reduce the time of pendency of applications. 
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Third, how to improve classification and search facilities. 

Fourth, how to preserve and expand an experienced examining 
corps. 

Fifth, the wisdom of dual appeals from the rejection of applications, 

Sixth, how to improve examining procedures in order to reduce the 
number of patents subsequently held invalid by the courts, with the 
view to impartin’ more certainty to the rights granted inventors. 

Those questions seem to me to be directed particularly to the opera- 
tion which we perform, and I will do my best to answer them, with the 
aid of the pamphlet to which I will make reference from time to time 
and with reference to certain other matters which are not discusse« 
in that pamphlet. 

How | to reduc e the mounting oe acklog. As of Oc ‘tober , the bac ‘log 


tinues. That fab ney to mount has endured now since von May of 
1953. 

The Patent Office has no means at its disposal for ascertaining why 
it is increasingly popular, why the public participates in the filing of 
applications to an ever-increasing extent, but it does have before it the 
problem of disposing of them in a timely manner and in accordance 
with law. 

The first thing that would suggest itself to one faced with that prob- 
lem would be to consider whether the ex: mining staff is sufficiently 
large. And the answer, of course, is that to cope with the situation 
the examining staff must be increased. 

We have considered the problem of the timing of the increase of 
the staff and have evolved a plan for its increase which is reproduced 
in brief in the pamphlet which you have, on page 19. And here I refer 
to what we call our $-year plan for the disposal of the backlog and i its 
reduction in size to that of a backlog which appears to us to be a re 
sonable one. 

I may say that when I came to the Patent Office, I found there had 
been developed by earlier Commissioners and staffs a proposal that 
the backlog of the Patent Office should be reduced in amount to about 
100,000 applications which, with an examining staff of about 850 men, 
would make it possible for an inventor who submits an application to 
have a reply from the Patent Office within the period of, say, 3 or 4 
months; and not only that, but after he had filed his amendment and 
argument following a rejection he would have another reply from the 
Patent Office within a period of 3 or 4 months. 

Whether or not 100,000 applications is the ideal number to have 
available—whether or not 850 examiners is the ideal number—I can- 
not be quite certain, but I have accepted the theory. I see no better 
objective toward which to work. 

And so this 8-year plan is based upon the proposal that as soon " 
reasonably feasible, the backlog in the Patent Office shall be reduced 
to approximately 100,000 applications. 

Senator O’Manoney. Commissioner Watson, what did you say it 
is now ? 

Mr. Watson. It is now, as of October 1, 222,567. 

Senator O’Manonry. Do you think it would be possible, or advan- 
tageous, to reduce it by considerably more than half, and then try to 
keep it current ? 
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Mr. Watson. Well, that is just what our plan is, to reduce it to 
about 100,000. 

Senator O’Manoney. I say, can we not do more than that? Your 
applications are coming in approximately at the rate on the average, 
| would say, of about between 70,000 and 75,000 a year? 

Mr. Watson. Well, right now, closer to 80,000. 

Senator O”’ MAHoNEY. The latest i is closer to 80,000 ? 

Mr. Watson. Yes. 

Senator O’Manoney. So I was just giving an average for about 
10 years, say. 

Mr. Warson. Yes. 

Senator O’Manoney. So that if you cut the backlog only by about 
122,000, out of the 222,567 that you now have, there would still be an 
accumulating backlog. 

What you are aiming at, I assume, is to take care of at least the 
number of new applications that come in, and ‘an additional number 
of those which are on file and not yet acted upon ? 

Mr. Watson. That is right. For instance, our calculation is based 
upon the continued receipt of applications at the rate of about 80,000. 

Senator O’Manoney. And where would you begin on handling the 
backlog—first in first out or last in first out? 

Mr. Warson. Last in first out. That is, we take ordinarily the 
applications up in the order in which they are received in the Patent 
Office. 

Senator O’Manoney. Then that would be first in and first out. 

Mr. Watson. First in and first out—that is right; yes. 

Senator O’Manoney. We do not want to adopt that accounting 
system of handling inventories in the Patent Office. 

Mr. Watson. W ell, the 8-year plan involves a considerable ex- 
pansion in our ex: mining corps. In addition to the assumption that 
we will receive applications at the rate of approximately 80,000 a year, 
we assume that each examiner will be able to dispose of them at the 
average rate of 95 per year. And we make other assumptions. 

The plan, we believe, involves the building up of the examining 
corps at a possible rate, despite the extreme “difficulty of recruiting 
examiners at this time. Industry, as everyone knows, is competing 
for young engineers who are the group from whom we must draw 
our examiners, and makes it very difficult, indeed, for us to secure 
the services of an adequate number. However, with the aid of the 
bar associations—and I want to acknowledge at this time that the bar 
associations, including the American Patent Law Association, the pat- 

ent section of the American Bar Association, the local State and city 
associations—have been extremely cooperative and many of the young 
men whom we have already succeeded in employing have been direc ted 
to the Patent Office by those associations, obtaining the first informa- 
tion which they receive as to the needs of the Patent Office from the 
activities of members of the bar. 

It involves the expansion of the examining corps at a rate which we 
believe to be feasible. We have represented to the Congress that dur- 
ing the first year we can increase the corps by 300 examiners, and are 
engaged i in the effort to do that. On the strength of that representa- 
tion we were given an appropriation of 2 million in addition to that 
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recommended by the Bureau of the Budget. And we are going to 
strive very, very mightily to fulfill our undertaking in that respect. 

Senator O’Manoney. This raises the question that I put to you on 
the first day, Mr. Commissioner. What were your representations 
to the Bureau of the Budget with respect to the number of employees 
by which he bureau should be expanded ? 

Mr. Warson. Well, we presented facts which indicated that we 
should receive larger ‘appr opirations than those recommended. 

Senator O’Manonry. You asked for more than the Bureau of the 
Budget gave you? 

Mr. Watson. No, but we explained the need for several million 
dollars more than we were given. 

Senator O’MAHoNEY. You are not before the Bureau of the Budget 
now. You are before a committee of the Senate. So I advise you 
that this is the time to speak out—let the Bureau of the Budget and 
the Congress both have equal knowledge at the same time of what you 
actually believe the needs of the Patent Office are. 

Mr. Watson. Yes. Well, you wish to ask specifically how much we 
asked for, within the Department it was $15 million, and the recom- 
mendation to the Bureau of the Budget and to the Congress was for 
$12 million. 

Senator O’Manonry. What did the Congress do? 

Mr. Watson. The Congress gave us $14 million, treating us gel- 
erously. Actually, after m: aking a careful calculation and an evalua 
tion of our ability to recruit examiners I thought that it would be 
advisable to suggest that we be given only $14 million, because it 
looked to be impossible for us to spend more than that amount. 

Senator O’Manoney. I understand that you are going before the 
Bureau of the Budget tomorrow. 

Mr. Watson. That is true. 

Senator O’Mationey. I suggest that one of the arguments that you 
might make is this, that if patents increase the production of the 
United States, that increased production by the issuance of more 
patents in the Patent Office, by reason of an increased staff, will do 
more to balance the budget than cutting back the number of employees 
that you may have. 

Mr. Watson. May I quote you precisely ? 

Senator O’Manoney. Precisely. 

Mr. Watson. Thank you. 

However, may I add that the presentation, for instance, of this 
8-year plan to the Department of Commerce officials, whose duty it 
is to supervise the activities of the Patent Office, has created in my 
mind the impression and, in fact, the assurance this year that they 
are very receptive to our recommendation and may suggest to the 
Bureau of the Budget that we be given sufficient funds to initiate the 
plan. 

The plan does contemplate the expenditure by the Patent Office 
of more money than the Patent Office has ever received. It is based 
on a number of assumptions. Those assumptions may not be correct 
over the long pull, but I think that for the first year or two our plan 
of recruitment, our plan to increase the staff to a certain number, and 
our plan to m: aintain the operation of the Patent Office as we have 
operated it recently will be feasible, and that should it be necessary, 
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upon the ascertainment of additional facts or changes in conditions, 
we shall be able to ¢ = ange the plan without inconveniencing anyone, 
as, for instance, by causing the separation of valuable employees 
because suddenly we h: ave no work for them to do, or suddenly asking 
for more employees than we now think we need. 

So at the present moment we present this plan to you for your 
consideration. It calls for the reduction of the backlog the first yea 
the year 1957, by an amount of 10,000 applications; | in 191 18, by 20 (000 
in addition ; and for the next 3 years, 20,000 per year. F inally ter- 
minating in a tapering-oft period in which the examining corps is 
reduced “by attrition, and not by involuntary separations, until we 
have an examining corps of about 850 men. 

We will then probably receive about 80,000 applications per year, 
and will dispose of 80,000 applications a year, and we will have a 
backlog of 100,000, which is necessary to enable the workload in the 63 
examining divisions to be properly distributed. 

With a lower backlog we would probably have to reduce the number 
of divisions and effect further separations and it would make man- 
agement much more difficult, but with that backlog we believe that 
we shall be able to do what I first outlined, promptly ‘advise applicants 
of their rights and properly determine what the scope of their patents 
shall eventually be. 

The second thought is the improvement in classification mentioned 
frequently yesterday as a necessity and generally regarded as the 
sharpest tool with which the patent examiner can work in the process- 
ing of patent applications. 

Our 8- -year plan contemplates the building up of the classification 
division of the Patent Office in such a manner that within about 
6 years the large problem of classification will have been accomplished, 
so that is part of the 8-year plan. 

It involves, I believe, the expansion of the classification examiners 
from a present low figure of theoretically around 30, and actually I 
believe somewhere around 17, to a total of 141, and then a tapering 
off to a number which will be able to receive patents weekly as they 
are published, and to classify them and to maintain the classification 
current. 

Now another step that we are taking to reduce the mounting back- 
log is to permit those examiners who are well trained and thoroughly 
qualified to act upon their own without supervision, to work overtime. 

We had some money last year made available by reason of the fact 
that we could not secure recruits, and therefore could not spend in 
paying salaries our entire $11,500,000 appropriation, so that we 
adopted an overtime program, which I may say was welcomed heartily 
by the examining staff, the GS-12 grade examiners particularly. 
Those examiners who came in on Saturdays voluntarily found that 
they could work so much more efficiently on Saturdays because of the 
lack of interruptions by attorneys, that their productive rates were 
increased. And the overtime work did not result in penalty costs 
to the Government, I may say, because they received no extra money 
= as time and a half—they received their normal rate of remun- 

‘ation almost exactly. It resulted in a great increase in our pro- 
auction. And that program will be continued and even enlarged 
with the appropriation that we have now available. 

So that Saturday work will be continued on a regular, definite 
schedule throughout the winter months. It is not ¢ arried through 
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the heat of the summer, but will be continued as a regular, definite 
program during the winter. 

Then we have endeavored to simplify our practice as much as 
it can be simplified without sacrificing the quality of the work. 
Under the leadership of our executive examiner, Mr. Rosa, who is 
seated in this room, and with the close collaboration of the supervisory 
group, we evolved a number of expedients which would encourage 
production by making it unnecessary for the examiners to give their 
time and attention to trivialities. A number of expedients were 
adopted tothatend. And I believe that this simplification has proven 
to be very effective. 

I have here with me a copy of the order of our executive examiner, 
which outlined to the examining corps in definite terms all of the 
procedures which they were to follow in order to dispose of applica- 
tions with greater expedition than had been customary in the Patent 
Office for some time back. I will offer that for the record without 
going into it in detail. 

Senator O’Manoney. It will be received. 

(The information referred to is as follows :) 

UNITED STATES DEPARTMENT OF CoM MERCE, 
PATENT OFFICE, 
February 23, 1955. 
Memorandum 
To: All Patent Examiners. 
From: M. C. Rosa, Executive Examiner. 
Subject: Changes in practice and suggestions to expedite examination of appli- 
cations, 

The several changes .in practice and the suggestions ‘presented herein: are for 
the purpose of expediting the examination of applications by saving examiners’ 
time and reaching an early disposal. A careful consideration will make it obvious 
that these changes and suggestions should be used with discretion. 


CONTENTS 


A. Proofreading of specification. 
B. Statement of grounds of rejection in final rejections. 
©. Final rejections on references not previously applied. 
D. Special application of ex parte Quayle practice. 

Kk. Merit rejection of claims to plural species. 

F. Latitude in definition of invention. 
G. Technical rejections. 

H. Early allowance of claims. 

I. Constructive criticism. 

J. Previous action by another examiner. 


A. PROOFREADING OF SPECIFICATION 


Object 

To save time in checking lengthy disclosures. 

Practice 

If the case is presented by an attorney or agent who has a reputation for 
filing carefully prepared applications, the examiner may read the specification 
and check the drawings to a degree necessary to gain a sufficient understanding 
and appreciation of the invention claimed. While major errors should be noted, 
the examiner need not check for the presence of all minor errors. 

Where the application has not been proofread, and the examiner feels that 
there is a need for proofreading in order to detect minor errors, the examiner 
should include a paragraph similar to the following in his action: 

“This application has not been checked to the extent necessary to determine 
the presence of all minor errors. It is the responsibility of applicant to correct 
any errors which may appear in the specification or drawings.” 
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RB. STATEMENT OF GROUNDS OF REJECTION IN FINAL REJECTION 
Object 

To save time in making final rejections. 
Practice 

Section 706.07 of the Manual requires that in the final rejection any grounds 
of rejection should be reiterated and clearly developed. As only a small percent- 
age of final rejections are appealed, it is deemed expedient to relax this require- 
ment in the folowing circumstances. 

Where a previous Office action contains a complete statement of a ground of 
rejection, the final rejection may refer to such a statement and also should 
include a rebuttal of any arguments raised in the applicant’s response. If appeal 
is taken in such a case, the examiner’s answer should contain a complete state- 
ment of the examiner’s position. 


C. FINAL REJECTIONS ON REFERENCES NOT PREVIOUSLY APPLIED 
Object 

To permit making an earlier final rejection. 
Practice 

When the examiner cites references showing “further state of the art,” the 
pertinency of each such reference should be stated briefly in the Office action. 
If in a subsequent Office action any such reference is relied upon for its previously 
stated pertinency in the rejection of any claim, the mere fact that such refer- 
ence has not been previously relied upon will not preclude the rejection being 
made final. 


D. SPECIAL APPLICATION OF EX PARTE QUAYLE PRACTICE 


Object 


To avoid entry of minor technical grounds of rejection in a case wherein all 
claims are patentable in substance, and where such grounds of rejection have not 
been previously raised. 


Practice 

In such a case instead of rejecting the claims, and thereby possibly precluding 
a final disposal, the examiner should object to the claims and at the same time 
offer constructive suggestions for overcoming the criticisms. Such an action is 
to be made in accordance with the Er parte Quayle practice and a shortened 
statutory period should be set. 


E. MERIT REJECTION OF CLAIMS TO PLURAL SPECIES 
Object 


To reduce the number of actions in some applications claiming plural species. 


Practice 

Where an application contains generic claims and claims to a plurality of 
species and the search of the generic claims develops prior art which is pertinent 
to all the claims, the examiner should treat all the claims on the merits. An 
election of species may also be required. 


F. LATITUDE IN DEFINITION OF INVENTION 
Object 

Allowance of claims which sufficiently define the invention. 
Practice 


When the examiner is satisfied that patentable novelty is disclosed and it is 
apparent to the examiner that the claims are directed to such patentable subject 
matter, he should allow claims which define the patentable novelty with a reason- 
able degree of particularity and distinctness. Some latitude in the manner of ex- 
pression and the aptness of terms should be permitted even though the claim 
language is not as precise as the examiner might desire. 





168 AMERICAN PATENT SYSTEM 


G. TECHNICAL REJECTIONS 
Object 

To minimize or avoid rejections which do not advance the prosecution. 
Practice 

The primary object of the examination of an application is to determine 
whether or not the claims define a patentable advance over the prior art. In too 
many instances this consideration is relegated to a secondary position, while 
undue emphasis is given to technical rejections. Where a major technical re- 
jection is proper (e. g., aggregation, lack of proper disclosure, undue breadth), 
such rejection should be stated with a full development of the reasons rather 
than by a mere conclusion coupled with some stereotyped expression. 

Certain technical rejections (e. g., negative limitations, indefiniteness) should 
not be made where the examiner recognizing the limitations of the English 
language, is not aware of an improved mode of definition. 

Particular attention is directed to 707.07 (g) MPEP which states: “when there 
exists a sound rejection on the basis of prior art which discloses the ‘heart’ of 
the alleged invention (as distinguished from prior art which merely meets the 
terms of the claim), secondary rejections on technical grounds ordinarily should 
not be made.” 

H. EARLY ALLOWANCE OF CLAIMS 
Object 
To expedite reaching an early issue. 
Practice 

Where the examiner is satisfied that the prior art has been fully developed 
and some of the claims are clearly allowable, he should not delay the allowance 
of such claims. The practice of some examiners of never allowing a Claim in 
the early actions, when the aforementioned conditions exist, is a handicap to 
attorneys or agents. An early allowance of some claims is more conducive to 
a compromise or cancellation of rejected claims. Such practice is also a hardship 
on the inventor in his attempts to negotiate for the exploitation of his invention. 


I. CONSTRUCTIVE CRITICISM 
Object 

To assist applicant in presenting claims which may be allowed. 
Practice 

When an application discloses patentable subject matter and it is apparent 
from the claims and the applicant’s arguments that the claims are intended to 
be directed to such patentable subject matter, but the claims in their present 
form cannot be allowed because of defects in form or omission of a limitation, 
the examiner should not stop with a bare objection or rejection of the claims. 
The examiner’s action should be constructive in nature and when possible he 
should offer a definite suggestion for correction. 

If the examiner is satisfied after the search has been completed that patentable 
subject matter has been disclosed and the record indicates that the applicant 
intends to claim such subject matter, he may note in the Office action that certain 
aspects or features of the patentable invention have not been claimed and that 
if properly claimed such claims may be given favorable consideration. 


J. PREVIOUS ACTION BY ANOTHER EXAMINER 
Object 

To save time when an examiner acts on an application previously examined by 
another. 
Practice 

When an examiner is assigned to act on an application which has received one 
or more actions by some other examiner, full faith and credit should be given 
to the search and action of the previous examiner unless there is a clear error 
in the previous action or knowledge of other prior art. In general the second 
examiner should not take an entirely new approach to the case or attempt to 
reorient the point of view of the previous examiner, or make a new search in 
the mere hope of finding something. 
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Mr. Watson. Then more recently, we issued a Commissioner’s order 
which places those applications which have been twice acted upon 
by the examiner in a special status, so that they will be taken up ahead 


of others, out of turn, and the prosecution terminated as rapidly as 
possible. 


DEPARTMENT OF COMMERCE, UNITED STATES PATENT OFFICE 
MANUAL OF PATENT EXAMINING PROCEDURE 
Second Edition 
NOTICE 
ORDER OF EXAMINATION OF AMENDED APPLICATIONS 


Effective July 11, 1955, and until further notice, applications which have 
received at least two actions on the merits and which have been submitted for 
further consideration and action, shall be treated as “special” cases and acted 
upon forthwith. Such applications shall retain “special” status throughout their 
prosecution before the examiner. This action is intended to reduce the periods 
during which applications remain pending before the Office. 

Examiners are reminded that first consideration should be given to maintain- 
ing the new case date within 9 months in accordance with the notice of Decem- 
her 10, 1954. 


RoserT C. WATSON, 
Commissioner of Patents. 

Finally we have taken a lesson from the experience gained by Sat- 

; I - J 
urday overtime work and are now placing in effect an order which 
will eliminate interviews on Fridays of each week. Much of the 
business of the Patent Office, as you all know, is done by the interview 
method, which is the best way of accomplishing the public business, 


in my opinion. But it is nevertheless the fact that the interview is 
a disturbing influence to many examiners who are not concerned in 
that interview at all. We had the testimony yesterday of one man 
from the examining corps to the effect that he works in a room with 
several others, and that when someone came in to interview one of the 
others, he was disturbed. That condition obtains largely throughout 
the Patent Office examining divisions because of the fact that they 
have no privacy. 

We expect without inconvenience to our clients, you might say our 
patrons, the inventors of the country, to eliminate the interview on 
Friday, and expect that to have a material effect in increasing our pro- 
duction. Interviews will be freely granted for the remaining days of 
the workweek and will be granted on Friday in the case of emergency. 

DEPARTMENT OF COMMERCE, 
UNITED STATES PATENT OFFICE, 
Washington, October 11, 1955. 
NOTICE 
RESTRICTION ON INTERVIEWS 

Effective November 18, 1955, and until further notice, the patent examining 
divisions will be closed on Fridays to attorneys, agents, and the general public. 
This action has been taken to provide the examining corps with at least 1 day 
per week on which to work without interruptions and has been found necessary 
in view of the critical condition of the backlog. 

In particular cases where undue hardship to the applicant can be shown, 
exceptions to this order may be made by the Executive Examiner. 

It is urged that interviews with examiners on other days be kept to a minimum 
both as to number and duration. 


Rosert C. WATSON, 
Commissioner of Patents. 
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Senator O’Manonry. May I call your attention, Mr. Commissioner, 
to the testimony which was given to us yesterday with respect to the 
handling of problems or cases of interfer ence by deposition only and 
not by the appearance before the examiners of the individuals who 
are giving the testimony. 


What is your opinion of the effect of that method upon the proper 
handling of patent applications? 

Mr. Watson. V ery few applications are involved in interferences. 
If we were to require that the testimony be taken in the Patent Office, 
it would involve a small increase in the staff, no doubt. It is a rather 
small matter, when you take into consideration the huge volume of 
applications which we have at hand. The operation of the interfer- 
ence procedure is best as it is now, I believe, and the rules now provide 
that our Solicitor or a member of the legal staff can go out where the 
testimony is being taken and can sit with the counsel for the contesting 
parties and make rulings, and that has been done in 1 or 2 instances 
by our recently resigned Solicitor. It is a practice which might be 
enlarged. 

Senator O’Manonry. The thought came to my mind, because of 
your statement just now that the practice of holding interviews is the 
best way of conducting the public business. So I w ill request the staff 
to check with your staff on the application of that rule to the handling 
of interferences. 

Mr. Warson. I will be very glad to furnish any information whicl 
the staff might wish to have. 

I think I should make reference to the effort which we are engaged in 
to mechanize our searching operations and pass over that rather 
rapidly by saying that we are making the effort, but that the solution 
of that problem is not immediately at hand. It is a long-term prop- 
osition. 

Within the space of 8 years, I would doubt that we will have a 
substantial benefit resulting from that effort. I may be mistaken, 
but I attended a conference a short time ago between manufacturers 
of equipment, wire recorders, the manufacturers of the large machines, 
brain machines, et cetera, and the group of examiners who are attempt- 
ing to devise codes and classification data which might be stored in 
the mechanical device, upon a magnetized wire. When they were 
explaining their needs to the manufacturers I asked them, that is. 
the manufacturers, how soon they might expect to build a machine to 
accomplish the functions which were ‘laid down at the interview, and 
they said that it would take a long time. 

So that is the way we stand at the moment. But someday, there 
being a tremendous need throughout all Government for mac hines of 
that character—the need is present—the problem will be licked some- 
day, but in devising the 8-year plan I place no reliance upon help 
to be obtained from mechanization, although counting upon consid- 
erable help resulting from our program of ‘reclassification. 

The reclassification of United States patents, when partially com- 
pleted, will be helpful. And as the reclassification effort proceeds, 
those classes which have been reclassified will be much more useful 
to the examiners working in the various arts. 

Then we come to an item, the preservation of experienced examiners. 
and on page 20 of the pamphlet, there is a section which applies. And 
on the following page there is a chart which indicates those grades into 
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which patent examiners are placed from the time of entry until they 
retire, varying from grade 5 to grade 15. 

In the blocks you will see the numbers of examiners in each grade, 
and the average ages in those grades in the column immediately to 
the right, and then again at the extreme right the number of exam- 
iners who have left each of those grades between January 1, 1953, 
and September 16, 1955. 

You will observe that 41 of our GS-12 examiners left during that 
period, and also 80 of our grade 11 examiners. Those are the exam- 
iners who are well qualified by training and experience and maturity 
to do the work of the Patent Office. 

Senator O’Manoney. Mr. Commissioner, looking at this chart, I 
am reminded of the material which we gathered from your Office. 
GS-15 is not a classification of examiners; is it? That is the $12,060 
grade. That salary is not paid to examiners. That is a supervisory 
position. 

Mr. Warson. Yes; that is right. 

Senator O’Manoney. And is that not true, also, of GS-14? 

Mr. Watson. Yes. 

Senator O’Manoney. So that actually the highest salary available 
to examiners is $9,205 of grade 13% 

Mr. Warson. That is right. And the examiners there are partially 
supervisory. The grade 13 examiners are the assistant chiefs of the 
Patent Office, 1 in each examining division. 

We have recently established a grade of “specialist” into which cer- 
tain eXaminers are moved from grade 12 to grade 13. 

Senator O’Manonry. May I ask an embarrassing question / 

Mr. Watson. You can always ask it. [| Laughter. | 

As the judge said yesterday, maybe he can answer it and maybe he 
cannot. 

Senator O’Manonrey. Is it not a fact that Congress, in passing the 
Reclassification Act, did not include the Commissioner of Patents 
with other heads of bureaus and agencies who were to be advanced 
in grade and salary ? 

Mr. Watson. Are you talking about the recently discussed Execu- 
tive pay bill? 

Senator O’Manoney. That is right. 

Mr. Watson. That was an unfortunate occurrence. That is per- 
fectly true. Many heads of bureaus in the several departments of 
Government were mentioned favorably, but the Commissioner of Pat- 
ents and his assistants were not mentioned. 

Senator O’Manonry. Well, somebody fell down, Mr. Commis- 
sioner, 

Mr. Watson. I think that was a very serious matter, and I trust 
that. you will look into it. 

It is difficult. I honestly do not know what the answer to this is. 
| have had young men come into my office who were leaving to go into 
industry, and they say, “We see a bottleneck ahead. We cannot get 
into grade 13. We are now GS-12. We have come into that grade 
fairly rapidly.” That is true. 

“But it looks as though it would be 15 or 20 years.” One of them 
even said 20 years before he could see a possibility of advancing to 
another grade. 
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It gives them the idea that they had better seek employment else- 
where. It discourages those in lower grades. 

For instance, we lost 80 competent men from grade 11 in that period 
of time; and that is contrary to the experience of the past, in large 
part, too. 

It used to be that the young man would come into the Patent Office, 

take his law degree while he was working in the Office, and then he 
would leave. And the losses experienced were largely from the lower 
grades. 

But now, in order to compete with industry, we have made progress 
through the lower grades rather rapid until grade 12 is reached. 

So the young men will stay, and the older men are leaving, with all 
of their accumulated experience. That is a serious handicap. 

Just how that is to be taken care of, I really do not know. We have 
not made a Governmentwide survey, but that definitely is a Patent 
Office problem. 

I notice that in one of your letters you proposed the question, how to 
improve examining procedures in order to reduce the number of pat- 
ents subsequently held invalid by the courts, with a view to imparting 
more certainty to the rights gr anted inventors. 

That, in part, has been already answered, but we could, of course, 
extend the time which we allot to examination, although we do not 
allot any particular time to an examiner on a case; he is supposed to 
make a thorough examination of the prior art in every instance: 
but, as brought | out yesterday by some witness whose name I do not 
immediately “remember, we have this enormous load, we must make 
some showing of production, and we must, without saying so, limit 
the time which an examiner can spend in his examination of the 
cases placed on his desk. 

We cannot do what industry does, and which, in my younger years 
I did on many occasions, namely, take a patent or take an application 
and spend perhaps a week, , per haps 2 2 weeks, perhaps 3 weeks, or maybe 
as long as 3 months, in examining every bit of literature wherever it 
might be found which had been published on that general subject 
matter. And, as those who have gone through that procedure in this 
room know, the validity search is a costly thing involving an examina- 
tion of all published literature that can be found anywhere. 

I have spent time in the stacks of the Congressional Library, going 
through it book by book, and in the Bureau of Standards Library, and 
through remote classes of patents in the Patent Office, in the hope of 
finding evidence which would tend to limit or invalidate a patent. 

We ‘cannot, in the ordinary course of business in the Patent Office, 
permit the examiners to spend that much time on any case, but if we 
had perhaps larger appropriations we could then permit the exam- 
iners to do more of that type of work, and particularly in examining 
those applications which were of vital importance. 

Senator O’Manoney. I am sure you will agree, Mr. Commissioner, 
that the strongest possible argument in favor of the classification sys- 
tem, that is, improvement of the system which will reduce the backlog 
of patents, was made by Judge Hand yesterday when he told about the 
judge sitting on the patent case, who finally interrupted the attorneys 
to ask for a “definition of the phrase that had been used upon several 
occasions, saying, “I am not quite clear as to what you mean by this 
phrase, the prior—what is it you say ?” 
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And the attorneys said, “The prior art.” 

“Oh,” he said, “I thought you meant the prior rot.” [Laughter. | 

So let us get that out of the way, shall we? 

Mr. Watson. The prior art. That is what we deal with and, as you 
say, if we had it well classified, we could do our searching much more 
expeditiously. 

Now, then, in addition to the possibility of enlarging the amount 
of time made available to examiners in their consideration of appli- 

cations, there is a possibility of increasing the efficiency of the indi- 
vidual examiners in other ways. 

They are engaged at the present time, you might say, in a production- 
line operation. “On each examiner's desk there is placed quite a few 
applications. And he, with an eye to promotion, sticks to his task 
because his promotion is in part dependent upon the rate at which 
he accomplishes his task. He does not have much opportunity be- 
tween the hours of 8: 30 and 5 o’clock—practic ally no opportunity—to 
do research on his own behalf with the end in view of improving his 
own effectiveness. 

We have done certain things in the Patent Office. We have initiated 
seminars in which the primary examiners, the heads of the various 
divisions, have engaged for a period of perhaps 2 years. They meet 
in groups at intervals and discuss their mutual problems, which is a 
way of self-education. 

And then we permit examiners, with the funds which we have at 
our disposal for that purpose, to go outside of the Patent Office, to visit 
exhibitions of note, where many things can be learned rather quickly 
by observation. 

We send examiners on occasion out to examine inventions, where the 
nature of the invention requires physical inspection for full under- 
standing. But by and large we have no program which, if followed, 
would bring up the level of effectiveness of the examining corps by 
increasing the effectiveness of the individual, by educating him fur- 
ther. 

The examiners, I think, have been good in doing what they can 
toward their self-education, but I offer, as a matter to be considered by 
the committee, a proposal that this aspect of the situation be examined. 
And it is to be determined whether or not some funds should be made 
available for the increased education of examiners, particularly in 
the arts in which they are engaged. 

I noted this further question which, I assume is really directed to 
the Patent Office, about the wisdom of dual appeals from the rejection 
of applications. 

Of course, the Patent Office has over it two courts which review its 
decisions. There is the Court of Customs and Patent Appeals, which 
receives the direct appeal upon the record established in the Patent 
Office, and the District Court of the United States for the District of 
Columbia, with the Court of Appeals above that court. The district 
court entertains suits brought against the Commissioner of Patents, 
seeking to direct the court to authorize him to issue patents in cases 
in which he has refused to do so. 

The information which I have acquired since reaching the Patent 
Office is not full and complete, but I will give you what I have and you 
can then determine the wisdom of the dual appeals. 
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From the standpoint of the affirmances, i. e., percentage of aflirm- 
ances of the rulings of the Patent Office, the Court of Customs and 
Patent Appeals is about on the same level as the district court. 

In other words, the dissatisfied applicants going either way have 
about the same chance of overturning the decision of the Patent Office. 
Over a 10-year period the Court of Customs and Patent Appeals in 
ex parte cases has affirmed the Patent Office in 79.9 percent of the ap- 
peals and the district court of the United States in ex parte cases has 
affirmed the Patent Office in 78.3 percent of the cases. From the stand- 
point of the time which elapses from appeal to decision, about 1 year 
in the Court of Customs and Patent Appeals and about 2 years in the 
district court, the time cost to the Patent Office, that is the solicitor’s 
time, is about the same. In the Court of Customs and Patent Appeals, 
the solicitor must prepare a brief which must be printed but ordinar ily 
the briefs are short and the expense is not great. 

There is the advantage in favor of the Court of Customs and Patent 
Appeals, that its decisions are published and comprise precedents 
which guide the Patent Office officials in their work. The district court 
decisions are unfortunately ordinarily not published. 

Again, all of the judges of the Court of Customs and Patent Appeals 
participate in each decision. The court follows its own decisions as 
precedents, so that there are clear guidelines to the Patent Office re- 
sulting from the rather consistent decisions of that court. Whereas 
the position of the district court is not so clearly revealed to the Patent 
Office. 

There are a number of judges in the district court and as their de- 
cisions are not published ordinarily it is more difficult for the Patent 
Office to ascertain just what the district court really means to say. 

However, the Court of Appeals of the District of Columbia does 
publish its decisions and those decisions are largely consistent with 
one another over the years. So that there can be a determination of 
a question of law by the Patent Office based upon the decisions of 
that court. 

However, the Patent Office very seldom ever appeals any decisions 
of the district court to the Court of Appeals of the District of Colum- 
bia. The appeals are taken by applicants who have been unsuccessful 
in the district court. 

By and large the Court of Customs and Patent Appeals decides 
about two-thirds of the cases which are taken out of the hands of the 
Patent Office on appeal or by suit against the Commissioner, so that 
it is most authoritative in our work in the Patent Office. It provides 
the better guideline. 

Those are facts gleaned by me from conversations with our solici- 
tors and by memor: ‘andums which they have submitted to me. 

I believe that I should now conclude my statement. There are 
many additional matters set forth in the pamphlet, which I have 
placed in the record, which I have not called to your attention, but 
which are nontheless important. 

Senator O’Manoney. I observed, Mr. Commissioner, that you re- 
ported a large percentage, over 70 percent of affirmances in the 
Court of Customs and Patent and Appeals, and in the district court 
of the ex parte decisions of the Patent Office. 
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The testimony through these 2 days of hearing has been that in 
the Supreme Court the record in infringement litigation seems to be 


the reverse because patents are there frequently held invalid. Have 
you any statistics on that ? 


(Discussion off the record.) 

Senator O’Manoney. Mr. Commissioner, you may proceed. 

Mr. Watson. I have just about finished. 

Senator O’Manonry. I know that Mr. Caplan and the staff have 
been in conference with you and your staff and perhaps he has one or 
two questions that he would like to ask. 

Mr. Cartan. Mr. Commissioner, possibly this question should be 
addressed to Mr. Federico rather than to yourself, but at the request 
of the subcommittee a study was made of the number of patents which 
were adjudicated in the various courts and the holding of validity 
or invalidity or noninfringement in those cases. 

I wonder if you had some comments as to the progress made in 
compiling the statistics in that regard ? 

Mr. Frperico. I was requested by the committee to compile some 
data on the record of patent suits in court and preliminary t tables 
were made up giving the summations over the past 7 years and that 
is being refined into further tables and distributions of counting in 
different w: iys and the addition of further data. These tables show 
that during the 7 years, 1948 to 1954, there were a total of about a 
thousand patents adjudicated by the courts. 

There were about a thousand patents in the district court and over 
400 in the court of appeals. Of course every court of appeals decision 
has a corresponding district court decision so that does not add to 
the total number of patents. The total number adjudicated is in the 
neighborhood of a thousand. According to the rate of issuance of 
patents during the same period that means that a little less than 
1 in 250 patents have been adjudicated by either court. During the 
same period there were only seven patents involved in suits in the 
Supreme Court of the United States. 

Going to the results of the decisions, in the court of appeals where 
there were 439 decisions, in these preliminary tables we did not elimi- 
nate duplication of cases that might be up in different years, and 
there is a little further data to be added. 

There were 85, or 19 percent, where the patent or the claims in- 
volved were held valid and infringed. There were 269 or 61 percent 
where the claims involved were held invalid. The remainder, about 
19 percent, were simply held not infringed, usually valid and not in- 
fringed. So we have 61 percent of the patents in the court of appeals 
held invalid. 

There were only seven cases in the Supreme Court during this pe- 
riod most of which are well known. Two of them involved holdings 
of validity and infringement and the others were held invalid. 

Senator O’Manonry. Do you have any figures on the incidence as 
to time of these decisions? I asked that question because it was indi- 
cated by Judge Hand for example, that the courts are tending to fol- 
low the Supreme Court in these few cases about the invalidity of 
patents and therefore it would seem that there is a possibility that the 
district court and other courts in recent years—in the last 2 years per- 
haps—have been holding more patents invalid than before. 

68832—56——15 
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Do you have any figures on that ? 

Mr. Frperico. They could be obtained. You can’t cut it down as 
fine as 2 years. It can be shown that say, over the preceding 10 or 15 
years, the percentage of holdings of invalidity have been higher than 
over the preceding period. 

Senator O’Manoney. The holdings of validity ? 

Mr. Ferperico. The holdings of invalidity—the percentages would 
be greater than during the preceding period. 

Senator O’Manoney. It is your opinion based upon the facts before 
you that more patents are now being held invalid than previously / 

Mr. Feperico. No. All I said was and all I could say from the 
figures would be this: The percentage of patents litigated, that are 
held invalid is higher in recent times than it has been in times previous 
to that. 

Senator O’Manoney. I asked the question improperly. That is 
what I meant. 

Mr. Feperico. The actual numbers vary from year to year. 

Senator O’Manoney. The ratio of invalidity is growing. 

Mr. Frperico. Not necessarily growing. It has been higher during 
the recent years than in the preceding years. They fluctuate from 
year to year because the numbers annually are fairly small. 

Senator O’Manoney. Thank you. 

Mr. Feperico. In addition to that the counsel requested that I take 
the last 50 patents that were held invalid by the court of appeals and 
look into the reasons and tabulate the causes for the holding of in- 
validity. But I won’t go into detail at this time. 

Senator O’Manoney. That can be filed. 

Mr. Fepertco. That will be filed. 

(The material referred to was subsequently supplied and appears 
as follows :) 

ADJUDICATED PATENTS, 1948-54 


The following is purely a statistical report on the number of patents adjudi- 
eated in the United States courts, and the nature of the adjudications, during 
the 7 calendar years 1948 to 1954, inclusive. 


A. NUMBER OF PATENTS ADJUDICATED 


The number of patents adjudicated during this 7-year period in each of the 3 
categories of United States courts is given in the following table: 


TasLe 1.—Number of adjudicated patents, 1948-54 


District courts (estimated) 
Courts of appeals___- fe nares sooo Sree nelle eacacineagesturges cscs egtelcblca macaesic ain aeawes ease inde ance steam 29 
Supreme Court 7 


The number adjudicated in the district courts has been estimated in the man- 
ner which will be explained below. 

D iring this same 7-year period the number of patents (including designs but 
excluding reissues) issued was 290,120, and hence the proportion of all patents 
which were adjudicated in the district courts was 1 in 290. The proportion of 
patents adjudicated in the courts of appeals was 1 in 677. The total number of 
patents adjudicated in all the courts during this period would be only slightly 
greater than the number adjudicated in the district courts, since for each de- 
cision of a court of appeals during this period there is a corresponding decision 
of a district court during the same period except for those appeal decisions oc- 
curring so early in the period that the district court decision was before 1948. 

Court of Claims decisions have not been included in this study. 
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B. SOURCE OF INFORMATION AND MANNER OF TABULATING 


All patent decisions of the courts which are published are published in the 
United States Patents Quarterly and hence this publication is the major source 
of the information concerning adjudicated patents. The pages of volumes 76 
(January to March 1948) to 106 (July to September 1955) were gone over and 
a slip made for each patent which was adjudicated in any court in a decision 
dated during the 7 years of the study. Only those decisions which involved a 
question of validity or infringement of a patent were included. ; 

The court in a patent infringement suit may make any one of several holdings 
in connection with the patent; first, the patent may be held valid and infringed ; 
second, the patent may be held invalid, the question of infringement in this 
situation being then of no consequence; and third, the patent may be held valid 
but not infringed. These are the major types of holdings. However, any one 
of these three holdings may be made in connection with only some of the claims 
of the patent involved since only some of the claims of the patent may be in 
issue; also, the court may make different holdings with respect to different claims 
of the same patent. The result is a variety of different types of decisions which 
may be made with respect to a patent, but in order to avoid complications the 
holdings have been divided into three categories for the purpose of the tables 
given here. 

In the tables given in this report the heading “Valid and infringed” includes 
the following: (a) The patent or the claims in suit were held valid and in- 
fringed, this includes the majority of the patents under this heading: (b) some 
of the claims of the patent were held valid and infringed and other claims were 
not infringed. In a few cases, only the question of infringement was in issue 
and these are also included in this category if the patent or the claims involved 
were held infringed. In a few instances, about a dozen, some claims were held 
valid and infringed and other claims of the same patent were held invalid. 
This group is also tahulated under the heading “Valid and infringed.” 

The heading “Invalid” in the tables include (a) those cases in which the 
patent or the claims in suit were held invalid and (b) those cases in which 
some claims of the patent were held invalid and other claims were held not 
infringed ; those cases in which some claims were held invalid but other claims 
of the same patent were held valid and infringed are included under the first 
category. 

The heading “Not infringed” in the tables includes (a) those cases in which 
the claims in suit were held valid but not infringed and (0b) those cases in 
which the claims in suit were held not infringed with the question of validity 
not determined ; a very small proportion of cases in which the suit was dismissed 


because of misuse or some other equitable defense are also included under the 
heading ‘‘Not infringed.” 


C. UNITED STATES SUPREME COURT 


During the 7-year period involved there were only 7 patents adjudicated in 
the United States Supreme Court, 2 in 1948, 3 in 1949, and 1 each in 1950 and 
1951. Of these 7, 5 were held invalid and 2 valid and infringed, although in 1 
of these 2 certain claims were also held invalid. 


D. UNITED STATES COURTS OF APPEALS 


Practically all of the decisions of the United States courts of appeals in 
patent cases are published and hence substantially complete data concerning 
the adjudications by the courts of appeals can be obtained. Two tables are 
presented; in one the data is arranged by years and in the other the data is 
arranged by circuits. The unit in these tables, as well as in all the others, 
is the patent, not the suit, unless otherwise stated. Many suits involve more 
than one patent and a patent might also be involved in several different suits 
at different times and in different courts. The first table includes the number of 
suits for each year, to indicate the relationship between the number of patents 
and the number of suits. The first table gives 2 lines of totals, the first totals 
are merely the sums of the numbers in each column and the second totals are 
reduced by allowing for patents which appear 2 or more times, in different 
years. In the table for the circuits a patent is counted just once even though 
it may have been adjudicated twice in the same circuit, and the 2 lines of totals 
are, first, the sum of the numbers in the columns, and, second, the total after an 
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adjustment has been made to account for patents which appeared in more than 
1 circuit. 


TABLE 2.—United States courts of appeals, 1948-54 


; : 
| Valid and Thvalia 
Number | Number infringed 
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patents Per- 
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Excluding patents counted more than once. 


Tasle 3.—United States courts of appeals, circuits 


Valid and att wae dee 
Number infringed Invalid Not infringed 

Circuit | of 
patents 


| Number | Percent} Number | Percent] Number | Percent 
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1 Excluding patents counted more than once. 


E. UNITED STATES DISTRICT COURTS—PUBLISHED DECISIONS 


Complete data concerning the adjudications in the United States district 
courts cannot be given from the sources immediately available since not all 
these decisions are published. This section is limited to published district 
court decisions and in the next section some remarks are made and data given 
concerning unpublished district court decisions. 

It is estimated that about half of the decisions of the district courts in patent 
cases are published, data for an additional number, about one-sixth of the total 
decisions, in which the district court decision was not published but in which 
there was an appeal and a decision on the appeal published, can be obtained from 
the decisions on appeal. The table of district court decisions given here includes 
these two sources and is estimated as including about two-thirds of all the dis 
trict courts decisions. The incompleteness is not necessarily the same in each 
year and the percentages are not necessarily the same as they would be if all 
decisions were included. The total number of patents listed were involved in 
461 suits, the district courts decisions averaging 1.5 patents per suit. 
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TABLE 4.—United States district courts—Published decisions 1948-54 


| Valid and 

Number infringed 
| of 2? os oA Beeb DS 
| 


patents 


Invalid | Not infringed 


oa 
Number | Percent Number | Percent Number | Percent 


41 | 4 | 36. 4 | 22; 22 

33 29. 5 | 5g 52. 20 17. 

43 43. 33 | 33. 24 | 24. 

28 | 26 | 61 12 11. 

31 27.7 | | 62.8 11 | 9. 

87 | 15| 17.3- 7 65.5 | 15 17. 

78 25 32. 55.1 | 10 12. 

ee : 693 216 31.2 | 52. 4 | 114 16 

Total :........ Se 664 201 30. ; 5 53.5 | 108 16. 


Noe | DBNWOLO MO 


Excluding patents counted more than once. 


F. UNITED STATES DISTRICT COURTS—-UNPUBLISHED DECISIONS 


The annual reports of the Administrative Director of the United States Courts 
vives some data concerning suits terminated by the district courts, arranged in 
various categories, including a category of patent suits. The following table 
give some data concerning suits terminated by the district courts, arranged in 
These reports give the data by fiscal years and the table is by fiscal years. 


TABLE 5.—United States district courts, patent suits terminated, 1949-54 


By consent, Ry contested | Decisions 
stipulation, : 


judgment | publishe 
default, ete, | Judgment | published 


Patent suits 


Neca) vear ending June 30 
Fiscal year ending June 3 terminated 


253 

418 

444 105 ! 

483 125 

424 105 

422 110 7 


Total : etadanwma as 3, 2, 444 667 442 


The second column gives the number of patent suits terminated. The third 
column gives the number of suits which were terminated by consent, by stipula- 
tion of the parties, by default, or in some other manner not involving an actual 
adjudication by the court. The next column gives the number of suits which 
were terminated by a judgment of the court after contest. It is noted from this 
table that the proportion of patent suits terminated by a contested judgment is 
only 21.4 percent of the total number of patent suits terminated. This phenome- 
non is not unique in patent suits; from the same reports of the Administrative 
Director for the same period it can be calculated that the percentage of private 
civil actions involving a Federal question which were terminated by judgment 
after contest was 22.9 percent, and the total of all private civil actions so termi- 
nated was 18.9 percent. 

I’'rom the number of suits terminated by judgment it is possible to obtain an 
estimate of the proportion of district court decisions which are published. The 
last column of the table gives the number of patent suits for 6 years, which are 
accounted for by published decisions of the district courts, the results of which 
have been incorporated in the table in the preceding section. The unit in this 
column is the suit, not the patent, and it is noted by comparing the last column 
giving the published decisions with the preceding column that only two-thirds of 
the decisions of the district courts are accounted for by the published decisions. 
As was stated in the preceding section this two-thirds is made up of half in which 
the decision itself of the district court was published and a further one-sixth 
in which the decision of the district court was not published but a decision in 
ai appeal on the same case has been published. 

A total of 664 adjudicated patents were tabulated from the published district 
court decisions for the years 1948 to 1954; since only two-thirds of the decisions 
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are published it may be taken that approximately 996 patents were adjudicated 
in the district courts during the 7-year period. The round number 1,000 is 
taken as the estimate. 

sy statute the clerks of the United States district courts are required to trans- 
mit to the Patent Office a report of the filing of each patent suit and a further 
report when the suit has been terminated. These reports are sent by the clerks 
of district courts on printed forms and give the names of the parties, the patent 
numbers of the patents involved, and certain other information. When the suit 
is terminated the report gives a brief statement of the nature of the termination, 
These notices are published in the Official Gazette of the United States Patent 
Office and should give another and more complete source of statistics on adjudi- 
cated patents in the district courts. However, it has been found that the data 
as reported is not sufficient to compile reliable tables of adjudicated patents, 

The volumes of the Official Gazette from January 1948 to the current one 
were gone through and a slip made for each suit terminated during the years 
1948—54 which was not indicated as terminated by consent, stipulation, default, 
or some similar manner. These slips were correlated with the published deci- 
sions to remove those which represented published decisions. The residue should 
then represent the unpublished district-court decisions. From the last two col- 
umns of table 5, it is seen that the unpublished decisions during the 6 fiscal years 
1949-54 amounted to 223. However, the notices of unpublished decisions col- 
lected during the same period amounted to 381. It follows that a substantial 
proportion of these, over 40 percent, do not represent actual decisions of the 
courts, but must have been terminated by consent, stipulation, or some similar 
manner without the reports of the clerks of the courts to the Patent Office so 
indicating. However, a tabulation is made of these notices of unpublished 
district-court decisions to show further limitations. 


TABLE 6.—Notices of unpublished district court decisions, 1948-54 


. Number of Percent of 
tura o ( Te x] . ; | 
Nature of holding reported patents total 


1. Valid and infringed, judgment for plaintiff, injunction, etc | 262 | 
2. Invalid A 55 8.6 
3. Valid and not infringed, not infringed 43 | 6.7 
4. Judgment for defendant, dismissed, dismissed with prejudice, etc 279 43.7 


iis tceiaeitn icin 639 100.0 


As indicated by the preceding discussion, about 270 of the patents listed in this 
table do not represent adjudicated patents at all and need to be eliminated, 
The holdings listed in the fourth group were not complete enough to place them 
in either the second or third. Probably a large part of the fourth group and a 
smaller part of the first group represent the excess which should be eliminated. 


G. COMPARISON OF DISTRICT COURTS AND COURTS OF APPEALS 


The totals data from sections D and E of this report are listed here together 
for a direct comparison of the decisions of the district courts and of the courts 
of appeals. 


TABLE 7.—District courts and courts of appeals 


4-e@ mote ret ” a + . : 7 7 ie. . 
Number Valid and infringed Invalid Not infringed 


of : aa — = 
patents 





Number | Percent | Number | Percent | Number | Percent 


Courts of appeals 28 77 


District courts. - | 30.3 363} 53.5 | 114 16.2 


18.0 | 269 52. 19.3 


However, the district courts decisions are not complete as has been explained. 
Indications are that complete district courts data would show a higher per- 
centage valid and infringed and a lower percentage invalid. 

A separate tabulation is made of only those district courts decisions which 
have been appealed and in which a decision on the appeal has been published. The 
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following table gives in the first line the patents adjudicated by the district 
courts during the 7 years 1948-54 which have been appealed, and the second 
line gives the decisions of the courts of appeals on these same patents. The 
court of appeals figures given in tables 8 and 9 are not the same as the figures 
in tables 2, 3, and 7 since tables 8 and 9 do not include court of appeals decisions 
in which the corresponding decisions of the district courts are dated before 1948 
and include some court of appeals decisions rendered in 1955 in connection with 
district court decisions dated in 1954 or earlier. 


TABLE 8.—District courts and courts of appeals 


Nanshes Valid and infringed Invalid Not infringed 


of oe ’ . pees epee nein oie aac 


patents | Number | Percent | Number | Percent | Number | Percent 


a ia ale al Sa a a a 
| 
| 


District courts _ ~~ {28 | 145 33.9 219 51.1 | 4 | 15.0 
yurts of appeals... .._.--- 428 | 76 17.8 | 268 | 62.6 | 19. 6 


| | | 


Another table is given indicating the relationship of the district court hold- 
igs and the court of appeals holdings. 


TABLE 9.—District courts and courts of appeals 


Holdings in district court Holdings in courts of appeals 


Holding Number of Valid and 


patents infrinead Invalid Not infringed 


Valid and infringed - a 145 70 57 18 


7 
nvalid : : sada 219 5 206 8 
Not infringed , ; , . 64 1 5 58 


Total sciasanndoued a 428 76 268 84 


The first line, “Valid and infringed,” indicates that 145 patents held valid and 
infringed in the district courts were appealed, in the Courts of Appeals the 
holdings on these same patents were 70 valid and infringed, 57 invalid, and 18 
not infringed, ete. Considered in another manner, of the 145 patents held valid 
and infringed by the district courts and appealed, the courts of appeals held 
70 valid and infringed and reversed the district courts in connection with 75 
patents, holding them invalid or not infringed; the district court was reversed 
in 51.7 percent of the appealed cases in which the decision of the district court 
was for the patentee. On the other hand the 283 patents in which the district 
court had held against the patentee there were reversals in only 6 instances, the 
other 277 instances being still against the patentee; the courts of appeals re- 
versed the district courts in only 2.1 percent of the instances of holdings against 
the patentee. 


H. LONG TERM TABLES 


Following are presented 3 tables to give statistics over a longer period of 
time than the 7 recent years considered in the preceding sections. 

The first table gives merely the number of patent suits, obtained from the an- 
nual reports of the Administrative Director of the United States Courts and pre- 
ceding reports of the Attorney General. This table goes as far back as such 
data is available and is for fiscal years, the other tables being for calendar years. 

The second long-term table is a table of patents adjudicated in the courts 
of appeals, beginning with 1925. This table was obtained by joining the 7-year 
table presented in section D with some corresponding tabulations which had 
been made some time ago. The third table is a table of patents adjudicated in 
the Supreme Court, also beginning with 1925. 
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TABLE 10.—Patent suits filed and terminated in the United States district courts 


| | | 
_ . | Suits termi- oa: 
, : Suits termi- » ae Suits termi- 
Year _| Suits filed — nated after || Year Suits filed a 
. | contest || 


Suits termi- 
nated after 
contest 


1, 338 | 370 333 | 83 
1, 293 2 i} 476 346 72 
3 |i 560 | 374 121 

689 | 519 101 

584 | 549 105 

519 608 125 

557 529 105 

578 532 110 





TABLE 11.—United States courts of appeal, 1925-54 


& 


| Valid and infringed Invalid Not infringed 
Number |_____ | a a ee la 
of patents| | | 
| Number | Percent | Number | Percent | Number | Percent 





31 | 31.3 | 37 37.4 | 31 | 

1926 podaatade- 44 36.7 | 43 38.3 | 33 | 

1927 _- e eee 2 | 56 39. 4 | | 30.3 | 45 | 
Fea Le es 73 42.9 | 56 | 34.7 41 

Sentence cate. 41 | 34.8 | 38.1 | 38 | 


1928 
1929 


1925-29. acmanesuel AS 245 37.7 | 213 33.4 | 188 


1930 __ Cf 
ee =< 


35 3 | 51 
eas 


40.6 | 
43.8 
45.0 
36. 6 


38.0 


55.3 
51.4 
40. 6 
55.0 | 
57.5 
1935-39 50.9 | 
1940 , ot jul” aT: ay Bea 59. 2 | 
1941... sii 63.1 | 
ee 68. 2 
1943. _- 67.5 
1944__ 47.1 | 


1940-44 60. 5 | 
1945 neath ilwens 5 8 | 67.6 
MBs 5258 ; : 23.3 | ‘ 6: 

1947 ; d 4 71. 
1948 6 
1949_- 64. £ 





1945-49 64. 5 
38 48.7 | 
40 | 58.0 
40 69. 0 | 
49 63.6 
37 68.5 

| 





204 | 60.7 | 
| 
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TABLE 12.—United States Supreme Court, 1925-54 


: ; 7 
Number Valid and Not 


Invalid infringed 


| 
of patents infringed 
| 


| Remanded 
| 


1931... 
1932 
1933... 


1934... 
1930-34. - . 


1935... 
1936_ - 
1937. 


1938. . 
1939 








1935-39. - - 





19RD. wasnded 


1942_.. 
1943... 





1940-44. . 








1945..... 
ISR. . < és 
1947_ 
ee 
1949. ...-- 








1950... 











11 patent held infringed in 1935, and invalid in 1937, counted only once, as invalid, in totals. 
2 Some claims also held invalid in 1 patent. 


Firty INVALID PATENTS 


The committee requested that a short survey be made of the last 50 patents 
which had been held invalid by a United States court of appeals and the follow- 
ing is a brief report of the study. It was requested that the grounds for the 
various invalidity holdings be listed and that the prior-art references used by 
the courts be compared with those used by the Patent Office examiner to 
determine when the courts used new evidence. 

The patents were selected by going through the United States Patents Quarter- 
ly volumes of patent decisions, beginning with the volume for July-September 
1955, and going backward until 50 patents (omitting design patents) held in- 
valid by a court of appeals were accumulated. This number ended in the volume 
for January—March 1954, and hence there were 50 patents held invalid by a 
court of appeals over a period of about a year and three-quarters. During this 
same period the Patent Office issued nearly 60,000 patents. 

Some of the decisions of the court involved more than one patent. There were 
39 decisions, 33 involved 1 patent each, 4 involved 2 patents each, 1 involved 4 
patents, and 1 involved 5 patents. 

The decisions of the courts of appeals invalidating these 50 patents, the 
corresponding decisions of the district courts (in those cases in which the 
district court decision had been published), and the files showing the prosecution 
in the Patent Office, were gone over to determine information relative to the 
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questions asked. Before discussing the grounds of invalidation some data will 
first be given concerning the patents themselves. 

None of the 50 patents had been adjudicated by a court of appeals in another 
suit prior to the one involved here. In fact in most of the cases the suit involved 
was the only one which had been filed on the patent. A few of the patents had 
been involved in other suits in district courts. The average time from the grant 
of the patent to the decision of the court of appeals was 10 years 7.5 months. 

Six of the 50 patents had been involved in an interference in the Patent 
Office. This is an unusually high proportion since normally only about 1 to 2 
percent of applications are involved in interference. In two instances there 
had been an appeal in the interference. 

Five of the 50 patents were involved in an appeal to the Board of Appeals in 
the Patent Office from rejections by the examiner. Again this is an abormally 
high proportion. In 2 cases the Board had affirmed a rejection by the ex- 
aminer of claims not appearing in the patent and in 3 instances the Board 
allowed claims which had been rejected by the examiner but the references 
later used by the court were not before the Board. 

It is inferred from the decisions of the courts that the subject matter of the 
50 patents was in commercial use by the patentees in the majority of instances, 
and that in less than 10 the subject matter was not in use by the patentee. In 
some instances commercial success was even shown. 

In 28 of the patents the patent as a whole or all of the claims of the patents 
were held invalid. In the other 22 patents the holding of invalidity went to only 
part of the claims of the patents; in most of these only some of the claims of the 
patents were in suit, but in 2 instances other claims of the patents were found 
valid and infringed. The claims of the 50 patents averaged 10.2 per patent, but 
ranged from 5 patents with 2 claims each to 3 patents with more than 20 claims 
each. 

In six instances the lower court had held the patent or the claims involved 
valid and infringed, which decisions were reversed on appeal (in 1 case 1 judge 
dissented from the reversal), and in 1 instance the lower court held the patent 
valid but not infringed while the court of appeals held the patent invalid. In 
the remaining 43 patents the court of appeals affirmed the lower court. 

As to the grounds which the courts of appeals used for invalidating the patents 
or the particular claims involved, the following tabulation lists the specific 
grounds used: 


nai ———— 


| ] 
Ground | Alone With others | Total 


1, Lack of invention or anticipation 

2. Prior public use__- wt 

3. Inoperativeness - - 

4. Lack of disclosure---.----------- 

5. Double vatenting- - | 

6. Lack of inadvertence and departure from original invention 
in reissue | 

Do Penn rr CS SIRI in ecco euecndnanenaennn 


Ne ce deen aan beemeomne eisinesich Gite tetenpecl ihn aneianne de 
Counted twice 





The most common ground was lack of invention or anticipation. Prior public 
use as a separate and distinct ground for holding the patent invalid was used 
in 7 patents although in each of these 7 the first ground was also used. Inop- 
erativeness of the invention disclosed was used in the case of 3 patents, in 1 
instance as the sole ground and in 2 instances with the first ground. Lack of 
disclosure in the specifications, i. e., failure to comply with the statutory require- 
ment to give a complete disclosure, was used as a sole ground in 3 instances, 
in 1 of which the ground went to only some of the claims of the patent, the other 
claims being held valid and infringed. Double patenting, i. e., unpatentability 
over a prior patent of the same inventor, was used as the sole ground in one 
case, this ground however going only to a few claims of the patent (the prior 
patent of the same inventor in this instance had expired before the time of 
the decision and the patent involved had been pending a long time). In the 
case of one reissue, the claims were held invalid for lack of inadvertence (similar 
claims had been canceled during the prosecution of the original patent) and 
departure from the invention claimed in the original patent, this ground would 
go only to the new claims of the reissue. In one instance the court of appeals 
stated the ground for the invalidation of the claims as failure to define the 
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invention; the court of appeals reversed the district court’s holding that 
invention was present but held the claims invalid nevertheless for failure 
define the invention. The claims could be considered as lacking invention 
being anticipated by the prior art. 

The ground of lack of invention or anticipation was used in 43 of the 50 
patents, in 34 of these cases it was the sole ground, and in 9, other grounds 
were also used. In practically all of these 43 cases, except 2 or 3, the ground 
was lack of invention over the prior art. Ina few cases the court uses the word 
“anticipation” where the former is in fact meant, the cases of actual anticipation 
being very few. 

It was ascertained in each case, as far as possible, whether the prior art refer- 
ences used by the court were the same as or different from the references which 
had been cited by the examiner and over which the patent was allowed. In three 
cases the decisions of the court do not mention the references used and this fact 
could not be determined. This leaves 40 patents. These 40 may be divided as 
follows. In six cases the patent was held invalid over the same prior patents 
which had been cited by the examiner and over which the claims were allowed 
by the examiner. In 384 cases new references, which had not been cited by the 
examiner in the Patent Office, were used or referred to by the court. 

In the 34 cases in which new references were used or referred to by the court, 
there is considerable variation in the nature of the new references and the 
use made by the court. These range from a great mass of prior patents, publica- 
tions, and uses on the one hand to the citation of only 1 or 2 new patent references 
on the other; and from the citation of new references directly in point and of 
considerable importance to the citation of new references of only subordinate 
value and of not much importance. In 6 instances of the 34 the court made 
a specific point of the fact that references it used were not considered by the 
Patent Office. In 11 others all the references used by the court were new. Thus 
in 17 of the 34 cases in which new references were used, the decision is directly 
due to this fact. In the remaining 17 cases the holding of invalidity may or may 
not have been caused by the new references, in some the new reference or refer- 
ences do not seem to have been of much consequence while in others they seem 
to have been of major importance, an exact division could only be made by 
studying the references and would involve questions of opinion. 


(See pp. 287-293 of appendix for résumé of recent Supreme Court 
decisions on patents prepared by Mr. P. J. Federico.) 


THE UNITED STATES PATENT OFFICE 
What It Is—How It Functions—What It Needs 
(October 3, 1955—For official distribution) 


Basis IN LAW FOR THE ORGANIZATION AND FUNCTION OF THE UNITED STATES 
PATENT OFFICE 


I. The United States Patent Office was established by an act of Congress under 
the provision of article I, section 8, paragraph 8, of the Constitution which 
empowers Congress “to promote the progress of science and useful arts by 
securing for limited times to authors and inventors the exclusive right to their 
respective writings and discoveries.” 

If. In accordance with title 35, section 1 of the United States Code the Patent 
Office comprises an office in the Department of Commerce. 

III. The following personnel and functions are specifically prescribed for the 
Patent Office by title 35 of the United States Code. 

A. A Commissioner of Patents who, in addition to many permissive authorities, 
has the following mandatory duties: 

1. He shall superintend or perform all duties required by law respecting 
the granting and issuing of patents and the registration of trademarks (35 
U.S. C. 6). 

2. He shall maintain a library (35 U.S. C. 8). 

8. He shall make an annual report to Congress (35 U. 8. C. 14). 

4. He shall charge specified fees and deposit the money so received in the 
Treasury of the United States (35 U.S. C. 41, 42). 

5. He shall cause examination to be made of the applications, notify the 
applicants thereof, issue patents when applicants are found to be entitled thereto, 
and reissue patents when prescribed conditions are complied with (35 U. S. C. 
131, 182, 251). 
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6. He shall deciare interferences when in his opinion conflict is found to exist 
between applications or between applications and patents (35 U. S. C. 135). 

7. He shall transmit to the Court of Customs and Patent Appeals copies of 
the necessary papers in appeals to that court and shall furnish the court with 
the grounds of the Patent Office decision in writing (35 U. S. C. 143). 

8. He shall order certain inventions kept secret when so advised by the Atomic 
Energy Commission or other specified officers (35 U. S. C. 181). 

B. One First Assistant Commissioner and two Assistant Commissioners who 
shall perform such duties pertaining to the Office of the Commissioner as may 
be assigned to them by the Commissioner (35 U. 8. C.3 

C. Nine Examiners-in-Chief who with the Commissioner and Assistant Com- 
missioners shall constitute a Board of Appeals (35 U. S. C. 3, 7). 

D. All other positions, both professional and nonprofessional, are established 
by the Commissioner pursuant to authority provided by the statutes. 

The officials designated under items A, B, and C are Presidential appointees, 
all other positions are in the classified service. 


ORGANIZATION 


The Patent Office is organized in conformance with law to carry out its statu- 
tory duties as shown in the accompanying chart. 

Four levels of authority are evident. The positions in the top line of the 
organization chart represent the highest level of responsibility in the Patent 
Office. The Commissioner of Patents is responsible for directing all operations 
of the Patent Office and the Assistant Commissioners perform such duties as 
may be assigned them by the Commissioner. By statute, the Commissioner and 
Assistant Commissioners are members of the Board of Appeals. One of the 
Assistant Commissioners acts for the Commissioner in trademark appellate pro- 
ceedings. 

Positions in the next lower level constitute (1) the first line of direction of the 
operational components of the Patent Office organization; (2) members of the 
patent tribunals provided by law; (3) the chief law officer; and (4) the director- 
ate of the research and planning staff. Further details about the organization 
of each of these major components are considered below. 

The Patent Examining Operation comprises 66 Patent Examining Divisions, 
devoted to mechanical, electrical, or chemical arts, organized so that 9 or more 
divisions of related art are grouped together under a supervisory examiner. 
Each Patent Examining Division is made up of a primary examiner, who is in 
charge of the Division, an assistant chief, and an average of 10 assistant exam- 
iners. The primary examiner’s time is devoted almost entirely to supervisory 
duties and the assistant chief normally spends part of his time supervising and 
training junior examiners. The remaining examiners spend all of their time 
examining applications. The degree of independence of their work and the 
quantity of their work vary with the experience of the examiners. A new 
examiner (in the GS-5 grade) has little or no experience, requires considerable 
instruction and supervision, and produces a relatively small amount of effective 
work. An examiner who has had, on the other hand, a background of years of 
experience, requires practically no instruction or supervision, and produces a 
relatively large amount of the effective work performed in the examining divisions. 
The Patent Examining Operation also includes the Classification Group of five 
Classification Divisions and a Classification Service Branch, all under a classi- 
fication supervisor. 

The Trademark Examining Operation consists of three Trademark Examining 
Divisions, organized similarly to the Patent Examining Divisions, a Trademark 
Classification and Search Division, and a Trademark Service Branch. 

The executive office is headed by an executive officer and comprises three 
Divisions, namely, Budget and Finance, Personnel, and General Services, each of 
which, in turn, is organized in branches along functional lines as indicated on 
the chart. The head of each of these Divisions is responsible to the executive 
officer and, in turn, carries out his assigned function through the branch heads 
who, together, constitute the major supervisory force in conducting the functions 
of the Executive Office. The head of the Budget and Finance Division is also the 
budget officer of the Patent Office. 

The Board of Appeals consists of the Commissioner, the Assistant Commis- 
sioners, nine examiners-in-chief, and such pro tempore members as may be 
assigned. The Board hears and decides appeals from final rejections by the 
patent examiners denying the patentability of claims to invention. 
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The Office of Interferences consists of the Board of Patent Interferences and 
the examiners of trademark interferences. They function under the direction of 
the Chief Examiner of Interferences to determine the respective rights of rival 
claimants for patents and certilicates of registration of trademarks, respectively. 

The Office of the Solicitor. This Office which includes the Solicitor and the 
law examiners, constitutes the legal staff of the Commissioner and has charge of 
Patent Office litigation and investigates and prepares opinious on legal and 
legislative matters. 

The Office of Research and Planning. This Office was established to give con- 
tinuous study to applications of machines to Patent Office operations, particularly 
in connection with mechanization of search, and to give consideration to other 
methods of improving operations. This organization is headed by a committee 
consisting of three officials, one of Whom is the chairman, and operates through 
a number of task groups each of which consists of several employees who are 
temporarily assigned to engage in specific projects. 

It is possible also, to analyze the organization of the Patent Office in terms 
of its division of functional responsibilities. By the simplest distinction on 
this basis, there is the examining function, on the one hand, and the nonexamining 
functions on the other. The latter are organized in the executive office. They 
consist, in part, of administrative activities such as relate to budgeting, account- 
ing, personnel, procurement and supply, printing, and other staff and housekeep- 
ing matters, and, in part, to activities which supported the examining system and 
afford necessary services to the public ancillary to examination. 


THE EXAMINATION SYSTEM 


The examining functions, which are the primary functions of the Patent Office, 
are performed with the end in view of determining whether or not a patent 
should be granted on a patent application or a certificate of registration should 
be issued on a trademark application. The requirement, that examinations be 
conducted, is embodied in law and constitutes a fundamental characteristic of 
the operation of the Patent Office. Examination of patent applications involves 
examining printed publications for disclosures of similar inventions which may 
have been made in the past, evaluating the similarities and differences between 


the inventions of the past (all prior art) and the invention for which a patent 
is sought, and, scrutinizing the language in which the invention is being claimed. 

These primary functions of the Patent Office are carried out by the examining 
eorps which is divided for the consideration of patent and trademark applica- 
tions, respectively, into the patent examining and the trademark examining 
groups. 


PATENT EXAMINING OPERATION 


The soliciting of a patent is initiated by the filing of an application in the 
’atent Office by or on behalf of the inventor. The application includes a complete 
description of the invention, claims defining the invention, a drawing in each 
“ase admitting of a drawing, an oath, and a filing fee, and must comply with 
various formal requirements. 

The general course of examination of a patent application is shown in the 
following simplified diagram. 

In brief, the application papers, after formal preliminary processing, reach the 
examiner for action. After one or more actions by the examiner, requiring 
response by the applicant, and including possibly appellate procedure, a patent 
is ultimately granted or refused on the application. 

In greater detail, application papers are first received in the Correspondence 
and Mail Branch. The fee accompanying the application is forwarded to the 
Finance Branch. The application papers are then transmitted to the Applica- 
tion Branch where they are examined for formal compliance with statutory re- 
quirements for an application and a file wrapper and the necessary index cards 
are prepared. The drawings are examined by the Drafting Branch for quality 
of execution and any assignments are made of record by the Assignment Branch. 
The Manuscript and Lithographic Branch makes photoprints of the drawings 
for use in the examination procedure and the entire application is microfilmed. 
The application then passes through a classification operation which results in 
its assignment to the appropriate one of the 66 Examining Divisions. 

In the Examining Division, the application is assigned to a particular assistant 
examiner and awaits its turn for consideration. When the application is taken 
up for action the examiner, after a study of the application and its claims, 
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searches the prior art, including United States and foreign patents and liter 
ature, in an attempt to locate disclosures of identical or similar inventions of 
earlier date. The first action may result in a ruling that all of the claims define 
in proper terms inventions over the prior art, in which case all the claims are 
allowed. At the other extreme, it may be held that none of the claims defines 
an invention over the prior art, in which case all the claims are rejected. Be- 
tween these two extremes, some of the claims in an application may be allowed 
and other claims in the same application may be rejected. 

If some or all of the claims in an application are rejected, and the applicant 
continues to believe that he is entitled to receive a patent, he must respond to 
the letter of rejection within a definite period of time, usually 6 months from the 
date of the Office action. The response may be an argument traversing the cor- 
rectness of the rejection; an amendment changing the language of the claims or 
presenting new claims to avoid the rejection; a cancellation of the rejected 
claims; or a combination of 2 or all 3 of these types of response. If no response 
is made within the statutory period, the applications becomes abandoned by 
operation of law. 

An application in which a response has been made by an applicant is called an 
amended application and awaits further action by the examiner. In his second 
action, the examiner considers the response, searches again for prior art if neces- 
sary, and then finds all the claims acceptable or allowable; all the claims unac- 
ceptable or rejectable; or some claims allowable and other claims rejectable. 
If some or all of the claims are rejected, the application again requires a response 
from the applicant within the statutory period if it is to remain in good standing 
before the Patent Office. 

The interchange between the examiner and the applicant continues until 
the applicant decides to cease his efforts to obtain a patent and permits the 
application to become abandoned; or the examiner finds all the claims in the 
application to be allowable; or the examiner finally rejects the application. 

The applicant has the right to appeal to the Board of Appeals from a final 
rejection and, in the event that the decision of the Board of Appeals is unfavor- 
able to him, he has the option of either appealing to the Court of Customs and 
Patent Appeals under 35 United States Code 141 or filing a civil action against 
the Commissioner in the United States District Court for District of Columbia 
under 35 United States Code 145. The decision of the district court in the civil 
action may be appealed to the United States Court of Appeals, District of 
Columbia Circuit. 

When all the claims present in an application are held to be allowable as the 
result of the regular examination or appellate procedure, the application is 
“nassed to issue” by the issuance of a “notice of allowance.” The applicant 
must then pay a final fee within the statutory period of 6 months following the 
date of issuance of the notice of allowance in order to obtain his patent. The 
Commissioner may also accept the final fee if paid within 1 year after the 
termination of the normal 6-month period, under 35 United States Code 151. 
Upon payment of the final fee, the patent is printed and the formal grant of the 
patent is made to the inventor. Nonpayment of the final fee or nonacceptance 
of a belated final fee paid within the additional 1-year period results in forfeiture 
of the application. 

In addition to the process just briefly described, the prosecution of the applica- 
tion may involve other procedures. The applicant may have occasion to file a 
petition tc the Commissioner for any one of a variety of reasons, including a 
request that the Commissioner review the formal requirement imposed by the 
examiner, that he consider the appropriateness of an examiner’s action, or that 
he revive an abandoned application. An application may also become involved 
in an interference with one or more other applications or an issued patent so 
that it becomes necessary to determine the question of priority of invention. 


TRADEMARK EXAMINING OPERATION 


The procedure involved in the registration of a trademark is initiated by the 
filing of an application for registration in the Patent Office. The application 
papers, if found to conform to certain formal requirements, are forwarded to the 
examiner for consideration. Principal register applications, if found to be allow- 
able, are published in the Official Gazette subject to opposition. Supplemental reg- 
ister applications are passed directly to issue and may be subject to cancellation. 
If registration is refused by the examiner, appeal may be taken to the Commis- 
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sioner. The attached chart shows the flow of applications and major procedures 
in the examination of applications for trademark registration. 

To be eligible for registration, it is necessary that a mark be in use in commerce 
which may lawfully be regulated by Congress, such as interstate commerce, at the 
time an application is filed. 

A complete application for registration comprises: 

(a) A written application. 

(0) A drawing of the mark. 

(c) Five specimens or facsimiles showing the mark as actually used in 
commerce. 

(d) The required filing fee of $25. 

A trade-mark application, following its receipt in the Patent Office Correspond 
ence and Mail Branch, is forwarded to the Application Section of the Trademark 
Examining Operations. A file jacket is prepared and the application, if found 
acceptable for examination, is given a serial number for purposes of identifica 
tion. A filing receipt is mailed to the applicant or to the applicant’s attorney, if 
one has been appointed, and the application assigned to the appropriate Examin- 
ing Division and placed on the examiner’s docket for examination. Applications 
are examined in the order in which they are received, but upon a proper showing 
by the applicant, and with the approval of the Commissioner, an application may 
be taken up out of turn for examination. 

A thorough search is made by the examiner to determine whether or not the 
mark of the applicant conflicts with any prior registered mark. In the event that 
it is found that the applicant’s mark is not entitled to registraion for any reason, 
he is advised of the reasons therefor and given such information as may be helpful 
in the further prosecution of the application. The applicant has 6 months within 
which to respond to any action by the examiner, and failure to do so will result 
in abandonment of the application. After response by the applicant, the applica 
tion is reexamined or reconsidered, and if finally refused registration appeal may 
be taken to the Commissioner. 

Principal register applications, upon being found to be allowable, are published 
in the Official Gazette and are subject to opposition. Any person who believes 
that he will be damaged by the registration of the mark may oppose the same 
within 30 days after publication. If an opposition is filed, it is transmitted to 
the Examiner of Trademark Interferences and is governed by the applicable 
rules in contested or inter partes proceedings. 

In the event that conflict is found to exist between two principal register appli- 
cations, an interference may be instituted to determine which applicant is 
entitled to register. Interferences may also be declared in appropriate instances 
between an application and a prior registered mark. 


THE EXAMINATION OF APPLICATIONS FOR TRADEMARK REGISTRATION — 
MAJOR PROCEDURES INVOLVED 
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If no notice of opposition is filed and no conflict found with other pending 
applications, the application is passed to issue and the certificate of registration 
issued in due course of business. Certificates are usually issued on the fourth 
Tuesday following allowance of the application. 

Supplemental register marks are not subject to opposition, and upon being 
found to be allowable are passed directly to registration. 

Registrations are issued for a term of 20 years and may be renewed for a like 
term every 20 years provided the mark is still in use in commerce which may 
lawfully be regulated by Congress. 

Provision is made in the Trademark Act of 1946 for the cancellation of regis- 
trations under certain circumstances. This proceeding is initiated by the filing 
of a petition under section 14 and is governed by the applicable rules in inter 
partes proceedings. Petitions to cancel supplemental register registrations may 
be filed at any time, but petitions to cancel principal register registrations must 
be filed within 5 years of the date of issuance of the registration, unless it is 
asserted that the registration sought to be canceled was obtained fraudulently 
or was issued contrary to the provisions of subsection (a), (b), or (c) of section 
2, or section 4; or has been abandoned ; or that the registered mark has become 
the common descriptive name of the goods to which the mark is applied. Peti- 
tions for cancellation of principal register registrations which are based on one 
or more of these enumerated grounds may be filed after the 5 year statutory 
period has elapsed. 

Registrations issued under the acts of 1881 and 1905 are entitled to the benefits 
of the Trademark Act of 1946 with the exception of eligibility for incontestable 
status. An opportunity to secure the latter advantage is available to owners 
of such registrations by publication of the mark under the provisions of section 
12 (ec). The affidavit requesting publication must specify the goods recited in 
the registration on which the mark is in use in commerce, and claim the benefits 
of the 1946 act for the mark. 

A mark which has been registered on the principal register for 5 years may 
become eligible for “incontestable” status provided the conditions preseribed by 
section 15 are satisfied and the owner of the registration files the affidavit 
required by that section. 


The owner of a registration issued under the provisions of the 1946 act, 
or of a registration which has been published under section 12 (c), is required 
to file within the sixth year following the date of registration or publication. 
as the case may be, an affidavit showing that the mark is still in use, or, if 
not in use, an acceptable excuse for nonuse. If the affidavit is not filed within 


the time specified by statute, the registration will be 


canceled by the 
Commissioner. 


Provisions are also made for the surrender of registrations by the owners: 
for the correction of registration certificates where the error occurred through 
the fault of the office or the applicant; and for the amendment of registrations 
under certain circumstances. 


THE PATENT APPLICATION EXAMINING OPERATION 


The condition of work in the Patent Office, referring particularly to the 
number of pending patent applications, depends upon the combined effect of a 
number of influences. These influencing factors, in the main, are as follows: 

(1) the rate at which new applications are received; 

(2) the size of the examining force; 

(3) the experience and capability of the examiners; and 
(4) the complexity of the inventions disclosed in the 


applications 
submitted. 
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RECEIPTS 


The rate at which new applications are filed is generally referred to as the 
rate of receipts. This rate may be expressed on a daily, weekly, monthly, or 
annual basis, but the last is the basis usually chosen. 

The receipts are uncontrollable and unpredictable. They are affected by 
war and peace, prosperity and recession, but there is no accurate manner of 
predicting future receipts. Any person may file an application and there are 
relatively few limitations and requirements as to when and how they may be 
filed. 

Within the past 20 years the number of patent applications received yearly 
ranged from a low of less than 44,000 in fiscal year 1943, to a high of almost 
79,000 in fiscal year 1955. From the previously indicated 44,000 level of 1943, 
receipts rose to almost 78,000 in 1946, only 3 years later, and then fell off to 
60,000 during fiscal year 1952. In each year since then, successively larger 
number of applications have been received. 

A tabulation of the applications filed during the past 20 years follows: 


ipplications for patents filed, fiscal years 


Year: Inventions | Year—Continued Inventions 
1936. ; 60, 140 1946 77, 940 
a ae al . T79 

256 

66, 561 | 946 172 

51, 809 | 9: 117 

4 ken 3, OT7 

48, 469 f 200 

43, 655 | 1953 124 

50, 073 | E 5, O77 

59, 661 8, 480 


DISPOSALS 


Every application received in the Patent Office is ultimately disposed of in one 
of two ways. If it is found that the invention disclosed in the application satis- 
fies the requirements of the law and is patentable subject matter, the application 
results in the issuance of a patent. If it is found that the application does not 
merit the issuance of a patent, or for some other reason the applicant ceases his 
efforts to obtain a patent, the application becomes abandoned. The prosecution 
of every application is finally concluded by patenting or abandonment. The 
termination of the prosecution of an application is designated as a disposal, 
irrespective of the manner of termination, because the Patent Office will no 
longer have to be concerned with the examination of that application. 

The amount of time required to dispose of an application varies with the nature 
of the invention, the skill and experience of the examiner, and the vigor of the 
prosecution. An application which discloses a simple invention can be disposed 
of in less time than one which discloses a complex invention; a skilled and expe- 
rienced examiner takes less time to dispose of an application than an inexperi- 
enced examiner; a persistent inventor consumes more time in the prosecution 
of his application than an inventor who readily accepts claims of reasonable 
scope or readily drops the prosecution and abandons his application when no 
patentable subject matter is presented. The relationship between the experience 
ef the examiner and his disposals is graphically shown below. In addition to 
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the factors mentioned above, there has been, over a large number of years, a 
steady decline in the number of disposals per examiner per year. This can be 
attributed to the fact that, from year to year, inventions tend to increase in 
complexity, and at the same time the field of search constantly enlarges, thus 
making it necessary for the examiner to consume more time in disposing of a 
typical application. These factors are charted visually as follows: 
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The factor of field of search alone is shown in the graph facing this page. 
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BACKLOG 
The term “backlog” means the total number of applications pending in the 
Patent Office. This total includes those applications which are awaiting action 
by examiners and those which await action by the applicant. The term “exami- 
ners’ backlog” is sometimes used to indicate the number of applications which are 
awaiting action by the Patent Office. 

The size of the backlog is directly affected by the two items of receipts and 
disposals discussed above. As the Office obviously cannot control the number of 
applications received, the only practical solution for the large backlog lies in 
increasing the number of disposals. 

The relationship among receipts, disposals, and backlog is pictorially repre- 
sented in the following flowsheet, based upon the figures for the month of 
April 1955. The total backlog of applications consists of the sum of the con- 
tents of both tanks, those awaiting action by the Office and those awaiting re- 
sponse by the applicant. The total backlog is increased by the input of new 
applications and is decreased by the output of disposals. The examiners’ actions 
are the prime mover in the entire operation since they produce the disposals, 
either directly by allowing an application or indirectly by rejecting an applica- 
tion Which later become abandoned. The number of examiners’ actions is, of 
course directly related to the size of the examining corps. 


THE IDEAL CONDITION OF WORK 


The Patent Office should be in position to act promptly upon patent applica- 
tions submitted to it and this objective can obviously only be realized when the 
examining staff is sufficiently large to maintain the backlog relatively small. 
It is necessary that there should be a backlog and it should not be negligible in 
size. A reservoir of work for the examiners should be maintained in order to 
provide opportunity to equalize their respective workloads. In as much as 
each applicant has 6 months within which to reply to an Office action, it is in- 
evitable that the backlog will include a sizable group of applications awaiting 
response by the applicant. 

It has been thought that the ideal backlog of the Patent Office would be 
approximately 100,000 pending applications for an examining staff comprising 
about 850 examiner assistants. A backlog of this size would, it is believed, 
result in the transmission of an action from the Patent Office to an inventor 
within less than 6 months and possibly within 3 months of the date of filing of a 
new application or an amendment to a pending application. This ideal backlog 
is not a hypothetical or theoretical goal but is practical and attainable within 
a relatively few years if the Patent Office is furnished with the necessary man- 
power for a concerted attack upon the present workload. Looking to the past, 
for example, as shown in the tabulation of applications pending as of June 30 for 
each year back to year 1934, we see that for several years the workload approxi- 
mated 100,000 applications. The relationship between the size of the workload 
and the average waiting time for Office actions on applications is illustrated in 
the chart on page 197. 


Patent applications pending on June 30, of year indicated 1 


1 

| | 
| 1 Awaiting 
Total action by 
examiner 3 


Total Awaiting 
pending ? action by | pending 2 
examiner 3 | 


Re esos 15 112, 576 TST TOUR boi isen ck », 981 61, 891 
1935... ania 106, 335 31, 920 || 1946__ geld anae 57, 861 110, 386 
1936 : 104, 095 33, 540 |; 1947_....-- Gina 202, 923 | 130, 116 
1937 ‘ BES 109, 735 | 38, 121 1948 : 233, 174 148, 184 
ee a ae 116, 041 i, 2 a eee 232, 171 140, 711 
1939 ee 113, 277 42,215 || 1950 : 219, 334 124, 823 
IGG tee 110, 743 44,902 || 1951 201, 382 108, 996 
1941 aha ; 104, 957 42,112 || 1952_..__- 185, 084 96, 836 
vc akiccnte =a 46, 239 || 1953 cae ee 182, 650 98, 878 
Raises 91, 42¢ 39, 052 1954 ad 194, 620 116, 392 
i See ee j 99, 1: GRNNO TE TNs ab cae sic icca cae 221, 872 139, 931 


! Does not include allowed applications and design applications. 
? Beginning with 1948 includes applications in preexamining processes. 
Includes eases in which office actions were suspended under rule 103. 
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A program for reducing the present backlog to 100,000 pending applications is 
graphically indicated in the attached chart, which chart will be considered in 
the discussion of personnel requirements which is to follow. 


NEEDS OF THE PATENT EXAMINING OPERATION 


PATENT EXAMINING DIVISION NEEDS 
The need for more eraminers 


Reduction of the backlog cannot be accomplished by an immediate operation 
of mere mechanical routine. Skilled examiners only can be employed in this 
work. Except in very rare instances however, as when an examiner resigns and 
later returns, the Patent Office does not hire examiners. It employs qualified 
men and women and, over a period of years, trains them to be examiners. There 
is no training school or training course where a student can be taught to be an 
examiner so that he can enter the Patent Office as a fully effective employee. 

It has already been shown that some time is required to train a new examiner 
and several years elapse before he reaches his maximum effectiveness. Hence, 
even if it is possible to employ many additional prospective examiners—some 
time must pass before the capacity of the examining corps to dispose of its work 
is materially increased. 

The program for reduction of the backlog which is presently contemplated 
takes into account not only the problem of training but the difficulties of recruit- 
ment under present-day conditions. It will be noted that a buildup of the exam- 
ining corps in 3 years from an average of 610 examiner assistants to 1,050 
examiner assistants in 1958 is planned. This is an increase of 440 in the average 
number of examiner assistants. While such an enlargement indubitably requires 
many adjustments, this scale of change in size of the examining force is not 
likely, under present conditions, to present insuperable problems. Under the 
comparatively adverse conditions which prevailed during the last period of per- 
sonnel expansion (fiscal years 1946—49, inclusive), the Office was able to recruit, 
train, and integrate into the examining operation 606 new examiners with a 
resulting increase of 356 in the average size of the examining corps. 

The backlog-reduction program is plannec to span an 8-year period. Theo- 
retically, assuming the availability of more qualified manpower and a commen- 
surately larger appropriation, the objective of attaining an optimum backlog 
of about 100,000 pending applications could be achieved sooner. We believe, 
however, that the charted plan for the enlargement of the examining staff con- 
templates a rate of increase which is about the maximum posible under present 
conditions, particularly when the extraordinary demand for young technical 
graduates is kept in mind. Also a faster rate of staff increase would tend to 
disrupt operations and create new and difficult problems. On the other hand, 
a program of lesser magnitude would seem to be unrealistic in that the consider- 
able public demand for more expeditious action by the Patent Office would not 
be met. 

About 5 years of operation at the planned maximum staff level, as indicated 
in the attached chart, would put the Patent Office in a condition where reduction 
of personnel would be in order. Instead of mass involuntary separations, as 
would be necessary if a faster and greater enlargement of staff were experienced, 
the reduction could be accomplished through attrition without disturbing effect. 
By this process, the staff could be reasonably permitted to adjust to the size 
thought to be necessary to hold the number of pending applications at an 
optimum volume. 

The fundamental assumptions in planning the aforedescribed examiner per- 
sonnel requirements are that new applications would be received at the rate 
of 80,000 a year and that the average number of application disposals per exam- 
iner could be sustained at 95. 


The need for an improved job classification and salary structure 

The Patent Office salaries are, of course, not those which are paid by industry, 
especially in the higher grades. If this situation could be improved, it would 
have a considerable effect in inducing examiners to become career employees 
of the Patent Office and not merely to regard the Patent Office as a stepping 
stone to better opportunities. 

A recent survey has shown that the average examiner does not reach his full 
potential in work output until he has had 8 years of experience in the Patent 
Office. A newly appointed examiner, during his first year, turns out only 31 per- 
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cent as much work as the experienced examiner in terms of application disposals. 
(See chart on p. 12.) This difference in production capability, from the stand- 
point of cost per disposal (1954 salary rates), is represented by $62 per applica- 
tion disposal by the experienced examiner as against approximately $107 per ap- 
plication disposal by the first-year examiner. This does not take into considera- 
tion the appreciable costs involved in the replacement process, such as the cost of 
recruiting the new examiner, training costs, the additional supervisory time 
required, the cost in terms of the time of others who interrupt their own work 
to help the new man with his searches and other technical problems, and the 
intangible cost in terms of work of poorer quality. 

All this means that the loss of experienced examiners through turnover is 
extremely costly to the Patent Office from a work production and monetary stand- 
point. Yet the record shows a tendency for more and more experienced exam- 
iners to leave the Office for other employment. 

During fiscal year 1953, 47.5 percent of the patent examiner turnover occurred 
in grades GS-11 and GS-12, while during the fiscal year 1954, 60.8 percent 
occurred in these grades, in comparison with only 9.7 percent in 1948. When an 
experienced examiner is replaced with a new man, the loss in production (i. e., 
disposals) amounts to 69 percent during the first year. In other words, the 
separation of 100 experienced examiners results in the loss of 69 man-years of 
production during the following year, if replacements are secured. During 
the 8-year period required for the new examiners to reach their ultimate potential, 
the total production loss amounts to 171 man-years for every 100 examiners. 

The existing grade structure of the Patent Office offers little in the way of 
promotional incentive for the examiner who has reached GS-12, due to the 


extremely limited number of GS-13 positions available. Under present con- 


ditions, few examiners can expect to advance beyond grade GS-12, and those 
who do are, on the average, nearly 49 years old by the time they reach GS—13. 
(See attached graph showing the distribution of examiners by age and grade.) 
Thus, many examiners find themselves stymied from a promotional and salary 
standpoint during the very period that their family financial responsibilities are 
at their peak. 

One factor which substantially limits promotional opportunity in the upper 


grade levels of the examining corps is the low salary rate presently authorized 
for the Commissioner of Patents, the Assistant Commissioners, and the head 
of the patent examining operation. If it were possible to provide executive 
salaries for the Commissioners, as recommended on page 207, the way would be 
open for appropriate adjustments in the examiner position grade structure 
correcting the above-described condition. 

The need for improved physical facilities 

Additional space.—Before the Patent Office was moved to Richmond in 1942, 
the area per employee in the Examining Divisions was approximately 150 square 
feet. This space was so arranged that each assistant examiner had his own 
window for purposes of light and ventilation, and the Chief of the Examining 
Division, with proportionally greater space assigned, usually had 2 windows. 
As the Commerce Building is constructed, this meant that each assistant exam- 
iner used office space equivalent to approximately 7 feet of outside wall length 
and the Chief used twice that amount. In addition, partial partitions afforded 
each examiner a degree of semiprivacy. With this arrangement, each examiner 
was free to place his own desk in a position to meet his own needs or desires 
and there was some measure of semiprivacy. This was found to be satisfactory 
and provided each division with proper surroundings in which to work as well 
as the space needed for search files. 

Within the Commerce Building, additional space should be provided so that 
the Patent Office might attain substantially the same working conditions as 
obtained prior to 1942, and all of the Patent Office units should be located in the 
north portion of the building. Most of the formerly continuous space which 
the Patent Office occupied before its transfer to Richmond was broken up into 
offices of various sizes during World War II. All space assigned to the examining 
operation should be subdivided in such a manner that it would afford each 
examiner assistant a semiprivate room. Each such room should be at least 
7 feet wide along the outside wall and should include a window. The room 
assigned to each primary examiner should be approximately twice this size. 

The condition of several examiners working in large rooms is not conducive to 
the most satisfactory work because of frequent disturbances and distractions. In 
doing their work it is frequently necessary for examiners to confer with each 
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other or with the applicants or their attorneys. Suitable quarters should be 
provided for conducting these conferences and interviews so as to avoid disturbing 
other examiners. 

Furniture and equipment.—There is an outstanding need to refurnish the 
examining divisions. Their present furniture and equipment consists of a 
conglomeration of pieces accumulated over a number of years and is predomi- 
nated by shoddy items of wartime construction and castoffs and discards of 
reduced or liquidated agencies which the Office was permitted to obtain through 
the surplus property distribution system. The newest and most modern items 
in use comprise special types of filing equipment which have been obtained 
through new procurement under the search-file modernization program. On the 
other hand, many items in use date back many years and were already old when 
brought with the Patent Office to the Commerce Building in 1932. 

New furnishings are needed to give the Examining Divisions an appearance 
commensurate with the importance of the work carried on there; to provide an 
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atmosphere in which public business may be conducted which does not engender 
disdain for the Government representative; to engender pride rather than 
embarrassment by the employees in the condition of their working environment 
and thereby add to the stability of employment and obtain the other benefits of 
this human factor affecting productivity ; to provide a greater degree of functional 
utility and flexibility in use of property than is now possible; and to achieve 
the higher standard of outfitting comparable with what appears to prevail in 
many other less venerable bureaus of this and other departments. 

The most important need is for air-conditioning, preferably a centralized 
system but, in the alternative, individual room air-conditioners of modern design 
and adequate capacity. Very few Examining Divisions have been provided with 
air-conditioners and some of these are old, noisy, and of inadequate capacity. 
When working they do not properly cool the air and they are so overloaded that 
breakdowns are frequent. The Commerce Building was the last large building 
to be erected without air-conditioning and, in recent years, much older buildings, 
<uch as the Treasury Building, have been air-conditioned. By present-day 
tandards, air-conditioning is essential not only for comfort but to sustain the 
efficiency of the worker, which otherwise is materially reduced because of the 
discomfort of summer temperatures. Finally, it is a source of irritation to 
inventors and attorneys who come to Washington for a full day’s work in the 
Patent Office to find that working in the Office is almost unbearable because of 
high temperature and humidity. 


DESIGN EXAMINING NEEDS 
Introduction 


Design examining presents unique problems of its own. Designs are generally 
more highly seasonal in nature than most inventions and, unless prompt action 
can be given on applications filed, their usefulness to inventors and to the indus- 
tries represented is quite frequently lost. Thus, protection for many meritorious 
design inventions is not sought, as the inventors feel that if they must wait an 
unduly great length of time for patents to issue, they are are of no value to them 
and the very basic purpose of the patent statutes, to promote the useful arts, is 
tefeated. This is particularly true in the case of highly seasonal arts such as 


costume jewelery, dresses, fabrics, and the like. In such arts prompt action 
encourages filing of applications in greater numbers. 


The need for more design examiners 


At the present time, the design divisions have a staff of 14 examiner assistants, 
a backlog of 6,700 applications and the oldest dates for both new and amended 
applications awaiting action are over 7 months behind. The waiting period for 
Office actions should not exceed 3 months on new and 2 months on amended appli- 
cations in order to give the inventor and the public proper service. On this 
basis of requirements, the design divisions need enough manpower to keep even 
with receipts and to reduce the backlog within 1 or 2 years to such an extent 
as to thereby reduce the waiting time for actions to no more than 3 months. 

For the past 3 years, new design applications have been filed at the rate of 
5,500 per year. The average disposal per examiner is now 310 applications per 
year, so that it will require approximately 18 examiner assistants to dispose of 
applications as fast as they come in, an increase of 4 examiners over the present 
force. It can be computed that a backlog of 5,100 applications distributed among 
18 examiners, will result in an average waiting time of 3 months. In order to 
keep even with receipts and reduce the backlog to 5,100, a further but temporary 
increase in the number of examiners is required. If the backlog is to be reduced 
over a period of 2 years, a temporary increase in force of 3, in addition to the 
permanent increase of 4, would be needed. 

These computations are based on production rates of examiners of average 
ability and experience. A new design examiner, during the first year of his 
employment, can be expected to produce about 50 percent as much as the average 
experienced examiner. In order to offset this differential in productivity with- 
out unnecessarily enlarging the examining staff to achieve the backlog reduction, 
it would be necessary to utilize the services of experienced examiners on an over- 
time basis. This, in effect, would augment the productive effort without over- 
expanding the examiner force. 


The need for improved physical facilities 


Additional space.—At present, the design divisions are located in the south 
end of the Commerce Building at a considerable distance from most patent ex- 
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amining divisions and in quarters which are, for the most part, not partitioned 
into rooms. This is undesirable and inefficient. The design division should 
be located within a reasonable distance from other divisions and units of the 
Office with which they have to deal frequently and they should have regular 
rooms to properly isolate examiners from each other and from the clerical and 
typing section. 

With the present force in the present quarters, two of the examiners are not 
provided with individual window space and the clerical section is somewhat 
crowded. If the examining force were enlarged a corresponding increase in 
floor space and windows would be fequired to provide adequate working con- 
ditions. 

At present, the typing and clerical section is located between the two design 
examining divisions and such a central location of the clerical unit, with respect 
to the total design examining force, should be preserved. 

Furniture and equipment.—The furniture and equipment needs of the design 
divisions are, in general, the same as the needs of the patent examining divisions 
and reference is made to the discussion of this subject on page 200. 


CLASSIFICATION 





NEEDS 
Introduction 

Classification is the system of organizing printed disclosures of inventions, 
particularly in issued patents into search class, each class being complete as to 
some restricted phase of the technical arts. The classification system may be 
called the “finding” system for prior art, and the ease and perfection with which 
the prior art may be uncovered is dependent upon the quality of the classification. 
Since the Patent Office has about 7 million copies of United States and foreign 
patents and other reference material, the subdivision between the various files 
must be exceedingly fine otherwise the examiner would lose much time examin- 
ing patents the disclosures of which are only generally pertinent to the inven- 
tion being searched. 

The emphasis on classification may give the impression that some patents are 
unclassified. There is no such thing as an unclassified United State patent. 
The problem is how to improve and render more adequate our classification so 
that each patent will be included in a relatively small and clearly defined group 
so that valuable time will not be needlessly consumed in reading of patents the 
disclosures of which are not closely relevant to the invention under considera 
tion. At the present time the more than 2,700,000 United States patents are 
classified in 307 main classes and over 50,000 subclasses. A class, particularly 
one not recently revised may consist of only a few subclasses or, in the case of 
each of two thoroughly revised classes, may comprise more than a thousand sub 
classes. One examining division may have assigned to it a portion only of a 
single class. On the other hand another examining division of the same size 
may examine applications disclosing inventions which are classified in more than 
a dozen complete classes. 

With the growth of the various arts, classifications at one time adequate 
become obsolete both by increase in the number of patents in each subclass as well 
as by the appearance of patents disclosing innovations unknown when the clas- 
sifications were originally set up. A moderately active class should be reclassified 
at least every 15 years while an active class such as carbon chemistry should be 
almost continuously worked upon. 

Unfortunately, the Patent Office due to its backlog of patent applications has 
never been able to spare a sufficient number of patent examiners to adequutels 
accomplish the task of reclassification so that today most classifications reflect 
the state of the art of several decades ago. For example, radio receivers and 
transmitters were last classified officially in 1912. 

The result of this obsolescence in classification has been a major factor in 
the steady drop in the productivity of examiners as revealed by the production 
records over many years. The Wallace Clark report on the Patent Office (1948, 
p. 30 (a) ), concludes: 

“We believe that reclassification of ‘prior art is the most important need in the 
Patent Office in that it affects both the quality and quantity of the patent examin- 
ing operation. No effort should be spared to find and place in this work the best 
talent in the Office.” 

The possibility of perfecting some method of searching with the aid of ma- 
chines cannot justify postponement of an accelerated program of reclassification 
since the patents which disclose any given subject matter must first be divided 
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into groups as a preliminary step in any mechanized searching plan. Classifi- 
cation is a long step in this direction. This conclusion was also reached by the 
Bush committee’s report to the Secretary of Commerce (1954) which concluded 
(p. HE) 

“It might be thought, offhand, that mechanizing would decrease the need for 
reclassification. On the other hand, the introduction of machinery involves 
coding, and a basis for this is found in the system of classification. The com- 
mittee hence conclude that the reclassification program should be accelerated.” 

The report of the Committee on Patent Office Procedure made to Secretary 
Herbert Hoover in 1926 sums up the need for classification in these words (p. 44) : 

“The fundamental tool of the patent examiner is an accurate and comprehensive 
classification of all domestie and foreign patents and scientific literature. With- 
out this tool, the work of the examiner is needlessly prolonged, insufficiently and 
inaccurately done, and litigation increased. 

“The lack of proper classification of patents is one of the most serious obstacles 
to the work of the technical divisions.” 

The Wallace Clark Co. consultants estimated that 65 percent of the then 
2,467,000 United States patents required reclassification. Updating these figures 
to reflect reclassifications now completed indicates that 62 percent of the 2,700,000 
patents now require reclassification. 

Experience indicates that foreign patents can be grouped into newly created 
subclasses in about 10 percent of the time required to create subclasses of United 
States patents. 

The present classification of design patents is more or less of a hodgepodge, 
with numerous overlaps and misassignments and is sorely in need of reclassifica- 
tion on a seund basis. Delay in this matter will only further aggravate the 
already bad condition and make for increased difficulty in conducting searches 
in the design arts. 


The need for more classification examiners 


The need for additional classification examiners to complete the reclassification 
of all patents requiring revision in classification is best shown graphically in the 
chart facing this page. 

The foregoing chart is based upon the estimate that 141 classification examiners 
would be required to modernize the classification of patents within a period of 6 
vears. An additional 5 examiners would be required for about 3% years to 
accomplish the needed complete reclassification of design patents. 

More personnel is needed, also, to enable the classification group to carry on 
other activities which are now conducted on a very limited scale relative to Office 
needs and to provide for certain activities recommended to be carried on by the 
classification group. It is estimated that 20 examiners would be needed to pro- 
vide adequately for such current duties as resolving jurisdictional disputes con- 
cerning the assignment of applications for examination, reviewing issues of 
patents for the propriety and adequacy of cross-references, maintaining an alpha- 
hetic index to the classification of patents, and answering inquiries regarding 
classification, fields of search and related matters. Further personnel require- 
ments would exist if the classification group were to be responsible for and in a 
condition to classify foreign patents and periodical literature as received. This 
activity would require 13 additional examiners, 6 translators, and 10 readers. 
Enlargement of the staff of classification examiners in the number indicated above 
for all activities presently conducted and proposed would necessitate the employ- 
iment of additional clerks for the Service Branch of the classification group. 
About 35 more employees would be needed for this Branch. 


The need for animproved salary structure 


The salary structure of the classification examiners is generally comparable to 
the salary structure of the patent examiners and the need for readjustment is 
just as great in the former as in the latter. The need for an improved salary 
structure in the patent examining operation has been covered above and reference 
is made to the discussion of this subject on page 199 which is equally applicable to 
the classification operation. 


The need for improved physical facilities 


Additional space.—Reclassification work requires a high level of concentration, 
good light, and freedom from interruptions. This is further complicated by the 
bulkiness of storage files for patents required to be at hand. Unless an examiner 
has an area of at least 100 square feet and an area of 50 square feet of imme- 
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diately accessible storage space, his production will be adversely affected. 
Similarly, a clerk doing reclassification work needs at least 80 square feet of space 
plus 40 square feet of storage space to handle the large volume of patent copies 
being worked on. 

If an expanded reclassification program of the magnitude discussed above were 
embarked upon, the area necessary to house the classification examiners and 
their assistants and supervisors would be 27,750 square feet and to house the 


> or 


clerical staff would be 8,500 square feet, for a total of 36,250 square feet. 
NeEDs OF TRADEMARK EXAMINING OPERATION 
PERSONNEL NEEDS 


The trademark examining operation presently consists of 46 examiner posi- 
tions of which 39 are examiner assistants assigned in 3 examining divisions and 
2 are classification examiners. This total force, which is less than the number 
employed 2 years ago, is considered adequate, in view of recent simplification of 
examining procedures, to cope with the pending backlog of applications. With 
the present force, it should be possible to reduce the number of applications 
awaiting consideration by the examiner to the point where action can be taken 
in about 2 to 3 months of receipt in the Office. 

Requirements in connection with inter partes practice, however, must be con- 
sidered as a separate matter. Marks sought to be registered on the Principal 
Register, established under the Trademark Act of 1946, are published on allow- 
ance by the examiner to give anyone who believes he would be damaged by the 
registration of the mark an opportunity to oppose its registration. Over 7 per- 
cent of the published marks are opposed. During the past year 1,182 oppositions 
were filed. Proceedings in such cases and in other types of contested cases 
(including interferences between pending applications, proceedings to cancel a 
registration, and concurrent-use proceedings) entail consideration by trademark 
examiners of interferences. In the past vear over 1,500 inter partes proceedings 
were instituted and the backlog increased by more than 100 to a total of 1,474 
cases pending June 30, 1955. In order to keep abreast of this work and reduce 
the time to dispose of contested cases, one additional examiner of interferences 
is required. 

SPACE AND EQUIPMENT NEEDS 


The requirement for additional space and need for improving the physical 
working environment previously expressed (p. 200) in connection with the patent 
examining operation apply with equal cogency to trademark examiners. Par- 
ticular needs exist for expansion of the present search room and increasing the 
amount of space available to the Trademark Service Branch. Enlargement of 
the search room by 5,000 square feet would relieve the present congestion of this 
important area, which is used both by examiners and the public for searching 
trademarks; would contribute to increased examiner efficiency; and would 
provide space needs for quite a few years in the future to accommodiate about 
16,000 new registrations annually. 

More nearly adequate space in the Service Branch would permit the arrange- 
ment of constituent operating units to facilitate the flow and improve the handling 
of work. Because this space is also used in part by the public for inspection of 
applications and other files and records, crowding is a materially disturbing 
and adverse condition. A desirable layout of the clerical operations, with appro- 
priate consideration given to the volume of public traffic and expansion in the 
years to come in the volume of records and files, is estimated to require an addi- 
tional 7,000 square feet, as a minimum. 

More space would be needed to accommodate an additional examiner of inter- 
ferences, if action is taken to meet this previously indicated personnel require- 
metit, and more nearly adequate space should be provided the present examiners 
and clerical staff. 

The condition of furniture and equipment and needs of the trademark-exam- 
ining operation are also, in general, the same as those expressed for the patent 
examining operation (see p. 200). 


NEEDS OF OTHER ORGANIZATION COMPONENTS OF THE PATENT OFFICE 


The preceding portions of this paper cover the patent and trademark exam- 
ining operations comprising all the ordinary examining functions of the Patent 
Office. The needs of the other components of the Office will be covered below 
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under the general categories of manpower needs, need for an improved salary 
structure, the need for additional space, and furniture and equipment needs. 


MANPOWER NEEDS 
Office of the Solicitor 
A major program to reduce the backlog of pending applications to 100,000 cases 
would necessarily add to the workload of the legal staff of the Patent Office so 
that 1 additional law examiner would probably be needed. 


Board of Appeals 


The Patent Act provides that when a patent examiner rejects an application 
for patent the applicant may appeal to a Board of Appeals (35 U. S. GC. 134). 
The number of appeals filed, hence, is related to the number of applications in 
which claims are finally rejected by the patent examiners. With enlargement 
of the examining corps and intensification of effort to dispose of applications and 

reduce the backlog, it is inevitable that the workload of the Board of Appeals 
will increase. In view of this and the large workload now eee baat the Board, 
it will be necessary to provide additional manpower on the Board of Appeals. 

The Board of Appeals now comprises nine examiners in chief (the Commis- 
sioner and Assistant Commissioners are also members of the Board of Appeals 
but in practice their other duties prevent them from acting regularly in deciding 
appeals). In view of the large volume of appeals, Congress authorized the Com- 
missioner of Patents (Public Law 452, Silst Cong.) to augment the Board of 
Appeals: 

“Whenever the Commissioner considers it necessary to maintain the work 
of the Board of Appeals current, he may designate any patent examiner of the 
primary examiner grade or higher, having the requisite ability, to serve as exam- 
iner in chief for periods not exceeding 6 months each. An examiner so designated 
shall be qualified to act as a member of the Board of Appeals. Not more than 
one such primary examiner shall be a member of the Board of Appeals hearing 
an appeal (35 U. S. C. 7; Public Law 452, 81st Cong.).” 

Experience during the last 5 years has shown that numerous and repeated 
temporary designations must be made in order to even approach maintaining 
the number of appeals on hand at a reasonable figure. The following tabulation 
shows the number of patent appeals which were filed each calendar year during 
the last 5 years, the number of appeals disposed of, the number of appeals on 
hand at the beginning of each year, and the number of persons working on such 
appeal work. 
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As will be seen from the table the appeals filed during this period averaged 
4,536 per year and the appeals disposed of averaged 4,470 per year. The number 
of men serving on patent-appeal work during this period averaged 14 per year. 

With all indications being that the volume of appeals filed will increase, it will 
be necessary to continue the practice of designating examiners to serve temporary 
tours of duty on the Board of Appeals. While this measure is highly desirable as 
a meé es of adjusting manpower to take care of peak periods in fluctuating work- 
load, it is felt that there should not be such a large number of temporary mem- 
bers. coe reason is that these men are removed from their other duties, which 
disadvantageously affects the work of examination in the division from which 
they are drawn. It is, accordingly, proposed that the permanent members of the 
Board of Appeals be increased by 3, raising the number from 9 to 12. 

While the data submitted above shows that 12 members are not sufficient to 
carry on the work of the Board of Appeals a membership of 12 permanent mem- 
bers will reduce considerably the number of temporary members and will allow 
for the possibility that when the task of reducing the backlog of applications 
*pending before the examiners is accomplished, the number of appeals filed may 
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decrease to such extent that 12 permanent members can carry the load. Since 
the size of the Board of Anpeals is fixed by statute, legislation will be necessary 
to change the number as proposed. The relationship of such legislation to the 
program of the President has not been ascertained. An increase in the Board to 
12 members would also necessitate Some increase in the number of employees 
in the Service Branch of the Board. 

Board of Patent Interferences 


Although the Board of Patent Interferences has been falling somewhat behind 
in its work, it appears that the presently officially designated staff of 8 examiners 
of interferences and 1 patent interference examiner whose duties are principally 
concerned with interlocutory matters might be sufficient to handle the workload 
if all 9 spent full time on patent interferences. This has not been the case within 
the past several years because of temporary detailing of members to trademark 
interference work, Board of Appeals and other special duties. 

Office of Research and Planning 


This is a new component of Patent Office organization, set up to consolidate 
functions relating to methods development and planning for improvement of 
operations and to carry on research relative to the use of machines in making 
patent searches. Personnel requirements for conducting these functions, so far as 
can be determined on the basis of preliminary operations to date, call for a plan- 
ning group of 3 and an ultimate staff of 28 of which 15 would be assigned among 4 
or 5 task groups engaged in specific studies; 3 would have relatively fixed and 
continuing assignments in specialized management advisory fields; 5 would be 
technicians employed in operating and maintaining data processing and other 
complex equipment ; and 5 would make up the secretarial and clerical staff serving 
the planning group and technical staff. 

The space requirement of the Office of Research and Planning associated with 
the full complement of personnel discussed would total 5,000 square feet. Of 
this, 1,500 square feet would be used to accommodate mechanical and electronic 
equipment found suitable to utilize in patent searching. As equipment of this 
type generates considerable heat, this space should be equipped with refrigera- 
tion. About 25 tons capacity is estimated to be required. 

Admiiistrative staff, auxiliary patent services and clerical operations 

A considerable number of activities are essential to support the examining 
operations which are the statutory functions of the Patent Office. These activ- 
ities comprise the staff and housekeeping services, on the one hand, and the 
ancillary patent services on the other. The latter would be particularly af- 
fected by enlargement of the examiner staff and intensification of examining 
effort to dispose of pending applications. These influences would be manifest 
in workload increase in such matters as the number of pieces of outgoing mail to 
1andle: corrections to drawings to be made; abandoned files to remove from 
examining divisions; final fees to receive, account for and deposit ; patent grants 
to prepare; files to prepare for the printer; patent copies to receive, distribute, 
and place in storage for sale; search copies of patents to be placed in examiners’ 
files and in the search room for public reference ; the number of copies of patents 
to withdraw from stock and mail to customers or furnish to other users; the 
volume of photographic prints of documents prepared on orders from atterneys 
and others; the number of assignments of patents to record, ete. Additional 
personnel would be required to handle these increases in work which would have 
an impact on all of the services branches. It is estimated that 64 more employees 
would be needed in this connection. The staff and administrative services would 
also have additional personnel needs to cope with the greater workloads gener 
ated by new employment and enlarged organization. Probably another 40 or so 
more would be required in these activities. 


THE NEED FOR AN IMPROVED SALARY STRUCTURE 


The salary of the Commissioner of Patents, which is currently $14,800 is 
thought to be inadequate in view of his many responsibilities. A considerably 
higher salary is thought to be justified. From the standpoint of their vested 
responsibilities, the First Assistant Commissioner and the assistant commissioners 
rank just below the Commissioner and their salaries should be fixed in proper 
relationship with the salaries of the Commissioner. 

Except for the position of Solicitor which is classified in grade GS-16, the 
highest grade that a career employee can hope to attain within the competitive 
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service in the Patent Office is GS-15, paying $11,610 a year. There are 12 
positions in this grade. A proper salary structure for the following key positions 
in the Patent Office, recognizing the relative degrees of technical and administra- 
tive responsibilities of such positions should be provided: 


Commissioner of Patents. 

First Assistant Commissioner of Patents. 

Assistant commissioners of patents (2). 

Head, patent examining operation. 

Members, Board of Appeals (9 at present, 12 proposed). 


In view of the statutory limit on the number of supergrade positions, congres- 
sional action would be necessary to accomplish these grade changes. 


THE NEED FOR ADDITIONAL SPACE 

Solicitor 

The space requirements of the Solicitor’s Office, including an additional law 
examiner, would be 6 rooms, 1 for each member of the legal staff, plus 3 rooms for 
the 5 or possibly 6 members of the secretarial staff. These rooms should all be 
located adjacent to each other and should also be adjacent to the law library 
of the Patent Office. In order to provide for the expansion reasonably to be 
expected within a period of 10 or 15 years, the law library should have approxi- 
mately 50 percent more space than at present. The Solicitor’s Office should be 
located convenient to the Commissioner’s offices, 


Board of Appeals 


All the rooms assigned to the Board of Appeals, including private offices, 
hearing rooms, waiting rooms, Service Branch, and secretarial offices should 
be located together for most efficient operation. The private offices of the 
Board members should be located in pairs with a connecting room occupied 
by two secretary-stenographers. The two hearing rooms should be located 
together with a common waiting room. Suitably arranged space for the Board 
of Appeals would require a total of about 13,000 square feet. 

Board of Patent Interferences 

At the present time, 6 examiners of interference work 2 in a room and 1 
works in the hearing room when hearings are not being conducted. In view 
of the technical work performed and concentration required, the interference 
examiners should be provided private offices. Other facilities are needed to 
carry out the duties of the Board properly. These include a room of suitable 
size for conducting final hearings; a room of similar size for the use of the 
primary examiners in conducting interlocutory hearings; a reception room for 
attorneys waiting for a hearing or interview; a library; and, finally, a confer- 
ence room and a general-purpose room for files, exhibits, ete. 

Service functions for the Board are performed by the Docket Branch of 
the General Services Division. In view of this close relationship, the space 
requirements of the Docket Branch are expressed here. Space for 20 employees 
should be provided in order to prepare the Docket Branch for a moderate 
increase in work. The head and assistant head of this Branch should each 
have a private office; a room should be set aside for use by attorneys who 
have frequent occasion to study files which are in the custody of the Docket 
sranch ; a file room is needed for current files, exhibits, ete. 

These rooms should be located close to each other for most efficient and 
convenient operation and be in close proximity to the Board of Patent Inter 
ferences. The total space requirement expressed here amounts to nearly 10,000 
square feet. 
tdministrative and Service Divisions 

A need for more space for administrative, staff, and service activities would 
parallel the necessary increases in personnel for these activities generated 
by expansion of the examining operations. Most of the added requirements 
would be necessitated by expansion of the 11 branches comprising the General 
Services Division, which provides the supporting material and auxiliary patent 
services. The total space required by the Division, except for the scientific 
library and public search room, amounts to 166,415 square feet. This is 40,000 
square feet more than the presently available space and would provide not 
only office room for additional employees, but needs for conference rooms, 
files and records, equipment layouts, ete., as well, and remedy the existing 
deficiencies in individual working-space conditions. 


68832—56——-17 
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Enlarged space is needed for the scientific library and public search room 
due to a continuous increase in United States and foreign patents and acces- 
sions of books and periodicals, and greatly enlarged public use of these collec- 
tions. Important programs such as the translation and distribution of foreign 
patents and on-site binding of patents and periodicals cannot be fully developed 
without the availability of necessary space. Rotation of abandoned and pat- 
ented files within available space will obviate the need for any increase for this 
purpose. 

An increase of space needed to cover requirements of the scientific library 
and public search room for the next 20 years is shown as follows, in comparison 
with present conditions: 

[Square feet] 








1955 | 1975 


Stacks aie? 59, 400 | 75, 000 
Public space : 5 11, 700 | 19, 000 
Staff (work space including equipment) 8, 200 | 15, 600 


79, 300 | 


A total of 10,000 square feet of additional space would provide for the rela- 
tively small increase in personnel of the administrative and staff activities that 
would accompany substantial enlargement of the examining and related service 
operations. This space would also provide for long existing needs for conference, 
lecture, and training rooms to serve all divisions. 


FURNITURE AND EQUIPMENT NEEDS 


There is need for a comprehensive program of furniture replacement and need 
for adequate air conditioning at all levels. For example, there is no air condi- 
tioning of hearing rooms, the rooms of the Board of Appeals, the rooms of the 
Board of Patent Interferences, the supervisors’ offices, the rooms occupied by the 
administrative divisions, General Services Division, scientfiic library, or search 
room. Moreover, in the Administrative and General Services Divisions there is 
need for new and improved mechanical equipment and replacement of obsolete 
and worn-out mechanical equipment. There is general need for improved light- 
ing, both of the overhead type and of the desk type, and rugs should be placed on 
the floors of the rooms occupied by the higher officials of the Patent Office. 


NEW BUILDING 


The Patent Office expects to be housed in the Commerce Building in which it is 
now located and it is expected that, as the staff increases, additional space in this 
building will be allotted to the Office. 

The history of the Patent Office has been one characterized by continued growth 
through the years. An expanding economy, growing population, and increasing 
research will require further expansion of the Patent Office. The demand for 
space will increase with the passing years and the demand may ultimately exceed 
the space limitations of the Commerce Building and the conflicting requirements 
of other agencies. If this situation should materialize, it would become necessary 
to formulate plans for a building to house the specialized functions and operations 
of the Patent Office. An architect designated to work closely with the Patent 
Office officials could design a building furnishing ideal working conditions. Such 
a building should provide for a moderate increase in operations and be so designed 
and constructed as to permit of horizontal and/or vertical expansion so as to 
take care of eventual growth over a period of many years. Such a building 
should provide space of 4,000 to 4,500 square feet for each patent examining 
division and, in addition to the required space for supervisory, administrative, 
and clerical operations, should include space for a health center, cafeteria, snack 
bars, information center, supply room, public building services (superintendent, 
guards, carpenters, electricians, elevator operators, engineers, laborers, painters, 
plumbers), telephone rooms, printing shop, carpenter shop, public stenographers, 
and credit union office. Some of these facilities are presently maintained by the 
Patent Office but most of them are now provided centrally as part of the common 
facilities of the Commerce Building. 
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In addition to the facilities mentioned above, a new building for the Patent 
Office should include the following special facilities : 

(1) An auditorium with a seating capacity equal to not less than half the total 
number of employees of the Patent Office. This would permit all employees to 
be addressed in two meetings, and would also permit all examiners to meet 
together and all nonexaminers together. The auditorium should be equipped 
with film-projection facilities and a public-address system. 

(2) An assembly room to accommodate meetings of 75 to 250 persons. Such 
a room would be useful for meetings requiring attendance of all primary ex- 
aminers, meetings of a supervisor with all of his examiners, showing of motion 
pictures of interest to a limited number of examiners, meetings of Patent Office 
officials with outside representatives or groups, and lectures to new examiners. 
Such an assembly room should be equipped with film-projection facilities and 
public-address system. 

(3) Seminar and conference rooms to accommodate small groups for training, 
discussions, and conferences. 

(4) An exhibition hall so that the Patent Office may permanently display 
inventions of public interest, as well as exhibitions of a temporary nature that 
may be set up for some particular purpose. At present, the Patent Office has no 
facility of its own for presenting to its employees and to the public on a continuing 
or periodic basis those new developments which are of interest to all. 

(5) A testing and demonstration laboratory would be a highly desirable 
addition to the Patent Office and is particularly needed by the chemical and 
electrical examiners. Such a laboratory would permit the running of routine 
tests on basic concepts presented in patent applications in the chemical composi- 
tion field and in the field of electrical transmission circuits. In addition, this 
laboratory would provide space suitable for most demonstrations of inventions 
by applicants. 

(6) A suite for visiting dignitaries would solve the problem of accommodating 
visitors from foreign countries while they are here to study our patent system. 
Also, periodically representatives of the General Accounting Office visit this Office 
in conjunction with an audit of the accounts and need space in which to work. 
There are also other visiting groups and individuals to whom working quarters 


must be assigned. 

Senator O’Manonry. There are many questions that we would like 
to ask the Patent Office. I had hoped, for example, to have been 
able to go into the recent session at Berne in which you were present, 
Mr. Federico, and Commissioner Watson also, I think, in which you 
were trying to lay out an agenda for future consideration. The com- 
mittee will be very much interested in the question of the relationship 
between this country and other countries. We want that problem 
clearly brought out, but it is impossible to do so now, so it will have 
to be postponed for a future date. But we shall desire to go into that 
very thoroughly. 

Thank you very much. 

Are there any other questions to be addressed to Commissioner 
Watson ? 

Mr. Bruntnea. Has the Commissioner completed his statement ! 

Senator O’Manonry. Yes. The full statement from which he 
summarized has been filed with the committee. It will be part of 
our record. Iam sure extra copies will be available from the Patent 
Office to anybody interested in asking for it. 

Mr. Bruntneaa. You referred to the matter of taking testimony in 
the Patent Office in interference proceedings. Have there been any 
such cases ? 

Mr. Watson. Not to my knowledge. In the instance to which I 
made reference, the testimony was taken elsewhere, but our Solicitor 
by special agreement of counsel for those parties, attended and faeili- 
tated the taking of testimony, agreement having been reached between 
the parties to the effect that, in the event of a dispute between them, 
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his rule would be effective. Our former Solicitor is here at this table, 
who attended those hearings, and if you wish to go further into it 
I will ask permission of the chairman to have him make a statement. 

Mr. Bruninea. I-think it would be a pretty good idea. Before he 
does it, there is just one other point. 

Senator O’Manoney. Mr. Bruninga, I am going to say with respect 
to that, owing to the pressure of time and my desire to have some 
other witnesses who have come to be he: ard, I will ask you to have a 
private conference with the Solicitor and I will ask the Solicitor to 
file a statement with respect to this matter with the committee, Mr. 
Commissioner. 

You had another question you wanted to ask ? 

Mr. BrunincGa. No; that is all. 

(See p. 328 of the appendix for statement of Edwin L. Reynolds, 
technical advisor, United States Court of Customs and Patent 
Appeals.) 

Senator O’Manoney. I think we have a new witness here today, 
whose testimony will be of interest to all of us and will deal directly 
with the problem before us. 

This is Mr. Thoger G. Jungersen who was the inventor and was 
the litigant in the famous case of Jungersen v. Ostby and Barton 
Company which was decided in the Supreme Court. It is cited at 
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335 United States at page 560. 

Mr. Jungersen, accompanied by his attorney, Mr. Elliott L. Biskind, 
is here to tell us what the effect of that decision was upon the inventor 
and I will be very glad to ask these two gentlemen to come forward 
now if they will. 

Let me say first since you have just come into the room, that our 
procedure here has been to ask the witnesses so far as possible briefly 
to summarize the statements they desire to make and then to amplify 
in prepared papers which are filed with the committee for future study. 

We are particularly interested of course in the effect upon the indi- 
vidual inventor of the patent system and that, of course, includes the 
decisions which are made by the courts. We must understand what 
the effect is, if we are to find any remedy, if a remedy is necessary. 
So that if you will be good enough with your attorney to summarize 
the situation in which’ you find ‘yourself and the facts as you have 
found them, we will be very much indebted to you. 

Now you may proceed giving your name to the reporter. 


STATEMENT OF THOGER G. JUNGERSEN, INVENTOR, ACCOMPANIED 
BY ELLIOTT L. BISKIND, HIS ATTORNEY 


Mr. Juncersen. My name is Thoger G. Jungersen. I came to this 
country because of the American patent laws. I believe they are the 
best in the world and those that have done more than anything else to 
advance what we consider the technical development of practically 
everything. 

Senator O’Manonry. Where did you come from? 

Mr. JUNGERSEN. I came from Denmark. 

Senator O’Manonry. When did you come? 

Mr: JuNcersen. I came over here in 1927. 

Senator O’Manoney. Are you a citizen of the United States? 

Mr. JunGersen. I am a citizen now. At that time I was not, of 
course. I was made a citizen during the war. 

Senator O’Manonry Very good. 

Proceed. 
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Mr. JuNGERSEN. I have been an inventor all my life and have created 
many things that have made jobs for many thousands of other people, 
I believe the incentive promised in the American patent system has 
done more for United States development and industrial progress 
than any other thing in the world. 

I believe that to assure continued progress we must encourage inven- 
tions and protect them, too. But the protection part of it, is the short- 
coming of the courts here, in the United States. In the past the goal 
of inventors from all over the world was to patent and exploit their 
new inventions here in the United States. That was because of the 
incentive of a valid United States patent. But when we find this 
incentive is a one-way deal, it is just like a rubber check that is paid 
for good work that has already been done, then I believe the respect 
for the Government is deteriorating. We have on the one hand the 
laws guiding the Patent Office, the laws made by the Congress, and on 
the other hand the interpretation of the courts, courts quite often 
which do not know what constitutes invention. They might be great 
— on legal matters, but in virtually every patent case I have ever 
had anything to do with, whether they were in my favor or against me, 
I have found that our courts generally make great errors. I ‘think our 
judges should think twice before overruling the good work that is 
done by our patent examiners, who are outst: unding experts in their 
special field and know a hundred times better than the courts what the 
state of the art is in the particular art being dealt with. 

In my case, that is like many others, I created something new, pre- 
cision casting of metal. That is an entirely new industry. There was 
not a single one in that industry before I started. Now it is a $200 
million industry employing more than 50,000 Americans. 

Senator O’Manoney. What was the industry ? 

Mr. JuncersEN. It did not exist. 

Senator O’Manonry. What is the industry you are talking about? 

Mr. JuNGERSEN. The industry is now known as precision casting or 
investment casting, producing an entirely new product, precision cast- 
ings out of all kinds of alloys, many of which alloys we heretofore 
could not fabricate by any means. 

Senator O’Manonry. And the issue before the court had to do with 
the patentability of the casting device that you invented ? 

Mr. JUNGERSEN. Yes. 

Senator O’Manonry. I wanted to get this on the record so the un- 
expert person would know what it was all about, 

Mr. JUNGERSEN. Yes. 

Senator O’Manonry. My understanding is that yours is the case in 
which the court of appeals, with Judge Hand who testified here yes- 
terday as the presiding judge, ruled in your favor, that the case was 
then appealed to the Supreme Court and the Supreme Court overruled 
Judge Hand and the court of appeals by a divided decision. In his 
dissent Justice Jackson made the rather caustic remark that the only 
valid patents were those which had not reached the Supreme Court 
of the United States. 

Mr. Biskinp. Mr. Chairman, may I inter ject here? The court of 
appeals affirmed the district court judge’s invalidating the patents 
but Judge Learned Hand dissented. But Mr. Justice Jackson, Mr. 
Justice Frankfurter and Mr. Justice Burton dissented, adopting 
Judge Hand’s opinion as their own. 
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Mr. Justice Jackson also wrote the dissenting opinion you re- 
ferred to. 

Senator O’Manonry. Thank you for making the correct statement 
of the case. 

Mr. JuNGERSEN. There were two cases joined as one in the Supreme 
Court. One was Ostby Barton v. Jungersen in the third circuit. The 
other was Jungersen v. Baden in the second circuit. Those two cases 
are now up before the Supreme Court again, because the entire defense 
was based on planned previous evidence as to prior use. 

Senator O’Manonery. We would like to have you now tell us about 
the personal effects upon yourself of this decision and of the effect 
upon the industry. 

Mr. JuncerseN. The personal effect upon myself would have been 
disastrous if I had no income from other countries. 

Senator O’Manonery. You were speaking about income from other 
countries. 

Mr. JUNGERSEN. Yes. 

Senator O’Manoney. Was the patent regarded as valid abroad? 

Mr. Juncersen. Yes. It was regarded as valid in twenty-some 
other countries, but the effect of the American decision here in the 
Supreme Court has been so widely publicized by my opponents that it 
has practically destroyed my income from that invention all over the 
world. I have practically no income from this invention except a 
little from other countries where I am recognized as the original inven- 
tor, but oddly in countries where I had no patents. They are paying 
me a royalty just the same. Were it not for that recognition and in- 
come from foreign sources, I would be completely ruined. 

Mr. Carian. My recollection, Mr. Jungersen, is before the decision 
of the Supreme Court you were receiving a substantial income from 
a wide number of licenses ? 

Mr. Juncersen. I don’t think it was so very much. There were a 
large number of licenses, that is correct, and I was on the way to get 
quite a little. 

Mr. Cartan. How many licenses did you have, do you happen to 
remember ? 

Mr. Juncersen. A little short of a hundred. 

Mr. Carian. Were these substantial jewelry manufacturers? 

Mr. JuNGERSEN. They were mostly jewelry manufacturers but also 

various foundries. This was not just a jewelry item. It was useful 
for every other industry. For example, our whole jet development 
depends on this. We had the jet engines before but we could not 
produce a practical and lasting jet engine because they were burned 
up in a short while when made from the alloys we could fabricate at 
that time. We also had some alloys we could use for gas turbines but 
we could not fabricate them because of their hardness and brittleness. 
But I could cast those alloys to finished dimensions, regardless of com- 
plexity, right down to thousands of an inch. 

Mr. Carian. In other words your patent was used not only for 
the manufacturer of jewelry but also used for aircraft manufacture. 

Mr. JuNGERSEN. Yes; it is used very extensively in aircraft manu- 
facturing as well as where small intricate metal parts are used in most 
other industries. 
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Mr. Carian. And by reason of the decision of the Supreme Court, 
you are obtaining no income from that? 

Mr. Juncersen. I have taught a lot of people, I started to get 
royalty from it but then all of it stopped after the decision which was 
widely publicized by my opponents. 

Mr. Capitan. Your invention is being used now. 

Mr. JuNGERSEN. It is being used to the extent of $200 million a year. 
It gives employment to over 50,000 American people while I would 
starve to death if I had to live on this invention. 

Senator O’Manonry. What particular activity do you measure by 
the $200 million a year ? 

Mr. Juncersen. That is practically in every industry where when 
we make small 

Senator O’Manoney. Is it the value of the product or is it the in- 
come from the product? What does the $200 million measure ? 

Mr. JuncersEN. It is the net annual sale of castings from precision 
casting foundries excluding all jewelry casting which runs into many 
additional millions. 

Senator O’Manoney. In other words your invention is now being 
used to produce at least $200 million worth of goods annually ? 

Mr. JuNnGERSEN. Yes. Not to speak about the industries that have 
been fostered and have grown out of that invention. Like I said the 
jet developments, a lot of the radar work was done with this method 
here. We could do casting that they could not fabricate by any other 
means and the courts found that with their references they could do 
exactly the same thing but that is absolutely in error. There is no 
method or combination of methods that was known at the time I 
started that could produce similar products. 

Senator O’Manonry. That is the story is it not, Mr. Jungersen ? 

Mr. Juncersen. Yes, in short. Practically all of our “lar ger con- 
cerns just take the use of the invention and you cannot do anything 
about it as long as the Government’s own courts extend a willing hand 
to those who destroy patents. 

Senator O’Manonry. Let me ask your attorney a question. Is it 
your opinion as a result of your participation in this case, that any 
legislation to affect cases of this kind should be adopted ? 

Mr. JunGERSEN. Very much. 

Senator O’Manoney. I am asking your attorney. I know you feel 
that way. 

Mr. Biskrnp. I have some very definite ideas. I would like to 
answer it and I am afraid at some length. 

Senator O’Manonrey. I had rather not have you go into great length 
because I must call this meeting to an adjournment early in the 
afternoon. 

Mr. Biskrnp. I will give you a very short answer. May I, how- 
ever—I don’t know if this is er. or not—offer in evidence an 
article in the Wall Street Journal of November 30, 1954, which dis- 
cusses this new industry Mr. Jungersen developed, but does not men- 
tion his name but discloses the extent to which the industry has grown, 
$200 million. I think it might be useful to the committee. 

Senator O’Manonry. Hand it to the reporter. It will be received 
and printed in the record. 
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(The document referred to is as follows :) 


[From the Wall Street Journal, Tuesday, November 30, 1954] 


Costs AND OLD CATHAY: ANCIENT WAX-PATTERN CASTING REVIVES, Cuts PEN, 
Razor Parr Costs 


SALES MAY HIT $200 MILLION IN 1954, COMPARED WITH $25 MILLION A DECADE AGO 
BUT APPLICATIONS ARE LIMITED 


(By Ray Vicker, staff reported of the Wall Street Journal) 


Cuicaco.—During the Shang Dynasty in China (1766-1122 B. C.), craftsmen 
were making ornate jewel boxes and sword handles by packing wax patterns 
tightly into sand, then melting the wax away to leave a mold for metal. 

Today this ancient art, known as investment casting, is experiencing a revival. 
Investment castings are being used as a cost cutter in making everything from 
of top of the new Waterman pen to parts for Sunbeam’s electric razors and from 
New Holland hay baler gears to Zenith record changer spindles. The process 
is also being used to accomplish some difficult jobs with the extra-tough metals 
used in jet engines and in atomic energy. 

Modern foundrymen use plastic or mercury as well as wax in the mold-making 
process. But the technique is the same. Hot, liquid wax or plastic is poured 
into a die, or form, then cooled. (Mercury is frozen.) The resulting pattern 
is then buried, or invested, in ceramic. Next, it is melted out, leaving a cavity 
in the ceramic which conforms precisely to the object to be cast. Molten metal 
is poured into the cavity to make the casting. When it has cooled, the mold 
is broken to leave the part, which usually needs little further machining. 


A RAPID GROWTH 


Castings made with this process are finding new markets at such a fast clip 
that the Investment Casting Institute, a trade group headquartered here, predicts 
a five-time expansion in the industry’s sales over the next decade. This year’s 
estimated $200 million sales compares with $75 million in 1948 and a slim $25 
million 10 years ago. Harry P. Dolan, executive secretary of the institute, says 
70 percent of the 100 firms that now make up the industry have started making 
these castings since 1945. 

Investment casters emphasize, however, that investment casting isn’t a cheap 
process compared with conventional casting methods. Fifty cents worth of 
metal may sell for $50 when cast into a highly complex shape. So machining and 
assembly costs must be taken into consideration to arrive at any conclusion as 
to what an investment casting can do. 

The best application, they say, is in the intricate parts of complex design, or 
in a special alloy part used at critical wear points of an assembly. 

Says one caster: “Wherever you have a part which requires a considerable 
amount of machining, investment casting probably could do the job better at 
lower cost.” 

A limitation of the process: It takes a lot of know-how to properly make 
investment castings with close tolerances. 


A PROBLEM A DAY 


“This isn’t a process that just anybody can handle with very little experience,” 
says Jack Bean, president, Michigan Steel Casting Co., Detroit. “When you 
get into it you find there is a new technical problem every day which must be 
overcome.” 

But there are plenty of stories of rapid sales growth of the investment casting 
firms—concerns which average about 50 employees and annual sales of $2 mil- 
lion. An investment caster in Milford, N. H., Hitchiner Manufacturing Co., 
built a new plant 3 years ago. It has expanded its factory twice since to keep 
up with sales, D. W. B. Kelley, sales manager, says. The last expansion, com- 
pleted in October, raised capacity by one-third. 

A Chicago firm, Casting Engineers, Inc., started in the business in 1947. This 
year, sales will reach $1,250,000, according to V. S. Lazzara, president. The 
firm’s backlog is so large it will take 4 to 6 months to fill all the orders. 

Or take the case of a New York concern, Austenal Laboratories, Ine. It 
controls patent rights on some investment processes and, in its own Microcast 
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division, makes investment castings. That division has completed 9 expansion 
programs since 1948; sales have tripled during the same period. Yet, the firm’s 
2 investment casting plants are operating around the clock, 6 days a week. 
red L. Roberts, an Austenal official, says further plant expansion is being 
planned. 


STRAPPING TOOL SAVINGS 


A part for a strapping tool, used for industrial packaging, illustrates the 
savings investment castings make possible. This part formerly required 15 
machining operations, at a cost of $3 per part. Casting Engineers now pro- 
vides an investment casting so close to required tolerances that machining ex- 
pense has been reduced 70 percent and the cost of the part decreased to $1.10. 

A radar waveguard for military planes was costing $350 when processed 
through many machining operations. Arwood Precision Casting Corp., Brooklyn, 
N. Y., now is making a casting which sells for $25 and is finished for another 
$50 each. Another Arwood part going into a watchman’s clock replaces 5 ma- 
chined parts and eliminates 30 machining operations. 

An indexing cam for a Varitype machine originally was fabricated by joining 
17 stampings and a screw machine part into 1 piece. One investment casting 
now does the job with a weight reduction of 50 percent and a cost saving of 
over 90 percent. When Bell & Howell replaced a machined brass lens plate on 
a movie camera with an investment casting, officials report a ‘‘prohibitive’” die 
maintenance cost was eliminated. 

Other advantages besides reduced machining of parts are claimed by producers 
of these castings. For one, intricate parts with many angles and contortions 
can be cast in 1 operation and in 1 piece. It isn’t unusual to find 1 investment 
casting doing the work of 2 dozen separate components. 

Besides eliminating many machining and assembly tasks, this may result in 
more foolproof finished products since it is axiomatic in engineering that “the 
fewer the moving parts, the less chance there is of a breakdown.” 

Also, casters say they can make their castings so close to desired tolerances 
and with such smooth surfaces that little subsequent work is needed before the 
part goes into a product. 

“Increased use of very hard alloys points up another advantage—that of being 
able to produce parts which can’t be made in any other ways,” says James A. 
Kearney, chief metallurgist at Crucible Steel Company of America’s Spaulding 
works, Harrison, N. J. He notes that many of these new materials, which are 
being used in jet engine and atomic developments, are so hard they are almost 
impossible to machine. So parts can’t be made by conventional methods. 

The ability to produce the impossible part is resulting in a definite swing 
away from forgings to investment castings in the jet-engine field, casters claim. 
A forging is hammered into shape by giant hammers, working from a block of 
metal. Then machine tools cut and grind the rough forgings into finished parts. 
An investment casting comes out close enough to finished dimensions that 
machining costs are drastically cut, say foundrymen. 

“Today the J-57 jet program is so dependent on investment castings that the 
entire program would collapse were it not for these castings,” argues T. Operall, 
vice president and general manager, Misco Precision Casting Co., Detroit. 


OUNCES TO POUNDS 


“Most of the turbine blades used in jet aircraft now are made by investment 
castings,” says R. L. Lerch, sales vice president of Haynes Stellite Co., of 
Kokomo, Ind., a Union Carbide division. Haynes Stellite got into the field in 
1942. 

Most investment castings range from a few ounces to about a pound each. 
Recent advances, however, have considerably increased the maximum. 

“Castings of up to 300 pounds have been made with the mercury process,” 
says Irvin R. Kramer, vice president of Mereast Corp. in New York. 

The revival of lost-wax casting is of recent origin. From its beginnings in the 
dawn of history, the lost-wax casting technique migrated through ancient Egypt 
to Greece. Then Roman jewelers and manufacturers of surgical instruments 
picked up the process in their trade. 

Through the Dark Ages it was almost unknown. Then Florentine artists of 
the Renaissance period briefly revived it for their bronze work. Cellini used the 
process for the head of Medusa in his work, Pericles with the Head of Medusa. 

Around the turn of the century the dental trade began using the process of 
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casting dentures. After World War I Austenal pioneered use of the process for 
making surgical fittings. The firm developed an industrial application in World 
War II when the Air Force clamored for hard-to-make aircraft supercharger 
parts. 

MATTER OF PRECISION 


From this industrial beginning in 1941, the process found new markets in the 
jet-engine field. As it has moved into various commercial fields, there has been 
a rapid influx of new firms into the field—including some newcomers who promise 
much more for their castings than may actually be realized, according to one 
old-line investment caster. He notes that while investment castings can be made 
to close tolerances, no casting can take the place of all machining 

Misco Precision is recommending that the industry adopt a code of tolerances 
which indicates to manufacturers just what they may expect when it comes to 
precision in these castings. 

Their code: Plus or minus 0.003 of an inch for castings under a quarter of an 
inch thick; plus or minus 0.004 for those one-quarter to one-half inch thick; 
and plus or minus 0.005 for those of one-half inch to 1 inch thick. For each 
linear inch over 1 inch the additional tolerance would be plus or minus 0.005. 

Mr. Bisk1np. To answer your question, as a result of my experience 
in this case—I came into the case after the Supreme Court had 
affirmed the invalidity of his patent, we are now attempting to set 
aside that judgment on the ground that fraud had been practiced on 
the court in the trial of that infringement case. 

As a result of my experience in this case and my study of patent 
cases—and incidentally of my reading of the Lyon v. Bausch & Lomb 
case, an opinion which Judge Learned Hand wrote quite recently for 
the unanimous Second Circuit Court of Appeals—I feel very strongly 
that our courts should not be empowered to pass upon the invalidity 
of a patent. I feel that our Patent Office should determine in the 
first instance as a matter of fact whether a patent is valid, sufficiently 

valid for the issuance of a patent and that determination, I ‘feel, should 
be final. 

After listening to Commissioner Watson this morning I realize that 
the time which a particular examiner can give to a case is so short that 
at this moment, or rather as of today that would be an impossible 
undertaking. However, to do that requires of course that the Patent 
Office be greatly expanded and that the examination of applications 
be much more thorough and it would require what I might call an 
international patent clearinghouse because one of the prior patents 
that operated to invalidate Mr. Jungersen’s patent was an English 
patent even though the English courts upheld the validity of Mr. 
Jungersen’s patent in litigation in London and that prior English 
patent was involved in that litigation and Mr. Jungersen was success- 
ful there, nevertheless coming over here that same English patent is 
used to help invalidate Mr. Jungersen’ s patent. 

It seems to me with an international clearinghouse that the Patent 
Office would know what prior patents or publications exist all over the 
world, they could do a much more thorough job. The Patent Office 
being a Government agency, administrative agency, with some quasi- 
judicial powers, it seems to me that the same rule might apply that 

_— to other administrative agencies where the courts while not 
ligated to accept facts found by those agencies do as a matter of 
practice give the facts found great weight. 

I think Mr. Jungersen has quite properly pointed out that the 
courts are not equipped to determine sometimes the highly technical 
nature of these patents. It is a situation today where the Govern- 
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ment gives you with one hand what it says is a valid 17-year patent 
or monopoly and then the Government comes along with the other 
hand, with the judicial branch and says, oh, no, we gave this to you, 
but it is no good, we are taking it away from you now. 

As Mr. Jungersen has, a man has invested his life’s saving. Mr. 
Jungersen has spent in protecting his patents more money than he 
ever received in royalties from that patent. The net result is he has 
no patent and everybody in the country is benefiting from it. 

I would like at this time to read you an extract of a speech made 
by Mr. Joseph Robinson whom I saw in the room earlier this morning. 
I don’t know whether he is here now. He delivered this speech before 
the International Chamber of Commerce in Tokyo. 

Senator O’Manonry. Is Mr. Robinson in the room? He can speak 
for himself if he desires to. 

Mr. Roprnson. I am quite satisfied to yield. 

Senator O’Manoney. We can’t hear you, sir. 

Mr. Roptnson. Thank you, Mr. Chairman. I am quite satisfied to 
yield to Mr. Biskind unless you wish me to speak particularly. 

Senator O’Manonry. Very well. You may read the quotation. 

Mr. Bisx1np. The quotation reads as follows: 


In view of the vast number of patents now issued and being issued through- 
out the world and the enormous quantities of technical and scientific writing 
that are constantly being published everywhere in these immense technological 
times, it is now very difficult to obtain a patent and know for sure that the 
patent is valid, that some court of the country which granted the patent will 
not later declare the patent invalid for lack of invention. Usually the invalida- 
tion is based upon a contention that the invention is not new, that it was dis- 
closed in a patent previously issued or in an article previously published some- 
where in the world. I rise to suggest that Patent Office practices especially 
in leading industrial nations catch up with one great aspect of real-estate law. 
If there is doubt as to the title to your home, you can elect either to live with 
that doubt or to banish it by having your title searched, cleared, and guaranteed. 
Would it not be well to establish a similar instrument of safety for the patent 
grant? In these highly advanced technological times is it not desirable that 
the procedures for obtaining a patent include steps within the patent that may 
also be taken if one wishes to do so whereby the patent when granted is made 
safe against attack of invalidity unless fraud in obtaining a patent can be shown? 
A patent is a contract between a government granting it and the inventor. The 
government promising consideration of monetary fees and a full and free dedica- 
tion of the invention to the public upon expiration of the patent to allow the 
inventor the sole and exclusive right and privilege to make, use, and sell it for 
the number of years stated in the patent. Under existing intense conditions, 
the government entering into the patent contract with the inventor too often 
through some sections of its courts breaches the contract by throwing off the 
patent as a nullity from inception for lack of invention. 

In view of the prior art and so forth, the cost to the inventor of this breach 
is often enormous and sometimes it is disastrous. Frequently it ruins the in- 
ventor’s company and bankrupts those who have backed him and the invention. 
Such a breach operates another unfortunate result. It discourages industrial 
development and the advancement of the arts, the very things the patent system 
is intended to promote. 


I will stop there; the balance is not pertinent. 

Senator O’Manoney. As I understand your statement, the patent 
of Mr. Jungersen was upheld by the British courts. 

Mr. Biskrnp. That is correct. 

Senator O’Manonry. Although there had been a previous patent in 
the same field, issued to another inventor and this previous patent was 
cited in the Supreme Court of the United States as one of the reasons 
why the United States patent of Mr. Jungersen should be held invalid. 
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Mr. Bisxrnp. I don’t know whether it was referred to in the briefs 
but it was referred to in the district court trial. 

Senator O’Manonry. Wherever it was cited, this illustrates the 
vagueness of the definition of an invention which the courts must pass 
upon. 

I want to make it clear that we are not at this table attempting to 
retry the case in the Supreme Court. 

Mr. Biskinp. Of course not. 

Senator O’Manonry. But merely developing facts, which have a 
bearing upon whether or not Congress should amend the law with 
respect to making the definition of an invention more definite and 
certain than it now is. 

Mr. Biskinp. May I add one thing, Mr. Chairman? 

Senator O’Manoney. All right. 

Mr. Bisxrnp. Judge Hand discusses the history of the Supreme 
Court’s feelings toward patents over the years. At one period it 
seems to have been one thing and then another thing. First the test 
was new and useful. Then it became a test whether it was merely 
mechanical skill or mechanical genius. Then the test was the flash 
of genius test. Now the test is: was it new and useful and was it 
obvious to people skilled in the art. It seems to me that a distinction 
between mechanical skill and inventive genius is a distinction without 
meaning and the distinction today if that be the distinction of was 
this obvious to people skilled in the art, while a lot more helpful than 
the previous interpretation, I think still leaves a great deal to be 
desired. 

Senator O’Manonry. I think the issue that you and Mr. Jungersen 
raise has been clearly made and understandable to the committee. 

Mr. Juncersen. Is it possible that I could add something to my 
statement ¢ 

Senator O’Manonry. Yes. Please do it in writing. 

Mr. Juncrersen. This is very short. 

Senator O’Manonry. I know that, but time is short, too, at the 
moment. 

Mr. Roprnson. Mr. Chairman, may I ask whether you would care 
for identification at which these remarks were made? 

Senator O’Manonry. Yes. 

Mr. Rostnson. The International Chamber of Commerce met in 
Tokyo last spring. It has members from all parts of the world. Dur- 
ing the course of the convention there was a patent discussion—pat- 
ents, trademarks, and copyrights—and I was asked to address the 
convention, which I did, and the summary Mr. Biskind read to you was 
a hurriedly prepared summary of what I stated at that time. 

Senator O’Manonry. We will be very glad to receive an amplified 
statement from you if you will be good enough to submit it. 

Mr. Roszrnson. I shall be very happy to do that, sir. 

Senator O’Manoney. Judge Ar nold, will you return to the stand, 
please? As I indicated last evening, it is essential that I leave this 
evening for Wyoming, and therefore I am trying to finish this hear- 
ing some time at this session. 

Tam quite willing to go through without lunch if you gentlemen are 
willing to do that, and I think ‘that will facilitate the production of 
the testimony which most of you wish to give. 
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I have the names of the following witnesses whom I shall call upon 
after Judge Arnold has made his statement. 

Mr. Woodward of the Bell Telephone or the A. T. & T. who has 
spoken before will be called upon for any further comments he wishes 
to make. 

Mr. Elwin A. Andrus of Milwaukee who has been suggested by 
Senator Wiley, a member of this subcommittee. Mr. Karl B. Lutz of 
Pittsburgh, Pa. I understand he is associated with Mr. Brown. 

Mr. Brown. A partner. 

Senator O’Manoney. Mr. E. L. Reynolds, chief technical adviser, 
United States Court of Customs and Patent Appeals. There may be 
others but we will proceed with these at the present time. 

Judge Arnold, I regret very much that you were not here yesterday 
because during the t testimony of one of the witnesses, Mr. Robertson, 
there were several references to the work of the TNEC on Patents. 
For example, Mr. Robertson testified—he is a patent attorney from 
Chicago—with respect to a survey that had been made of all Federal 
judges with respect to these general problems. He said— 


* * * there were 15 significant replies. Of these, 12 mentioned or expressly 
attributed the trend * * * (p. 188) 


that is, of the decisions— 


to something that might be classed as dissatisfaction with the working of the 
patent system at that time. * * * 

There were three main groupings of the complaints that these judges made. 
They can be classified, perhaps, roughly as (1) abuses of the patent system 
sometimes with specific reference to TNEC, this report having followed that by a 
few years: (2) unreasonable withholding of inventions from use; and (8) that 
not enough of the benefit goes to inventors (p. 138). 


Then Mr. Robertson referring to the TNEC said, 


1 might say that it seems to me that the first item, the abuses have fairly well 
been taken care of by the activities and successes of the Department of Justice 
(}. 138 - 


At another point in the testimony he referred again to TNEC. This 
Was in response to an inquiry by Mr. C aplan, 
There could be a little bit of a breakdown as to what some of the things were, 
mentioned as abuses, but I think that they are well enough known, so it would not 


particularly add. As far as you could tell most of them were of the TNEC 
variety which I think have been largely overcome (p. 141). 


Then later on, again in response to Mr. Caplan’s question as follows, 


As the result of the publicity given to the antitrust abuses of patents in TNEC 
and the Antitrust Division of the Department of Justice rather vigorous enforce- 
ment of the antitrust laws in the patent field, there has been an improvement in 
the antitrust position yet the tendency of the courts has not changed. How do 
you explain? 

Mr. Rogsertson. The lower courts of course still feel bound by the Supreme 
Court and the Supreme Court has not had very much chance to show what its 
current view is. 

I suspect that the Justices quite likely have not realized the extent to which 
the patent system has been cleaned up (p. 141). 


I recite that not to coach you in your statement, but merely to let 
you know that in your absence what I deem to be a compliment of the 
work of the TNEC on patents and the work of the Antitrust Division 
under your direction was paid to you yesterday afternoon. 

Now we will be very glad to hear from you, ‘Judge Arnold. 
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STATEMENT OF THURMAN ARNOLD—Resumed 


Mr. TuHurman Arnoup. The remarks I make I don’t believe are 
going to be very helpful, because on most of the questions which I 
am now considering, having presented a paper elsewhere, I have a 
completely firm opinion. 

I would state at the outset, however, that the reason for the Ameri- 
can courts’ changing attitude toward the patent system, toward the 

validity of the patents, though it perhaps may not be consciously 
iueiaauk is the industrial revolution of the 20th century. 

It used to be that getting a patent is like finding a needle in a 
haystack. Only one man would find it and the rest would scatter 
the hay in all directions and he would get the reward. Today they 
cut the hay up into sections and each man examines his section, and 
the man who doesn’t find the needle is doing exactly the same thing, 
making the same contribution as the man who does. That is an 
exaggeration, but I think something like that has occurred. 

In other words, we have discovered how to make inventions, and 
industrialists of my acquaintance tell me that given the amount of 
money they can invent almost anything, any kind of a machine, or 
do the same thing that a team did in the atomic-energy field. I 
suppose the creative thinking in the discovery of the atomic energy 
was based on Mr. Einstein, people like that, who never got any reward 
whatever and could not very well get a reward. 

Industrial research has supplanted the individual inventor as the 
predominant force in the progress of scientific arts. In this situation 
the protection of the individual inventor is impossible in basic research. 

There are grave dangers in the power which can now be exercised by 
a patent portfolio. One of them is the fact that the laboratory is con- 
stantly patenting improvements so that while the life of one patent 
may run out the life of a patent portfolio is perpetual. The central 
problem i in my view which should be considered in a patent investiga- 
tion today is what limits should be put upon the use of patent portfolios 
by large corporations. 

‘Senator O’Manoney. Judge, isn’t that a general statement which 
does not come to grips with the individual situation which is por- 
trayed by individual inventors, such as Mr. Jungersen, who testified 
just a few minutes ago? 

Here is the case in which an existing law passed by Congress and 
signed by the President in accordance ‘with the Constitution to e: arry 
out a constitutional power granted to Congress which, because that 
has not made a sufficiently definite test to determine inventiveness, 
has invited the courts to go all over the circumference, so to speak, 
changing tests from time to time. Has not the time come for Con- 
gress to enact the test which the courts must follow ? 

Mr. Tuurman Arno3p. I think that is a completely impossible 
task. I think the evaluation— 

Senator O’Manonrey. If it is impossible for Congress it must be im- 
possible for the courts. 

Mr. THurMAn Arnorp. It is not impossible for the courts to decide 
a question of speculative damages. It is not impossible for the courts 
to decide the full, just, reasonable compensation which they give 

Senator O’Manoney. But when the judges in 1954 apply a test of 
inventiveness which is completely different from the test that was ap- 
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lied in 1924, how can you say that the Congress can’t do something? 
he decision of the court is going to affect validity and the court must 
interpret the law, not make the law. 

Mr. TuHurmMan Arnowp. The attitude of the court toward the anti- 
trust laws shifts and has shifted in my time and it would be utterly 
impossible for the courts to make any better statement on the anti- 
trust laws than the general one found in the statute. I say the same 
thing is true of the patent law. 

I think what Congress could do is change some language around 
and that would be in effect a letter to the court saying you have been 
too tough on patents and let up a little bit, won’t you? I think that 
might change the attitude of the courts. The reason why I would 
be opposed to that is the reason I have just been giving, the fact 
that the individual inventors has become part of a team, that it has 
become a question of protectiveness, something like a protective tariff 
for American industry. 

Senator O’Manonry. Must Congress stand idly by while this de- 
velopment of the research lab come about and allow the individual in- 
ventor to come to the Patent Office and get his patent and then have 
it knocked out after the corporation which owns the research lab 
has litigated the thing from the Patent Office to the Supreme Court ? 

Mr. THurmMan Arnowp. If the Supreme Court knocks it out, pre- 
sumably it is right. 

Senator O’Manoney. But the Supreme Court must act on the law 
and we are here to determine what we must do about the law. 

Mr. THurmMan Arnowp. If you are here to make a new definition of 
patentability I believe you will fail. 

(Discussion off the record.) 

Mr. TuHurman Arnovp. I have no easy or ready solution for it, 
the problem of the patent portfolio and also the patent pool by process 
of cross licenses. On the one hand the patent gives a lot of advantages 
to the members who take advantage of it. On the other hand with 
10,000 patents it would be too hard for a new person in the industry to 
2 up all those patents from different sources. I think the prob- 
em today is essentially the problem of reconciling our great corporate 
research and the power which the patent laws now give them with our 
ideas on monopoly and antitrust. And I am not going any further be- 
cause you know how long I can talk on that, Senator. 

And more specifically it seems to me that one of the significant 
things that have been brought before this meeting is the absence of 
adjudicated patents. People just don’t adjudicate them. You get 
enough of them and you get the same power as if you had an adjudi- 
cated patent. A very weak patent in strong hands is pretty powerful. 

A very strong patent in weak hands is not worth anything. I think 
there is a crying need for more adjudication of patents to clear up 
this enormous clutter. I think specifically some legislation ought to 
be passed making it easier to adjudicate them and my only suggestion 
which I might on discussion with somebody take back. I discussed 
with Mr. Woodward and I have not completely made up my mind— 
my only suggestion. 

Senator O’Manonry. Won’t you say that Congress ought to do 
something to throw a little weight in the balance on behalf of the good 
patent in weak hands so as to protect the inventor against the group 
with many patents? 
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Mr. Tirurman Arnon. I have a suggestion that. How good it is I 
don’t know. I think that one of the reasons for the lack of adjudica- 
tion and the power of patent in strong hands is the fact that patent 
litigation is so tremendously difficult. I am not talking so much 
about the expense. 

But a man who goes into an industry and infringes a patent : 
taking an awful gamble. I would make it against public policy for 
contract to provide that the licensee could not contest the v ralidity of 
the patent. Previously he could contest it at any time without giving 
up his license and from the time it was declared adjudicated he ‘would 
not pay any more money. He might not get back the money he 
already paid. So that he could with safety to his business risk the 
funds which are necessary to take on a patent license and it is my belief 
that we would get rid of an enormous amount of these weak patents in 
strong hands. 

Now he takes an awful chance and when you say that the courts are 
too tough on patents, you should make a further study of the various 
circuits. I am engaged in litigation where we think we may win or 
lose the patent suit on the doctrine of forum non conveniens, that is, 
whether it is tried here or somewhere else. So the validity of that 
patent may depend upon the interpretation of the decision that the 
court makes on forum non conveniens. I would like to consider my 
suggestion further. 

I have discussed with Mr. Watson and he disagrees with me, what I 
call the subpatent, the patent application with all I these claims, the ones 
I have seen, the ones that have been before my court. The same generic 
claim will be stated in 25 sometimes 30 ways by which the attorney in- 
geniously tries to get more scope for his invention. It has always 
been my belief that the real problem there is how much power he is 
going to be given. The question should be asked and discussed, the 
precise question of how much power, how much control of the industry. 
It certainly is a factor in the decisions. I think the Supreme Court in 
the same term sustained a little bit of a patent on a pinball machine 
which seemed to me utterly insignificant and decided the Marconi 
case and invalidated that patent. 

I think it was the power in the one patent and the inconsequential 
power in the other patent that decided them. 

Senator O’Manoney. Is that in the law? 

Mr. TourmMan Arnowp. No; it is not in the law. It should be dis- 
cussed. It should be put in the law. 

Senator O’Manonery. How can the court put it into the law or the 
decision ? 

Mr. TuurmMan Arnorp. I would require the court to ask the attor- 
neys what sort of control the patent would give if it were declared 
valid. And they would say it is irrelevant. I would like to ask the 
question and take it into consideration. It would take a lot more 
thought than I have given the matter to be able to draft you any kind 
of a statute on that. I suspect the patent bar might not be entirely 
enthusiastic. 

Senator O’Manonry. I am inclined to believe from the little study 
T have been able to give to the question that there ought to be a power 
in the Patent Office and in the courts to grant a patent for less than 
the whole broad claim or multiplicity of claims that are made. 
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Mr. THurman Arnowp. They do it and they don’t do such a bad job, 
although the opinions aren’t written in those terms. 

I would like to have them written in those terms. I do not think 
that it is a matter that reflects on the Patent Office that 44 percent 
or whatever it is, being sustained by the court. The Patent Office 
has the first look at it and only experience is going to tell what is 
going to happen to that patent. 

Senator O’Manoney. I think it is clear nobody can deny that Con- 
gress has not supported Ok Patent Office in its expansion as the art 
in which patents are issued has expanded in the 20th century. 

Judge ArNoLD. You could give them all the help in the world and 
they nevertheless would not know whether this was going to be a very 
important patent or it was not. 

It is just a pure prediction. I don’t mind that the courts second- 
guess them. 

Senator O’Manoney. It is better to give them the help than to have 
the backlog. 

Mr. THurMaAn ArNoxp. I thoroughly agree with that; yes. 

The inventive picture and industr ‘ial picture has changed but we are 
still talking about the patent system in the old terms. I think these 


cases should be decided on what I think is the real economic basis 
for the decision. 


Senator O’Manonry. Any questions? 

Commissioner Watson. The position of Judge Arnold on many of 
the points which he has just mentioned has long been known to me. 
I in the past have not been convinced that the judge is correct in his 
conclusions. As of now I have not changed any of my views, so I think 
perhaps we better go on to obtain the opinions of some other gentle- 
men. I particularly believe 

Senator O’Manoney. The irresistible force and the immovable 
object. 

Commissioner Watson. I am afraid it is such a case. 

Mr. Tuurman. Arnoip. May I say this, Senator, whether this pro- 
tection to investment is necessary, it is a good deal like the protective 
tariff argument. I don’t think anybody can be completely opposed 
to any protective tariff. Complete free trade is utopian. But at the 
same time you get more or less of a set attitude and debate never 
seems to change anybody’s opinion. 

Commissioner Watson. This question of the power that you men- 
tioned yesterday and again today, whether or not the patent gives 
the inventor too much power, the Constitution requires that the in- 
ventor be rewarded. The Patent Office—and I particularly confine the 
debate to those matters for which I am responsible at the moment— 
proceeds on the theory that if the inventor has made an invention of 
a certain scope, or maybe a series of inventions which have all resulted 
from a common endeavor, he should be rewarded and that the only way 
of defining the scope of his invention is by properly describing it in 
the claims. He may have a simple invention of a type easily com- 
prehended by one claim. He may have much more complicated in- 
ventions and may have a whole series of inventions and he needs a 
certain series of claims either in the same patent or in a series of 
different patents, to protect him. 

Judge ARNoLD. I would agree. 
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Commissioner Watson. We had a little discussion yesterday of 
the power which it gives a corporation or an inventor to hold patents 
covering things which are not being used. 

And I think it is erroneous to say that those patents should not be 
issued even though the inventor does not use them. I think that it 
is necessary to encourage research money which is locked up in a safe, 
to come out and move us from here to there where we want to go, to say 
that the fruits of the research shall be covered by patent and if you 
develop three inventions, A, B, and C, or D, E, and F, and A is better 
than the others, nevertheless B, C, D, E, and F shall be protected 
and persons who own those patents shall not have them infringed. 

I think if you say that gives the owner of the patents too much 
power, it is a mistake, it will be a discouragement to those who want 
to risk their capital. 

Senator O’Manoney. But, Mr. Commissioner, should the patent 
owner, which frequently should be referred to by the impersonal pro- 
noun “it” rather than the personal pronoun “he”, if the owner of the 
patent uses these other patents, which he does not put into operation 
in his production, but uses them for the purpose of extending the period 
of limited monopoly, don’t you think something ought to be done about 
that ? 

Commissioner Watson. Absolutely not. 

Senator O’Manoney. Then you think the limited period granted 
by Congress in the Patent Act may be extended by the action of the 
inventor in securing other patents which he does not use except for 
that purpose. 

Commissioner Watson. There is no such thing as extending a mo- 
nopoly by the use of 2 patents instead of 1. Each patent covers a sep- 
arate invention and if a series of six patents are issued simultaneously 
or in any succession that you may want to indicate, the monopoly 
of no one of those patents can be extended by any other. 

Senator O’Manonry. My memory then is failing me, if there 
haven’t been many instances in which by the clever use of claims 
and additional patents, the monopolistic field has been extended in 
time and extended in area. 

Commissioner Watson. I would disagree about extension in time 
and I would disagree about extension in area. The patent within its 
four corners determines the scope of the monopoly conferred upon the 
inventor for his contribution to the advancement of the arts and any 
other patent is a document which is entirely distinct and separate 
from the first one. 

Senator O’Manonry. You are just disputing the existence of the 
fact. Assuming the existence of the fact, what would be your opinion ? 

Commissioner Watson. Assuming the existence of what fact ? 

Senator O’Manoney. The fact that by various devices the holder 
of a patent extends the period of his monopoly. 

Commissioner Watson. I can’t ever assume that fact. 

Judge Arnotp. Assume that A. T. & T.—and whether it is true or 

Mr. ''HuRMAN ARNoLD. Assume that A. T. & T.—and whether it is 
true or not I don’t know—perfectly legitimateiy—we will leave out 
the word clever devices—with its various research scientists, with its 
constant ability to make improvements on old patents which it already 
has, assume that it has a perpetual monopoly on the art of communica- 
tions—and I am not charging that as a state of the facts, which I 
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think is quite possible today—assuming that—would you think there 
should be any legislation ¢ 

Commissioner Watson. Assuming that there were 1 telephone com- 
pany and there were not the 5,000 additional independents that exist in 
this country. 

Senator O’Manoney. Assume that the telephone research in any 
given field was protected by patents and as fast as they expire quite 
legitimately they were being improved on, so the net effect was to 
continue in perpetuity or indefinitely A. T. & T.’s control over the 
technical process of communications, would think that would be 
a desirable situation % 

Commissioner Watson. I believe that a research corporation using 
its skill, obtaining the best advice it can and the highest quality of 
science, ‘and scientists, employing a good patent staff, is entitled to a 
monopoly of those inventions which originate in its research depart- 
ment. 

Senator O’Manoney. What force do you give to the words “limited 
time” in the constitutional provision granting authority of Congress 
to allow such a monopoly ¢ 

Commissioner Watson. I give full force and effect to the words 
“limited time.” Each patent is for 17 years in the absence of an exten- 
sion granted specifically by Congress. 

Senator O’Manonry. Then your position is merely this. 

Commissioner Watson. At the end of 17 years this patent is in the 
public domain and anyone can use it. So there is no extension of a 
patent. It may become obsolete, either at the end of 17 years or even 
at the end of 2 years and the patent may no longer become effective. 

Mr. THURMAN ARNOLD. I think it is a very fair answer. Technically 
you are absolutely right. The difference between us is I am looking at 
the patent pool or the patent portfolio, as the res we are talking about. 
I get my answer that way. You look at the individual patents and 
you get your answer that way. I think we are both right and it gets 
down to an economic question. 

As the protection of investors is a public policy question, is that 
promoted by that kind of protection of research and invention ? 

Mr. Capitan. With the deference of an employee to his former boss, 
I would like to suggest whether the answer to the portfolio or pool 
problem, which you raise, is the tendency of the courts to hold patents 
invalid—which touches men such as Mr. Jungersen in its foree—or 
a direct and frontal attack on the problem of pools and portfolios from 
an antitrust standpoint, toward which your own efforts in the Anti- 
trust Division were directed. 

Judge Arnoxp. I think it should be approached from both angles. 
I don’t want to take up too much time—stop me because I am liable 
to keep going—but I think that the question of the size of the cor- 
poration ‘should be considered very closely with its power to sue for 
infringing and utilizing patents for more than its limited period. 

I know cor por ations that feel that way. Coca-Cola feels that it 
should not limit the inventions it finances, vending machines and 
things of that kind, and Edsel Ford testified the same way. They were 
not interested in the use of the patents. Then Packard said all we want 
out of our patents is to pay the cost of the research and that is a real 
question of policy and that is the central policy. 
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As to the other angle, I think we should force patents into adjudi- 
cation and as to the question of defining patents any more closely 
I give that one up. 

Senator O’Manoney. Perhaps it all boils down to the central ques- 
tion of our times which is the relation of the individual to the organi- 
zation of individuals. We have a Government which was founded 
upon the theory that the individual comes first. The Constitution was 
written for the benefit of the people as individuals. Because of the 
complexity of the modern world, forces have developed at a very rapid 

rate. It makes no difference whether they are corporate organizations, 
managed by employees or Government organizations managed by 
Government employees. The great issue of our time is how to protect 
the individual citizen from the activity of organizations which limit 
the field in which the individual may act. 

The inventors who have come to us are complaining largely upon 
the ground that they cannot compete with the organizations, whether 
they be corporate research institutions or public research institutions. 

And they feel that Congress should so write the law as to set down 
the individual citizen from the activity of organibations which limit 
monopoly. 

Mr. TuurmMan Arnoxp. I think that is the issue. All TI say is if 
you are seeking a definite standard, instead of getting lawyers on 
your staff, I would get a crystal ball and astronomers and two Swedes. 

Senator O’Manoney. You remind me of the apocryphal quotation 
attributed to a Patent Commissioner of some 75 years ago that the era 
of invention had come to an end and no more inventions could be 
adopted. I don’t believe that the era of Congress passing laws which 
the courts must follow has yet come to an end. 

Any questions ? 
I think you have both enlivened and illuminated the situation. 
Mr. Woodward, do you care to come into the discussion at this point ? 


FURTHER STATEMENT OF WILLIAM R. WOODWARD, PATENT 
ATTORNEY, NEW YORK CITY 


Mr. Woopwarp. Yes, I do. I would like to mention first, because 
I think it is the most important thing that has developed, that I was 
very much impressed with the explanation of the Patent Office of its 
need for the performance of its function. I think the Patent Office, 
too, has a key position in the entire patent system and we will never 
realize the full benefits of the way our patent system has been de- 
signed unless the Patent Office can function according to plan. I 
have not heard any dissent from that and therefore I will not discuss 
it any further except to point out that I am a member of one of the 
local patent law associations that is trying to help the Patent Office 
with a large committee of lawyers, some working for companies, some 
in private firms, to see what can be done to get promising men to join 
the Patent Office examining staff. 

I was somewhat impressed with Judge Hand’s desire for a further 
elucidation of facts. But I had the very distinct impression as I 
thought about his presentation that we cannot prove the worth of any 
of our major free institutions by purely statistical methods or inquiries 
designed at statistical compilations. I think most of us who try to. 
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evaluate the patent system or the separation of powers in our Constitu- 
tion under which we operate look to the judgment of history. I believe 
our representatives in Congress spend a great deal of attention on 
history. I know our President is a great reader of history. In this 
matter of the patent system we must look to industrial history. Last 
year, about C hristmastime, there appeared a book called American 
Science and Invention. It is a very excellent book. I found a few 
minor errors in it and I don’t want to vouch for every detail in it. It 
is an amazing presentation. Very informative to me although I have 
been 

Senator O’Manoney. Put the name of the author in the record. 

Mr. Woopwarp. It is by Mitchell Wilson. It is full of illustrations 
that are designed to give an authentic flavor to them. There are 
patent drawings, old engravings reproduced, and it goes back to the 
early colonial days and carries on to the present time, including the 
development of nuclear energy. I would defy anyone to read the story 
of Eli Whitney in there or the career of George Westinghouse or some 
of the other people who have contributed to the development of our 
technology and not get respect for the patent system as it operates 
and not a feeling 

Senator O’Manoney. What did Eli Whitney get out of the patent 
system ? 

Mr. Woopwarp. I mean Elias Howe. Eli Whitney is another ex- 
ample of a case like Mr. Jungersen. In that case it wasn’t adjudica- 
tion of invalidity that caused his difficulties. We did not have the 
type of patent system at that time that we have had since 1836. But 
his inability to collect from the people who used the cotton gin inven- 
tion is very much because of the consideration of a factor like Mr. 
Arnold had in mind that people did not want to give one man power 
over a very valuable invention. 

Senator O’Manoney. Who was the other—let me ask you what 
Elias Howe invented? I know, but I want you to say. 

Mr. Woopwarp. The sewing machine. You will see in that book 
another interesting thing. There is an explanation of the difference 
between Elias Howe’s machine and the machine later improved by 
Singer. 

Senator O’Manoney. Who got the reward, Howe or Singer? 

Mr. Woopwarp. Howe received the principal rewards. His patents 
were sustained finally. Unfortunately it came after many more years 
of hardship than should have been necessary. But he was vindicated 
and he did get the reward even though it was somewhat late. Mr. 
Singer 

Senator O’Manoney. It was too late to enjoy it. 

Mr. Woopwarp. No. What I have in mind is that his wife died 
for lack of adequate medical care before he got the fortune that he 
made later, but he lived quite a while after that. 

Senator .O’Manoney. That illustrates our problem. We don’t 

want any wives of inventors dying for lack of medical care 

Mr. Woopwarp. I think you will find, though, that if you ‘take this 
thing as a whole and you look at the story of Goodyear, you will find 
that we have the facts. We don’t have them in statistical form. We 
have an impressive array of facts that can be evaluated. It is not 
easy—I don’t think it will ever be easy for an inventor or a small 
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company or even a big company to bring an important and far-reach- 
ing invention into acceptance and there will be troubles and I don’t 
think we can ever devise a patent system that will reward people fully 
and extremely quickly. 

Senator O’Manoney. I take it your point is that the facts are here 
open to public inspection which demonstrate that the patent system 
has worked and has been in the public good. 

Mr. Woopwarp. Yes. That is the point. 

Senator O’Manonry. But our problem is how to improve that 
system. 

Mr. Woopwarp. That is right. 

Senator O’Manonry. And you agree that it should be improved ? 

Mr. Woopwarp. Yes. I said for one thing we are all agreed that 
the Patent Office itself has certain needs, important needs, immediate 
needs to perform its function as designed. I was somewhat interested 
in Mr. Robertson’s proposal to deal with this question: do we need 
as many claims in patents to take care of all the eventualities that 
may come up after the patent is issued? I also agree very much with 
him that if you can make an improvement in the practice on that 
type of patent, which I understand is not the average patent but a 
fair number of them, that it is something that your main job to do 
is to persuade the profession that you have a good way of dealing 
with the problem and that that is something which will have to be 
worked out by the people who are most familiar with the problem of 
how patents should be obtained. It is a technical problem that I do 
not think is ready for any legislation for some time. You heard 
yesterday how Mr. Bailey, for example, said that type of complicated 
questions of practice is dealt with in the American Bar Association 
section and I think consideration by that group is very helpful for 
that type of a problem. 

Mr. Mayers brought out the problem of long pendency in the Patent 
Office and I would like to state that I think eventually it would be 
desirable to cut down the time in which the applicant has to answer 
in order that patents may issue more promptly and not catch people 
unawares that something they started to do is now covered by a 
patent that they had no way of knowing about. 

On the other hand we had someone earlier here who said in the 
interest of the individual inventor then it might be desirable for him 
to be able to keep the patent from issuing too soon. I think perhaps 
some compromise could be made that if we ever get to the point when 
patents can be issued very, very promptly, so that there might be a 
danger of prejudicing some person who if the patent issued right 
away would still have to wait 5 or 6 years to get the invention com- 
mercialized and the term of its patents would not cover enough 
period in the actual use of the invention, you might have some way 
of having the patent appear in the normal quick time, but permit a 
delay of the beginning of the 17-year term upon a showing that the 
invention is not yet in use and that it would be desirable to have 
the 17 years begin after a delay of 3 years or something like that. 
That is not an important question now because patents don’t come 
out that fast, but I hope we see the day when we have to consider that 
type of a problem. 
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Senater O’Manoney. That would enable the research labs, both of 
— corporations and of the Government to put patents on the 
shelf. 

Mr. Woopwarp. No. The invention would not necessarily go on 
the shelf of course. But there are many reasons, as Mr. Ballard said, 
why it is not possible to use inventions soon; sometimes the question 
of setting up necessary facilities. In that case I think you might 
even have a showing that you could not. I doubt very much whether 
very many people would use that. 

I think it is much better to have the patent appear promptly any- 
way. Then if there is a need for delaying, it should take place after 
the patent has come out and I don’t think in any event you should 
extend the term. You should only get 17 years. I have made that 
suggestion only as a way of not discouraging the speeding up of patent 
issuance because one or two people may find it desirable to delay 
issuance. 

Senator O’Manoney. We must bear in mind, must we not, that the 
constitutional grant to Congress is one to promote and not to delay. 

Mr. Woopwarp. That is right. I only raise that because there was 
some discussion by other people that it might be desirable to delay it. 
I have no feeling myself that it should be delayed in any case. 

Senator O’Manoney. I understand. 

Mr. Woopwarp. The discussion of adjudication that was proposed 
by Judge Arnold, which he said he discussed with me. I think one 
of the merits is that if it were adopted it would reveal that weak pat- 
ents are not used to collect royalties as much as Mr. Arnold suspects. 
I have not had time to consider that particular proposal very care- 
fully but I don’t see a basic objection. 

Senator O’Manoney. In your paper, which I hope you will submit 
to the committee, I hope you will give consideration to the problem of 
the strong patent in weak hands. 

Mr. Woopwarp. That brings us really to the question of the trial 
courts and our judicial system works fairly well and that it 
is true you have to have some funds if you want to litigate a case, 
but I believe that with the type of professional assistance that is 
available and the arrangements in our judicial system as to costs and 
everything else, I don’t believe that there is a very large number of 
strong patents that fail to get proper recognition because their owners 
do not have the strength to carry them through, to go through with 
them. I don’t believe that our judicial system is that difficult to raise 
any problem there. I think there is probably more to be said for Mr. 
Bruninga’s idea that there should be some roving judges with par- 
ticular experience in patent cases and I would like to add the idea 
that perhaps those judges should not do only patent cases. 

I think Judge Hand’s idea that you should not have specialized 
judges should apply there. They should handle other cases at times. 
One of the benefits of that idea is that the judges are a special branch 
of our Government and a lot of things that judges ethically cannot 
discuss with attorneys who practice before them they can discuss 
among themselves. 

The presence of a body or a number of people with experience in the 
type of subject matter that comes up in ea cases would act as a 
leaven in our Federal judiciary, and I would recommend it particularly 
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to the United States Senate to consider in its constitutional function 
of overseeing the appointment to the United States judiciary to see 
that that additional background would be available in our Federal 
courts in modest proportion. 

One final thing I would like to mention if there is still time. 1 was 
impressed with Mr. Burns’ discussion of the possible tax benefits of 
a depletion allowance in the case of patents. That is a little different 
than the rapid amortization matter which was discussed before. In 
the case of a patent just like the case of an oil well you don’t know 

when your asset will start to produce. As I mentioned on this ques- 
ao of delay, it may be several years after the patent issues before it 
becomes commercially profitable. 

Also the commercial profitability may be cut off quickly long be- 
fore the patent expires, by obsolescence, a new thing coming along. it 
is like an oil well, you don’t know when your drilling i is going to hit 
something and it will produce and you don’t know when suddenly 
there won't be any more oil, so that you can’t give a definite term or 
particular period of years which you should allow for depletion. So 
you have a percentage depletion instead. 

I am not against the principle of percentage depletion. One of the 

dvantages of it from the encouragement point of view is that you 
can recover through percentage depletion more than your original in- 
vestment in that particular asset and I think that is another point 
where patents are also analogous because in many cases your basis, 
your cost for a patent investment may be relatively small. It would 
be hard to improve very much of a basis particularly in the case of an 
individual inventor who has put a lot of his effort in it and you 
should recognize like in the oil case that the basis should be really a 
kind of a discover y value and there again the percentage depletion idea 
would be quite appropriate and I just point that out as to how different 
that is from the rapid amortization where you have a definite cash 
basis and you want to write it off in a particular group of years. 


Senator O’Manoney. Thank you very much. 
Mr. Lutz? 


STATEMENT OF KARL B. LUTZ, PATENT ATTORNEY, 
PITTSBURGH, PA. 


Mr. Lutz. Mr. Chairman, for a patent lawyer to speak at this time 
and place is very much like Daniel in the lion’s den when we sort of 
have to criticize some judges and we lawyers don’t like to do that; 
we might have to appear before the judge someday. 

Senator O’Manoney. The judges are not here. We have only had 
retired judges so you are perfectly safe. 

Mr. Lutz. However, you have asked for frank opinions, and 
I will state mine. Judge Arnold has indicated that the individual 
inventor is extinct. We patent lawyers don’t believe that because we 
meet him every day, and we are certainly in sympathy with the pur- 
pose of this committee which is to help the individual inventor and 
small-business man. I believe that the best way we can do that is to 
make the patent grants as strong as possible, because the individual 
inventor and the small concern often can build up on a patent. 
The large concern may not need the patent nearly asmuch. We should 
keep that in mind all the time, that in strengthening the patent system 
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we are helping primarily the small man. So far as the problem of the 
patent portfolio and the pool, I think, Mr. Caplan has made a good 
suggestion—make a frontal attack on that from the antitrust angle or 
some other angle. If we don’t like the big corporations building up 
their portfolios let’s do something about that, but let’s not weaken 
patents trying to get at the big fellow, because in doing so we are doing 
more harm to the little fellow. 

Mr. Jungersen’s attorney made the suggestion that perhaps we 
could make the examination in the Patent Office more final and con- 
clusive. His remarks were very reminiscent of some hearings on the 
Patent Act of 1836, when that proposal was made. It was ; thought 
when the examination system was introduced in the Patent Office 
that that would solve the problem, but as the Commissioner has pointed 
out, the Patent Office does not have the time under modern conditions, 
and experience has shown you can’t do it that way. You will still 
have to have a final screening by the courts. 

To Judge Hand’s suggestion about making patent procedure parallel 
to copyright procedure, I think that is opposite to what this committee 
is trying to do because that would be weakening the patent grant. 
He would give protection only for actual copying of almost the exact 
thing and anyone experienced in this field knows that would be of 
lesser value and therefore it would be a lesser incentive than a patent 
grant giving a reasonable scope of protection. 

Incidentally that again would be turning the clock back because 
in the Patent Act of 1793 almost that same thing was done, patent 
procedure was quite parallel to copyright procedure and it was found 
it did not work. It got into a very great mess, there was a lot of 
discussion about it: and that led to the act of 1836, which introduced 
igain the examination procedure. 

Getting back to the attitude of the courts, I would like to say a 
word about that. That has been brought up several times. I think 
all patent lawyers agree that the TNEC did a lot of good. It exposed 
some bad situations from the antitrust angle that needed to be cor- 
rected but unfortunately the backwash of that proceeding seem to be 
just what I have said, the idea that we have to whittle down the 
patent grant in order to hit at these antitrust violations. Incidentally 
we patent lawyers hold the hands of the individual inventor and the 
small-business man and we can feel their pulse. We know that they 
were badly injured by the backwash of that TNEC proceeding. 

They became very much discouraged. Some of them went out of 
business entirely. 

So as I say we must have a proper attitude toward patents and 
give encouragement to inventors and their backers. Congress, I be- 
lieve, intended to do that in this new patent code which was recently 
passed. TI believe that Judge Hand has expressed the proper attitude 
toward that congressional enactment in his recent opinion in the 
Bausch & Lomb cases. I believe that if the courts are going to say 
that Congress did not mean what it said, then maybe Congress should 

say it again in more definite language. 

T thank you. 

Senator O’Manonry. Thank you very much, Mr. Lutz. 

Mr. Andrus? 
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STATEMENT OF ELWIN A. ANDRUS, MILWAUKEE, WIS. 


Mr. Anprus. As I look at the patent laws, they must of necessity 
deal equally with all inventors whether they work in the attic by 
themselves or whether they work in a corporate research laboratory, 
whether they are poor in worldly goods or rich by worldly standards, 
or whether they are highly educated or not. 

Senator O’Manonery. That is not the principle of the income tax. 

Mr. Anprus. That is all right. But the patent law is not for a 
class as I look at it. It should be equal with respect to all inventors 
in order to encourage invention. If there is any inequality under the 
present patent law I am sure it is not from any intent or fault of 
Congress. The Patent Act does not create any inequality in it. 
If there is any, it is rather due to our own confusion or lack of under- 
standing in the interpretation of the law by lawyers and courts. 

It is my belief that “the million-dollar laboratory” that you re- 
ferred to in your opening statement, Senator, is not “usurping the 
function of the garret inventor ;” as queried by you, I have noted in 
my practice over a number of years a considerable increase in the 
number of small corporations being formed, to go into business, and 
it seems to me that a larger proportion of the business of the country 
that would be utilizing inventions is being conducted today by cor- 
porations than by individuals. 

Senator O’Manoney. That, of course, raises the question of the 
small-business man which is constantly before Congress. 

Mr. Anprus. That is correct. 

Senator O’Manonry. We passed a reorganization act several years 
ago in which one of the provisions was to abolish special committees. 
One of the special committees that Congress used to establish was 
the Committee on Small Business. 

Well, in spite of the adoption of the law and the abolition of small 
committees as a rule of Congress, Congress lost no time in suspending 
that rule and reestablishing the Small Business Committee in both 
Houses. And when this administration began, one of its first acts 
was to abolish the Small Business Administration, but it soon re- 
traced its steps and established a new Small Business Administration. 
That I take it to be an illustration of the fact that there is an inherent 
demand in our society to protect the individual against organizations 
and help him in competing with organizations. 

Mr. Anprus. I shall come to that to some extent in my further state- 
ment. But when you say that only about 47 percent, less than half 

Senator O’Manoney. Don’t use you in the personal sense, because 
I didn’t say that. 

Mr. Anprvus. All right. Well, when it is said that only about 47 
percent or less than half of the patents are issuing today to individuals 
as distinguished from corporations, and that a larger percentage issued 
to individuals in the years past, why should we not ask if 47 percent 
of the Nation’s commercial and manufacturing business that utilizes 
inventions is being done by individuals today ? 

If less than 47 percent of that is being done by individuals, then 
the ratio with respect to patent assignments is not out of hand. 

Senator O’Manonery. Of course, we should ask that question and it 
is constantly being asked. Why there is such great concentration of 
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economic power in a few hands, management by employees who 
manage but do not own. 

Mr. Anprvus. I am not talking about the few hands, I am merely 
talking about the corporations as such. There may be thousands of 
small corporations, too. 

Senator O’Manoney. There are. 

Mr. Anprus. Many corporations in my experience are created by 
inventors and risk capital getting together in order to start a new 
business. Only by getting the patents into the hands of those doing 
the business of the Nation can it be expected that the inventions will 
be given an opportunity to become useful commercially and thereby 
to reward the inventors. 

I for one, Senator, welcome the increase in percentage of patents 
issuing to corpor ations for that indicates a better functioning of our 
system in moving inventions to the market. I wish the individual 
inventors could all sell their inventions or get them to the market. 
Usually today, getting to the market means incorporating, and that is 
often done prior to the issuance of a patent. ‘Then a patent is issued 
to the corporation. I suppose you could study the number that are 
new corporations, somehow or other, and those that are old. I do not 
have any figures. I donot know. 

If there is any problem for the individual inventor in connecting 
with venture capital I guess our friend Donn Bennett who testified here 
yesterday is fast solv ing that problem to some extent. 

I say, too, if we could command a better respect for patents, as has 
been suggested here, venture capital would be more willing to enter 
this field than it is today. 

I think the problem of all inventors whether they be individual or 
corporate employees, lies in the lack of respect for their production. 
If inventions are not to be respected as property, there is no sense in 
the garret inventor starving himself to death to make one and further- 
more the corporate laboratory inventor would soon be out of a job, too. 

I consider the patent system as the only means we have today for 
compelling competition in inventing, in ‘development and research. 
It does just that. Much of our progress is dependent upon that very 
competition that is enforced by our patent system. 

Senator O’Manoney. In other words, if the patent system were 
abolished, then there would be a lack of stimulant for invention. 

Mr. Anprus. That is my position, sir. If others are free to copy 
the developments of anyone, private investment in research will not 
be able to survive for long, except in those fields and for those business 
units that are large enough to adequately protect certain things by 
secrecy. Outside of that veil the investment in research would have 
to come down to a low level. 

Senator O’Manoney,. I take it you would not object to my inferring 
from your statement that if the patent is not respected not only in 
the field of industry and in the market but in the courts, that the result 
will be to increase the overall monopoly of those who may establish 
large research labs. 

Mr. Anprvs. I would rather think that a greater respect for patents 
would benefit the individual inventor to a larger extent than perhaps 
it benefits organized commercial units. 

Senator O’Manoney. I thought that is what you were saying. 
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Mr. Anprus. I want to call attention, however, to the fact that in 
research labs the individual inventor is the all important man just 
the same as the individual inventor is on the outside and if you start 
curtailing by trying to say that because a research lab makes a basic 
invention it shall not have the right to make any improvements as I 
believe was suggested here, because of portfolio conditions, then you’re 
curtailing the rights of the individual inventor in the lab with respect 
to his job too. 

Senator O’Manoney. You are not encouraging the free enterpriser 
because the free enterpriser is the individual whereas the employee 
inventor in a research lab is merely an agent of the big organization ? 

Mr. Anprvs. I regard the question of the field of invention to be 
the same, the question of the field of commercial endeavor may be 
different. If you talk about the individual inventor— 

Senator O’Manonry. I agree with you, the field of invention is the 
same. I quite agree. But the duty of Congress under the Constitu- 
tion is to maintain liberty and opportunity for the individual. 

Mr. Anprvus. That is correct. But one of the advantages or rather 
good sides of our patent law in a sense is that it applies equally to 
all inventors and it is not intended as a class legislation to assist 
antitrust laws or to assist other types of laws that relate to commerce 
and industry but it applies to the inventor and that is a very important 
item and it should apply equally to them at all times. 

Senator O’Manoney. You would not deny that it ought to be writ- 
ten in such terms that it would be, if that were possible, an aid to 
those who would like to violate the antitrust laws. 

Mr. Anprus. The antitrust laws can apply entirely by themselves 
to whatever is deemed best by Congress to have them apply to. I 
might get to a point there that I can answer a little later easier. 

Twill j jump ahead for a moment. 

Senator O’Manonry. I am sorry to have interrupted the continuity 
of your statement, Mr. Andrus. 

Mr. Anprvs. I have that m there. As I look at the question of the 
courts—I would like to come to that subject and I think I will come to 
your position—if the courts fail to respect patents, it is the same as 
failing to respect a law. 

A law that has failed of enforcement ultimately becomes disre- 
spected by all. Patents give that same impression to the public if 
it is thought that the courts do not respect them. Then others, includ- 
ing corporate organizations and the public will not respect them. 

The only way of getting a successful operation of the patent system 
is to have the courts follow the congressional intent and insist upon 
a high regard for the exclusive grant of the property right under the 
patent. 

I am not concerned with those court decisions of course that find 
direct anticipation as under section 102. If direct anticipation of the 
invention occurs, if it is old, no patent should stand against that. 

But I am concerned with two types of court holdings and I think 
something can be done about them. First, I take exception to those 
court holdings that fail to treat the property right of the patent grant 
with the same respect as other forms of property rights, such as those 
based upon the patent toa mining claim. 

Instead some courts treat a patent grant for an invention pretty 
much as a monopoly of the odious character prohibited by the anti- 
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trust laws and even against public policy in some instances. Such 
confusion between a true property grant and a monopoly only serves 
to undermine the very framework of our American w ay of life. 

It is an anomaly to me—and here I come to the point you asked a 
moment ago—that our antitrust laws are for the purpose of main- 
taining competition in the commercial world as I gather, to maintain 
competition in the commercial world in all of its fields, and yet that 
law is used to strike down in many instances, the patent grant and the 
patent system which is the only means of maintaining competition in 
the field of development and inventive effort. 

The patent laws are parallel to the antitrust laws in their purpose 
and function of maintaining competition, the one in the field of inven- 
tion, the other in the field of commerce. One should not conflict with 
the other, and I venture to suggest that perhaps the former is the more 
important to the survival of our Nation in this troubled world. 

It is an anomaly also in my opinion that some of the courts have 
gone to the point of holding certain types of patent operation as 
against public policy. 

“For instance, if a manufac ‘turer of a staple commodity happens to 
own a patent on a process of using the commodity and he tries to en- 
force that patent against an infringer, the courts have held that to 
enforce it would be against public policy because it would in effect 
tend to give him a monopoly on the commodity. That same pat- 
ent, if it were in the hands of XYZ out here who does not do a thing 
for the public, who does not make anything or sell the public any- 
thing, which not have attached to it the so-called anti-public-policy 
stigma. 

I say that Congress can and should do something about some of 
these things and ‘they should very substantially strengthen section 
271 (d) of the present law. I don’t have the wording of what I would 
suggest at this moment but along the lines I have ‘been discussing I 
think you can find room to strengthen section 271 (d). 

Now the second type of court decision that I frequently take ex- 
ception to is that invalidating patents for lack of invention under 
section 103. 

Every time a court holds the property right of a patent to be invalid 
for lack of invention, let us say, it is in effect giving the public a 
free ride on somebody’s investment. It may be the investment of years 
of work on the part of some so-called attic inventor. It may be the 
investment of hundreds of thousands of dollars of stockholders’ 
money, paying for the time of expensive research personnel and fa- 
cilities. 

I would like to question just what is the issue of the lack of inven- 
tion under section 103. I have often wondered whether it is not 
merely an expression as to quality of the novelty required for pat- 
entability. Regardless of how it should be considered, if the test of 
patent: ibility is held to be so high as only to be met by that class of 
inventions of such technical charac ‘ter that are understandable only 
by a person with a doctor’s degree in science and not by a layman 
such as we are, or by the court, then we can truthfully say that the 
patent system is merely for a class, merely for the genius or super- 
educated man. 
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I, for one, believe that our constitutional forefathers intended the 
patent system for the common man, to encourage the invention of 
simple devices sometimes called gadgets, if you please, for the useful 
arts. The simplicity of the invention, if it is actually novel, should 
not detract from its patentability. 

We should not test the inventiveness of the simple device illustrated 
in Donn Bennett’s TV show, the Big Idea, for instance by the skill 
of the scientific man but rather by the skill of the common man, the 
type of people who produce simple devices. 

Our patent system was intended by Congress to function at all 
levels of education, all levels of economic effort and for all levels of 
use. The patent laws do not distinguish in that regard today. 

We do not live by automation alone, but we live by simple things 
around us. I can conceive of patentable invention being possible in 
each level of civilization and in each level of life. There is no need 
of increasing the requirement of patentability with each advance 
of intelligence or of science as a whole. We still need the simple 
improvement in America and you will not get these from the genius 
or superintelligent researcher. 

I think the patent system should be made to function in all levels 
of our economy, in all levels of our efforts and of our needs. It is 
just as important to have inventions in each one of those fields. 

Senator O’Manonry. I think you have made a very clear and 
impressive statement, Mr. Andrus, and I hope that when you prepare 
an additional paper to submit to the committee, you will make specific 
recommendations with respect to the standard, the test which should 
be applied and with respect to the definition so that the courts may 
be guided as well. As to this problem of the gadgeteer, all levels of 
society, I think, must be benefited by the law and I think the common 
man is the principal objective of our system and of our legislation, 
as it is of our Constitution. 

Mr. Anorus. I shall be glad to send that statement of some recom- 
mendations, specific recommendations for your study, they are not 
necessarily recommendations that are prepared for final action in 
that sense. I have some very definite ideas. 

We have been working on some of them in Milwaukee in our Patent 
Law Association. 

Senator O’Manonery. We will be very happy to receive them. 

Mr. Anprus. I will say this, however, that I am inclined to agree 
with Thurman Arnold that by statute you cannot define invention 
much better than it is in section 103. 

I am not inclined to change that definition. 

Senator O’Manoney. See what you can do. 

Mr. Anprus. Yes, sir. 

Senator O’Manoney. Thank you very much, Mr. Andrus. 

We are most appreciative. 


Mr. Reynolds? 


STATEMENT OF EDWIN L. REYNOLDS, CHIEF TECHNICAL ADVISER, 
UNITED STATES COURT OF CUSTOMS AND PATENT APPEALS 


Mr. Reynoxps. I would just like to say a word on behalf of the 
technical advisers to the courts. Mr. Bruninga nominated them for 
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oblivion yesterday on the ground that they attempt to usurp the 
judicial function by deciding the cases. 

I think any judge that wants someone else to decide his cases won’t 
have any trouble in finding someone to do it and conceivably might 
even find someone worse than a technical adviser for that purpose. 

I think there is a lot to be said for this idea that you get a refresh- 
ing approach to a case by a judge who is not steeped in the patent 
law. 

But the approach would be more refreshing if he knows what he is 
approaching and it is possible that the technical adviser might help 
him with that. 

Senator O’Manoney. I wonder if you would care to make any com- 
ment on the suggestion of Judge Hand that the Court of Patent Ap- 
peals should be a revolving court rather than a court of judges and 
experts who are devoted solely to that problem ? 

Mr. Reynoups. I think that is probably a good idea. I think you 
get into a position where you can’t see the woods for the trees some- 
times and it is advisable to get an outside approach. That is all I want 
to say. 

Senator O’Manoney. I did not want to cut you off. 

Mr. Reyno.ps. That is all I have to say. Thank you, Senator. 

Mr. Carian. Did you have any comment on the suggestion that 
interparty matters be heard by officials of the Patent Office who are 
going to decide the cases ? 

Mr. Reynowps. It is much more expensive to the parties to require 
them to come to Washington. 

There is a provision in the rules now whereby if the parties agree to 
it, they can have someone from the Office attend the hearing and act as 


a hearing officer and that provision has only been invoked once or 
twice. 


So it is generally satisfactory as it is. 

Senator O’Manoney. Some tribunals with headquarters in Wash- 
ington have examiners who travel to where the litigants are. 

Mr. Reynoxps. The practice is permissible now only where the 
parties request it. Up to now it has only been requested once or twice. 
So I think they get along pretty well without it. 

Senator O’Manonry. We are all mentally hungry at this table and 
through this room but I am afraid that physical hunger is overcoming 
our mental hunger and that the time has come to call this session to a 
close. 

I don’t want to appear to be cutting off anybody who may wish to 

ae any presentation. So if there are any persons in the audience 

who have hoped to say something to the committee at this session I 
can only say now that you will have the future oppor tunity. 

File your names with the clerk of the committee, tell the subject 
upon which you wish to speak. If you can handle the subject by 
preparing a paper, we will be very glad to have it. 

And I am sure it will be much more effective when our minds have 
been rested with a little of the physical relaxation that nature provides 
for us, and the food that we can get. 

I think it is understood, is it not, that this was intended to be a 
perfectly open hearing for all to present their suggestions ? 





238 AMERICAN PATENT SYSTEM 


It was designed to develop ideas for the committee itself in the 
conduct of its investigation and the findings of its future agenda. The 
study is by no means over. We think we are getting a lot of very 

valuable material and I hope that everybody here and ‘everybody who 
has contributed to this hearing will carefully review what has been 
said and make that review the basis of such further suggestions as 
may seem advisable. 

We will announce the new hearings and the time for them when 
the staff and the members of the committee have had the opportunity 
to go over the material thus far produced. 

I want to thank Commissioner Watson and Mr. Federico and all 
who have come here at our invitation; frankly many more came than 
we expected, when this open session was planned. I think that it has 
been productive and we are most grateful to all of you. 

The committee is now adjourned at the call of the Chair. 

(Whereupon, at 1:45 p. m., the hearing adjourned, subject to the 
call of the Chair.) 





APPENDIX 


STATEMENT OF FRANK AHERN, JR., PATENT ATTORNEY, LOS ANGELES, CALIF. 


I would like to make a suggestion to your subcommittee in respect to improving 
the patent system. My suggestion is to have the Patent Office Board of Appeals 
responsible for the classification of patents. Invention, in my opinion, is purely 
a matter of classification. Thus, when considering the patentability of an 
invention, the principal question concerns whether the invention is like or unlike 
the prior art. 

I think that I have read every article appearing in the Journal of the Patent 
Office Society regarding the classification of patents. I have found that patents 
are not classified according to rules of logic, as might be supposed, but that 
an attempt is made to classify them according to the various rules of law 
promulgated by the courts. It naturally follows, due to the confused and con- 
flicting opinions of the courts, that the present patent “classification” is hope- 
lessly confused. I know whereof I speak, because a little over a year ago I was 
doing search work in Washington. I found this type of work so futile (as a 
search is never over) that I finally refused to do any more of it; yet it could be 
very interesting. 

If the Board of Appeals were made responsible for the classification of patents, 
then the question of invention could become a problem in logic. It is even 
possible, I believe, due to the development of symbolical logic, as distinguished 
from classical logic, that the question of invention could become a matter of 
mathematics. However this may be, if the question of invention is only made 
a problem in logic, a great deal of progress would be made. In such an event, 
the courts would follow the rules developed in the Patent Office, rather than vice 
versa as the situation is now. This, I think, would tend to provide for the 
patentee the greater degree of certainty in regard to his rights that is now 
desired. 

In order to make the idea I expressed workable, i. e., the idea of having the 
Board of Appeals responsible for the classification of patents, so that the ques- 
tion of invention could be decided according to the rules of logic, it will be 
necessary to have the preamble or introductory clause of a claim definitely 
considered as a limitation thereof. As the law stands now, the preamble is 
sometimes considered a limitation, and sometimes it is not. This is one of the 
situations I had in mind when I mentioned the confused and conflicting opinions 
of the courts. (See Doble Engineering Co. v. Leeds and Northrup Co. (C. A. 1, 
1943), 134 F. 2d 78, 56 U. S. P. Q. 426; Kropa v. Robie (C. C. P. A., 1951), 187 
F, 2d 150, 88 U. S. P. Q. 478; and the comment by Simon Broder, Peripatetic Pre- 
amble, 33 J. P. O. 8S. 855.) 

The two cases cited above mention the conflicting opinions rendered by the 
courts in respect to the meaning to be given the preamble of a claim. In the 
Doble case the Court of Appeals for the First Circuit decided that the preamble 
should be considered a limitation, and the opinion further states why it should 
be so considered. In the Kropa case the Court of Customs and Patent Appeals 
reviewed a number of prior cases, and then stated a rule as to when the preamble 
should be considered a limitation, and when it should not. The Board of Ap- 
peals, incidentally, has also expressly decided that the preamble is a limitation. 
(See Ex parte Green (1947), 74 U. S. P. Q. 272. See also the book by Ellis, 
Patent Claims, sec. 197.) 

However, even though there is plenty of authority making the preamble a limi- 
tation, there are still many cases where this is not done, apparently follow ing the 
theory that broad claims are best. I would recommend, therefore, that the mat- 
ter be corrected by legislation, as by adding a sentence to the second paragraph 
of section 112 of the act of 1952. Such a sentence could read: “The introductory 
clause of a claim or claims shall be considered as a limitation thereof.’ The 
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advantages of doing this were briefly stated by Mr. Broder in his comment on 
the Kropa case, cited above. 

Two of the several advantages stated by Mr. Broder are very pertinent here: 
First, making the preamble a limitation of a claim will tend to make the rights of 
the patentee more certain, and second, it will greatly facilitate the classifica- 
tion of patents. I have the thought in mind that the Patent Office should require 
patent solicitors to make the preamble meaningful, so that these advantages will 
not be merely an abstraction, but an actual reality. I envison the scope of the 
preamble being determined by the scope of the class in which the invention 
belongs, and I envision the scope of the class being determined by decisions of the 
Board of Appeals. Thus the Board would be the group responsible for the classi- 
fication of patents. 

An excellent example of what I have in mind, that is, the use of the method 
of deciding the question of invention by means of classification, is given by the 
Minerals Separation case (242 U.S. 261, 61 L. Ed. 286). In this case 30 prior art 
patents were cited by the defendant in his attempt to anticipate the patent in 
suit. The Supreme Court distinguished the inventions disclosed by these patents 
from that disclosed by the patent in suit by, first, dividing the prior art patents 
into 2 classes, and then, distinguishing the patent in suit from the patents 
grouped within the closer of the 2 classes. 

I think that the question of fact thus decided by the Court, that is, as to the dis- 
tinction between the two classes, should be held controlling in regard to the 
classification of patents. Also, I think that this type of decision should be 
extended to all other types or classes of inventions, so that there would be a 
greater degree of certainty as to the class in which an invention belongs. This 
would not be doing any more than bringing patent decisions within the doctrine 
of stare decisis, and thus more in accordance with the recognized theory of 
Anglo-American jurisprudence. 

If the foregoing meets with a favorable response, I would recommend that 
section 9 of the act of 1952 be revised by providing that “The Board of Appeals 
may revise and maintain the classification * * *, etc.,’ or better, that “The 
Board of Appeals shall maintain the classification * * *, ete.”; and possibly 
also by adding a sentence to the effect that “Patents shall be classified according 
to the statement of the invention set forth in the introductory clause of the claim 
or claims therefor.” 

Another change I would recommend is in regard to section 100 (b). This sec- 
tion provides that a new use of a known process, machine, manufacture, ete., is 
patentable. Yet it has been construed to mean only that new uses of known 
processes are patentable, and that new uses of known machines and manufac- 
tures, etc., are not. It seems to me that a new use is in the nature of a discovery, 
and that as such it should be patentable, even though it relates to the new use 
of a known machine or manufacture. Insofar as I am aware, this is also the 
prevailing opinion of the majority of the patent profession. It also seems to be 
the opinion of the mythical man in the street who wants a patent. 

Finally, in view of the fact that I think the courts should follow the rules gov- 
erning the method for deciding the question of invention as these rules are to be 
developed by the Patent Office, I would recommend that some provision be made 
for the Office to furnish expert witnesses for the guidance of the courts in this 
respect. If this would be too expensive, two alternate possibilities would be: 
(1) To permit any party involved in patent litigation to take the deposition of 
an appropriate official in the Office for this purpose, or (2) to permit any party 
to obtain an affidavit from such an official, which affidavit would give informa- 
tion relating to the classification of the patent in suit, and distinguishing the 
class thereof from related classes. Any of these possibilities could easily be 
included in section 282 of the act. 

The idea I have in mind in making the above recommendation is to bring the 
findings of fact made by the Patent Office more in line with such findings made 
by other administrative agencies when the same are made subject to judicial 
review. The question of invention is generally considered to be a question of 
fact. It seems to me that the courts should give just as much weight to the 
findings of fact by the Patent Office as they give to such findings by the other 
agencies. Thus I think that the courts, when considering the issue of validity, 
should treat the finding of patentability as conclusive when the same is supported 
by “substantial evidence” (within the meaning of this term as it is used in 
administrative law). The purpose of this recommendation is to provide such 
evidence for the use of the courts, and thus to make the presumption of validity 
of a patent really mean something. 
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The news reports describing the progress of your hearings report that Judge 
Learned Hand has suggested that a “basic reorientation” of the patent system 
may be in order; and that a study should be made to determine whether patents 
should be granted for only the more excellent inventions, or whether they should 
be granted merely upon registration. While I agree that a basic reorientation 
is in order, I do not think that either one of the two alternatives mentioned is 
satisfactory ; both are extremes. 

My experience in private practice has proved to me that the people want 
patents. They often want them for very simple things, and they often want 
them with a passion, and I think that they should get them. Very few of these 
people come up with anything that could be considered an excellent invention, 
yet they often do come up with something well worthwhile. If a very high 
standard of invention were required, very few of our clients would obtain patents. 
This would not only be unjust to them, and defeat the urge to do some original 
thinking on their part, but would also defeat the very purpose of the patent 
system, which is to promote economic competition by protecting the manufac- 
turers of newly developed products. 

If, on the other hand, a very low standard of invention were permitted, as by 
the use of a registration system, the purpose of the patent system would again 
be defeated. For in this case the rights of the patentee would be even less cer- 
tain than they are now. Consequently, the value of a patent in business would 
drop. This opinion is, I think, borne out by the facts of the patent situation in 
Europe. France has a registration system, and Germany has a rigid examina- 
tion system. Other things being equal, the value of a German patent is greater 
than the value of a French patent. 

Thus I want to conclude with an argument in favor of my suggestion. I think 
that the above will not only provide the basic reorientation required, but it will 
not, like the two alternative proposals, upset our whole theory of patent law. 
It would only make use of certain features already in the law. It would do 
this by giving these features the authority of legislation. If they are enacted 
I think that our patent system will really be a system. The only trouble with 
it now is that it has grown too big and needs to be reorganized. What I have 
suggested is only one means by which this may possibly be done. 


STATEMENT OF Harry C. ALBERTS, PATENT ATTORNEY, CHICAGO, ILI. 


THE PATENT STATUTES AND THEIR INIQUITOUS INTERPRETATIONS 


The patent statutes and the constitutional provision from which they stem 
as a medium to promote the arts and sciences have just about run the gamut 
of their original objective. This is the inevitable result flowing from the highly 
technical and abstract interpretations which the courts have pursued in an un- 
conscious tendency of finding patented inventions to be old or unimpressive based 
upon technical defenses. These technical defenses involve prior knowledge and 
uses, prior publications and prior art which contributed nothing to the defend- 
ant’s appreciation except as an effective missile to wipe out the patent grant. 
Up to the time of suit by the patentee for the alleged infringement of his patent, 
the defendant in many instances exclusively utilized the knowledge disclosed by 
the patent in suit. 

After a threat of suit or suit is actually filed, the defendant searches the prior 
art and scans the archives for an effective defense. This is usually effective 
in convincing a court that there is nothing new under the sun, and also that the 
Patent Office grievously erred in the issuance of the patent. The defense then 
and there deals a lethal blow to our patent system because the fundamental rule 
that a patent is prima facie valid amounts to little more than unrealistic ab- 
stractions. In fact, the courts’ comparison of the patent in suit with old and 
uncommercialized prior art urged by a defendant constitutes nothing more than 
an abstraction because these prior art disclosures never contributed anything 
to the defendant’s alleged infringing practices, except to serve as a belated tech- 
nieal defense. Nevertheless, the defendant undoubtedly received concrete sug- 
gestions from the patentee or his patented disclosure, and thus reaped benefits 
therefrom. 

On one hand, the defendant derived an appreciable advantage from the patented 
disclosure and, therefore, the extent of such aid or contribution to the defendant 
should be the measure of the scope of the patent to that particular defendant. 
This is a factual situation that can be accurately determined, and should be the 
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basis of the equitable principle upon which the presence or absence of patentable 
utility (practical novelty) should be measured in a given case. The equities of 
the respective parties to the suit should be a vital basis of determining right from 
wrong. Did this patent in suit aid the defendant and to what extent? 

On the other hand, the defendant’s reliance upon prior art which has found 
no practical appeal in that industry or never before was considered to be of any 
commercial value should under the circumstances be considered and such should 
be compelling in the refusal of attributing any particular significance thereto 
as a defense upon the basis of an equitable estoppel because (1) the defendant 
profited from the patented disclosure, and (2) never was spurred into his alleged 
infringing practices by the prior art or knowledge now relied upon as a defense. 
Consequently, the extent to which the plaintiff's patented development aided the 
defendant and contributed to his advantage, should be the basis of determining 
the presence of patentable novelty in a given situation. 

Reasoning a step further, the lack of impression which the prior art made upon 
the defendant or others in the field should dilute the effect thereof as an invali- 
dating defense, and the presence or absence of patentable invention factually de- 
termined on this basis. This would be a more certain and satisfactory determina- 
tion than the abstractions being practiced by the courts in attempting to define 
invention as distinguished from mere mechanical skill in any given case. This 
would lend force and effect to the factual degree of utility any patent has con- 
tributed to any industry or art, and would constitute a much more realistic basis 
upon which relief should be granted or denied in any particular equity proceeding 
charging patent infringement. 

This analysis is generated by the high regard the courts put upon an alleged 
confidential disclosure usually verbally transmitted and depending entirely upon 
the ability of the complainant to tell his story more vividly than the defendant. 
An alleged confidential disclosure need not be novel or meet any particular re- 
quirements as to originality, and yet one can receive such an alleged disclosure 
in the ordinary course of business without having any awareness of an impend- 
ing inference that the discloser expects that his equity therein shall be protected 
by the invited receiver of the disclosure. 

There is, however, some additional observations in connection with the sugges- 
tion of evaluating patent grants on the basis of their actual and factual contribu- 
tions to an industry or to the public rather than upon an abstract comparison 
with the archives or abstract paper records of the past. If the courts can and 
do give relief to anyone who makes an unpatented disclosure to another in con- 
fidence under the circumstances of the latter using such contribution without 
making any satisfactory arrangement with the former (such being termed a 
breach of a confidential disclosure), then I must conclude, in order to be con- 
sistent, that recovery on a patent grant should also be on a basis of the equities 
involved in the contribution that assisted the infringer. 

One who breaches a confidential disclosure is legally bound to make retribution 
and account therefor even though what has been disclosed is old and is open to 
the rest of the world. This has given use to many verbal charges of disclosures 
having been made in confidence, and if the discloser is especially adept or clever 
at innuendoes he can usually portray a situation in a manner that colors the 
taint of the user or receiver of the so-called alleged confidential discloser. This 
has happened and is becoming alarmingly the vogue in present litigation wherein 
the alleged discloser may even have resorted to patent protection and, feeling 
that the latter is vulnerable, relies exclusively on the alleged confidential dis- 
elosure, which by some strange thinking is free from vulnerable onslaught even 
if the content thereof is as old as time itself. 

Consequently, the courts deal in abstractions in deciding the validity of a 
patent and subject it to the most detailed and technical scrutiny, but in the case 
of an unpatentable concept which is disclosed to a businessman on vague terms 
and should the businessman decide to take a look and thereafter cannot get to- 
gether with the discloser, he is bound by a strict equitable doctrine to recognize 
rights in an unpatented and otherwise old concept while a patent grant covering 
a novel concept would be subject to technical defenses unavailable as a defense 
to a suit for the alleged breach of a confidential disclosure. 

In the latter situation, the party who looks at something at the invitation of 
the discloser, even though the concept proves not to be novel in any respect, is 
forever bound to either pay tribute as long as he uses the concept (not merely 
for 17 years) on the discloser’s own arbitrary terms or face expensive litigation 
with a doubtful outcome based upon the current approach. In a patent case, 
the defendant ean invalidate on prior art, prior publications, and prior uses 
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starting from the beginning of the world—even though none of these defenses 
contributed anything to the infringer’s sum of knowledge in connection with 
the infringing practices. 

There is no justification for the dual standards in these two situations. If 
anything, a patent grant that has the stamp of approval of the Government 
should be given more sacred protection than indefinite, vague, and loose proposals 
that have been used as an instrument of confidential disclosures in trapping the 
unthinking and innocent who chance to examine such at the request of the dis- 
closer in the ordinary course of business. This sort of claim is becoming in- 
creasingly popular because of the subtle vagaries involved that appeal to shrewd 
maneuvering. 

Such a disclosure is less impressive from an equitable standpoint than the sit 
uation which involved an issued patent available for inspection from the Patent 
Office records or is disclosed in the Official Patent Office Gazette or knowledge 
acquired from a patented device having the patent notice thereon and thus seen 
in commerce. One who benefits from such patented disclosures should be com- 
mitted to an equitable estoppel to contest validity from an equitable stand- 
point with much more justification than the receiver of an alleged confidential 
disclosure verbally transmitted and concerning which there may be a bona fide 
dispute as to the conditions under which such a disclosure was made. 

The courts will not consider lack of novelty as a defense in such a so-called 
confidential disclosure situation; however, one who procures a patent and has 
convinced the Patent Office that patentable novelty is involved in his disclosure 
and goes to a substantial expense to procure a prima facie valid patent grant, 
is subjected to the most extreme tests to establish patentable novelty all over 
again with the defendant’s opportunity to show lack of novelty from disclosures 
available from the beginning of time. 

It is no wonder that it is now an accepted saying that ‘there is nothing new 
under the sun.” This should be qualified by the exception, namely, an alleged 
confidential disclosure of anything new or old so long as the invited “dis- 
closee” is less adept at sensing the significance of the situation being created 
by a shrewd discloser. It is high time that some consistency be resolved in 
treating patented disclosures with much more reverence than questionable unpat- 
ented disclosures, and should the latter be worthy of any legal protective cloak, 
then some standard of prerequisites should be enacted for making the terms of the 
disclosure clear and unmistakable. These prerequisite requirements in making 
an enforceable confidential disclosure should parallel the requirements for over- 
coming the statute of frauds covering contracts. 

Such enforceable disclosures of unpatented matter should require that the 
terms thereof be reduced to writing and accepted before the disclosure is made 
and received; that if the discloser has procured a patent thereon, the latter is 
the sole remedy to be relied upon rather than the alleged confidential disclosure ; 
and that the alleged confidential disclosure shall only be effective up to the date 
of filing a patent application thereon, since both rights should not be exercised 
and only one enforced at the discretion of the discloser. 

In my humble opinion, confidential disclosures should be codified so that 
certain rigid requirements have to be met before the court may grant relief 
thereon and thus restrict these to situations which are worthy and meritorious— 
rather than permit them to become a device for entrapping unthinking people who 
do not make it a practice to consult a lawyer each time they make a move in a 
business venture. On the other hand, the patent laws should be changed to liber- 
alize the conditions under which there should be a recovery for the patentee, 
and thus give preference to patent protection and less effect to unpatented dis- 
closures made to entrap the unthinking or the novice. The time has come for 
the Federal Government to insure its own grants against iniquity, and protect 
the public from impositions by subtle gestures at the hands of shrewd oppor- 
tunists under the guise of making the so-called confidential disclosures. 


STATEMENT OF ELWIN A. ANDkUS, PATENT ATTORNEY, MILWAUKEE, WIs. 


In my opinion it may be too early to fully appraise the working of the patent 
System under the new patent act of 1952 made effective on January 1, 1953. 
The Supreme Court has not as yet settled the vital questions of interpretation 
of the new law, although many lower court decisions have tended to ignore the 
clear legislative intent of the new act. 
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As I stated at the conference, I believe that the Patent Act must apply 
equally to all inventors whether they work alone as in the “garret” or whether 
they work in groups as in large research laboratories. It is the individual] 
with the “idea” that counts in the first instance. He is the one that must he 
awarded to simulate invention. 

But a patent is not a direct-monetary award. It only serves to protect the 
effort of the inventor or of his backer to develop and market the invention, and 
it is from this marketing of the invention in competition with other inventions 
that any monetary award finally reaches the inventor. Take away the award 
from the hacker of the garret inventor or of the research laboratory and all 
inventors will be penalized. 

There is no such distinction in the field of invention as between the alleged 
large and small inventor, as exists in the field of commerce between large and 
small business nnits. Since all inventors are individuals all inventors are of 
the same category. The only difference hetween the corporate employee in- 
ventor and the so-called independent inventor is not in size, but rather in having 
or not having a backer capable of developing and marketing the invention. 

As T pointed out at the conference, patents are our only means for enfore- 
ing competition in the field of invention, just as the antitrust laws are a power- 
ful means for enforcing competition in commerce. The two fields of law have 
the same general purpose and it is clear to me that of the two. natents provide 
the greater public benefit. Without competition in inventing there would 
be no real progress in new processes and things which are so essential to our 
well being. 

T repeat that it is anomalous that the antitrust laws are used to strike down 
a system which enforces competition. Only by recognizing and respecting the 
right of property in inventive ideas can we derive the necessary public benefit 
from our patent system. No real benefit to the public results from striking down 
the pronerty right of the patent. 

In this regard it seems to me that the Supreme Court in its decision of the 
ease of Great Atlantic & Pacific Tea Co. v. Sunermarket Equinment Corpora- 
tion (340 U0. S. 147: 71 Sup. Ct. 127: 95 L. Ed. 162: 87 U. S. P. Q. 308) did more 
harm to the public by reason of the publie’s reaction towards patents generally, 
than could possibly have been done if the patent had been sustained and en- 
forced. In fact, sustaining of the patent would not have deprived the public 
of anything it was not already getting through the patentee’s commercial en- 
deavors, and probably would have resulted in the infringer’s inventing of a better 
device for the purpose. 

Liberality in invalidating patents only gives the thief his freedom, and 
insofar as the publie can then poach upon the natent property it iustifies tres- 
pass by all. Under such a policy patents become like an unenforced statute 
disrespected by all, and businesses that do not fear the cost of litigation tend 
to dct accordingly. The tendency under such circumstances is for few patent 
sale or license negotiations to net a patentee more than the estimated cost of 
a lawsuit, quite regardless of the commercial merits involved. 

Liberality in upholding patents would correct these evils and would bring the 
award to the inventor nearer to the true commercial value of the contribution. 
The courts need never he concerned that the award will be greater than the 
true commercial value since competition always fnnctions to level profits. <A 
competitive invention will arise if it is worth while to make it, and the more 
tribute demanded hy a patentee the more effort there will he toward making a 
competitive invention. Only under a system wherein the property right to in- 
ventions is highly respected can inventors receive the nroner award. 

Since the award for an invention comes from the nublic in voting in favor of 
this or that purchase, and so long as we keep open the channels of commercial 
competition, no excessive award is possible to a natentee. 

Today the courts seem to he too liberal in invalidating patents. The fault is 
not with the Patent Office being too liberal in granting of patents. I feel 
that the Patent Office with the many inventions coming before it in each field 
of development has its fingers on the pulse of our inventors and is judging each 
art according to the level of invention necessary to encourage further invention 
The courts with less than 1 out of every 250 natents coming hefore them, and 
seldom with more than 1 in any given art, cannot judge as well as to the appro- 
priate level of invention to he applied in a given case. 

Some courts have expressed amazement at the number of patents being issued 
today, but entirely disregard the great expansion in our population and in new 
fields for inventive effort. We are issuing today about the same number of pat- 
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ents per each 1,000 of our population as we issued in the Civil War period, and 
yet there are today many new fields for inventive improvement that did not exist 
in the Civil War. To mention a few we might include the entire electrical gener- 
ating, transmitting, and appliance field, including electronic controls, radio, 
TV, telephone, lighting and power fields; the entire petroleum industry and the 
resulting internal-combustion engine arts and synthetic fields; the motor vehicle, 
airplane, and related arts; the machinery field, including machine tools and 
farm and road machinery; and many others. 

As I stated at the conference, any tendency to apply a high standard of inven- 
tion for patentability under section 103 of the present law only results in remov- 
ing the patent system from benefiting the public in those fields of improvement 
of the simple things by which we live. The patent system, to be of maximum 
public benefit, should function at all levels of education for all levels of commer- 
cial effort and all fields of the useful arts. If only the superintelligent can in- 
vent, our system will no longer function for the common man, and we will soon 
lose the public benefit of inventions in simple things. 

The standard of invention set forth in section 103 is in my opinion the very 
best that can be done, if the courts can be made to pay attention to its flexibility. 
Emphasis of the fact that the test in each instance is what would not be obvious 
to the man of ordinary skill in the particular art. This means that you should 
not test the invention of a gadget such as in the A. & P. case, supra, by the 
intelligence of a scientific man. Scientists just do not make gadget inventions 
of that type. And yet, such simple things have their place in our needs and 
wants, and their invention should be tested only by what would be obvious 
to aman of ordinary stature in the art of dreaming up simple things. 

I feel that the courts have been sold the idea that patents are an unjust 
monopoly and against the public interest, and that as a result of this general 
attitude they have come to strike down as obvious any invention they can under- 
stand. In my opinion Congress needs to act to reassert the public benefit of 
the patent system. 

I propose consideration of legislation such as the following: 

1. Amend Section 103 by adding to the last sentence thereof, “or by the sim- 
plicity of the step forward.” 

2. Amend section 271 (d) by inserting after “following” and before the 
colon in line 5 the words “either alone or in combination with each other or 
with other acts insuflicient by themselves to constitute a violation of law.” 

Also add at the end of section 271 (d) the following: “(4) derived revenue 
from the sale of a staple article or commodity of commerce suitable for use 
with or as an element of the invention; (5) derived revenue from the sale of 
patented or unpatented apparatus or parts to be employed in carrying out a 
patented process; (6) limited the use for which a license is granted under the 
patent; (7) refused to grant a license under the patent; (8) sought to control 
and fix the terms of sale by a licensee in competing with the patent owner under 
the patent; (9) entered into a cross-licensing arrangement with one or more 
competing patent owners; (10) refrained from enforcing the patent against 
another infringer or contributory infringer.” 

3. Amend section 282 (2) by adding thereto the following: “providing that no 
party shall assert any defense under Section 103 or part II of this title if: 
(1) the infringement originated or was derived from the patent or from the 
commercial device or practice of the patentee under the patent and with knowl- 
edge of the patent, or (2) the invention has been utilized commercially by or 
for the patentee, or (3) such party is or has been a licensee under the patent.’ 

Also insert a paragraph before the last paragraph of section 282 as follows: 

“An infringer subject to disability as provided in paragraph (2) if this Sec- 
tion shall not gain benefit from any prior or subsequent holding of invalidity 
based upon the defense under Section 103 of part II of this Title.’ 


STATEMENT OF JOHN ALAN APPLEMAN, ATTORNEY, URBANA, ILL. 


Those of us who deal in other phases of the law than patent law regard this 
field as the stepchild of the legal profession. We are, to be frank, ashamed 
of the way in which it operates. The purpose of the law is to protect an inventor, 
and to reward him for his genius; the result is to thwart him at every turn. 

The inventor is denied protection if he logically and patiently develops an 
invention, instead of discovering it by some lucky fluke. This is called the burst 
of inventive genius test, which was supposed to have been abandoned as a result 
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of the last amendment. He is rebuffed if there are any ideas remotely similar 
in the past, even though the use he proposes is completely different than that 
which has been developed previously, and even though his idea may have great 
utility. Patent lawyers have had to develop devious wordings for claims in order 
to produce some result for the client’s money, even though the resulting patent 
is so narrow as to be worthless. 

After the inventor receives a patent, the courts may still strike it down. 
If it has value, fly-by-nighters may form corporations to infringe and fold before 
judgments are rendered, because there are no criminal penalties attached and 
the technical doctrines already developed (such as the doctrine of combination 
patents) permit sharpshooters to milk the value from the invention developed 
by another. 

The prior amendment passed by Congress was supposed to have accomplished 
much good in these respects, particularly since a new use was made patentable. 
However, you still have the same bureaucrats administering the law. They are 
presently construing it in such a manner as to try to eliminate all of the good 
proposed by the law. 

I would suggest that any new statute enacted be so clear that people of this 
type cannot destroy the good intended by Congress. May I also suggest that 
some steps be taken to introduce some new blood into that Bureau, and particu- 
larly into top positions, where such new personnel will be able to formulate the 
policies which are to be followed. 


STATEMENT OF G. WRIGHT ARNOLD, PATENT ATTORNEY, SEATTLE, WASH. 


INTRODUCTION 


(Proposed test is that of George Litch Roberts (one of defenders of Graham 
Bell) set forth in his two-volume text, Patentability and Patent Interpretation) 


The sole plea of this testimony, which is in addition to the oral testimony set 
forth in above pages, is to have the Congress amend section 103 of the above 
identified act by supplying a standard test fer determining patentable novelty 
by adding to said section 103 the herein defined objective test in a second 
paragraph to the subjective test of the first paragraph of said section. 

The objective test herein urged to be added to section 103 of the Patent Codi- 
fication Act, is that of George Litch Roberts, Esq., late of Boston, Mass., author 
of the two-volume text, Patentability and Patent Interpretation, which represents 
a careful analysis of all the Supreme Court patent cases—181 of them—before 
the requirement for the writ of certiorari in 1915, said study involving a period 
of 25 years. The test he deduced harmonized all the said cases of the Supreme 
Court except only three which are deemed anomalous and out of step with all 
the others. No other objective test proposed has a two-volume analysis of the 
Supreme Court cases by which to learn of the test in every detail. 


OUTLINE OF TESTIMONY 


I. Proposed amendment to section 103 of 1952 Patent Codification Act—section 
103 being set forth in toto, with amendment in italics. 

II. Meaning of subjective and objective (new functional relationship) test 

A. Uniformity of decision provided by objective new functional relation- 
ship test. 

B. Subjective test defined. 

C. Objective test defined. 

III. Urgency of action by the Congress to provide uniform standard of test 

of patentable novelty. 
A. Record of United States Supreme Court relative patent decisions. 
B. Authorities, including governmental and judicial reports, establishing 
need for and approval of objective test. 
(1) National Patent Planning Commission appointed by late Presi- 
dent Roosevelt. 
(2) Indictment of Supreme Court by Justice Jackson. 
(8) Article of Hon. Clarence C. Galston in April 1953 Federal Rules 
Decisions, volume 13, page 463. 

IV. List of cases in which courts have applied the objective new functional 
relationship test, and expressly mentioned functional relationship between factors 
of the invention ; in some cases in Federal courts, judges have named Roberts’ test. 

V. Answer to contentions criticizing objective test. 
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— 


VI. The Supreme Court in decision prior to writ of certiorari never held 
patent claim void for lack of patentable invention except where no new functional 
relationship was established—objective test harmonizes the cases. 

VII. Patent Office, several Federal courts and lawyers, it is submitted, greatly 
desire an objective test. 

VIII. Importance of patent system—statements setting forth value of patent 
system and inventors to our country. 

IX. Conclusion. 


I. PROPOSED AMENDMENT TO SECTION 103 OF 1952 PATENT CODIFICATION ACT— 
SECTION 103 BEING SET FORTH IN TOTO, WITH AMENDMENTS IN ITALICS 


Congress is most respectfully petitioned to add to section 103 the following 
amendment: 

“Independently of and apart from the above, a patent may be obtained for an 
invention and patentable novelty shall be found therefor, whenever there is 
established a new functional relationship between any of the factors which are 
required for rendering an invention in the industrial art practically operative.” 

With this amendment added, the complete section 103 would read as follows: 

“Src. 103. CONDITIONS FOR PATENTABILITY ; NONOByIOUS SuBJECT MATTER AND 
NEW FuNcTIONAL RELATIONSHIP.—A patent may not be obtained through the 
invention is not identically disclosed or described in the prior art set forth in 
section 102 of this title, if the differences between the subject matter sought to 
be patented and that prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

Independently of and apart from the above, a patent may be obtained for 
an invention and patentable novelty shall be found therefor, whenever there is 
established a new functional relationship between any of the factors which 
are required for rendering an invention in the industrial art practically 
operative.” 

With the section thus worded not a single change has been made in the first 
paragraph now constituting section 103. The second paragraph sets forth the 
objective (new functional relationship) test which witness respectfully petitions 
to be added to the section. This amendment allows to the applicant the objective 
or new functional relationship test and renders more certain the patent grant 
when it is established that there are new functional relationships existing 
between the cooperating factors. Such establishment shall render patentable 
novelty finding mandatory so that the protection of the grant will continue 
until evidence nullifies the finding of novelty. 


II. MEANING OF SUBJECTIVE AND OBJECTIVE (NEW FUNCTIONAL RELATIONSHIP) TEST 


A. Uniformity of decision provided by objective new functional relationship 
test 


The Supreme Court in decisions prior to writ of certiorari 1915 never held 
patent claim void for lack of patentable invention except where no new functional 
relationship was established. Objective test harmonizes the cases. 

B. Subjective test 


The test set forth by section 103 turns upon the point of whether the im- 
provement of the application is “obvious” or “nonobvious” in view of the prior 
patents or state of the art. Such test is definitely subjective; what is “obvious” 
to one person is not obvious to another—all depends upon the knowledge or 
experience of the party judging the merits of the improvement. If it be claimed 
that the question of obviousness is addressed to “one skilled in the art,” then 
one must imagine such a fictitious person and then must imagine whether such 
person would believe this particular improvement was obvious. In short, the 
one judging must make two imaginings as a factual basis for a judicial decision. 
Is it any wonder we have confusion in decisions between the Patent Office and 
the courts? Is it any wonder that the incentive to patent is being injured? 


C. Objective test 

You may ask what do we mean by the objective test; in that connection 
illustrations will be helpful. I will use an illustration by Mr. George L. Roberts, 
author of the text. Suppose we have 12 men busily screwing on the lids of 
shipping cases for machines being shipped out of a particular plant, and they 
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are using hand screwdrivers. Now, suppose (he said) that I take a brace and 
bit and take out the bit and put in a screwdriver, and let us assume that had 
never been done before, and with the greater efficiency resulting from the brace 
that we can now reduce the number of men from 12 to 3. Would that be a 
patentable invention? And the answer was “No,” because there is no new 
functional relationship between the brace and the new screwdriver tool as 
compared to the function and relationship of the brace and the old bit. 

That is where this new functional relationship comes in. The old brace 
gives the tool a rotary motion, and pressure downward, but it does the same 
thing with the screwdriver tool that it does with the bit, and here it does not 
make any difference how much you may increase the efficiency of the operators. 
That is simply applying what we already know, and it is not new in the sense 
of being patentable as having new functional relationship. 

Now, let us take the illustration exemplified by the Barbed-wire-fence case 
(143 U. S. 275). There we have the case of one barb in the prior art secured 
to the carrier wire by a single loop; that is, it was pivotably secured to the 
wire and the point could be pushed over to one side of the vertical as it was 
only pivotably mounted. In the patent in question, which resulted in the 
barbed wire as we know it, the inventor applied the barbed wire to the carrier 
wire by making a bearing on the carrier wire. That is, he wrapped the barb 
2 times around the carrier wire which gave a supporting bearing which held 
the barb at 90° to the carrier wire—providing for no turning of the barb 
without bending of the wire of the barb. Thereby, the inventor had an effective 
barb that resisted being turned to one side so that it had a new functional 
relationship to the carrier wire, which the court held patentable. 

And I might say at this point, that Mr. Roberts in making his analysis of 
the cases had no a priori definition with which to be biased in the quest. It 
involved some 25 years for analyzing all of the cases before the Supreme Court 
before we had the requirements for the writ of certiorari. And all of that 
analysis is set out in the two-volume text so that all concerned have a guide 
for applying the test. 

Now, you may ask, how does the new functional test apply in the chemical 
field? In the chemical field let us take the case of the borated cotton. The 
prior art showed cotton batting had been used saturated with boric acid solely, 
but the boric acid on such cotton would crystallize; it tended to dry on the cotton 
and form erystals as discrete particles which impaired its effectiveness or 
efficiency and irritated the sensitive tissues of a wound. 

On the other hand we also had cotton batting saturated with glycerine, but 
the glycerine was not as effective an antiseptic as boric acid, so what this par- 
ticular inventor did was to combine the two, and then we had this situation: 
The glycerine prevented the boric acid from crystallizing, and thus we had a 
new functional relationship and the greater antiseptic properties of boric acid 
were made available. The patent was sustained. 

Again, if carbon bisulfide renders a soybean base glue water resistant, then 
we have a new functional relation between the factors of the composition, or 
we have a new functional relation between the factors if adding a certain 
chemical to a cellulose solution changes the electrical charge from the anion 
to the cation side of the molecule so that we have the cellulose solution of the 
same sign electrically as the spinerette through the opening of which the solu- 
tion is to pass in forming a thread. Thus, we have like signs electrically between 
the cellulose solution and the spinerette so that repulsion exists between them, 
resulting in the stopping of reduction of the opening by the drawing out of 
impurities from the cellulose. 

If substituting one atom in a chemical structure diagram for another dif- 
rerent atom produces a new property for that compound, then we have a new 
functional relation between the elements or factors of that compound. 

N. B. new “functional relationship” refers to relationship between the “factors 
which are required for rendering an invention in the industrial art practically 
operative.” We are not referring to the function of the whole machine or 
invention but to the “functional relationships between the factors, ete.” The 
purpose or object or use of an invention is more commonly called the “result” 
of the invention. Note well we are not using the term function here in the 
sense that in drafting the claim the factors must not be claimed merely “func- 
tionally.” Thus it is important to note that we are concerned with the inter- 
action or functional relationship of the factors as between themselves. 
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(I. URGENCY OF ACTION BY THE CONGRESS TO PROVIDE UNIFORM STANDARD OF TEST 
OF PATENTABLE NOVELTY 
A, Record of United States Supreme Court relative patent decisions 

The record of the Supreme Court is well summed up by the declaration of one 
of its members, Justice Jackson, in the case of Jungerson v. Ostby & Barton Co. 
(80 USPQ 36), in which he stated : 

“But I doubt that the remedy for such Patent Office passion for granting 
patents is an equally strong passion in this Court for striking them down so that 
the only patent that is valid is one which this Court has not been able to get its 
hands on.” [Italies ours. } 

Certainly such a severe indictment of one of the most democratic pieces of 
legislation in our laws cries out for correction by the Congress. 

B. Authorities, including governmental and judicial reports, establishing need 
for and approval of objective test 

If you please, this is no ordinary petition for an 
The confusion as between the examiners in the 
delays and large backlog of applications awaiting 


amendment to our patent laws. 
Patent Office resulting in long 
action, and between the Patent 
Office and the several Federal courts, has reached a magnitude, it is submitted, 
that irreparable damage can only be avoided by the taking of action by Congress. 
The situation has become a matter of national-defense concern. 

Our country represents only about one-twelfth of the human race; therefore, 
militarily and economically, to maintain our liberty and freedom we must as a 
nation live by reason of our collective superior knowledge over our foreign com- 
petitors and possible enemies. Therefore, our pressing mutual concern is to make 
our patent system provide incentive to inventors; also our concern must be to 
keep the cost down to induce inventors of small and large means to apply for 
patents for their ideas which appear promising. The incentive, it is respectfully 
submitted, to apply for patents is weakened by the lack of a standard and uni- 
form test for determining patentable novelty. This is true irrespective of the 
number of applications being filed presently. Such lack of a uniform test or 
standard also augments the backlog of applications awaiting action. 

(1) National Patent Planning Commission appointed by late President Roose- 
velt.—In the patent field what is our greatest weakness? The National Patent 
Planning Commission (appointed by the the late President Franklin D. Roose- 
velt with Charles F. Kettering, chief engineer of General Motors as Chairman) 
answered this question as follows: 

“The most serious weakness in the present patent system is the lack of a uni- 
form test or standard for determining whether the particular contribution of an 
inventor merits the award of the patent grant. * * * No other feature of our law 
is more destructive to the purpose of the patent system than this existing uncer- 
tainty as to the validity of a patent” (Report of National Planning Commission, 
1943). 

(2) Indictment of Supreme Court by Justice Jackson.—Another striking piece 
of evidence of our confusion in decision which is destructive of the inducement 
to patent invention—all of this traceable to the lack of a standard or uniform 
test of patentable novelty—is the above-quoted statement of Justice Jackson 
from the case of Jungersen v. Ostby & Barton Co. (80 USPQ 36). 

(3) Article of Hon. Clarence C. Galston in April 1953, Federal Rules Decisions, 
volume 13, page 463.—Furthermore, the need for a uniform standard and test 
for determining patentable novelty is emphasized by an article by the Honorable 
Clarence C. Galston, judge, United States district court, eastern district of New 
York, appearing in April 1953, Federal Rules Decisions, volume 13, page 463. 
In that article Judge Galston makes clear how great is his disappointment in 
the 1952 recodification of the patent law because it did not supply an objective 
test for patentable novelty. The judge states his opinion regarding section 103 
and the difficulty of applying the rule of obviousness as set forth in that sec- 
tion in determining the patentability of a new development. He quotes Justice 
Frankfurter in the Marconi case (320 U. S. 1, 62), where he states: 

“It is an old observation that the training of Anglo-American judges ill fit 
them to discharge the duties cast upon them by patent legislation.” 

And goes on to observe: 

“Now after waiting years for a new patent statute, section 103 of the new 
act leaves these same American judges in the handicapped position referred to 
by Justice Frankfurter.” After further discussing the difficulties in applying 
section 108, the judge states “The conclusion to be drawn from this foregoing 
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analysis is twofold: test of invention should be objective, the presumption of 
validity should be not mythical but real.” 

Accordingly, it is manifest from these eminent sources that the need for a 
uniform standard or test for patentable novelty is pressing. The National 
-atent Planning Commission urged that patentability shall be determined 
“objectively” and not “subjectively.” The objective test as deduced and ex- 
pounded by George L. Roberts from the Supreme Court cases, after analysis 
extending over a period of 25 years, was before the Commission, and so this was 
the test which they had in mind when they said patentability shall be determined 
objectively. To incorporate the test deduced by George Litch Roberts, we have 
only to add section 103 the amendment above set forth in italics at the beginning 
of this paper. 


IV. LIST OF CASES IN WHICH COURTS HAVE APPLIED THE OBJECTIVE NEW FUNCTIONAL 
RELATIONSHIP TEST, AND EXPRESSLY MENTIONED FUNCTIONAL RELATIONSHIP BE- 
TWEEN FACTORS OF THE INVENTION; IN TWO CASES IN FEDERAL COURTS, JUDGES 
HAVE REFERRED TO THE OBJECTIVE NEW FUNCTIONAL RELATIONSHIP TEST 


The Supreme Court apparently built wiser than they knew so far as expressing 
their test as objective. But in no case, where there was new functional rela- 
tionship between the factors, did the Supreme Court, prior to 1915 (date of 
write of certiorari requirement) hold a patent invalid. 

The Supreme Court in cases cited and extracted below has expressly analyzed 
the differences between elements of prior art and invention before the Court 
and has used the term “functions” in so doing. 

Moreover, the district court in Submarine Signal Corp., v. General Radio Co. 
et al. (D. C. Mass., July 20, 1926) states that the test of invention is objective, 
criticizes the subjective test as impractical, and states (citing with approval) 
that the court has considered the unpublished notes of George L. Roberts, Esq. 
of the Suffolk bar. 

This Submarine Signal Corp. case will be quoted first, since it is so directly 
in point. 

Submarine Signal Corp. v. General Radio Co. et al. (D. C. Mass., July 20, 1926, 
14 F. 24 178) (courts and other tribunals have adopted and cited this case with 
approval in other cases) : 

“The defendants rely principally upon the Berggraf device as showing an 
anticipation of the plaintiff's invention. They adopt the conventional method 
of testing an invention, by contending that a person skilled in the art, having 
this device at hand, could produce the plaintiff's apparatus by certain changes. 
(That is, it would be “obvious’—insert ours). This contention shows the un- 
satisfactory nature of the “skilled mechanic” criterion of invention. 

“A test of invention may be either subjective or objective. We may determine 
either the novelty of an idea or the novelty of the result of this idea. The first 
test is impractical. Psychology is not yet so exact a science as to allow us to 
classify and arrange in order of importance the ideas of the human brain. Nor 
does it assist us to substitute for the brain of the patentee, whose idea we are 
criticizing, the brain of that imaginary person of the patent law, the skilled 
mechanic. The test is still that of the relative importance of ideas. 

“George L. Roberts, Esq., of the Suffolk bar, has considered this subject in 
an unpublished treatise which I have been privileged to study (treatise subse- 
quently published). He shows that the true test of invention is the novelty of 
the result, and that this result must be criticized by comparing it with the 
machines, processes, or methods known before. The test is an objective one. 
If the result of an idea is a machine or process involving a new function or an 
old function arrived at by new means, the embodiment of the idea is patentable. 
In an exhaustive survey of all the cases relating to the question of patentable 
novelty in the Supreme Court of the United States, from the earliest times down 
to 1915, Mr. Roberts has shown that the test above suggested is consistent with 
them all, with three exceptions, which he regards as anomalous.” 

The above speaks most clearly and positively in favor of the objective test. 
Since the objective test has thus been so positively endorsed in judicial decisions, 
it is manifest that such test must have merit and should be embodied in the 
statutory law in order that uniformity of decision may be developed. 

Justice CLirrorD. Union Paper Bag Machine Co. v. Murphy (97 U. S. 120, 125 
(24 L. Ed. 935) ) : 

“In determining the question of infringement, the court or jury, as the case 
may be, are not to judge about similarities or differences by the names of things, 
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but are to look at the machines or their several devices or elements in the light 
of what they do, or what office or function they perform, and how they pe rform 
it, and to find that one thing is substantially the same as another, if it performs 
substantially the same function in substantially the same way to obtain the same 
result, always bearing in mind that devices in a patented mac hine are different 
in the sense of the patent law when they perform different functions or in a 
different way, or produce a substantially different result.” 

(How well these words fit the analysis given relative the barbed-wire fence, 
and the brace-and-bit screwdriver illustration given by witness. ) 

The above language of the Supreme Court in testing for patentable novelty in 
determining infringement was applied in Hiler Audio Corporation vy. General 
Radio Co. (26 F. (2d) 475, 479 D. C. 1928) 

“Notwithstanding the slight mechanic al difference in construction, the two 
devices perform the same function in the same way, and accomplish substantially 
identical results. The two cores in the defendant’s impedance coupler are the 
mechanical equivalents of the single core in plaintiff's unit.” 

“* * * The testimony shows that the iron portion of the core structure 
between the coils of the defendant’s unit function as a magnetic path * * *.” 

N. B.—How Court is comparing function of element by element, is not specu- 
lating whether it is “obvious” or whether it is “only mechanical skill”. Who 
knows, the boundaries of these subjective terms? No one, it seems clear. 

Judge Brewster endorsed the objective test explained above by Judge Lowell 
in this manner: 

“T also derive assistance from the learned opinion of Judge Loweil in Sub- 
marine Signal Corp. v. General Radio Co. ((D. C.) 14 F. 2d 178, 181), wherein 
he points out that the true test of invention is the novelty of the result, and that 
this result must be criticized by comparing it with the machines, or processes, 
or methods known before. The test is on objective one. If the result if an 
idea is a machine or process involving a new function, or an old function 
arrived at by new means, the embodiment of the idea is patentable.” 

The court proceeds comparing and using term “functions.” 

Wright v. Yuengling (155 U. S. 57, 53) : 

“Wright’s only invention, then, was in the combination of the cylindrical guide 
with the trough shown in the Farrar patent. Did this accomplish a new and 
valuable result it is quite possible that a patent therefor might have been sus- 
tained, but we do not find this to be the case. The cylindrical guide performs 
the same functions as in the prior patents: the trough in which the connecting 
rod works in the Farrar patent, is practically the same as in the Wright patent, 
and the combination is a mere aggregation of their respective functions, if the 
combination of the trough and cylindrical guide of the Wright patent gives 
greater lightness and strength to the frame than the combination of the trough 
and the flat guides of the Farrar patent, it is a mere matter of degree, a carry- 
ing forward of an old idea, a résult, perhaps, somewhat more perfect than had 
theretofore been attained, but not rising to the dignity of invention. * * *” 

Reckendorfer v. Faber (92 U.S. 347, 358) : 

After comparing duty a lead and the eraser of a pencil, the court stated: 

“* * * So long as each element performs some old and well-known func- 
tion, the result is not a patentable combination, but an aggregation of ele- 
ments. * * *” 


“Not a new function or result is suggested by the combination in 


ques- 
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Grinnell Washington Machine Co. v. Johnson Co. (247 U.S. 426, 483 (1917)): 

“In Specialty Mfg. Co. v. Fenton Metallic Mfg. Co. (A174 U. S. 492, 448), 
the rule was again tersely stated : 

“Where a combination of old devices produces a new result, such combina- 
tion is doubtless patentable; but, where the combination is not only of old ele- 
ments but of old results, and no new function is evolved from such combination. 
it falls within the rulings of this Court in Hailes v. Van Wormer (20 Wail. 
3638), ete. (citing cases). 

“Applying the rule thus authoritatively settked by this Court, we think 
invention is shown in assembling these old elements for the purpose ‘leclared. 
No new functions ‘evolved from this combination’: the new result, so far as one 
is achieved, is only that which arises from the well-known operation of each one 
of the elements.” 

Lincoln Engineering Co. v. Stewart-Warner Corp. (308 U. S. 545, 549 (1980) : 

“* * * The mere aggregation of a number of old parts or elements which, in 
the aggregation, perform or produce no new or different function or operation 


3538. 


no 
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than that theretofore performed or produced by them is not patentable inven- 
tion. And the improvement of one part of an old combination gives no right 
to claim that improvement in combination with other old parts which perform 
no new function in the combination. Though the respondent so concedes, it 
urges that in the combination of the Butler patent, the headed nipple performs 
a new and different function from that which it has heretofore performed, in 
other combinations, in that, when the coupler is withdrawn from the nipple, at 
the end of the greasing operation, the rounded head of the nipple “cocks” the jaws 
of the coupler for the next operation. * * * Moreover, the argument is unsound 
since the old art includes instances where the the head of a nipple or fitting 
performs a similar function when the chuck is disengaged from it.” 

The proposed amendment to section 103 includes the mandatory feature so 
that, after an inventor has spent years developing and marketing his patent 
invention, he will not have his rights lost to an infringer with the Court simply 
stating “we think the invention is within the skill of the art” or its equivalent, 


or “is obvious,” or “does not rise to the dignity of an invention” or a like nebulous 
statement, 


V. ANSWER TO CONTENTIONS CRITICIZING OBJECTIVE TEST 


A. That the new functional relationship or objective test is difficult to apply 
seems without a substantial basis. The chairman, Senator O’Mahoney, quickly 
disposed of this contention by stating that he “had no difficulty in understanding 
the test.” 

How can one claim that it is easier to apply an obvious test when the facts 
are that the Patent Office may find that it is nonobvious and issue a patent, the 
district court may hold that it is obvious, the court of appeals may next hold 
that it is not obvious, and the Supreme Court may then hold that it is obvious. 
Certainly any such test which is responsible for the present divergence and con- 
fusion as the history and actual facts reveal, cannot be said to be an easy test 
to apply accurately. 

B. Occasionally it is stated “not sure that objective test is the solution.” No 
other test was suggested deemed to be better. It is submitted that so long as 
the objective test offers a great improvement over the subjective test and is the 
only one proposed derived from judicial authority and is the only one having a 
published textbook fully setting forth and applying the test, then such objection 
is outweighed. 

Second, in substance, “The proposal would require the Patent Office to grant 
a patent and presumably the courts to sustain it if it involved any new func- 
tional relationship, however minor or insignificant it might be.’”” No example 
of any such minor or insignificant invention was given. Would the barb-wire 
ease be of such “minor” or “insignificant” character? Here we have a subjec- 
tive approach in the question of what is “minor” or “insignificant.” 

If an inventor conceives a new functional relationship between the factors 
required for rendering an invention in the industrial art practically operative, 
it is submitted it should be held patentably new. We have degrees of patent- 
ability at present and only based on whether same is obvious or not. There 
are bound to be varying degrees of complexity in inventions. What we want 
is a test insuring as much certainty as possible. 

The increased advantages of the objective over the subjective test, it is sub- 
mitted, well warrant its inclusion as suggested herein. 

Cc. Moreover, it is submitted, it is precisely where the change is small as may 
be asserted rightfully or wrongfully in the barb-wire case that the inventor needs 
the approximation to a criterion for precise definition of a patentable invention 
as afforded by the objective test proposed, and thus inventions of the inherent 
order of the barb-wire case will be protected. 


VI. THE SUPREME COURT IN DECISION PRIOR TO WRIT OF CERTIORARI NEVER HELD 
PATENT CLAIM VOID FOR LACK OF PATENTABLE INVENTION EXCEPT WHERE NO 
NEW FUNCTIONAL RELATIONSHIP WAS ESTABLISHED—OBJECTIVE TEST HARMONIZES 
THE CASES 


The following paragraph supplies an assurance drawn from the history of the 
Supreme Court patent determinations which constitute a most unique endorse- 
ment of said test. 

“In view of the fact that not a century has elapsed since the Federal courts 
began to consider questions arising under patents for invention, and that in every 
branch of law, much time and long experience are ordinarily required for the 
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determination of principles which are to settle its uniform administration; it 
may be regarded as remarkable, not to say marvelous, that the Supreme Court 
has never yet decided a patent claim to be void for lack of patentable invention 
in its subject matter, except where no new functional relationship was estab- 
lished by or between the things claimed. It is true that the reason from time 
to time assigned for denying patentability to the various alleged inventions in- 
volved in the 131 cases cited as belonging to this category, have not been explicitly 
stated in the judicial opinions rendered thereon, to be grounded upon the absence 
of any new functional relationship in the subject matter claimed; but it is 
manifest from careful analysis that the entire series of such cases may be satis- 
factorily explained and harmonized by the application of such a test. They 
were all decided within a period of 75 years, 1850-1915, and they serve to show 
how successful the conservative attitude of the Supreme Court has been in pre- 
serving the rights to genuine inventors, notwithstanding the difficulties attending 
the discrimination of the new from the old (Roberts Patentability and Patent 
Interpretation, vol. I, p. 170). 


VII. PATENT OFFICE, THE SEVERAL FEDERAL COURTS AND LAWYERS, IT IS SUBMITTED, 
GREATLY DESIRE AN OBJECTIVE TEST 


In order to escape the utter confusion depicted by Justice Jackson when he 
states “* * * that the only patent that is valid is one which this court has not 
been able to get its hands on” (80 U. S. P. Q. p. 36), it is to be devoutly expected 
that the courts will welcome a reliable test founded on logic and derived from 
judicial authority, namely the Supreme Court decisions passed prior to the re- 
quirement of a writ of certiorari. 

It is stated that many of the Patent Office examiners already are using the 
objective test set forth by Mr. Roberts. 

Also we may still trust that stare decisis will contribute to uniformity of 
judicial determination when criterion is presented which harmonizes the Supreme 
Court decisions prior to requirement of writ of certivrari. As soon as the cer- 
tainty and uniform justice of the rule is recognized then lawyers will know 
when to submit applications for inventions, the Patent Office examiners will be 
relieved of the confusion incident to the test of obviousness and the courts will 


likewise have a guide for their deliberations. It is submitted that the certainty 
of the validity of a patent will create the incentive for applying for patents 
and by the rule of survival of the fittest, the objective test will gradually super- 
sede the nonobvious test or obvious test set forth in the first paragraph of section 
103. 


VIII. IMPORTANCE OF PATENT SYSTEM—STATEMENTS SETTING FORTH VALUE OF PATENT 
SYSTEM AND INVENTORS TO OUR COUNTRY 


The great value of the United States patent system is universally recognized— 
based on the most democratic legislation of our laws. Other countries have even 
more resources than do we, yet no other country has the high standard of living 
which exists in the United States. The patent system, in all our progress, is 
given great credit. 

A workman employed generally as a mechanic who conceives an improvement 
while working at the bench of his employer is entitled to the patent for any 
patentable improvement made by him. 

The real defense committee of our Congress is the Judiciary Committees of the 
Senate and House having charge of patents. Each of our soldiers must be 
equipped to render him equal to many thousands of the enemy and each of our 
workers must have the machinery to out-produce our rivals if we are to main- 
tain our freedom and standard of living. We are but one-twelfth of the popula- 
tion of the world, and if we are to maintain our liberty and freedom we in the 
United States must suceed by our wits. It was the Sperry gyroscopic compass 
which we loaned to the British fleet when their magnetic compasses failed which 
enabled the fleet of our ally to reach the Falkland Islands and successfully sur- 
prise and intercept the German fleet. In early Roman days inventions turned 
the tide of battle. It was the “corvus” invention which enabled the Iiomans 
to defeat the Carthaginians who long, by their superior naval skill, had crushed 
the Roman fleets. The corvus invention made the Romans victorious, thereby 
changing the whole Mediterranean history. Yes, in the present year of 1955 
our very freedom and liberty demands a patent system of the utmost efficiency 
based on uniformity of standard of granting and sustaining patents. Inciden- 
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tally, a patent is not a monopoly any more than the right to exclude others from 
one’s automobile renders its ownership a monopoly (generally in offensive term). 
This is the contention of Dean Wigmore of Northwestern University. 

The Supreme Court stated in U. S. v. Dubilier Condenser Corporation (289 
U. S. 178) : 

“An inventor deprives the public of nothing it enjoyed before his discovery 
and gives something of value to the community by adding to the sum of human 
knowledge.” 

Note well, the old saying “Knowledge is power.” 

The late President Franklin D. Roosevelt said, “Patents are the keys to our 
technology ; technology is the key to production ; production is the key to victory.” 

I am indebted for the following to the statement of Joseph Rossman, former 
Patent Office examiner and presently a general practitioner when he very well 
stated in hearings before the House committee: 

“The inventor is our greatest and most vital national resource. He was a 
vital agent in building our present industrial economy in a region void of any 
technical facilities when the colonists settled here. He deserves to be honored 
and duly rewarded for his creative work which enriches the public welfare. 
The inventor should be recognized as a citizen of great importance because he is 
a public benefactor. He should therefore be given an opportunity to obtain his 
due reward through his patents by making sure that proper respect and adequate 
legal “deration is given to his patent property. 

“In a recent editorial in Chemistry and Engineering News, June 11, 1951, the 
following very important statement is made: 

‘“* * * The fast-approaching bottleneck of too few scientists and technologists 
can well be the most efficient secret weapon possessed by Stalin and the Politburo. 
If the present trend is not shortly reversed, our leadership in science and tech- 
nology will disappear and will be supplanted by Russian domination in science 
and technology for we can be dead sure that Russia is straining every effort to 
overcome our present lead. Once our technical superiority is lost our political 
liberty will be gone.’ 

“If we are to prevail over the evil forces conspiring against our free-enterprise 
system and individual liberty, we must turn to the inventor to rescue us. The 
inventor has liberated us from physical slavery, from a filthy precarious animal 
existence to the possibility of living a full and rich life. He has freed us from 
the adverse forces of our physical environment so that we are no longer slaves 
to natural forces. The inventor has given us our physical environment in which 
the dignity of the human individual can rise to its utmost heights. Today the 
inventor can also save us from loss of our individual liberty and freedom and 
our American way of life by giving us the physical implements to fight and over- 
come our enemies. The inventor is our most precious asset and savior against 
the serfdom of communism. We must do everything possible to encourage and 
help him or we will surely perish.” 

Edwin R. Walton, Jr., former chairman of the patent committee of the Bar 
Association of the District of Columbia, stated before the Judiciary Committee 
of the House: 

“T am in agreement with the statement made or given to your committee by 
Mr. G. Wright Arnold, of Seattle, Wash., and therefore, suggest that at the end 
of section 103 of the pending bill that the following paragraph be added for the 
reasons that he has urged: ‘Whenever there is established a new functional rela- 
tionship between any of the factors which are required for rendering an invention 
in the useful arts practically operative, patentable novelty shall be found.’ ” 


Ix. CONCLUSION 


Examples above were given of the application of the objective test to definite 
situations including chemical cases. Time and space do not permit extending 
such examples further; however, all of the situations developed by the 181 
Supreme Court cases analyzed by Mr. Roberts and all set forth in his 2-volume 
text amply illustrate, with a judicial background, the application of the objective 
new functional relationship test. 

Let it be particularly noted that this objective test of Mr. Roberts is the only 
test submitted which is set forth in an extended analysis of the Supreme Court 
cases from which it was derived. Thus, all parties—lawyers, Patent Office offi- 
cials, and courts—have a text to aid and assist them in applying the test if, 
perchance, difficulties should arise. 

The law of life is well recognized, particularly in the moral field, that that 
course that leads to life more abundant is right and that course which leads to 
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life less abundant is wrong; by the same rule, in the legal field that principle of 
law which gives the greatest justice and the greatest certainty and the greatest 
uniformity of decision is right. With all the sincerity at my command, I trust 
your committee will recommend to Congress the passing of the objective or new 
functional relationship test. 

The National Patent Planning Commission, Charles F. Kettering, chairman, 
in its 1943 report recommended “that patentability shall be determined ob- 
jectively * * *.” That committee was referred to the text of Mr. Roberts by 
the witness so that it was the test of Mr. Roberts’ text which was recommended. 

This Judiciary Committee is the real national-defense committee, because you 
have it in your power to recommend the test for patentable novelty which is a 
criterion derived from judicial authority, the only test proposed that has been 
so derived formally. Our workmen need the best of machines to enable them 
to turn out a thousandfold more goods than rivals abroad to maintain our eco- 
nomic life ; our soldiers need equipment to make them the equal of a thousandfold 
of the enemy to preserve our liberties. Our very existence as a nation is in large 
measure dependent upon our patent system. 

The including of the objective test set forth in the above-desired amendment 
to our laws, it is submitted, will definitely help restore the wholesome incentive 
to the patent system and reduce the time required for consideration of each 
application, thereby reducing the backlog of cases awaiting action; and particu- 
larly will such test supply a uniformity of decision by the Patent Office and the 
courts which will result in (@) greater justice, by way of the elimination of the 
present confusion, ()) uniformity of decisions, and (c) confidence in the patent 
system. 

As a matter of irrefutable logic, it is submitted that the objective test should 
be included in the present proposed bill. 

With all humility and with all earnestness, the witness most sincerely peti- 
tions this committee to include the objective test as set forth herein. It is the 
key to overcoming the confusion which now besets the patent system. 

If any question relative to the above arises which the committee or any 
member of the committee desires to have answered, the witness will appreeiate 
the opportunity of seeking the answer. 


STATEMENT OF L. A. AUSTRIAN, CONSULTING ENGINEER, CHICAGO, ILL. 


ABOUT THE TRAGEDY OF INVENTING 


“The patent,” said once a philosopher, looking from the green tablecloth of 
his writing desk through the stained window panes into an idealized world, 
“is the reward to the inventor in the form of a monopoly favoring him ex- 
clusively to make, use, or sell his invention.” 

Replying to him, a sober patent lawyer, however, stated this exclusive 
monopoly ‘to make, use, or sell the invention” has, in accordance with the con- 
stitutional provision under article 1, section 8, and the United States Code, title 
35, Patents, under the patent law now in effect since January 1, 1953, only the 
meaning of “the right to exclude others from making, using, or selling the in- 
vention.” In other words, the patentee has to defend himself against infringe- 
ments of his monopoly before the courts, and, in exchange, to expect counter- 
charges as to the validity of his patent. 

And an even less optimistic man, a national economist, said that the patent is 
an ulcer in our social order, that hundreds of thousands of patents and similar 
monopolies are granted annually in the whole world, and that only a really 
negligible fraction thereof can be absorbed by national economies. “It is,” he 
pretended, “better to keep an invention secret for the purpose of maintaining 
exclusive rights to new developments,” alleging, probably, to the famous art of 
making crucibles from platinum, inherited as a family secret for generations 
by Heraeus, in Hanau on the Main, Germany. In another case of this kind, refer- 
ence is made to the secret method of speeding up vulcanization of tires by 
means of organie compounds, the secret method now known of a research labora- 
tory (compare the Journal of the Patent Office Society, February 1955, pp. 80x). 

The ideal purpose of the patents for inventions is, without any doubt, the 
progress of mankind, and the ideal and practical purpose of the United States 
patent is the advancement of the inventor and our national economy. Mostly, 
the inventor wants to carry his invention into practice, and to convert it into 
money. In exceptional cases, he may dedicate his patent gratis to the Nation. 
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If the inventor fails in his monetary aims, the results will be not only destroyed 
hopes, anger, emptied money bags, but also the reaction as to having also spent 
great efforts of an ideal manner without success. It is true that the Patent 
Offices will have received their fees, and the patent attorneys taken their due 
compensation, but it is always the inventor who bears the whole risk. 

The United States Patent Office in the Department of Commerce at Wash- 
ington, D. C., carries out a most admirable search as to the novelty and patent- 
ability of an invention during the examination of the patent application. This 
application for patent has to be accompanied by the so-called oath of inventor, 
whose wording is worthwhile enough to be studied also by noninventors, execu- 
tives, etc., interested in patents or national economy. Only the United States of 
America and Canada demand such an oath of inventorship. 

The prior art cited by the examiner is of great importance. The filing fee for 
a United States application of patent is extremely modest. For this fee, the 
applicant will receive the said results of the official search from patent publica- 
tions, national or foreign, and from other literature, representing anteriorities of 
his invention. Then the applicant will have to limit his invention with respect 
to the known art, or, in other words, he will have to build up valid patent 
elaims, limiting his invention from the prior art. In United States patent claims, 
however, old and new matter is carefully intermingled, net at random, as well 
understood, but according to the rules and practice of the United States Patent 
Office. In Great Britain, Germany, and other countries having a preliminary 
examination of patent applications, the old and the new art are separated by 
the words “characterized by,’ the novel doctrine according to the invention fol- 
lowing these words. Compare the author’s article about patent claim simplifica- 
tion in the J. P. O. S., May 1947, page 377. It is hard to understand a British 
patent claim, but it is, perhaps exclusively, a privilege of the patent lawyer to 
understand a United States patent claim. Besides, however, United States 
claims have the advantage to be coordinated, while British, German, etc., patent 
claims are subordinate ones, subordinate with respect to a principal claim. The 
exact interpretation of a United States claim, but also of other countries’ patent 
claims, is the matter of the courts, as in the case of patent infringements or the 
validity of patents. 

The final fee for United States patents is equally very modest. There are no 
annuities. This advantage is shared by the Canadian patent. In England, 
Germany, and all the other countries of the world, there are, however, rising 
annuities and most patents expire after a few years for nonpayment of these 
fees. Their object becomes “public domain.” The United States patent begins 
to play not with the filing date, but with the granting of the patent, and the 
whole period between these two dates is protected only by the general clause of 
the first article of the law against illicit competition. 

England, Germany, the Netherlands, the Scandinavian countries, Austria, 
and, as states of succession, or Czechoslovakia, also in Italy, Japan, as on the same 
footing with Germany, have an examination of the patent applications as to nov- 
elty and patentability. As to Russia, I have to exclude it from the domain of these 
considerations. 

France, the mother of modern patent laws and philosophy, together with Bel- 
gium, Spain or Portugal, and other Latin countries of Spanish or Portuguese 
tongue, including also less developed countries, like Bulgaria or Turkey, leads 
in field of patents granted without examination as to novelty and patentability. 
Such patents are, indeed, only granted sans garantie du Gouvernement, a sen- 
tence, which we bashfully omit from our vocabulary. As a whole, it has to be 
told, that the higher the technical civilization of a country, the better the patent 
laws, and the better the patents granted after an ethical examination as to 
novelty and patentability. 

In France, or in Central and South America, the state acts simply as cashier 
of the rising annual fees. The interpretation of the patents granted is exclusive- 
ly the matter of the courts. Yugoslavia, Switzerland, and a few other countries 
supervise simply by a formal examination the shape of the patents to be granted 
without examination of any further value. 

Among three patent applications filed in the United States, or in England, or 
Germany, only one leads to the grant of a patent. The grandeur of this country 
comprises thus the selection of inventions, and, though in a negative manner, 
the advancement of this country, and of the inventor as victim, to give birth to 
a technical and scientific level non plus ultra in this utilitarian manner. 

It is, indeed, difficult to invent, but it is still more difficult to become a patentee. 
The most difficult task, is, however, to carry a patent into practice. Many 
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patents may have great merits. They may be considered, perhaps, as fore- 
runners of the solution of greater problems, and our speed is so high that they 
may seem to be antiquated after a few years. They may be even “dominated” 
in advance by prior art protected still by patents in force. Very many worth- 
while patents have been buried for these reasons on the famous “patent ceme- 
tery,” to use a word minted by the German airplane builder, Professor Junkers. 

And, besides, we have to distinguish between the layman as inventor, and the 
industrial inventor, or, better, the inventor employed by industry. It is pre- 
tended that the former type of inventor is becoming extinct (cp. J. P. O. S., 1953, 
pp. 587). Is this caused by the lack of individual genius, or by lack of duties 
from the part of the human society? Are we still living in the period of the 
primitive adoption of inventions according to Herbert Spencer, are we still sub- 
ject to the mean adaptation of inventions, as now during and after the war, or 
are we still full of esteem and devotion toward the creative genius, the layman 
inventor, only that we do not know any more about him, because the hirelings of 
the industrial companies are too proud to recognize him, a man, perhaps, less well 
educated than they, but independent like a generalissimo? 

He is full of the flash of genius, but of no material means, and has no friends. 
If he submits his inventions to industries, they will mostly reply to him that he 
should submit his inventions to them * * * for the study by their engineering staffs, 
without the ethical reserve of the patent offices, where applications are examined 
under secrecy. The staff of these industries, however, comprises the hirelings, 
whose scope it is to make inventions, to improve the level of the art * * *. Such 
laymen inventors serve to reduce the budget of research, to find the directions of 
future development, and to use the layman inventor like a lemon to be squeezed 
out, and then thrown away. They pay well, these research and engineering 
staffs say. I admire always the saintly foolishness of these laymen inventors, 
their state of mind, which would have been regarded as saintly by the ancients: 
foolishness, or sheepishness, their manner of confiding to others the destiny, in- 
stead of mastering it themselves, or to renounce. I refer here to Antonio Paci- 
notti, formerly a professor of physics at the University of Pisa, Italy, the inven- 
tor of the electromotor, whom Gramme, the Belgian, deprived of the fruits of his 
inventive work. The member of the research department of an industry does staff 
work; he has the tools to carry on, his employer has the means to do so, being 
obliged to remain by a horse length in front of his competitors, here and abroad. 
Also expired and foreign patents can become a bonanza to him, who does the 
whole licking and advertising to sell new or improved goods. 

As a result of the foregoing, it is allowed to state that the inventor, and I speak 
here about the isolated layman inventor, begins as hunter of fortune, often under 
a kind of obsession, in a state of mind not studied hitherto by psychiatrists, to end, 
finally, as a teacher of humanity, if he is philosopher enough, or as a martyr of 
mankind. He should end, at least, as a magister humanitatis, because we all 
have to contribute to the progress of man in some manner. Often, inventors have 
joined, forming associations, under the leadership of a selfish one, like the blind 
choose a lame seeing man for guidance. In general, it has to be told here, how- 
ever, that, especially, the layman inventor increases, what Hegel calls the abso- 
lute Geist, the sum of all our knowledge, old and new. 

There are exceptions, however, if the layman inventor has, what the Germans 
all the Fingerspitzengefuehl, the sixth sense, coldness not disturbed by senti- 
ments, capacity to keep afar from monetary speculations, seeing, despite all, 
only the financial advantage, i. e., to carry his inventions into practice, and to 
manufacture a novel product. The most important man in an organization is, 
however, the salesman, not the engineer, research man, or inventor. To sell 
one’s invention is the greatest art. 

I refer here, as an example, to the infamous end of a company founded in this 
country to make money with the great Dane’s, Woldemar Paulsen’s, invention 
of magnetic recording and reproducing sound on a tape or wire. 

Besides honor, there have to be money and luck favorable to the inventor 
layman. The Austrian generalissimo, Count Montecuccoli, who defeated re- 
peatedly the Turks, said that not military leadership, but, simply, the last bullet 
is deciding, but, he said, this last bullet has to be of gold. 

And what is luck? I cite here the poem of the Austrian poet, Nikolaus Lenau, 
who ended in the asylum. “Was ist das Glueck?” he asked, replying, “ein 
ungeahnt geborner, und, kaum gegrueast, verlorner, nie wiederkehrender Augen- 
blick.” So let us hail, with Lenau, the arrival of good luck, born without fore- 
boding, and disappearing as suddenly as born, without returning any more. Let 
us think that we bear in our own breast the destiny of ours, not in the stars. 
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But, in addition to the foregoing, the following rules may be given to the inventor : 
Not to reveal, without need, his inventions to anyone, before the patent has 
been granted; not to rely on anyone; to do the whole inventive and introductory 
work alone. 

Enough has already been told about the patent for invention. Let us now 
speak about the so-called Nixor patent, or the model of utility (Gebrauchsmus- 
ter), originally a German right of protection of technical inventions of less 
importance, later imitated by Japan. Article 1, paragraph 2, of the Ger- 
man Law for the protection of Models of Utility, says: ‘Novel arrange- 
ments, devices, and structural modifications of articles of the daily use, tools, 
ete., may be protected by models of utility.” As to the duration, this law says 
that “the duration is of twice 3 years.” There is no examination of applications 
for models of utility as to novelty and protectibility, only a slight formal exami- 
nation. This is no protection for a layman inventor’s ideas, it is sutable, how- 
ever, for a manufacturer, a dealer of novelties, who wants to provide his articles 
with the letters G. M.—Mundus vult decipi, ergo decipiatur. This country does 
not have the model of utility protection. 

We have, however, the design patent, covering exclusively aesthetic features 
of an invention or novelty, and having only one claim. It is based upon the 
provisions of the patent law concerning the patent for invention. The duration 
may be chosen as of 3%, 7, or 14 years. I think it does serve only the industry, 
too. I would never take out a design patent. 

The French have a similar facility, the “modéle et dessin industriel,” nearly 
as old as Jacquard’s loom, and as worth while to French inventive genius in tex- 
tile industry. The Germans have a primitive design patent, called Geschmacks- 
muster, based on the old Law on Authorship of Models, from the year 1874. It 
has to be registered with the courts. 

The models and designs of, especially, most of the European countries can be 
registered internationally with the aid of the Bureaux Internationaux Réunis, 
in Berne, Switzerland, but the aim of this country is not to adhere to any inter- 
national union, to keep apart, except as to the benefit of the priority of inventions 
and trademarks according to the Union of Paris, of, I think, the year 1881, equally 
under the administration of the Internatonal Bureaux in Berne, Switzerland. 

We have here, however, the plant patent, a feature unique only to the United 
States. 

Despite all the noise made, and the conferences, as to atomic energy for mili- 
tary purposes, and atomic fission, the Atomic Energy Act of 1946 obliges the 
layman inventor to keep his hands from these matters. 

The trademark does not serve the layman inventor. It is called, in French, 
Marque de Fabrique et de Commerce, i. e., mark of manufacture and of trade, 
telling the buyer more precisely, wherefrom a good comes, as to manufacture, 
or as through trade. It is bound to an established factory or commercial enter- 
prise. It may include “any word, symbol, or device, or a combination thereof,” 
according to the Trademark Act of 1946. This country has also, as the only 
country of the world, the service mark. Trademarks may be renewed, and their 
original duration is of 20 years. The registration of a trademark in this country, 
or, for example, Great Britain, Germany, etc., is the result of a very careful exami- 
nation. A French trademark, however, for example, is registered without any 
peliminary examination. While England and America consider as to trade- 
marks the importance of the common law, in other countries the law against 
illicit competition is of importance, first of all, as to the validity of trademarks. 

The trademark does not replace a patent protection. For the layman inventor 
it is worthless, as based on an existing trade. 

And the copyright? The copyright law of the vear 1947, according to the 
United States Code, title 17, copyrights, is, as well as the patent, based on the 
United States Constitution, article 1, section 8, according to which an “Author 
or Inventor is given for limited Times the exclusive Right to their respective 
Writings and Discoveries,” but the copyright does not protect ideas, only the 
form. It may serve as a prima facie test (proof of first use), however, as to 
priorities of authorships. It is well understood that also the other civilized 
countries have copyright laws, perhaps, better, and less formal ones, than we. 
There is as to copyrights also another International Union, that of Berne, but 
we do not appertain to it. 

Patents for invention fall within the domain of the so-called industrial prop- 
erty (propriété industrielle), and for foreign patent applications the benefit of 
the priority of 1 year from the date of the original patent application may be 
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asked by the American inventor according to the already mentioned Union of 
Paris, whose administration is with the Bureaux Internationaux Réunis in 
Berne, Switzerland. 

This industrial property is, however, only a section of the so-called intellectual 
property (propriété intellectuelle), which comprises also literature, especially, 
the belles-lettres, music, art, photography, etc., and the laws regulating the 
protection thereof. 

And how is it with science? It is without any protection and the industrial 
inventor, as well as the layman inventor can use it, or, ideally, abuse it, for his 
own advantage as to the possible application in industry. Applied science and 
technology are the fields for patent application, not so theoretical science. But, 
as a whole, science is “vogelfrei,’ as the Germans say, i. e., free like a bird, exempt 
from protection, available to the vile grasp of the industrial or the layman 
inventor. There are exceptions, however: The human body, and also that of the 
animal, as the highest creations of our Lord, because medical science is without 
the reach of the inventor. 

Among about 7,000 or 8,000 chemical patent applications filed in Germany 
before this war, there were only very few to find the way into industrial practice. 
Despite it, German chemical technology was world dominating. But many 
good patents in this field were simply discarded in advance, for certain reasons. 
I mention here the chromium film, replacing the silver film, or the eternal match. 
They would have ruined existing factories with hundreds of millions invested 
therein. If you are inventing something useful, take out a patent for it, and try 
to carry it into practice, you are, from many points of view, like the visitor of 
an Irish steeplechase, only that you print your ticket yourself, the ticket for a 
great price, or for a blank. There have to be very many blanks for one great 
price. I speak here about the layman inventor, and not about the professional 
inventor, not about beginners or charlatans. 

The light attracts many insects. They are to be burned. The inventive light 
attracts many parasites. These parasites may kill the inventor. Nobody should 
turn to become a charlatan for the sake of riches from inventions. These riches 
are as rare as a rare bird. About 300 years ago, Montesquieu said: “La valeur, 
c’est une occasion rare” (i. e., the value is a rare occasion), only a rare bird being 
of value. But there are too many rare birds. 

The laws, the competition, and the national economy will govern, together 
with the golden bullet and luck, the hope of riches from inventions or patents. 
These hopes are slim, especially for the layman inventor. The laws, the com- 
petition, and human nature take care of it that the inventors’ trees do not grow 
unpunished toward Heaven. 


STATEMENT OF WILLIAM R. BALLARD, PATENT ATTORNEY, NEW YORK, N. Y. 


(The statement is not presented as necessarily that of the National Association of 
Manufacturers, which has not taken a policy position on the particular points) 


THE HIGH MORTALITY AMONG PATENTS 


At the roundtable discussions there were expressions of concern over the high 
percentage of patents invalidated by the courts. 

To everyone who realizes the great benefits our patent system has brought to 
our people, this is indeed a serious matter. From the public’s standpoint patents 
have no purpose at all unless they serve as an inducement to the improving of our 
standard of living. When a patent’s chance of survival drops too low it ceases 
to be an inducement and the whole purpose and benefit of the patent system 
is nullified. 

The measures suggested in the accompanying statement, entitled “As to 
Defining Invention,’ would of course do something to reduce court findings 
of invalidity. But the high death rate among patents is probably attributable 
mainly to a basic error that seems to have taken hold in recent years—namely, 
the idea that every time we can destroy a patent the public is benefited. This 
is untrue, myopic, and dangerous. 

This antipatent attitude is shown not alone by the high percentage found 
invalid in infringement suits but in the eagerness of the courts to find in- 
validity even when it is not necessary to a disposition of the case in hand— 
this on the ground that the public is interested in knowing for sure whether the 
patent is valid. The law expressly provides that a patent, once issued, shall be 
presumed to be valid, and if the public interest required a court review of this 
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presumption, then we should set up a public bureau to test them all in court as 
fast as they come out. 

The antipatent attitude is also shown in Government antitrust cases where 
Government attorneys regularly ask for, and the courts usually decree, the de- 
struction of the patents of the defendants. It makes little difference whether 
the decree calls for outright dedication of the patents to the public, for free 
licensing or for licensing at royalties under court control. All of these effectively 
destroy the commercial value of the patent for all practical purposes. And this 
destruction is perpetrated quite without regard to the validity or invalidity of 
the patents. The courts, including the Supreme Court, have uniformly held that 
the patent right is a property right, entitled to the same protection by law as 
other property. Patent property is but one of the various kinds of property 
that can be, and are, used in ways that violate the antitrust laws. Yet patent 
property is the only kind of property that anyone even thinks of destroying 
because of such unlawful use. Yet no one even bothers to explain why the 
patents must be destroyed. Men may conspire to use their factories or their 
stocks of groceries in a way violating the antitrust laws, and the court will decree 
an end of such conspiracy and such use, but it will not decree destruction of 
the factories or of the groceries. Unlawful use of patents can be stopped without 
destroying them just as in the case of misuse of other types of property. 

If a poll were taken of all our judges and of the lawyers of the Department of 
Justice, no doubt almost all of them would agree that our patent system has 
contributed importantly to our high standard of living in this country. Yet 
most of them seem to think that this destruction of patents is a benefit to the 
public. 

The fact is, that momentarily, the public may, in some cases, garner a benefit ; 
but when it does, the benefit is very like that which the public would gain if, after 
one of these officials had received his monthly paycheck, the Treasurer should 
take it back into the public funds upon some technicality. The public would 
momentarily be richer by the amount of the check, but how long could the public 
get the important service of these officials if this practice were common? The 
patent is the inventor’s paycheck for having served the public by producing 
something to improve our standard of living. If we want to keep our standard of 
living the highest the world has ever known, we had better go slow in snatching 
back the inventors’ paychecks. 

Actually the destruction of a patent is apt to be against public interest, rather 
than a benefit even on a short-term basis. This is because (a) the protection 
for the risk capital needed to get a new thing in shape for manufacture and to get 
it on the market disappears, and (b) the public loses the most valuable type of 
competition there is, namely, the competition (between commercial rivals) in 
improving the useful arts. Patents practically never put business competitors out 
of business; they merely drive the competitors to find some equally good, or 
better improvement for their own products. 

Whether, then, we are motivated by a sense of justice and fair dealing toward 
our inventors whom we invite (by law) to work at improving our way of living, 
or by pure self-interest in promoting our own comfort, we should all be zealous 
to see that our patent paychecks are honored. 

Unfortunately, this is something that legislation can do little for. It is a 
question of educating people to see the whole picture and to take the long view. 
However, it might well be that a forceful statement on the point from this com- 
mittee would do much good. 


AS TO DEFINING “INVENTION” 


At the roundtable discussions, October 10 to 12, a good deal was said as to the 
need for a definition of “invention” as used in the patent law. 

The idea was that if we had this it would rectify both the improper granting of 
patents in the Patent Office and the improper invalidating of patents by the 
courts. 

This idea is about as old the the patent law itself. It is the obvious remedy 
that occurs to everyone who has gotten far enough into the subject to sense the 
difficulty in question. It would, beyond doubt, have been applied long ago except 
for the one fact that invention cannot be defined; and on this all authorities have 
agreed. It is like trying to define what constitutes “negligence.’ What amounts 
to invention or to negligence in any given instance is, in the nature of the case, 
a matter of judgmet based upon the circumstances. And the variations in the 
possible relevant circumstances are practically infinite. 
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This does not mean that the situation is entirely hopeless. There is a solution 
which I would like to suggest after stating the problem a little more definitely. 

To be patentable a thing must be new, useful, and must have required inven- 
tion for its “discovery.” 

“Utility” gives us little or no trouble and may be passed over for the present. 

“Novelty” is practically a pure question of fact. It is settled by direct com- 
parison of the thing asserted to be new with things already known. The only 
difficulty here is to be sure we have turned up all the related things that are 
already known. (There may be a modicum of judgment involved in setting the 
limits of related things but a divergence in views on this is not serious.) 

The question of invention does not arise until after we have found novelty. 
Assuming we have found novelty, one must then compare the new thing with 
the old things and decide whether the jump from what was old to what is 
new was such as to have required invention rather than the expected skill of 
an artisan. This is necessarily a matter of judgment. But it is a fairly easy 
judgment to make provided the one deciding it is thoroughly familiar with the 
particular art to which the new thing relates, its history, its ramifications, its 
rate of recent development, and the habits of thought of those working in that 
art. If the one passing on the question does not have this familiarity with the 
art—if he has only such knowledge as he may gather from a few hours with 
second-hand sources, a look at a few issued patents and the conflicting statements 
of partisan advocates—his decision as to whether the jump in question required 
invention is little better than a shot in the dark. 

That familiar group of negative expressions such as “there is no invention in 
mere aggregation” or “in a reversal of parts” or “in a change of material,” ete., 
are of no help in making the decision; they are merely clichés which we use to 
explain the decision to others after we have made it. None of them ever holds 
if the one deciding is convinced the jump took invention. 

If we had an omniscient oracle perfectly familiar with all the arts to whom 
we could refer the question of invention whenever it arose, our troubles would 
be over. That, of course, we cannot have, but we 


do have, readymade in the 
Patent Office, a reasonable approach to it or we will 


have when we have given 
YOO expert 
examiners, each thoroughly familiar with one art, or section of an art, and each 
well qualified to distinguish invention from ordinary skill in that particular art. 
No court, after a brief trial or after an hour’s argument on appeal, can approach 
the qualifications of this expert examiner for deciding whether invention is 
involved in a particular case. 

The courts must, of course, pass upon validity and infringement in patent suits. 
After properly conducted trials, they are well qualified to say whether a thing 
is new or is useful, whether it is being used by the defendant, whether there is 
fraud or an estopple involved, or to pass upon priority as between two claimants; 
but on the question of invention courts are bad second-guessers because they 
practically never have, and cannot get, the intimate acquaintance with the par- 
ticular art necessary for a sound judgment on that question. 

The way out of the difficulty, then, it seems to me, is: 

First, give the Patent Office all it needs to do its job as well as is humanly 
possible ; and 

Second, require the courts, once they have found novelty, to accept the Patent 
Office ruling as to invention except in the rare cases where it can be shown that 
there was a clear error in the Patent Office, or a clear abuse of discretion. 

This would be in line with existing practice in other phases of legal procedure 
and could be accomplished by a provision of law or perhaps by a rule of Federal 
procedure. 

At this point someone will doubtless object on the ground that the jump from 
the old to the new, which the court has to consider, is often not the same jump 
that the Patent Office considered in allowing the patent in question, as witnessed 
by the fact that prior patents or publications not cited by the Patent Office are 
frequently presented to the court. To one who has been an examiner in the 
Patent Office this is not convincing. There may be a thousand or two earlier 
patents in the art within which an application for patent may fall. Obviously 
the examiner cannot cite them all, but it is his duty to consider them all and to 
select and cite those he considers to be nearest to the thing claimed in the case be- 
fore him. The fact that the defendant in a patent suit may select different ones to 
present to the court to give the impression that he has found something the 
examiner overlooked means little or nothing if the court, like the examiner, still 


that Office the men and equipment it needs. We will have, say, 
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finds novelty in the thing claimed. As the Court of Appeals of the Seventh 
Circuit said the case of Artmore Co. v. Dayless Mfg. Co. (99 U.S. P. Q. 306). 

“Defendants’ argument based upon these prior art patents, not cited by the 
Patent Office, is not convincing. It has been held, and we think with logic, that 
it is as reasonable to conclude that a prior art patent not cited was considered 
and cast aside because not pertinent, as to conclude that it was inadvertently 
overlooked.” 

It is worth noting, too, that once the Patent Office is fully equipped to do its 
job, there will be fewer and fewer cases where it has failed correctly to deter- 
mine novelty because the examiners will have the time and equipment to make 
complete search of the prior art. This may mean somewhat fewer patents issued 
but it certainly will mean fewer and fewer patents held invalid in litigation. 
And it will reduce the delay in the processing of patent applications. 

The overall effect would be to restore patents to their intended place as a 
powerful inducement to the improvement of our standard of living. 


STATEMENT OF LAWRENCE B. BIEBEL, PATENT ATTORNEY, DAYTON, OHIO 


I think it is the job of all of us to see that our system continues to serve 
the needs of the small inventor. Not only was that the original intention of the 
system, but it is today the only effective way in which a small and independent 
inventor may secure any substantial rights in the results of his creative thinking. 

Some of the witnesses before the committee have testified to abuses which 
take place, and perhaps leave the impression that the system as a whole is 
abused and does not function for the benefit of the country’s economy. It seems 
that this might be likened to stories having news value. An entire city can 
operate without a strike and without an accident, and nothing of the tre- 
mendous value of that operation will find its way into a newspaper; but if the 
smallest plant has a strike or one person is killed, such items merit front page 
attention. 

It is my feeling that the patent system in its aggregate is helpful, contributes 
substantially the overall economy, and is thoroughly and basically important for 
the benefit of all of us. While the subject is too broad for comprehensive treat 
ment in a letter, I have the following thoughts particularly from the standpoint 
of the small inventor. 

Let us assume for instance the case of the inventor of a device such as that 
illustrated in the presentation made before this committee by Donn Bennett 
comprising a children’s clothes hanger having a face which changes from a 
frown to a smile when clothes are hung upon it. Certainly this is far from the 
frontiers of science or engineering, but is nevertheless a device that required 
some thinking, and which has a definite place and hence has value. If devices 
such as this were to be branded as “gadgets” and if all gadgets were held to be 
outside the patent laws, then the inventor of such a device would have nothing 
whatever that he could sell beyond a mere idea. 

It is not at all unheard of for an inventor to create something which is 
not within the scope of protection afforded by the patent laws. An example 
might be a new and ingenious system of doing business, which, however, is not 
comprehended within the protection of our law. Where this has occurred it be- 
comes difficult to help the inventor or to find any basis on which he can estab- 
lish a salable property right. Our usual experience in such cases is that not 
only does the inventor receive nothing, but the idea is frequently not used or 
adopted by industry, even though this could be done without payment of any 
royality or the like to the inventor. It seems that business prefers to have 
some property right or control over new developments, and that lacking such, 
ideas themselves depreciate. 

It seems to me, therefore, that it is important that we maintain the function- 
ing of our patent system not merely for the benefit of the pioneering type of de- 
velopment, or that which flows from advanced research in physics and chemistry, 
but also so that it will be alive and vital in the simple arts. This does not 
necessarily mean that a lower level of invention must be recognized, but rather 
that each invention be considered in the light of all of the surrounding circum- 
stances rather than having a fixed or arbitrary rule such as the “flash of 
genius,” or “gadget” tests. 

There are several major difficulties with the working of our system currently 
and their impact is particularly burdensome to the small inventor. First, 
there is the problem of long delay in the Patent Office. An average pendency 
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of 4 years is too long, and places too much uncertainty on both the inventor 
and the public, who are unable to find out during this period what the in- 
ventor may be entitled to claim in his patent. This condition is basic, and 
cannot be remedied on a short-term basis. While special action can be given 
under certain circumstances, that does not get to the real problem, which is 
to bring all of the work of the Office up to a current level so that anyone 
making a search can do so with a reasonable expectation of ascertaining the 
true state of the art. 

This committee is already aware of the problem and of the key to the solu- 
tion; namely, additional manpower. This is a fundamental consideration in 
any plan to enable the Patent Office to function as it should for the benefit 
of inventors and industry. 

In addition, the problem of invalid patents certainly merits attention. If 
some of the more extreme decisions of the courts were followed to their ultimate 
point, large areas of inventive endeavor would be effectively closed to the 
granting of patents. Fortunately, it seems to me, the Patent Office has not 
udopted such extreme cases for its guiding principles. If it had, those areas 
would be thrown open to free copying, with the resulting tendency toward 
lack of stimulus to improve and develop the product through costly research 
and engineering since the concern which would do so would be merely handing 
to its competitors the full benefits of such research, without any way to control 
the developments or to protect its investment in them. 

The high mortality rate of patents coming before the courts is recognized 
and there are various ideas on how it could be improved. There is no doubt 
that each application should receive more careful study in the Patent Office 
and that all of the pertinent prior art should be cited and considered by the 
examiner. Here again the existing staff and facilities of the Patent Office 
are barely sufficient to do the required job. The circumstances clearly call 
for an expanded examining staff implemented with modern facilities to make 
an adequate search. Attention, of course, is being given to this problem and it 
will require continued study and planning, probably for years to come, to 
raise the level from its present marginal status to one which is adequate. 

It is thought that this committee can be of significant value to the system 
in the report which it renders, if it finds it in order to endorse the broad 
principles served by the patent system. There are some indications of a new 
trend in the decisions of the courts based on the 1952 revised patent law, and 
if this committee of Congress indicated its support back of the broad philosophy 
of the system, that would be brought to the attention of the courts and would 
have considerable value as supporting the principles and underlying policy 
behind the system. It is easier to see and evaluate the workings of the system 
in the case of the small inventor than in other situations and happily the 
committee has directed its attention in this direction. 


STATEMENT oF A. ARNOLD BRAND,’ CHICAGO, ILL. 


DESIGNATION OF USEFUL-ART DEVICES AS GADGETS UNJUSTIFIED—-SIMPLE, NONSCIEN- 
TIFIC INVENTIONS MANY TIMES BENEFIT COMMON PEOPLE AS MUCH, IF NOT MORE, 
THAN WEIGHTY SCIENTIFIC ADVANCES 


Certain recent reasoning of the United States Supreme Court (December 1950 
and April 1951)—followed many times since by Federal district and circuit 
courts of appeal—is destroying valuable property rights in patents. 

The so-called gadget decisions? and their effect—if they continue to be 
followed—will greatly puzzle patent law investigators at some future date. The 
latter will not know how to explain why—around the middle of the 20th 
century—valuable patent property lost caste. 


1Member American Bar Association, Chicago Bar Association, Illinois State Bar Asso- 
ciation, American Judicature Society, Patent Law Association of Chicago, and vice chair- 
man of intellectual and industrial property section for Dallas, Tex., April 1956 Inter- 
American Bar Association conference. 

Some of this material was included in the transcript of an oral report by author of his 
committee to the Chicago Bar Association as chairman of that association’s committee on 
patents, trademarks, and trade practices (April 24, 1952. meeting of the association) ; the 
transcript was published in the Journal of the Patent Office Society, June 1952, p. 449. 
wr A. & P. Tea Co. vy. Supermarket Equipment Corp. (340 U. 8S. 147 (December 

von . 

Crest Specialty, a Limited Partnership vy. Trager, d. b. a. Topic Toys, et al. (341 U. 8S. 

912 (April 1951)). 
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It seems fashionable today not to do anything about little things. That seems 
the basis for the United States Supreme Court’s liquidation of property rights, 
it belittles patents that lack scientific merit as covering gadgets. 

A supermarket counter device saves countless hours for millions of house- 
wives. It eliminates bickering at the store counter as to who owns what. Both 
district and appellate United States courts extolled its merits. But the Supreme 
Court said it was a gadget. It was not worthy of patent protection. Maybe 
Supreme Court wives don’t frequently enough joust with their supermarket 
neighbors. Or maybe they don’t come home and tell their Justice-husbands the 
facts of chainstore life. 

This doctrine was next extended to baby feeders. 
courts saw real homely merit was brushed aside. 
on the theory that it too was a gadget. 


A device in which the lower 
The patent was invalidated 
Even though the protected device helped 
milions of frantic parents to get the morning porridge into the energy-producing 
zones of their reluctant offsprings. The Court reversed without even discussing 
the merits. Once having made the gadget statement, it didn’t even defend it 
the next time. It just “per curiamed.” 

The Supreme Court misreads the Constitution. 
only great scientific contributions are patentable. 
theory that unless inventions are scientific 
unworthy. 


That Court now implies that 
It seems to proceed on the 
advances, patents therefor are 


Our Constitution-framing forefathers couldn’t have been thinking about sci- 
entific advances only. They deliberately specified protection for advances in 
science and the useful arts.*° They didn’t say “or.” There is no basis for regard- 
ing science and useful arts as alternative. Congress is given power to protect 
both. If it does not protect gadgets, it abandons the common man. But this is 
the century of the common man. 

Those forefathers well knew that the simple inventions are many times more 
useful to more people. As a matter of fact, most enjoyments of Revolutionary 
days were not based on advances in “science” as that term is understood today. 
Most of the useful arts of Constitution-framing days would be gadgetary under 
today’s reasoning. 

“We won’t bother with it; it’s too small” has crept into many legal fields. In 
1950, a Cook County grand jury wouldn’t look into Oak Park payroll scandals; 
they said the matter was too trivial to worry about. Charges and countercharges 
by different suburban factions regarding publicly paid village employees doing 
private work were before the jury. The latter asked that it not be bothered 
further with the matter. The jurors reportedly regarded the offenses as petty. 

Assumedly dishonest public employees working on big private jobs would interest 
the jury. But when village truckdrivers are charged only with painting com- 
mitteemen’s houses during regular public working hours, the matter was too 
petty to evoke interest. It’s getting pretty bad when the degree or amount of 
admittedly wrongdoing becomes the standard of grand-jury action. 

This principle—crimes won’t be punished; rights won’t be preserved and prop- 
erty won’t be protected, if too small—must be met headon. If it’s not, it won’t be 
only patent property that is liquidated as gadgetary. That critical front foot 
along the highway or beneath your neighbor’s 20-story-high wall will be confis- 
cated because it’s too small to worry about. Or a legal easement enjoyed by 
but a few, will go by-by under the same reasoning. 

Thus deplorable decay in values daily deepens for our profession—largely 
because arbiters simply won’t appreciate the inherent drama and value of the 
United States patent system. 

Every client, whether of general or patent lawyer, has significant stakes in 
that system. One great principle is inherent therein. Only the discoverer or 
inventor of an idea can apply for a patent. No one can sign a patent applica- 
tion but the inventor. Whether such inventor be rich or poor, the system is a 
shield between him and his employer. The idea that Government must protect 
the poor man against predatory interests is already taken care of in our patent 
system. 

" Small men—the common man—collect dividends only if the capital structure 
of the patent system is maintained unimpaired. If protectors of the common 
man impose new ideas on this specie of property, all property will ultimately be 
adversely affected. ‘ 

It should again be insured that all clients, rich or poor, gadgeteers or Ein- 
steinian scientists, reap the reward of their countribution to the useful arts, no 


8“'"The Congress shall have the Power to promote the Progress of Science and useful 
Arts * * *’—Constitution of the United States, art. I, sec. 8. 
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matter how unscientific those arts may be. Useful arts advances should enjoy 
constitutional protection no less because they have humble beginnings. Good 
patents don’t always come from cloistered research laboratories. 

The matrix of genius produces chainstore counter trays and child-feeding 
stimulators no less than atom bombs. Each has its place. Who can say that 
devices, simple though they may be, which conduce to orderly purchase of daily 
grocery requirements or induce reluctant children to eat their morning porridge, 
are less important than atom bombs? 

The designation of chainstore counter devices or baby feeders as gadgets high- 
lights invasion of good patent rights. The locale of invention employment should 
not be the standard for judging patent validity. 

The glory and respect accorded Bell and Edison should be equally bestowed on 
him who gave us the safety pin and the hook and eye, or eons ago, with no labora- 
tory and no science—by divine direction—started a fire and built a wheel. 

Let Congress recapture the days when patent property was protected regardless 
of how “unscientific” it was. Those days when courts did not limit “useful art” 
protection to what laymen regard as “scientific.” When the inventions of Edison 
and Bell, great as they may have been, gave no more to “useful arts” than did the 
inventor of the safety pin. 


STATEMENT OF DONALD BROWN, VICE PRESIDENT AND PATENT COUNSEL, POLAROID 
Corp., CAMBRIDGE 39, MASs. 


I have prepared the following statement at Dr. Land’s request and after con- 
ference with him, I think that is fairly represents his views as well as my own. 

Polaroid Corp. was incorporated under the laws of the State of Delaware in 
1937. Its principal offices are at 730 Main Street, Cambridge, Mass. It occu- 
pies several buildings in Cambridge and Waltham, Mass., and employs approx- 
imately 1,100 persons. In 1954, its net sales were approximately $2314 million. 

As of this date (October 1955), Polaroid Corp. holds 439 unexpired United 
States patents and, in addition, somewhat more than 150 pending United States 
patent applications, all but 11 of which relate to inventions made by employees 
of the corporation in the course of their employment. 

Of the issued United States patents owned by the corporation, approximately 
200 were granted on inventions of its president, Edwin H. Land. Most of Dr. 
Land’s inventions have been in the fields of light polarization and photography, 
and all of the principal products of the corporation embody basic inventions of 
Dr. Land’s and improvements thereon made by him and other company em- 
ployees. Dr. Land has been not only president and chairman of the board of 
directors of the corporation since its formation, but also director of research, 
and has personally conducted and supervised the bulk of the research in the 
light polarizer and photographic fields. 

Since its inception, the company has maintained a large research organization. 
Its research and engineering budget has always represented a large proportion 
of its annual outlay and will this year exceed $114 million. This does not in- 
clude the amount spent by the compny in obtaining and maintaining its patent 
structure. 

A brief history of the development of the corporation may be of interest to the 
committee. Dr. Land made his basic inventions in the light-polarizing field nearly 
30 years ago. A patent on the first commercially practical, cheap, synthetic 
light-polarizing material was issued to him in 1934. In that year a license under 
Dr. Land’s patents was granted to Eastman Kodak Co., and in 1935 a license was 
granted to American Optical Co. In 1937, negotiations for financing the business 
started by Dr. Land culminated in the formation of Polaroid Corp. under such 
conditions that Dr. Land retained voting control of the new company, and the 
company was provided with funds sufficient to finance its expansion and develop- 
ment, even through the difficult war period. 

The business of the company was limited almost exclusively to light-polarizing 
products and related optical devices until 1948, when it introduced its Polaroid 
Land cameras and film. These products, the result of inventions by Dr. Land in 
the photographic field, met with immediate success, and the business of the 
company has expanded rapidly over the past 6 years. At present, 85 to 
90 percent of its business is in the photographic field. It has been the practice 
of the company to manufacture and sell essentially only products which it has 
developed and protected by patents. As a result, its products have been substan- 
tially noncompetitive. 
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There have been occasional small infringements of its polarizer patents and, 
until 1952, these were discontinued by the infringers upon notice. In 1952, how- 
ever, a larger infringement developed, suit was brought and, in February 1955, 
in an opinion by Judge Sweeney in the United States district court in Massachu- 
setts, three of the company’s patents were sustained and found infringed, thus 
terminating the only serious infringement. There have been no infringements of 
the company’s patents in the photographic field. 

The company obviously places great reliance upon its patents. Its business is 
very largely dependent upon its patent structure, and it has from the outset 
followed a vigorous patent policy of obtaining protection on all its commercial 
products and, in addition, on such developments of its research group as may 
possess potential commercial value. 

It has been the policy of the company to encourage its research personnel in 
pure research, and, speaking generally, the results of this type of research are 
not patented but are made public through the contributions of its research person- 
nel to scientific publications. It {s only where the results of such research have 
a direct bearing upon present commercial activity of the company or upon related 
fields that patent protection is obtained. 

The company has obtained many foreign patents on its inventions in the light 
polarizer and photographic fields and is actively engaged in exploiting the foreign 
market. 

We think there is no question but that Dr. Land’s success in commercializing 
and developing his inventions in light-polarizing materials was to a large extent 
due to the patents obtained on those inventions. We know that during the early 
stages of the development some of the country’s largest corporations carefully 
investigated Dr. Land’s patents. No financially responsible established manu 
facturer infringed on any of his patents. 

We know also that the strength of the patent picture was largely instrumentai 
in securing adequate capital to finance Polaroid Corp. under conditions which 
permitted Dr. Land to retain control of the new corporation, and we have no 
question but that the strength of the company’s patent picture in the photo- 
graphic field has over the past several years premitted the company to develop 
that field and safely to spend large sums on research and engineering in this and 
other fields. Accordingly, we have no major criticism of the present patent sys- 
tem. We like it, and we believe it to be basically sound. We believe that any 
fundamental change in the patent law would be dangerous, that it should not be 
disturbed, but that, on the contrary, efforts should be made to strengthen those 
who are now administering it, particularly through the provision of increased 
facilities and personnel in the Patent Office. In this connection we have a few 
suggestions. . 

We believe that the present shortage of Patent Office personnel makes it im- 
possible for the examiners adequately to search the art if the work of the Office 
is to be kept on a reasonably current footing. For example, it is our common 
practice, even in fields in which we are reasonably expert, to search the art before 
introducing a new product commercially. These searches, which are usually 
limited to United States patents of the last 15 or 20 years, may average 4 to 5 
days of 1 man’s time. An exhaustive literature search, such as we make if we 
are charged with infringement of another’s patent, may run from 10 to 20 days 
of 1 man’s time or even longer. As opposed to this, it is our understanding that 
the Patent Office examiners, on the average, can devote not more than one-half 
day to the preparation of each Office action. It is not at all unusual for appli- 
-ations when filed to be of such length that a careful consideration of the specifica- 
tion and claims may take substantially more than half a day, even though no 
search is made. We do not believe that it is possible, even for a skilled examiner 
familiar with the art, to make an adequate search and to consider a new specifica- 
tion or a fairly complete amendment within a period of 3 or 4 hours. 

We feel, therefore, that there is a tendency on the part of the examiners to base 
actions, where possible, upon formal grounds and to postpone actions on the 
merits, and that this results in delay in the prosecution of the applications. We 
believe that it is to the best interests of the inventor, and certainly to the best 
interests of the public, that time spent in the prosecution of patent applications 
be reduced to a minimum. The individual inventor is particularly anxious to 
know at the earliest possible date what protection he may expect to obtain, and 
he, therefore, anxiously awaits a comprehensive first action. Today the first 
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action may not be received until 14 to 18 months after the application is filed, 
and it may then be merely a requirement for division or some other formal action 
which gives the applicant very little information with respect to the position of 
his invention in the art. 

We suggest that a special department be created within the Patent Office 
having for its purpose the acquisition and classification of publications, par- 
ticularly technical publications such, for example, as foreign technical journals, 
house organs, theses written for advanced degrees in universities, etc., and 
that this department make available to the examining divisions the results 
of its work. We feel that today much of the technical literature is not searched 
by the Patent Office examiners. We know that our own searches invariably 
develop references which we believe are closer than those developed by the 
Office. We think any appropriation directed to activities of this kind within 
the Office would be well spent, as would additional appropriations for enlarging 
the examining staff and inducing experienced members of the staff to remain 
within the Office, to the end that the work of the Office may be made more 
current and effective. 

We suggest, also, that a brief digest of the art and of the position of the 
patented invention in the art be affixed to the patent at the time of issuance 
as an appendix or supplement much in the manner in which cited references 
are now listed. We think the addition of the cited reference list was a step 
in the right direction and conveys valuable information to workers in the art. 
We believe that patents may become a more effective part of living scientific 
literature if a more comprehensive digest of the art accompanies the printed 
patent. Such an addition should also be of value to the court in a subsequent 
infringement suit as indicating more clearly the position to which the Patent 
Office thought the invention was entitled and, also, as indicating more accurately 
the scope of the search made by the Office examiners. 

We feel that the cost of patent litigation and the delay invariably incident 
to the determination of patent rights in the Federal courts are injurious to 
the public interest and to the rights of the individual inventor and small corpo- 
ration. A patent owner cannot expect a final adjudication of his patent within 
less than 3 or 4 years from the institution of suit, and he must usually anticipate 
expenses in connection with the suit of the order of $20,000 or more. For the 
individual patentee seeking to establish a new business and who has spent 
considerable sums in research and development which must be recovered from 
profits derived from the sale of the new and patented product, such delay 
and expense may constitute an insuperable barrier to successful commercializa- 
tion of his invention. The infringer usually is saved the expense of research 
and development and can, therefore, market the infringing product at a price 
destructive of the patentee’s business. If he can do this with impunity for a 
period of 3 or 4 years, the patentee’s market is frequently destroyed. 

We think the individual inventor and small corporation suffer much more 
severely from this situation than does the established, large corporation. More- 
over, we have found that where the patent structure is sound, the larger, 
financially responsible and established competitors of the patentee are apt to 
recognize his patents and that infringement is to be feared primarily from 
the financially irresponsible, fly-by-night operator who hopes to profit from his 
infringement only during the period in which the patentee cannot obtain effec- 
tive relief and whose activities are particularly destructive of the patentee’s 
market as they involve, usually, the offer for sale of inferior products. 

We have no specific suggestions as to how this situation may be remedied. 
We are hopeful that improved effectiveness of the Patent Office search and 
examination in connection with the prosecution of the application will result 
in a greater reliance by the courts upon the actions of the Office with a 
corresponding strengthening of the presumption of validity arising from the 
issuance of the patent. Today it is practically impossible to secure a pre- 
liminary injunction on an unadjudicated patent largely because a defendant 
can almost always uncover pertinent art not developed by the Office during 
the prosecution of the patent application. We think that if the Patent Office 
search were effective to uncover the pertinent art and if infringement were 
clear, the likelihood of obtaining relief through preliminary injunction would 
be greatly increased. We are hopeful also that extension of the pretrial con- 
ference practice and wider use of relief through summary proceedings will 
result in quicker decisions in patent cases and reduction of litigation costs. 
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STATEMENT OF JOHN H. BRUNINGA, PATENT ATTORNEY, St. Louis, Mo. 
UNITED STATES PATENT LAWS 
First, (a) the practical problem of the inventor—his cost of obtaining the patent 

(a) The filing in the Patent Office of an application which is adequate to comply 
with section 112 of 1953, gives the applicant a prima facie right to a patent, if 
it is new in the sense provided by section 103, which latter states the required 
patentable novelty in the negative sense. 

(0) While the inventor may file his own application, Patent Office rule 31, 
he is generally advised by the Patent Office to employ an attorney, and the 
Patent Office will not aid him in the selection of an attorney. 

(c) The cost of employing an attorney is, however, high under the present 
economic conditions of a patent attorney’s practice, with the result that many 
inventors are discouraged from filing their applications. 

(d) The first step taken by most attorneys is to make a preliminary search 
of the Patent Office records, but even that is by no means nominal, and such a 
search, unless extended at greater expense, is not as adequate as can be done by 
the Patent Office examiner who is already familiar with the particular art 
because of his continual investigation in that art. 

(e) Prior to 1910 and by Revised Statutes 4902 and as early as 1836, an inventor 
himself could file, with a fee of $10, a caveat in the form of a description and 
a drawing, if necessary, of his invention, and that gave him a record date, if 
sufficient to disclose the invention. The caveat had a term of 1 year, but could 
be renewed from year to year. The disclosure was placed in the file of the 
particular Patent Office division in which the invention was classified. If another 
party filed an application, the caveator was given 3 months to file his application 
and then an interference was instituted to determine the question of priority 
No search was made by the Patent Office, nor was the caveator given the benefit 
of any search. 

(f) The caveat statute was repealed in 1910 because it was not deemed work 
able. My experience from 1905 to 1909 was that it was workable to the extent 
covered by Revised Statutes 4902. What the examiner did after the filing of 
another application, or before allowance of that other application, was to search 
the caveats and then notify the caveator as noted above. One of the reasons 
for the repeal of Revised Statutes 4902 was that the inventor could protect himself 
by preserving evidence; but surely that is not as satisfactory as getting a record 
date in the Patent Office which cannot be disputed except for insufficiency of 
disclosure. 

(g) I believe that something simple should be promulgated, particularly to 
cover simple inventions, in order to enable an inventor to protect his invention 
by a record date. However, this need not be limited to simple inventions, because 
more complicated inventions can be presented by the inventor, for he will, on 
account of his training, be able to present a proper disclosure. 

(h) I believe the protection of the inventor can be accomplished by permitting 
him to file a description and a drawing, if necessary, of what he believes he has 
invented. Revised Statutes 4902 did not require a typewritten description or a 
drawing in ink. However, if what is filed is not permanent, the present photo- 
stating service of the Patent Office can remedy that by placing in the file, photo- 
stats of what is filed. That can be readily included in the caveat filing fee, 
as is now included the printing and photolithographing of the description and 
drawings when a patent is issued on a regularly filed application, and which 
is now included in the final fee. 

(i) Provide that the examiner make a search of the Patent Office records 
and report to the inventor what the examiner has found bearing on what is 
filed, citing patents and publications by number and date, as is now done in the 
ease of regularly filed applications. That will enable the inventor to determine 
whether he should proceed with his invention and even to file an application. 

(7) I believe that the examiner should, however, go further and suggest one 
or more claims to which he believes the inventor is entitled, and also, if the 
description should be amplified, to suggest amplifications. The examiner can 
readily so state, giving particulars. I had personally done that while I was an 
examiner, where the inventor filed his own application, and a number of patents 
issued in such cases. Claims are now suggested by the examiner for common 
subject matter to parties where there appears to be an interference, so there is 
nothing unusual in what I have said, see Patent Office rule 208 (b). 

(k) If the above procedures are followed, I believe that the examiner assisting 
the inventor can, in many cases, work a caveat into form where it will be sufficient 
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to form the basis for a patent. The final drawings for the patent can be made 
by the Patent Office draftsmen, and that is now provided for by Patent Office 
rule 86. An oath can always be required, and the Patent Office has in the past 
furnished printed forms for that purpose. 

(Ll) Of course, the above will mean additional services by the Patent Office, 
but that can be covered by filing fees which can even be as high as the present 
application filing fee, $30, and which now covers complete searching to final 
disposal of the application before the primary examiner. No caveat renewal 
provided for by Revised Statutes 4902 should be necessary any more than where 
an application is filed. 

(m) There are many simple inventions which can be taken care of in the 
manner stated above, for instance, toys, gadgets, accessories, appliances, shoe 
lasts, shoes, ete., all of which may be short lived. I have examined some cases 
of the above nature and have encountered others in my practice. An outstanding 
case was the Stroud patent for the employment of a weighting material for 
controlling oil and gas wells. Stroud, who was an engineer, filed with an 
attorney a description and even claims which were much better than the appli- 
cation prepared by the attorney. 

(n) Whatever is done from (h) to (k), the inventor will at all times be in 
a position to submit his invention by a copy of the Patent Office records to a 
prospective commercializer. Commercializers are now afraid to take the in- 
ventor’s disclosure unless an application has been filed, or in the alternative, 
to require the inventor to stand on patent rights. That is because the decisions 
on unpatented inventions have been rather severe against a commercializer. 

(0) Moreover and most importantly, as I see it the inventor can build up 
his own business, if necessary, by shoestring methods and many inventions 
have been commercialized in that manner. I have had a number of outstanding 
examples in my practice to which I will later refer. 


First, (B) the practical problem of the inventor—Commercializing or marketing 

The inventor today will proceed in two ways, namely, he will start by a shoe- 
string method and commercialize the invention himself, or he will interest a 
commercial organization. 

Where the inventor has proceeded himself to commercialize, I have had a 
number of cases which have grown into substantial industries. The Stim- 
sonite reflector which is now used on every automobile throughout the world 
as a tail light and also on highways, was commercialized by J. C. Stimson 
himself and built up to a substantial business. The Sterling piston molding 
machine by Flammang and Bowser was built up on a shoestring and resulted 
in the largest piston manufacturing company in the world. The Baldor electric 
motor was commercialized by Edwin Ballman and his friends, and is today a 
good-sized company. The Valley battery charger was commercialized by Edwin 
Ballman and his friends, and had a large sale until the alternating current radio 
came into use. The Wirfs weatherstrip was commercialized by Wirfs himself 
and, although it was one of those temporary devices which did not have a long 
commercial life, during its life Wirfs had a large business. The 
some of the cases encountered in my practice, but there are 
like it. 


above are 
many others 


Second, the problem of dealing with organized industry 


There are, of course, cases where the inventor cannot build up his business 
on a shoestring and in such cases, of course, he has to apply to organized 


industry. From the very nature of the cases, organized industry is only too 
happy to deal with inventors because any patent rights must be based on the 
inventors’ “discoveries” as termed in the Constitution. Most industrial con- 
cerns have special departments dealing with such situations, and my experience 
has been that they deal frankly with the inventors. Of course, in many cases 
their files show that the subject matter is old and my experience with the 
automobile companies has been that they inform the inventors if such be 
the fact. 

One of the objections to dealings with organized industry is that they do not 
want to be in the position where it is claimed that they have used unpatented 
inventions disclosed to them, unless it is understood that the inventor must stand 
upon his patent rights. Some of them will not deal at all unless an application 
has been filed, and in such cases what I have said with reference to caveats will 
be of importance. On a whole, however, if the invention is new and patentable, 


the natural inclination of industry will be to deal with the inventor and secure his 
patent rights. 
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Another objection has been that industry files applications for improvements. 
hibited is in crude form and has to be placed in workable order so as to be com- 
That is only natural and even indispensable. In most cases the invention ex- 
mercially feasible. An old example of this was the Bell telephone which was 
so crude that it would. not operate beyond 2 miles. It took the improvement of 
Berliner with his transmitter to place it in practical form. In the Bell case, how- 
ever, it was the Bell patent which was sustained to practically cover the telephone, 
even though employing the Berliner improvement on the transmitter. 

With reference to protection of unpatented inventions, I personally cannot see 
how the inventor’s rights can be covered by an act of Congress. The general law 
is now overwhelmingly in favor of the inventor, as will be seen by even the most 
recent cases. The inventor’s rights are based upon quasi-contract, viz, unjust 
enrichment, which is determined by State court decisions unless there is diver- 
sity of citizenship. 


Third, the problem of high mortality of patents 


In my opinion the trouble resides mainly in the administration of justice by 
the courts in patent causes. There is, however, a difference in the status of the 
application as prosecuted in and allowed by the Patent Office, and in the status of 
the resulting patent, passed upon in the courts in an infringement suit. I will 
treat this last part first. 

In the Patent Office the examiner takes the case as presented in the application. 
He then examines the prior patents and publications, United States and foreign. 
He does not, however, generally consider the practical art, that is as practiced 
in the industry, except as found in patents and publications. In rare cases a 
proceeding is filed by a third party under Patent Office Rule 292, to show that 
the patent should not be granted in view of something in public use or on sale 
in the United States, at present for more than 1 year prior to the date of the 
application as filed. 

While affidavits are frequently filed as to the status of the practical art, they 
are all ex parte and not subject to cross-examination and are not, and cannot, 
therefore, be given the weight that would otherwise be the case. That is a matter 
I will treat further under sixth. 

Additionally the Patent Office does not consider the question of what would 
be an infringement, except indirectly in interference proceedings, or where a 
competitive device is submitted to the Patent Office which the applicant seeks to 
cover. 

In the district courts and in a well-presented case, the practical art is pre- 
sented by evidence, as well as the status of the patent in suit as related to the 
prior art by patents, publications, and prior and public uses. All this evidence 
on both sides is in open court except where depositions are filed, but in all cases 
there is cross-examination. 

On the question of infringement, the accused thing is presented and its rela- 
tion to the patent is shown pro and con, again by evidence subject to cross-ex- 
amination. The question then is whether the patent can be construed broad 
enough to cover the accused thing and still be valid. Accordingly, before the 
eourt is a question whether matter common to the patent and accused thing is 
in the prior art on the basis of equivalency, on which there is also testimony. 
Frequently the court takes the position, and properly so, that if the common 
subject matter is in the prior art, then on the contentions of the plaintiff the 
patent should be held invalid. 5 

On the basis of the validity of the patent, both the courts and the Patent 
Office are controlled, or at least should be controlled, by section 103, viz: “* * * 
if the differences hetween the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to which 
said matter pertains.” 

Here the Patent Office takes the position that the examiner is in fact a person 
having ordinary skill in the art to which the subject matter pertains, although 
the evaminer may not be fully skilled in the practical art. The patent is granted 
on the above basis. 

When now the patent is presented to the court, and in a properly presented 
case the parties produce evidence subject to cross-examination on the question 
of whether in view of the prior art, the subject matter of the patent, or subject 
matter common to the patent and accused device, would or would not have 


been obvious to a person having ordinary skill in the art to which the subject 
matter pertains. 
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Irom the above it is self-evident that in a properly presented infringement suit 
the status before the court will be more fully explored than was done in the 
Patent Office, even if we leave out the presentation before the court of what was 
in the practical art, and consider only the patents and publications. It is, there- 
fore, to be expected that in a properly presented case the court may hold patents 
invalid even over prior patents cited by the examiner. 

Where the courts frequently err in neglecting what is provided for in section 
103, stated negatively, is in taking the court’s own view of what would or would 
not be obvious to one having ordinary skill in the art to which the subject matter 
pertains. If the court would decide the case on the evidence before it, the result 
might be different in many cases. I believe that this tendency to err can be 
taken care of by adding to section 281 a provision something like in section 145, 
namely: “in such a case the court shall determine the questions of validity and 
ufringement of the patent on the evidence before it.” 

In section 145 the court decides the case “as the facts in the case may appeas,” 
iithough that provision does not appear in section 146 covering interference 
suits, as will be hereinafter pointed out. In section 284 relating to damages, the 
court is authorized to “receive expert testimony as an aid to the determination 

f damages or of what royalty would be reasonable under the circumstances.” 

The above amendment to the statute does not, of course, prohibit the court 
from drawing on its own personal knowledge by taking judicial notice of the art 
as was done in Brown et al. v. Piper (91 U. S. 37), a patent case, which is the 
classical case on judicial notice cited in cur books on evidence generally. How- 
ever, the limitations given in Brown et al v. Piper should be carefully observed by 
the court and will be by counsel citing that case. 

What I think is important is to have a patent case tried by a district judge 
who has at least a general knowledge of physics and chemistry such as taught 
in a college course. Physics courses include the elements of mechanism, light, 
heat, and electricity, while the course in chemistry includes elemental chemistry. 
My experience has been that a judge who has studied even elementary physics 
ind chemistry, will be able, by the aid of evidence as to a particular art, to de- 
cide patent cases. There are many judges in a circuit who are thus qualified. 
A particular judge can be readily called upon by a senior judge in the district, 
or by a senior circuit judge, to try patent cases. That was done early in our 
patent cases where Judge Archbold (middle district of Pennsylvania) was 
specially assigned to try an electric-motor case; Westinghouse Electric & Mfg. 
Co. v. Roberts et al (125 F. 6 (E. D. Pa.)). In a recent case a judge familiar 
with adding machines was called upon to try a particular case. 

The establishment of a special patent court of appeals will not solve the prob- 
lem, because civil rule 52 (a) specifically provides for the weight to be given to 
a district court’s findings of fact because “due regard shall be given to the op- 
portunity of the trial court to judge of the credibility of the witnesses.” Ac- 

rdingly, as stated in that rule, the appellant must show that the District 
Court’s findings of fact are “clearly erroneous.” Nor, will the appointment of 
technical experts to aid the court solve the problem, because we may finally 
have a decision by the technical expert and not by the judge. I believe with 
Judge Hand, that if there is a special patent court of appeals it should be a 
reveloving one so as to get new blood into the court. 


ourth (A), cost of obtaining patents 


The cost of obtaining a patent to an inventor can be considerably reduced by 
1 caveat procedure as noted under first (A). However, the cost can also be re- 
duced by a more efficient prosecution of a regularly filed application. By that I 
do not mean that the Patent Office personnel does not work conscientiously, be- 
cause they do. They are simply pressed for time because of insufficient examin- 
ers; which deficiency can be cured by more examiners. However, there should 
© Closer cooperation by the examiner with the attorney or the inventor. That 
is important even where the inventor has an attorney who frequently is not 
skilled in the art, and more so where the inventor files his own application. I 
personally have found, when I was an examiner, that I could reduce my time on 
a case by making suggestions as to the amendments to the specification and even 
as to the claims. I believe the examiner should do so, and, although that is 
sometimes done, that is not the general rule. It is only where there are inter- 
fering parties that the examiner even formulates the claims to a common sub- 
ject matter. If there is close cooperation, I am confident that the time that 
the application is pending and the expense of prosecuting it will be reduced both 
to the Patent Office and to the inventor. 


68832—56——21 





272 AMERICAN PATENT SYSTEM 


In the Court of Customs and Patent Appeals the expense is more than I deem 
necessary. That court not only requires that the record, but that even the 
briefs be printed, rule 26, when that should not be necessary, or alternately re- 
quire the inventor to take a pauper’s way out. Then the time for the argu- 
ment is 45 minutes for the appellant and 30 minutes for the appellee, unless 
otherwise ordered, rule 27, which is seldom done. Finally the whole case is 
decided on the record before the Patent Office and by the arguments of the at- 
torney on one side and the Patent Office on the other side which takes a lot of 
work and ingenuity by both. It can readily be seen why the Patent Office 
should be affirmed in 80 percent of the cases, when the case is tried by argument 
rather than by evidence. 

Alternately by section 145 in an ex parte case, and by section 146 in an inter 
partes case, the evidence can be presented in open court. There, briefs need not 
be printed. Furthermore, ample time is allowed for argument at the conclusion 
of the trial and frequently the decision is rendered after the conclusion of the 
argument. The latter was done in a number of my cases. My experience is 
that the time and expense required for preparation for trial and the trial itself 
and the argument is less than required for an appeal to the Court of Customs 
and Patent Appeals. I'urthermore, I have found that such a proceeding, where 
the court sees as well as hears the witnesses, is more satisfactory than trying 
a case on appeal where the court neither sees nor hears the witnesses; and 
neither do the examiners, the Board of Appeals and the Court of Customs and 
Patent Appeals. 

The Commissioner stated that the percentage of Patent Office affirmances was 
about SO percent in the Court of Customs and Patent Appeals, and about 78 
percent in the District Court for the District of Columbia. However, that does 
not mean much because so much depends upon the character of the case. It 
might just as well be said that if you only have 1 chance out of 5 in either 
court, you should not take any proceeding at all. In my own personal expe- 
rience out of 16 ex parte cases which I tried in the District Court for the District 
of Columbia, I won 8 and lost 8, but 1 of these was reversed by the court of 
appeals. Of the 8 cases which I lost in the district court, I took 4 to the court of 
appeals, and not in the other 4 because of the weight given to the decisions of the 
district court under civil rule 52 (a). However, in 3 inter partes cases in the last 
few years, I lost 1 before the Court of Customs and Patent Appeals and won the 
other 2 cases before the district court, 1 at St. Louis and the other at South Bend. 
The three were related cases. 

I am certainly opposed to a repeal of either section 145 or section 146. The 
cases under those statutes are really like a trial in the district court in an 
infringement suit, which not only permits evidence to be produced by both sides, 
even by the Commissioner in ex parte cases, but finally a favorable decision 
gives a resulting patent a standing much more effective than by the Patent Office 
and by the Court of Customs and Patent Appeals based upon a Patent Office 
record and not on evidence apart from the record. 


Fourth (B), cost of patent litigation 


The present cost of patent litigation is much more than it should be because 
of the extended time required for preparation for trial, perhaps before a judge 
who has no adequate knowledge of physics and chemistry. That, however, can 
be taken care of as noted under Third. An experienced judge is able to and 
does frequently give his decision from the bench after the conclusion of the trial 
and without requiring briefs, and I have had such cases, not only in ex parte 
cases in the District Court of the District of Columbia, but also in other district 
courts in infringement suits. 

Today the cost of the trial is actually reduced much more than previously, 
namely, by pretrial conferences and liberal rulings on interrogatories and _ par- 
ticulars. That frequently results in a settlement without a trial because the 
parties have been forced to lay their cards on the table. I had one such case 
recently. 

I personally believe, based on my experience, that while the cost of litigation 
affects the inventor more than it does the large corporations, I want to observe 
here that there is nothing a large corporation shies away from as much as a 
suit by the inventor himself who inevitably will have the sympathy of the court 
and of the jury. 

I believe that the number of appeals can be materially reduced by sound deci- 
sions of a district court and I have had quite a number of cases where I have 
not appealed because such was the case. 
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The cost of appeal can moreover be reduced by reducing the cost of the record 
and of the briefs. That is, of course, a matter for the Supreme Court in the 
promulgation of its rules. I, however, want to observe that one court of appeals 
still requires abstracting of testimony, and the printing of the abstract as well 
as the briefs. I can see no reason why such abstracting should be required, since 
the record is available and the parties can be tied down to what they rely on 
in their briefs. Some, but not all, courts of appeals take that position. I can 
see no reason why, with our excellent typewriters and duplicating machines, 
the record or the briefs should be printed any more than is required of the print- 
ing of exhibits, of which most courts will permit seven photostatic copies to 
be filed. 

Fifth, adequacy of present courts 

This is really covered by Third and Fifth. I am not in favor of a patent 
court of appeals except as a rotating one as suggested by Judge Hand. I am 
not in favor of experts to advise the district court, which experts are not subject 
to cross-examination. The remedy is really in having more district judges who 
can give more time to a case, and with all, district judges who have a general 
knowledge of physics and chemistry, in order to try the case thoroughly. I 
have found that if that is done, not only will justice be rendered but the time of 
the trial is really cut down. 

Sirth, administration of the Patent Office 

I believe that the administration of the Patent Office has been as efficient as 
conditions permit it. Il have visited and had conferences with the examiners of 
the British and German Patent Offices, and I believe that our examining corps 
as a whole is just as capable as in those Patent Offices. The drawbacks, as I see 
it, are the following. 

The working conditions as to office space in the present building is not even as 
good as in the old building on Seventh Street where I was an examiner. The 
examiners are now crowded desk to desk. There is, moreover, a lack of a suffi- 
cient number of stenographers. In the offices of patent attorneys the first thing 
we do is to provide a separate room for an assistant and a separate stenographer. 
We also have air conditioning. We find that all of this pays. 

The examining corps is insufficient in number, with the result that the work 
falls more and more in arrears. The tendency, therefore, is to cut down on the 
time which an individual examiner can put on cases. This means more of a 
burden on the attorney and, while that may be somewhat excusable, it certainly 
is disadvantageous to an inventor who attempts to prosecute his own application. 

The examiners should be paid better salaries so that the Patent Office can keep 
experienced examiners, as against the offers from outside attorneys and patent 
departments who out bid the Patent Office. While the personnel so taken away 
is not lost because they are usefully employed, it does affect the efficiency of the 
Patent Office. The salaries should certainly be raised in the lower grades, in 
any event, because it is in the lower grades that the examiners leave the Patent 
Office. 

The classification needs overhauling of the classes and continuously so because 
of changes in the arts. 

There should be an opportunity for an examiner to become acquainted with 
the practical arts; that is, as practiced outside. The entrance salary is now so 
low that it only attracts college graduates who have not had much practical 
experience. The examiners should, therefore, be encouraged to periodically see 
what is going on in the practical arts. They need not be compelled to do that 
because they will be eager to do so. However, they should not be required to go 
outside on their own time and expense, but on Patent Office time and expense 
I know that some of the examiners are experienced in the practical arts, but that 
is by no means general. 

With reference to the expenses of the Patent Office, it must not be overlooked 
that the Patent Office renders a publie service as do the Bureau of Standards and 
the Department of Agriculture, with no incomes from the outside. The Patent 
Office expenses should not be limited to the aggregate of the filing fees, final 
fees, and other fees. I do not believe that the present fees should be inereased| 
because we still have garret and basement inventors. The cost of patent copies 
is entirely too high, thus the cost is 25 cents per page irrespective of its size. 
I find that in reproducing patents for a record, I can have a 1-page patent printed 
for less than 25 cents. On the other hand, the Bureau of Standards and Depart- 
ment of Agriculture publications of considerable size are either distributed free 
or at low prices. The cost can possibly be taken care of by final fees based’on the: 
size of the specification and drawings. 
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We should not resort to annual taxes or annuities as in foreign countries, 
Furthermore, no working or commercialization should be required as in some 
foreign countries. Great Britain had that practice, but finally cut it down to 
compulsory licenses. I do not believe we should require compulsory commer- 
cialization or compulsory licenses. My experience has been that if there is a 
patent of utility, it will be practiced regardless. The fact is that our patent 
system as it now stands with no annual taxes or commercialization or compulsory 
licenses, has worked for over a hundred years, and much better than in foreign 
countries. 


ADDITIONAL COMMENT NOT INCLUDED, BUT DISCUSSED AT THE CONFERENCE 


(1) Definition of what is patentable or what is invention 


Section 101 now enumerates the four classes of inventions which may be 
patented, to which has now been added plant patents, section 161. 

Section 100 contains the definition of what is a process or method and that 
“invention” is synonymous with “discovery.” 

It is difficult to define what is patentable apart from the above, because a 
patent must be based on whether the subject matter involved an invention, sec- 
tions 101 and 103. Section 103 states that in the negative and that has always 
been the law, although the Supreme Court has changed its position a number 
of times from Atlantic v. Brady (107 U. S. 192), to Diamond vy. Consolidated 
( (rubber tire case), 220 U. S. 428), and then back to recent cases of which an 
example is Jungersen v. Ostby € Barton Oo. (335 U. 8S. 560), on which Mr. Junger- 
sen was heard. However, in Goodyear Co. v. Ray-O-Vac Co. (321 U. S. 275), 
involving a dry battery, the Supreme Court approved its former decisions from 
93 United States on. Judge Hand's recent decision in Lyon vy. Bausch & Lomb 
Optical Co. (224 F. (2d) 530), regards section 103 as restoring the law as it 
existed prior to the unfavorable decision by the Supreme Court; certiorari was 
denied December 5, 1955. 

We now have section 282 which states: 

“A patent shall be presumed valid. The burden of establishing invalidity of 
a patent shall rest on a party asserting it.” 

That means that the Patent Office decision is recognized as prima facie correct, 
as is a decision of a district court under civil rule 52 (a). 

Perhaps we need an amendment to section 103, and it is interesting that the 
heading as given in the pamphlet of the 1953 patent laws is: 

Section 108. Conditions for patentability ; nonobvious subject matter.” 
However, the statute then states in the negative what is nonpatentable rather 
than what is patentable. Perhaps section 103 can be amended by inserting before 
the iirst line thereof, the following: 

“A patent may be obtained if the differences between the subject matter sought 
to be patented and the prior art are such that the subject matter as a whole 
would not have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains.” 

Judge Hand apparently took the statute as meaning just that, but since the 
statute was enacted over 2 years ago, I believe a positive statement would at 
least help the situation. 

What is stated in the part that I have just quoted has really always been the 
law and it is a perfectly natural law, and is even applied by the courts of Great 
Britain and Germany whose decisions I have studied. 

In contradistinction to the negative statements in section 103, we had the 
following situation before the enactment of section 112, last paragraph. Before 
that enactment, a host of decisions of the Patent Office and of the courts rejected 
and held invalid claims which were said to be “functional.” Section 103, last 
paragraph, now positively states: 

“An element in a claim for a combination may be expressed as a means or step 
for performing a specified function without the recital of structure, material, or 
acts in support thereof, and such claim shall be construed to cover the corre- 
sponding structure, material, or acts described in the specification and equiva- 
lents thereof. (R.S. 4888; 35 U.S. C., 1946 ed., 33.)” 

I believe an amendment to section 103 in the positive, together with an amend- 
ment to section 281, as I have suggested above, will do much to clarify our patent 
laws. If the district judge decides the case on the evidence before him rather 
than on his personal view, then civil rule 52 (a) with reference to the weight of 
the district court’s decision will really become effective. All of that will not 
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hamstring a district court, nor any higher court. Perhaps all this may not be 
adequate but at least, in my opinion, will go much toward solving the difficult 
problems. 


(2) Interference proceedings in the Patent Office 


Section 135 provides for the determination of priority of invention by the 
Board of Interference Examiners, and section 23 provides that the testimony be 
taken by deposition ; and that is the practice today. 

While the testimony can be filed in typewritten form, the briefs must be 
printed if over 50 legal pages, Patent Office Rule 254. Thereafter, a final hearing 
is had before the Board of Interference Examiners, but the time is 1 hour unless 
extended. Patent Office Rule 256, which it rarely is. Thereafter, there is a 
decision. 

From the above it will be seen that the practice of the Patent Office is that of 
the district courts before the enactment of the 1912 Federal rules. The Board of 
Interference Examiners neither sees nor hears the witnesses, so that their 
credibility can only be obtained from dry print, and obviously the decision cannot 
have the standing of a decision of the district court under civil rule 52 (a). The 
procedure is not like the procedure in open court. 

While the Commissioner said that testimony can be taken in the Patent Office, 
but has not been done, will this court visualize what that means if one of the 
interfering parties has his witnesses on the Pacific coast? The Commissioner 
further says that in one case the parties agreed to have the Solicitor accompany 
them and rule upon the evidence. Of course, then the Solicitor and not the 
Board sees and hears the witnesses. 

In an appeal to the Court of Customs and Patent Appeals, the case is on the 
record before the Patent Office and again on dry print. Here again the record 
as well as the brief must be printed, and there is a short hearing of about an hour, 
rules 26 and 27. 

One of the parties may, however, proceed to a district court under section 146. 
In a two-party case the suit is filed against the prevailing party where he can be 
served, but in case of more than two parties, the case is tried in the District Court 
of the District of Columbia. In all cases it is tried in open court where the district 
judge is able to see as well as hear the witnesses, and so as to judge their 
credibility. Section 146 does not have the provision as has section 145; namely, 
that the decision has as a basis “as the facts may appear,” although Revised 
Statutes 4915, which covered inter partes as well as ex parte proceedings, had 
the above-quoted part. 

My rather recent experience in an interference suit shows what happens with 
the cumbersome practice of requiring an inventor in an interference to first pro- 
ceed before the Board of Interference Examiners. Two cases I have in mind 
involved the automatic choke, which finally reached the courts in the following 
cases: Jorgensen v. Ericson (General Motors vy. Carter Carburetor Co.) (81 F. S. 
614, D. C. E. D. Mo., affirmed 180 F. (2d) 180, C. C. A. 8) ; and General Motors v. 
Bendig Aviation Corp. (123 F. S. 506, D. C. N. D. Ind.). After the first case, 
which was decided adversely to the decision of the Patent Office, the second case 
was submitted to the Patent Office and again decided against Jorgensen and 
General Motors; but that was decided in favor of General Motors at South Bend. 
Bendix did not even appeal, although a large company with sufficient funds. 
There was double expense in both cases. 

In a parallel case involving the same automatic choke, but with specific claims 
directed to control of the fuel valve, the Court of Customs and Patent Appeals 
affirmed the Patent Office in Jorgensen (General Motors) v. Shaff (Bendix) 
(189 F. (2d) 264). Although the decisions in the eighth circuit were cited, page 
269, actually the device relied upon in General Motors v. Carter (81 F. S. 614), 
was the same as before the Court of Customs and Patent Appeals. Judge 
Swygert held that Jorgensen had proved priority of the specific device, as well 
as of the broad subject matter, by the same device as before the Court of Customs 
and Patent Appeals, and reversed the Patent Office (123 F. S. 506). 

The above cases show the difference between a case where the judge sees as 
well as hears the witnesses, and a case involving depositions and dry print. If 
one of the interfering parties in the above cases would have been able to proceed 
directly under section 146 (formerly included in Revised Statutes 4915), the 
expense of proceedings in the Patent Offive could have been wholly avoided. 
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(3) A Board of Interference Examiners’ decision should optionally be dispensed 
with 

I believe that any party to an intereference should be given the option after the 
institution of an interference and, if necessary, after preliminary motions with 
reference to patentability, to proceed directly to a district court under section 
146. There certainly can be no hardship to anybody in the exercise of such an 
option by any party. Such an option is already permitted by section 146 to pro- 
ceed in the district court, rather than under section 144 to the Court of Customs 
and Patent Appeals. 

Under 28 United States Code, section 1404 (a), under the forum non conveniens 
doctrine, a district court may in its discretion transfer a case to another district 
for greater convenience of the parties. That actually happened in the General 
Motors-Bendix case (123 F. S., p. 507), where the suit was originally filed in St. 
Louis, but was transferred by Judge Moore to South Bend, because Bendix 
asserted that its witnesses were located near to South Bend than to St. Louis. 
The decisions as reported in United States Code Annotated under section 1404 
{a) show that the courts have been liberal in their transfers. 

Even in a case where there are more than two parties, I believe a district court 
has authority to transfer the case to another district court for convenience to all 
parties rather than requiring someone, say on the Pacific coast, to bring his 
witnesses to Washington as now required by section 146. Even in cases where 
all witnesses are not in or near one district, there is no reason why a judge 
selected by a district court, where the suit is filed, should not hear witnesses in 
different districts, or why the senior judge should not select a judge who can 
do so. It is quite usual for judges in other districts to sit in Washington and 
California. Here again, of course, the answer to the problem is that there be 
sufficient judges. It must be kept in mind that the expenses to litigants is much 
greater than the salary of a judge for the time spent by the judge. 

The purpose of my recommendation is to save expenses. If an inventor must 
first go to the Board of Interference Examiners before proceeding under section 
146, the expenses will be doubled. That was actually true in the General Motors- 
Carter and General Motors-Bendix cases. I do not say that it should be manda- 
tory, but a party should have an option to proceeding directly to a district court. 

In a simple case, all parties may find that the Board of Interference Examiners 
is the proper tribunal, particularly where the testimony can be stipulated. How- 
ever, any party should have the option of trying his case in open court where 
the court can see as well as hear the witnesses. The expenses of the winning 
party can always be covered by taxing the losing party. 

(4) Proceedings following Patent Office decisions 

In proceedings from the Patent Office decisions, I will at this point not consider 
proceedings to the Court of Customs and Patent Appeals submitted on the same 
record, but only those to the district courts under sections 145 and 146, where 
evidence can be produced in open court. 

As noted previously, while section 145 contains the expression “as the facts may 
appear,” section 146 does not. Both, however, should be strengthened in favor 
of an inventor, and I suggest the following: 

In section 145 add: “In such a case the court shall determine the question of 
patentability of the subject matter on the evidence before it as a case de novo, 
by a preponderance of the evidence, giving due consideration to the decision 
of the Patent Office.” 

In section 146 by adding: “In such a case, the court shall determine the 
question of priority of invention on the evidence before it as a case de novo, 
by a preponderance of evidence, giving due consideration to the decision of the 
Patent Office.” 

The reasons for such proposed amendments are as follows: The courts have 
generally held that a case under Revised Statutes 4915, which then included 
ex parte cases under now section 145 and inter partes cases under section 146, 
is a case de novo. However, in the district court under section 145, the Patent 
Office has continuously contended that in an ex parte case the question is one 
of setting aside a judgment, that is having a status superior to that of a decision 
of a district court under civil rule 52 (a). The winning parte in an interference 
proceeding under section 146 has taken the same position. In some cases the 
courts have affirmed the Patent Office while others have not. 

Of course, such a view places a burden on the real inventor beyond what is 
contemplated by sound judicial procedure. It means that an ex parte decision 
of the Patent Office and an interference decision in the Patent Office, both 
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without evidence, except by affidavits and by depositions, will be given precedence 
over a proceeding in a district court on evidence in open court subject to cross- 
examination and where the district court has had an opportunity to see as well 
as hear the witnesses, while the Patent Office has not had that opportunity. In 
other words, the inventor is cut off from presenting his witnesses where the 
trier can see and hear the witnesses and then should be punished for it. 

The basis of the cases applying such a strict rule of proof is Vorgan v. Daniels 
(53 U. S. 120). That case was decided before the change of the equity rules 
in 1912 providing for testimony in open court. In that case the testimony was 
submitted to the then circuit court “without any additional testimony”, page 
122; indeed the case had gone by appeal to the Supreme Court of the District 
of Columbia from a decision by the Patent Office. Of course, in that case the 
witnesses in the second case were not before a court where the trier could 
judge their credibility, but the then Supreme Court of the District of Columbia 
and the district court as well as the Supreme Court only had before it the same 
evidence as did the Patent Office. 

The Supreme Court has not passed on that in Morgan vy. Daniels except in 
Radio Corp. v. Radio Labs., (293 U. S. 1), where again the evidence in the suit 
was “word for word” that in the previous interference. However, there the 
Supreme Court refers to the fact that the evidence “must have more than 
dubious preponderance”, 

The Patent Office still insists upon relying on Morgan v. Daniels and did so in 
the General Motors cases on the automatic choke. Fortunately, our testimony 
was so thorough that our evidence in that case even complied with the very 
strict rule in Morgan v. Daniels (see 81 F. S., p. 618, and 123 F. §S., p. 516). 
Accordingly, the district court and the court of appeals did not have to depart 
from the strict rule of proof. 

It is believed that with the amendments noted above to sections 145 and 146, 
the matter will be cleared so that an inventor will really have his day in court 
rather than only his day in the Patent Office. 


(5) An inventor's status and patent monopoly 


There has been some confusion as to an inventor’s status and what is called 
“patent monopoly”, so I believe the following will not be out of place. 

As to the constitutional provision, article I, section 8, which was quoted in 
Senator O’Mahoney’s statement, page 1, of course the Constitution provides that 
primarily the inventor be rewarded for disclosing his invention, and the 195: 
Patent Act provides that the application be by the inventor, section 111, except 
in a special case, section 118. Others than the inventor can only obtain rights 
by contract with the inventor and, accordingly, section 261 provides for an 
assignment which had been provided for in the early patent acts. The courts 
have, however, judicially protected the rights of an inventor as is well illustrated 
in U. S. v. Dubilier, (289 U. S. 178). In the Patent Office as well as in the 
courts, all the proceedings are based upon what the applicant for the patent 
has invented as distinguished from the prior art. Accordingly, the assignee 
really stands in the place of a quasi agent for the inventor even though there 
be an assignment. The most the assignee can do is to show for instance utility 
by commercial acceptance of the invention. This should always be kept in mind 
in considering our patent system as distinguished from the patent systems of 
those countries in which a corporation can file direct without even mentioning 
the inventor. 

There has been much confusion as to the status of a patent which is a grant 
and does not constitute a monopoly; that was made clear in the Dubilier case, 
(289 U. S., p. 186). However, a patent grant is subject to the general laws, 
including the antitrust laws, Standard v. U. S. (226 U. S. 20,49). The Supreme 
Court has gone far in protecting the public against misuse, as to an applicant 
and his assignee misleading the public during the prosecution of the applica- 
tion; see Precision Instrument Co. v. Automotive Maintenance Co., (324 U. S. 
806), and decisions cited. 


STATEMENT OF FRANK CAMPBELL, PATENT ATTORNEY, WASHINGTON, D. C. 


There is nothing which could more effectively relieve congestion in the Patent 
Office and at the same time assure greater justice to the inventor than for Con- 
gress to affirmatively define what shall constitute a patentable invention. The 
following is suggested : 

(a) A ease of patentability shall be deemed to have been established when 
the idea of doing the thing is new, and the device of the application achieves a 
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new and useful result, which no single prior device is capable of producing and 
which result goes beyond mere increased excellence of workmanship. 

(bv) A case of patentability shall also be deemed to have been established where 
a new assembly and relationship of parts accomplishes an old result in a mark- 
edly more facile, economical, and efficient way and especially where a marked 
saving in time or labor by the user results. 

Provided, That the claim or claims presented do not read upon any prior uni- 
tary device; clearly define the invention sought to be patented, and distinguish 
the invention from each and every unitary, prior art, device or method in the 
respects in which the invention accomplishes the said new and useful result or 
accomplishes the said old result in a more facile, economical, and efficient way. 

The following reasons are offered in support of the foregoing. 

1. At present too much latitude is left to the patent examiner. What one man 
may consider to amount to invention another waves off as amounting to mere 
mechanical skill. That the inventor is torn between a welter of conflicting 
opinions is shown by the frequency with which the Board of Appeals of the 
Patent Office disagrees with the examiner and the Court of Customs and Patent 
Appeals disagrees with the Board of Appeals. Some definite standard is highly 
desirable. 

2. The examiners frequently fail to give sufficient credit to the conception of 
the “idea of dving the thing.” Even where the prior art shows no suggestion 
by anyone of accomplishing the inventor’s end result the examiners frequently 
reject by putting together a plurality of separate prior patents (no one of which 
accomplishes the end result) and saying that no invention is involved in com- 
bining the references. Or that only mechanical skill would be required to com- 
bine the prior patents. They forget that they are looking at the prior patents 
with eyes instructed by the inventor’s work and teaching and they confuse the 
ability to perceive an analogy between the invention and the prior-art devices, 
with the ability to create the invention with only the prior patents as a guide. 

Further it has long been said that “You cannot patent an idea.” Why not? 
Assuming that an Edison is the first to produce motion pictures by taking photo- 
graphs of moving objects in rapid succession in a given order and at a given 
speed, and then projecting said photographs in the same order at substantially 
the same speed, upon a screen; where does the invention lie? With Edison or 
with any one of the thousands of mechanics who could produce the necessary 
machine, once the idea of doing the thing is suggested. 

If the foregoing suggested definition of what shall constitute patentability be 
adopted the public could lose nothing, because the public could continue to use 
all known and prior-art devices. The patent would impose a burden on the 
public only when the public found the device of the patent to be so superior to 
the prior-art devices that it (the public) would prefer to use the patentee’s 
contribution to the art. 

Through the years the courts have pointed out how prone we are to fail to 
give proper credit to the man who first saw the device in imagination. 

Faries Mfg. Co. v. Brown & Co. (121 Fed. 547): “The eye that sees a thing 
already embodied in mechanical form gives little credit to the eye that first saw 
it in imagination, but the difference is just the difference between what is com- 
mon observation and what constitutes the act of creation. The one is the eye of 
inventive genius: the other of the looker-on after the fact.” 

International Tooth Crown Co. v. Richmond (30, Fed. 775) : “It is not difficult, 
after the fact, to show by argument how simple the accomplishment was, and by 
aggregating all the failures of others to point out the plain and easy road to suc- 
cess. This is the wisdom after the event that often forfeits invention, and levels it 
to the plane of mere mechanical skill. 

It should be recognized that there are two classes of inventions: (1) Those of 
a high degree of invention where the inventive act lies in the conception of the 
idea of doing the thing; and (2) where the idea of doing the thing is old and the 
invention resides in new assembly of parts, or the introduction of new elements, 
through which the old result is secured in a better or more facile or economical 
way. 

It is believed that the suggested definition of patentability would go a long way 
toward solving the problem of congestion in the Patent Office. Much of the time 
of the examiners is consumed in arguments over the question of invention 
versus mechanical skill. Further greater justice to the inventor would result 
and the welfare of the whole body of our people would be promoted. Just as no 
one would plant an orchard and prune and spray through a creative period, 
unless he could be assured that the fruit would be his when the trees came into 
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bearing, so no one will undertake the great expense and labor of developing new 
things unless they can be assured that the result of their labors will not be tossed 
aside as new, but lacking invention. 

The necessity for adoption by the Congress of some definite standard of 
patentability is emphasized by the decision of the Supreme Court of the United 
States in The Great Atlantic and Pacific Tea Company v. Supermarket Equip- 
ment Corporation, decided December 4, 1950 (87 U. S. P. Q. 303). The issue 
there was the validity of United States Patent No. 2,242,408 to Turnham. The pat- 
ent covered the now well-known arrangement, so widely used in self-service gro- 
cery stores, where a counter at the cashier’s stand is extended toward oncoming 
customers, to provide a counter space in advance of the cashier’s position upon 
which the group of separate purchased articles of a customer may be deposited 
while the customer waits for a preceding customer to be checked out, and wherein 
an open-bottom pusher frame is so slidably related to both the main counter and 
the counter extension that when the preceding customer moves on, the whole 
group of articles upon the counter extension may be drawn up to the cashier’s 
position, by the sliding of the frame, without the necessity for the second cus- 
tomer to again pick up the packages. Further the frame is open at its front, so 
that after the packages have been drawn before the cashier, the frame may 
be returned to the counter extension there to receive the loose packages of a third 
customer, while the packages of the second customer are being checked and 
packaged. 

There were three claims in the patent. The Patent Office deemed its 
subject matter to be patentable, the two courts below had concurred in holding 
the claims to be valid and it had been stipulated by counsel that if valid, they 
had been infringed. 

In the face of all this the Supreme Court held the claims to be invalid. 

I quote one of the claims (Italics mine). 

“6. A cashier’s counter for cash and carry type of grocery comprising a portion 
spaced from the cashier’s stand and upon which the merchandise may be de- 
posited and arranged, a bottomless frame on said portion and within which the 
merchandise is deposited and arranged, means whereby said frame is movable 
on said counter from said portion to a position adjacent the cashier’s stand so 
that the merchandise may thus be moved as a group to a point where it may 
be conveniently observed, counted, and registered by the cashier, said frame being 
open at the end adjacent the cashier’s stand and readily movable to be returned 
over said portion so as to receive the merchandise of another customer while 
the cashier is occupied with the previous group.” 

The district court had explicitly found that each element in this device was 
known to prior art. “However,” it found, “the conception of a counter with an 
extension to receive a bottomless self-unloading tray with which to push the 
contents of the tray in from of the cashier was a decidedely novel feature and 
constitutes a new and useful combination.” 

The Supreme Court in its decision disposed of the district court’s conclusions 
by saying in part: 

“We need not go so far as to say that invention never can reside in mere 
change of dimensions of an old device, but certainly it cannot be found in mere 
elongation of a merchant’s counter—a contrivance which, time out of mind, has 
been of whatever length suited the merchant’s needs. * * * What indicia of in- 
vention should the courts seek in a case where nothing tangible is new and 
invention, if it exists at all, is only in bringing old elements together?” 

To support the foregoing the Court quoted: 

“Tincoln Engineering Co. v. Stewart Warner Corp. (303 U. S. 545, 549 (37 
USPQ1, 3) ): “The mere aggregation of a number of old parts or elements which, 
in the aggregation, perform or produce no new or different function or operation 
than that theretofore performed or produced by them, is not patentable 
invention.’ ” 

After referring to a number of patents which the Court felt were totally lack- 
ing in invention the Court concluded its decision with the following: 

“The patent involved in the present case belongs to this list of incredible patents 
which the Patent Office has spawned. The fact that a patent as flimsy and as 
spurious as this one has to be brought all the way to this Court to be declared 
invalid dramatically illustrates how far our patent system frequently departs 
from the constitutional standards which are supposed to govern.” 

From the foregoing paragraph it is clear that the Court completely missed the 
crux of the matter. It is apparently unwilling to give any credit whatever to the 
conception of the idea of doing the thing. The real point is not whether the 
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several elements employed were old, but whether the inventor had arranged them 
in a new correlation, with the end result of producing a new and useful apparatus 





which had never before existed as a mental concept in the mind of any human 


being. 


It is true that counters are old, and that pusher frames used in wholly 


dissimilar devices are old, but that mere fact would not teach the idea of asso- 
ciating with a main counter (cashier’s stand) and an extension counter disposed 
in the direction of oncoming customers, a pusher frame having a new relation- 
ship to both of said counter portions, movable from one to the other and back 
again and so constructed as to move packages in one of its directions of move- 


Thus it could be returned to its first position, leaving 
the packages in front of the cashier. 


ment but not in othe other. 


No one had ever though of such an arrangement. 


pletely new. 


As a whole it was com- 
It saved a tremendous amount of time for purchasers by extend- 


ing the self-service idea to the point where a customer could not only serve him- 
self in selecting his purchases but could (during time that would otherwise be 
wasted in merely waiting) place them in position to be quickly presented to the 


cashier in spread-out condition. 


It is believed that this was invention of a high 
order of merit and yet the patent was thrown out because of the failure of the 
Court to give reasonable credit to the conception of the idea of doing the thing. 

In Faries Mfg. Co. v. Brown & Co. (121 Fed. 547), the Court said: “The eve 
that sees a thing already embodied in mechanical form give little credit to the 
eye that first saw it in imagination.” 


In its decision the Supreme Court says that the Patent Office “has placed a host 


of gadgets under the armor of patents 


gadgets that obviously have had no 


place in the constitutional scheme of advancing scientific knowledge * * *”’— 
and in another place the Court pointed out that “Every patent is the grant of a 


privilege of exacting tolls from the public.” 


That statement would be true only 


if the patent contained a provision requiring the public to purchase the pat- 


ented device. 


Some time ago I purchased a gadget at a cost of 69 cents. 


Its purpose is to 
I 


maintain a spare automobile key in an accessible place if the automobile owner 
The gadget consists of a small box of a size 
to hold and keep clean a spare key, the box being strongly magnetized so that 
it will cling beneath an auto bumper or other part where the spare key will be 


locks his car with the key inside. 


concealed but will 
tourist court, on a long trip. 


be available to the car owner. 


that I had locked my regular key inside the car. 
would readily have paid 10 times 69 cents for another key, until I remembered 


the spare key in the gadget. 


me? 


I stopped overnight at a 
When I wanted to leave the next morning I found 


I was far from a garage. I 


Did the creator of the gadget exact a toll from 
Upon the contrary, he had not only made a useful device available to me 


but in presenting it to me for sale, he had put into my mind the idea that it 
would be a desirable thing to do—to put a spare key outside the car body proper. 


Incidentally, he had given jobs to many people in the making, advertising, and 
marketing of the device. 


This Nation is now putting its automatic machinery and its know-how into the 
hands of many other nations having great density of population and much 


cheaper labor than we have. 


when those other nations get into full production? 
answer to that but I suggest that one way is to unleash the American inventor. 
The native ingenuity which has been characteristic of this Nation since its in- 
ception is still with us and it can still keep America ahead of the rest of the 


pack if given proper encouragement and protection. 


inventor is discouraged. 


inventor has two strikes ag: 
an orchard, 


plant 


prune, 


How can the United States maintain its markets 


I do not pretend to know the 


At present the American 


With the Patent Office being required by judicial 
interpretations as to what is and what is not patentable, to impose more and 
more restrictions upon the grant of patents and with the strong possibility that 
a court may declare his patent invalid after long and expensive litigation, the 


spray, 


and 


cultivate 


it 


until 


ainst him when he goes to bat. 


it 


Just as no man will 
comes into bearing 


unless he can enjoy the fruit from it, so no one with an embro invention will 
undertake to bring a new device to the marketable stage if he must risk having 


others merely copy his patterns and undersell him after he has introduced the 
device to the public. 


With automation in the offing the crying need is going to be jobs and jobs 


and more jobs. 


There is another aspect of the matter which deserves attention. 
often, even after the Patent Examiner finally determines that a patent may be 
granted, the inventor is forced to accept claims so restricted to his specific con- 


That is that 
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struction that he goes out of the Patent Office with a patent which leaves the 
door open to an infringer to use the heart of his idea, as long as such infringer 
stays away from the patentee’s particular construction. The patent examiner 
is frequently constrained by court decisions to so restrict the claims allowed. 

Fifty years ago the courts were declaring that in close cases the doubt was 
to be resolved in favor of the inventor. Now we seem to have reversed that 
concept and have concluded that all doubts must be resolved against the in- 
ventor. This should not be. It is better to grant a patent in a doubtful case than 
to deny one, because if the claims are so phrased as to define something never 
before known, then the public suffers no loss. The public still can use all that 
was open to it before the grant of the patent. It is only when the claims define 
a thing so much more desirable than known things that the public wants it 
enough to pay for it, that anything savoring of a toll upon the public comes into 
existence If the inventor has introduced to the public something so much 
more desirable, then he is clearly entitled to such toll. 

While it is a matter of secondary importance I would point out that the 
restoration of confidence upon the part of the inventor, which would come 
within the adoption of a definite standard of patentability, would 
plish two important results. 

1. It would quickly render the Patent Office self-supporting. 

2. It would enable the Patent Office to bring its work up to date within 2 or 
3 years by removing the principal bone of contention between the patent exam- 
iners and the attorneys for the inventors, to wit, the presence or absence of 
invention. 


accom- 


The cost to the Patent Office of processing a patent application would be 


greatly reduced since agreements could be more quickly reached upon the ques- 
tion of patentability. 


STATEMENT OF HERMAN COHN, INVENTOR, BALTIMORE, MD. 
THE SUGGESTED PLAN 


Regarding the idea, the plan is to encourage, protect, and assure adequate 
reward for the independent inventor, and is as follows: 

Firstly, incorporate the assistance of approved, accredited colleges throughout 
the country. In this plan, an independent individual inventor could apply 
with his idea or model where he will receive practical advice, help and en- 
couragement along the following lines: 

The college will process his idea for its practicability, and so forth, and the 
inventor will receive advice on the next steps to take, as to lawyers, drawings, 
and so forth and also receive help in negotiating a sale, so that he may be 
assured of adequate protection and receive the reward to which he may be 
entitled. 

For this guidance, I think there should be a contract between the inventor and 
the college, stipulating a partnership in any remuneration that may be derived 
from royalties or the sale of the patent, after expenses have been deducted. 

You asked me if I thought the Government should subsidize this and I said 
I did not believe it would he necessary. Don’t you think there may be founda- 
tions that would finance any extra expense this would involve? If no funds 
are forthcoming from foundations, then I do believe the Government should 
subsidize the idea. If a patent should prove successful, it not only may be 
self-sustaining, but a source of income for the college. 

Under such a plan, an individual inventor will not be very far from a source 
where he can apply to at no or very little expense. He would be in good hands 
and would be confident that he would receive proper treatment and remuneration 
as outlined. It may have a tendency to increase the number of individual, in- 
dependent inventors, and the public would reap the benefit. 


STATEMENT or T. T. COLLINS, 1R., INVENTOR, PALATKA, FLA. 


First, to qualify myself to comment on this subject, I can say that although 
I am not a patent attorney, I have filed and tried to prosecute a number of 
applications through the Patent Office. I am technical director of one of the 
larger paper companies and my hobby is the writing of patent and literature 


reviews. Altogether, I have published at least 35 technical articles and bibli- 
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ographies and have prepared many others so that my background in the patent 
literature of the pulp and paper industry is probably as extensive as that of any 
other chemical engineer. 

Now, as to my various opinions and suggestions regarding this matter. 

1. Althought the Patent Office rules say that anyone can handle their own 
patent applications, I do not believe that laymen are given the same considera- 
tion as attorneys. I have been told by patent attorneys who have worked in 
the Patent Office that such applications are treated as a joke, rarely granted, etc. 

2. The claim of the Patent Office that they employ competent engineers as 
examiners is a specious one. My contact with this Office has convinced me that 
these engineers are not experienced in the various industries and that it is 
difficult to make them see the viewpoint of competent authorities in the field. 

3. There is a considerable loss to technology and knowledge due to the fact 
that abandoned and disallowed patents are not publicized at a later date, say 
10 years after the date of application. Of course the applicant deserves some 
protection even though his application has been rejected. 

4. It appears that the small inventor with limited funds is at a great dis- 
advantage as compared with large corporations with a strong organization 
of patent attorneys. I do not recall the exact figures but there is allowed by 
the courts an appreciable percentage of the patents appealed from the rulings 
of the examiners. This would indicate that of those that are not appealed, are 
abandoned due to lack of unds, disgust on the part of the inventors, etc., there 
must also be many that should rightfully be granted. It is a terrible thing 
that a Government bureau should have such power over the economic life or 
death of an inventor without some sort of safeguard for the individual. 

5. Some system should be devised to lay patents out for examination and 
criticism by the public for a few months before they are granted. In this way 
the Patent Office would be forced to include protests, prior art, etc., in the 
record and would be less liable to make a serious error in granting a patent 
without a proper survey of prior art. As it is, a patent is granted to a large 
concern with adequate funds to defend it and others in the field, without funds 
but with basic rights, etc., may be forced to abandon their inventions. 

6. It would also be fairer to require the Patent Office to give consideration to 
prior art presented in protest against patents. At the present time there is 
no way of assuring this. In fact, I have been told by attorneys that the 
examiners resent material that makes them look incompetent being called to 
their attention, and can properly ignore it. 

7. Some investigation of the misuse of the Boykin Act for certain patent 
applications should be made. As an example, I wish to cite the case in 105 
U. S. P. Q., pages 272 and following. Bergstroem-Trobeck are being allowed 
to use the Boykin Act to file a 1989 Swedish application in 1948 even though 
the material was disclosed in United States patent applied for in 1943. In 
other words, they are using this device (and being allowed to use it, even though 
I have called it to the attention of the Patent Office and Judge Worley of the 
Court of Customs and Patent Appeals) to escape the fact of dedication and 
double patenting. This is being done in the face of a complete file of protests, 
including literature translations, etc. I would say that this one case encompasses 
most of the faults one would find with the Patent Office. 

A close investigation would probably show many things wrong with the patent 
system. I have never heard inventors voice anything but condemnation and 
criticism of the Office. In my own case, I feel that of about 8 applications I 
filed myself that were rejected, only 1 was rightfully rejected on pertinent 
prior art. 

It appears also that the Patent Office is in about a 25-year cycle. In other 
words they are again patenting things that were patented about 25 years ago 
without citing the earlier patents as prior art. There are a number of such 
very prominent cases in the paper industry patents such as green liquor clari- 
fication and secondary causticizing, hot stock refining, semichemical liquor 
recovery, vapor phase cooking, black liquor oxidation, two-stage cooking, ete. 
After the new patents issue and we write the Patent Office and call the prior 
art to their attention, they reply “Thank you for your interest in the Patent 
Office.” 

It is to be hoped that the work of your committee will remove the many 
inequalities and injustices in the patent system. 
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STATEMENT OF FLoyp H. Crews, PATENT ATTORNEY AND PRESIDENT NEW YorxkK 
PATENT LAW ASSOCIATION, NEw York, N. Y. 


It seems to me that from the session of October 10, the following tentative 
conclusions may be drawn: 

1. The patent laws are now serving the small inventor well, except for 
delays in the Patent Office. 

2. The small inventor has a serious marketing problem. 

8. There is a need for a market place where the individual inventor may 
market his inventions. 

4. This need has been filled in part by Don Bennett who has shown that 
the need exists and that a market place may be provided. 

5. Other organizations, such as the Research Corp. and the Southwest Re- 
search Institute, San Antonio, Tex. (not mentioned yesterday), are also sup- 
plying part of this need. 

Don Bennett did not tell his whole story yesterday. He also provides a service 
for industry under which companies may have a look at all of the inventions 
which have been submitted to Mr. Bennett which may be of interest to those 
companies. I believe that a number of inventions have been placed in this 
manner. 

Last summer I suggested to Mr. Bennett that he open a large inventor’s fair 
in Philadelphia where all of the inventions submitted to him would be on dis- 
play for an admission charge. This would provide a market place where indus- 
try or those with venture capital could come to find a new product. Mr. Ben- 
nett appeared not to be interested in this suggestion at that time, but it still 
seems to me to be a good idea, at least from the standpoint of the small inventor. 

Possibly such an inventor’s fair is something that could be established under 
the small-business bureau of the Government, although I would hate to see public 
funds expended if a job which is as good or better could be done privately. 
Of course, for a thorough job there should be more than one and probably sev- 
eral such fairs around the country. 

Possibly Mr. Bennett would be interested in undertaking such a venture on a 
risk basis if he were provided with some kind of a subsidy for the first year. 
This could be justified historically by the Government’s contribution to the Morse 
telegraph. There are probably other precedents as well. 

Perhaps some sort of a tax advantage might be provided temporary to get 
such a project underway, and probably with recoupment of the tax advantage 
if the project was successful. 

It might be well worthwhile for the committee to call a considerable number 
of independent inventors who have been successful and get from them step by 
step the case histories of how they made a success of their inventions. This 
might throw considerable further light on what can be done to provide a suitable 
market place. 


STATEMENT OF Hon. Locan R, Croucn, JAcKson, MIss. 


INVENTION AND DISCOVERY 


The question most often asked when one discusses patents and invention is 
whether or not the day of the individual inventor is not over, since une man, with- 
out funds perhaps, working alone, cannot keep pace with the research depart- 
ment of a giant corporation, drawing gifted young men from the best schools, with 
unlimited funds and equipment available. And can a small or middle-sized busi- 
ness hope to develop an invention when the fields of technology are so vast and 
the machines so complex. 

There is every mechanical and technological reason to believe that the answer 
to both question is “Yes.” The technical fact is that the field is wide enough 
for both and that, in theory at least, neither organized research nor individual! 
invention can take the place of the other without disadvantage, because each 
has an advantage over the other in the field where it is best. The same thing is 
true of the large or middle-sized business. 

Unfortunately, the legal trend for 2 decades has been in favor of the or- 
ganized research and the great business organizations. 

The reason this is true is a technical one. What we ordinarily call “invention” 
is two things: invention and discovery. Literally, discovery is the broadest, 
term and includes both, and is used in the patent section of the Constitution. 
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In the Statutes of 1836, Congress recognized the technical difference between 
the two and the courts also mention it at an early date. The Kevised Statutes 
of 1952 reemphasized it by distinctly stating that invention means either inven- 
tion or discovery. In the abstract, the distinction is somewhat difficult, but, by 
looking at Edison’s phonograph, which is an invention, and comparing it with 
his incandescent lamp, which is a discovery, the difference becomes fairly clear. 

We have all heard how Edison gave his layout man a sketch of a cylinder 
mounted on a frame so it could be turned and would move endways as it turned, 
a disk with a needle fastened to it was also mounted on the frame, positioned 
so that as the cylinder turned the point of the needle brushed against it. Edison 
wound a sheet of tinfoil around the cylinder and turned it, repeating “Mary had a 
little lamb,” while he directed his voice at the disk. He then reset the cylinder 
and again turned it, this time the needle moved through the slot it had just made 
in the tinfoil and the disk repeated the words of “Mary had a little lamb.” 

Some who study invention believe that Edison formed a mental picture of the 
operations that had to be performed and then selected mechanical elements which 
could perform them. But in whatever way his mind may have worked, mechani- 
eal analysis of his sketch and his model show that when he drew the sketch, he 
had a mechanical plan resting on three mechanical theories. The first theory 
was that the waves in the air caused by the voice would set up vibrations in the 
disk which would pass to the needle; second, that if the vibrating needle formed 
a slot, the vibrations would register on the slot, and, third, that if the needlepoint 
again passed through the slot, the vibrations would pass back to the disk, which 
would set up sound waves and so reproduce the voice. 

Edison had a large research staff and priceless equipment, but he did not use 
either. It is evident that, given his ability to form the mechanical plans he 
showed in his sketch, he could have worked just as well in a blacksmith shop, 
or even in a garret. Until he had completed his mechanical plan, no research or 
experiment would aid him. When he had completed his plan, only simple, 
ordinary devices were needed to put it into effect. 

But, if we look at the Edison invention of the electric light, we see something 
entirely different. It had long been believed that an electric resisting element, 
placed in a glass bulb, would produce a light. Sut no one had been able to 
produce one which would work, chiefly because no proper resisting element 
could be found. Even Edison, the greatest inventor of them all, could not solve 
this problem simply by mental reasoning, as with phonograph. He had to use 
experiment and research. With the aid of his helpers and his equipment, he was 
able to form a filament of treated carbon. The phonograph and the light were 
among the greatest creative work of Edison, but one need not be expert to see 
that the technics used were different. Technically, the phonograph was an in- 
vention and the light was a discovery. Edison, the master, could work equally 
well with either. But there was only one Edison. If our way of life is to move 
ahead, we must use those whose creative gifts are less extraordinary. 

Most of those less gifted cannot work well with both technics. renerally 
those who work well with the inventing technique, work best alone, and are the 
individual inventors. Those whose gifts lay along the line of creative research, 
of course, work best where the technic needed is discovery. Since they are both 
needed, because both kinds of problems must be solved, the technical and legal 
problems are to see that a place is available for each. Generally the inventive 
technic is necessary for a mechanical device and creative research the best way 
to solve a nonmechanical problem, but this is not always true. For example, 
a particular angle of blades on a steam turbine might provide unexpected results 
and be discernible only by means of creative research. 

In the technological field, as a practical manner, the interest of the individual 
inventor and the smaller business are closely connected. As a practical example, 
we might consider a modern plant for producing electric power from steam 
Outsiders have overlooked it, but great improvements have taken place in such 
plants within the last 20 years. 

To build such a plant, one must, of course, have the huge boilers, steam tur- 
bines, and electric generators. A newspaperman who saw a plant under con- 
struction would see only these and ask how there could be a place for a small 
business here, or how an individual inventor could work with such devices. Of 
course, a business firm which made these things would need heavy capital and 
large production facilities. Many of the mechanical problems involved would 
require organized research. As a matter of fact, it is desirable to have a pro- 
ductive system which does provide these things. However, even such complex 
devices contain parts which are mechanical entities in themselves, and which 
ean be designed by an individual inventor, and produced by a small-business man. 
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The men who build the plant know that, while the boilers, turbines, and elec- 
tric generators are the most spectacular part, they are the smaller part of the 
finished plant. To put these things to work and keep them working, dozens 
of other devices must be provided. Because the large things could not be used 
without them, they are an essential part of the plant. The records of » buving 
agent would show that over 100 manufacturers sold their products to an average 
plant. Some of these products are as simple as a band used to hold 


“nation 
on a steam pipe. 


Many of them are the kind of device most likely to result from 
the invention of an individual inventor, who might be a steamfitter or « e ‘trical 
worker on such plants, and which could be produced by a small, individually 
operated business. 

Surely it is evident that to secure our best progress we need the united effort 
of the large business, with its organized research, and also of the individual in- 
ventor and the smaller business, and it is plain there is a field for all. 

So far as the inventions and their production is concerned, the problem is a 
legal one, and it must be admitted that the answer is not an easy one. 

In a general way, it is plain that uncertain rules regarding validity of a 
patent in infringement suits would be much more of a burden on the small 
business and the individual inventor. 

But, even worse, the tendency of legal decisions in the past 15 years has been 
to find favor with the technic of creative research and to disfavor the tech- 
nie of mental invention, such as Edison used in his phonograph. Since the 
first technic is the one used largely by the giant business with its organized 
research, the result is a turn of the scales against the individual inventor and the 
small business, because the chief opportunities for both lie in the fields of the 
mechanical devices which are now called gadget patents. 

But we can see that the legal answer may not be as difficult as one might 
expect by looking again at Edison’s invention of the phonograph and electric 
light. 

We can see that each of the three theories which made up his compete plan 
for a phonograph was a mechanical cause and a mechanical effect, that is, a 
certain mechanical thing would operate in a certain manner and produce a cer- 
tain mechanical result. 

In patent law such a mechanical action is called a mode of operation, and the 
definite result it produces is called a function. A complete theory, setting out 
a particular physical thing, and how it performs in a particular way, t» accom- 
plish a particular physical result 


(if the theory proves correct), is called a 
conception. 


The greatest jurists have said many times that an invention was 
a physical embodiment of a mental conception. With this type of invention then, 
a mechanical analysis which showed that a device contained a mode of opera- 
tion and function which was not contained in any former device, would set up 
presumption that the device was a legal invention. The records show that the 
courts did follow this theory for over 100 years before it was set aside in the 
Cuno ease. 

Looking at the electric light, a different legal technic is required. We cannot 
make an analysis of the light and show which physical theories Edison can be 
presumed to have used, or whether, in fact, he might have used any. We know 
that it did require a great deal of research and experiment to produce the lamp. 
The question a court would have to answer would be whether or net this was 
creative research which went beyond what might have been expected of a routine 
worker skilled in the art. 


There are no positive rules to show the presence of creative reseavch as there 


are to show the mental conception. Here a court must use indfinite evidence. 
Sut it can consider that former researchers tried and failed. It ¢un see that 
the research was different in principle than former research. It can consider 
how many experiments were tried and whether or not the result might have 
been expected. It can consider how useful the thing produced is and how it met 
a need long known. From such evidence it can draw the conclusion that more 
than skill in art was required and so uphold the patent. 

From what has been said, it is evident that if a court became confused and 
tested a mental conception by the rule needed for creative research, it might 
rule the patent for the phonograph invalid, or, conversely using the wrong test, 
it might rule the patent for the electric light invalid. Study of the records has 
convinced the writer this confusion does exist and causes many of the uncertain 
decisions which are so troublesome to industry in connection with patent law. 

For what it is worth, the suggestion is made that the statute require one 
who maintains a patent invalid because it is too near to the prior art, be required 
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to plead that it is neither a mental conception or equal to creative research, by 
alleging the absence of the things which would show either in separate para- 
graphs, and maintain both in order to prevail. 


STATEMENT OF WILLIAM T.. CRUSE, EXECUTIVE VICE PRESIDENT, SOCIETY OF THE 
PLAStTiIcs INDUSTRY, NEW YorRK, N. Y. 


The Society of the Plastics Industry, Inc. is a national technical society and 
trade association composed of members from all parts of the country who manu- 
facture plastics materials or process them. It is composed of 900 company mem- 
bers and consists of firms which are the leading producers of plastics raw ma- 
terials and plastics products within the industry in the United States of America. 
One division of the Society of the Plastics Industry, Inc. is the plastics house- 
wares division. The members of this division are manufacturers of such articles 
made from plastics materials as bov’ls, bread boxes, butter dishes, cannister sets, 
refrigerator boxes, sink strainers, tumblers, wastebaskets, and the like. 

One of the biggest problems which confronts the industry is that of design 
piracy. As you can see from the examples of the products, it is rare that a manu- 
facturer designs or invents something that is really new. While it may be new 
in the plastics field, it will be so similar to something already designed and pro- 
duced from some other material such as metal, ceramics, or glass, that not even 
ohne design patent can be procured. Nevertheless it may be new to the plastics 
industry and it has been necessary for some manufacturer to develop by research 
and experiment a finished product made from one or several plastics materials 
having the necessary physicai characteristics which are, rigidity, reaction to 
high or low temperatures, nonabsorbent as to odors and the like. In short, the 
application of some plastic material to this particular use may have required 
considerable expenditure of time and money for research and development, 

Under the presently existing patent laws this manufacturer has no protection. 
There is nothing that in any way deters the unethical manufacturer trom waiting 
until an item has been launched successfully on the market then buying a half 
dozen of the items, a couple of which he turns over to his mold manufacturer to 
produce the necessary mold, and the others of which he turns over to his sales- 
man with which to take orders from the customers to whom the original manu- 
facturer has sold. 

On communicating with your office today we were informed that the hearings 
before the subcommittee will be held the first 38 days of this week but will prob- 
ably be confined to patent problems from the standpoint of the inventor and that 
hearings will be continued next month on suggested changes which will be of 
interest to the manufacturer. If this is so we would appreciate the opportunity 
of having some one from the industry appear before your committee at some 
subsequent hearing. In the meantime we are getting in touch with our own 
counsel and with a number of our members in the plastics housewares industry 
who are interested in this problem and hope to be able to present to you some 
specific recommendations as to changes or revisions of the patent laws. 


STATEMENT OF L. Davipson, CONSULTING ENGINEER, NEW YORK, N. Y. 


I would respectfully like to register my thoughts based on 40 years of experience 
as an engineer-inventor. 

If patents are to stimulate the starting of businesses based on patents, it is 
necessary to provide a stronger incentive for risk capital. One way of doing this 
to the distinct advantage of our country and everyone concerned, is to extend 
the life of the patent from the present 17 years to about 25 years. 

Also, suggest revision of the present laws on court procedure involving patent 
infringement. Our present laws are too cumbersome, slow in obtaining results, 
and, what is most important, too expensive to protect the average inventor. 

It is my sincere belief that the continued and sustained economic prosperity 
of this country will depend in the not too distant future on new business based 
on patents. 

Patents create wealth for the country if the invention is marketed. If it is 
not marketed, it does not create wealth. 

The individual who invents and patents his invention does so with his own 
time and at his own expense, and does not use money that would, through the 
regular channels, be mostly tax money. 
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The establishing of businesses backed by patents has the potential of growing 
into large business and provide the growth and idea stimulation that will assure 
this country’s continued industrial supremacy. Without this stimulation, exist- 
ing large business eventually becomes stagnant—self-satisfied—in spite of the 
present splurge of research that spends money that would normally be paid as 
taxes. 

New business, with new and improved products, is the healthiest form of 
business stimulation and competition, as it means much more than only price 
competition. 

Extending the life of patents makes more practical the obtaining of risk capi- 
tal, as the present patent life of 17 years is not sufficient to attract this kind of 
capital. 

Our country’s continued industrial supremacy depends on progress in the 
form of new and better and more economical industrial products, and I believe 
our present patent system, with suggestions mentioned above, can accomplish 
this end. 


STATEMENT OF Dr. LEE DE FOREST, INVENTOR, LOS ANGELES, CALIF. 


I wish to urge upon the committee most emphatically the glaring lack of per- 
sonnel in the Patent Office, especially among the examiners. From my recent 
experience in filing patent applications, it is only too evident that the examiners 
are too few and greatly overworked. This results in a deplorable and costly 
delay in the proper inspection of newly filed patent applications. The entire 
system of American industry which depends so largely on patent protection for 
its proper development suffers greatly on account of the lack of efficient personnel 
among the Patent Office examiners. 

Whereas in the old days I used to obtain patents within 6 months to 1 year 
after filing, it is now approximately 3 years before my patent applications receive 
even their first examination and criticism. 

The number of American inventors has enormously increased and is continually 
increasing, but Congress apparently has failed to recognize this fact and has 
not taken adequate means to obtain needed appropriations.to enable the Patent 
Office to properly expand its examiner personnel to meet the rising requirements. 

Allow me to urge upon the committee most emphatically the need for taking 
the necessary steps to substantially increase the number of qualified Patent 
Office examiners. The committee can confer no greater benefit to American 
inventors and, therefore, to American industry than to make possible the im- 
mediate and substantial increase in qualified Patent Office examiners. 


STATEMENT OF P. J. FEDERICO, EXAMINER IN CHIEF, UNITED STATES PATENT 
OFFICE 


PATENT NO. 2,705,484, APRIL 5, 1955, JORGENSEN & JORGENSEN, ASSIGNED TO GENERAL 
MOTORS CORP., FOR MECHANISM FOR CONTROLLING THE STARTING AND OPERATION OF 
INTERNAL COMBUSTION ENGINES 


The above-identified patent was pending 23 years, 2 months, and 27 days and 
the chairman of the subcommittee has requested “a résumé setting forth in 
summary fashion how this time was consumed.” 

The application involved was filed in the Patent Office on January 8, 1932. 
The inventors were Peter J. Jorgensen and Clarence H. Jorgensen. At the time 
of its filing, the application was assigned to the Wilcolator Company of New 
Jersey. The application was later assigned to General Motors. Beginning with 
March 30, 1934, it became involved in a series of 12 interferences with other 
applications the last of which was terminated October 21, 1954. The time of 
pendency is hence divided as follows: 


Years | Months | Days 


Ex parte prosecution ‘ “ ictus 5 
Interferences _-- - Skt kee wae s da —_ | 22 





Total 


27 


68832—56— 
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Ex parte prosecution 


The ex parte prosecution prior to the interferences took 2 years 2 months and 
22 days. This was consumed by 2 actions by the examiner (each of which took 
about 5 months to reach), the replies by the applicant, to these actions (about 
6 months each), and a further time until the interferences were declared. After 
the last interference was over a further time of 5 months and 13 days was used 
in a winding-up action by the examiner, a reply by the applicant, the notice of 
allowance, the payment of the final fee, and the printing and issuing of the 
patent. The total ex parte time can be divided as follows: 





Ex parte time Years | Months | Days 
Bip leaecccesa a tans 5 sch ictiadiabi = sd —— 
Chargeable to office 2 a= os , 1 | 5 | 14 
Chargeable to applicant_--- ; a iis 1 2 21 
7 On... Cavewamne 2 8 5 


Interferences 

The interferences in which the application was involved may be considered 
in three groups. 

On March 30, 1934, 5 interferences were declared involving the J. & J. applica- 
tion and applications of 7 other parties. Subsequently, 4 other interferences 
growing out of these were declared between the J. & J. application and applica- 
tions of 5 of the other parties. The last 1 of this group of 9 interrelated inter- 
ferences was terminated December 23, 1940, which was 6 years, 8 months, and 
23 days after the declaration of the first. These interferences are listed as 
follows: 


Declared Terminated | Time 
1. Interference No. 68187 : Mar. 30,1934 | Mar. 27,1939 | 4 years 11 months 27 days. 
2. Interference No. 68188 ___. eg Zoente. Se ..-| Mar. 25,1940 | 5 years 11 months 25 days. 
3. Interference No. 68189_----- s cant ee ee | Do. 
4. Interference No. 68190_____- a do do | Do. 
5. Interference No. 68191 a do ...| June 6,1935 | 1 year 2 months 6 days. 
6. Interference No. 71141 ; Sept. 24,1935 | Mar. 25,1940 | 4 years 6 months 1 day. 
7. Interference No. 71142 aie oe ae do al Do. 
8. Interference No. 71473 at be sD ...-| May 21, 1937 1 year 7 months 27 days. 
9. Interference No. 77410 _.| Aug. 23,1939 | Dec. 23,1940 | 1 year 4 months. 


Average per interference. 


wid aes bbs dead Le he cdhteae beaks | 4 years 5 days 
Total elapsed time 


Si te ....-| 6 years 8 months 23 days. 


While the total elapsed time was 6 years 8 months 23 days, the average 
duration of the 9 interferences was 4 years 5 days. 

Shortly before the termination of the last of the first group of interferences 
another interference was declared on June 4, 1940, with an application owned 
by Carter Carburetor Corp., and later another interference was declared with 
another application (a reissue application) also owned by Carter Carburetor 
Corp. These two interferences were tried and decided together in the Office. The 
applicant lost both interferences in the Office and filed civil actions under Revised 
Statutes 4915 (now 35 U.S. C. 146) to review the Office decision, and the decision 
of the district court in these actions was appealed to the court of appeals. There 
was an unsuccessful attempt to have the Supreme Court review the decision. 
This last step was concluded October 9, 1950, and the time from the declaration 
of the first of these 2 interferences until the simultaneous termination of both in 
the courts was 10 years 4 months 5 days. This time is divided as follows: 








10. Interference No. 78345 11. Interference No. 80733 

See eae et Soe coats dencecail * 
Si nm June 4, 1940.._............---.] Feb. 12, 1943. 
ie NNR oN rant Soins ccc cemeions PR: Sp REk cc ccccaccnwnenns Dec. 26, 1945. 
3. District court decision. ............--- GEOR cs wtiicnvansesenns Do. 
4. Court of apneals decision aaa yo le Ue aaaheagats wiahee Do. 
5. Certiorari denied by Supreme Court.-.--| Oct. 9, 1950__.......--.-..--... Do. 

‘Tee fr0te Ui) G6 ta). ockéo cnx .| 5 years 6 months 22 days------ 2 years 10 months 14 days. 

Time from (2) to (5).-..------ 


siete 4 years 9 months 10 days_--.--- Do. 
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The decisions of the district court and the court of appeals in these two 
interferences were published, Jorgensen and General Motors Corp. v. Ericson, 
Henning and Carter Carburetor Corp. (81 F. Supp. 614, 619, 80 U. S. P. Q. 358, 
364, affirmed 180 F. 2 (d) 180, 84 U.S. P. Q. 176). 

While the two interferences last mentioned were pending in the court, an- 
other interference, the last one, was declared, on May 2, 1947. This was with 
a patent owned by Bendix, which had been issued on one of the applications 
involved in the first group of interferences. This interference was decided by 
the Office and a civil action was filed in the district court. 


The times involved 
were as follows: 


12. Interference No. 82841 


. Declaration______-- May 
2. Office decision. 
3. District court decision becomes final- 
Time from (1) to (2) 
Time from (2) to (3)-_-- 


2, 1947. 
Ang. 21, 1951. 
Oct. 21, 1951. 

| 4 years 3 months 19 days. 
3 years 2 months. 


This interference was pending 7 years 5 months 19 days, of which 4 years 3 
months 19 days were in the Office and 3 years 2 months, in the court. 

The decision of the district court in this case was published, General Motors 
Corp. v. Bendix Aviation Corp. et al. (123 F. Supp. 506, 102 U. 8S. P. Q. 58). 

The entire group of 12 interferences was pending 20 years 6 months 22 days; 
of this time 12 years 7 months 12 days was in the Patent Office and 7 years 11 
months 10 days was consumed by the court reviews. 
The multiplicity of interferences 


Two unusual features are present in the pendency of the J. & J. applica- 
tion. One is the multiplicity of interferences, and the other is the duration 
of the interferences. Both of these are out of the ordinary. 

In 1934 when the first of the interferences were declared, there were 15 inter- 
ferences relating to the same subject matter declared among a number of appli- 
cations of different parties; 5 of these involved the J. & J. application. Subse- 
quently, about 30 more interferences, mainly growing out of the first group, 
were also declared. The J. & J. application was party to 12 interferences 
(omitting mention of one which was consolidated with 1 of the 12.) 

In 1934 interferences were rather freely declared by the examiners. The 
average number per year during the 4 fiscal years 1932-35 was 2,273. At this 
time, over 6 percent of patent applications filed became involved in interferences. 
Shortly thereafter the number of interferences declared began to decrease, due 
to changes in procedure and also to special efforts and training to avoid declaring 
unnecessary interferences whenever possible. This decrease continued until a 
new lower level was reached. The number of interferences declared during 
the 4 fiscal years 1952-55 averaged only 553 per year, and the number of patent 
applications which became involved in interferences was about 1% percent 
of patent applications filed. These numbers are one-fourth of what they were 
20 years earlier. 

Duration of interferences 


The 12 interferences in which the J. & J. application was involved averaged 


4 years and 26 days duration each, not counting the time involved in court 
reviews. 


For purposes of comparison some figures compiled about 10 years ago with 
respect to interferences declared in 1939 and 1940 will be used. 
data was compiled with respect to the 1,089 interferences declared during the 
year following October 8, 1939, when some changes in the law affecting inter- 


Some general 


ferences took effect. More detailed data was compiled with respect to the first 
100 of these interferences. 

The average pendency in the Office of the 1,089 consecutive interferences was 
l year 1 month 5days. The J. & J. application interferences averaged 3.71 times 
this general average. 

The first stage in an interference after it is declared is the filing of preliminary 
statements by the parties. These are received and acknowledged by the Office 
at which time the second stage of the interference starts. The average dura- 
tion of this first stage, for the above-mentioned 100 interferences, was 83 days. 





290 AMERICAN PATENT SYSTEM 


The average duration of the first stage in the 12 J. & J. interferences was 155 
days. 

. After the preliminary statements are received and approved each party to an 
interference has an opportunity to bring various motions to dissolve or to reform 
the interference. Such motions are brought in about half the interferences. 
The average time from the beginning of the motion period to the resumption of 
proceedings after the motions were decided, in the 51 of the 100 interferences in 
which motions were brought, was 8 months and 8 days. Motions were brought 
in all 12 of the J. & J. interferences and the average time for this stage (excluding 
appeals) was 17 months and 6 days. 

At the time when the motions in the first group of interferences were decided, 
an appeal to the Board of Appeals in the Patent Office from the decisions on 
motions in interferences was provided. Appeals were taken in 8 of the inter- 
ferences and the duration of the appeal period for these 8 averaged 27 months 
and 26 days. Such appeals were abolished in the case of interferences declared 
after October 8, 1939. 

After the motion stage is over the parties take their testimony and there is 
an oral hearing and a decision. Most inteferences are terminated before reach- 
ing this stage. Of the 100 interferences mentioned, only 19 passed through the 
testimony and hearing stage and the average duration of this period for these 
19 was 12 months and 21 days. Only the last 3 of the J. & J. interferences went 
through the testimony and hearing stage and the duration for these 3 averaged 
31 months and 21 days. 

The above results are tabulated as follows: 


: Average for 1939-40 
Average for J. & J. interferences interferences 


Preliminary statement stage . 5 months 5 days 2 months 23 days. 
Motion stage___- Bi icetawe 1 year 5 months 3 days------ ..-----| 8 months 3 days. 


Appeals from motions aie | 2 years 3 months 26 days (8 cases) .....-.| Appeal abolished. 


Testimony and final hearing stage...| 2 years 7 months 21 days (3 cases)--...-.| 1 year 0 month 21 days. 


The course of the interferences included numerous stipulations for extensions 
of time, numerous requests for reconsideration of decisions, and a number of 
petitions to the Commissioner. It should also be noted that a number of com- 
panion interferences going on at the same time tend to delay each other since 
effort is usually made to keep them going together and a delay in any one may 
correspondingly delay the others. The office time involved in the last inter- 
ference, which was pending in the office 4 years, 3 months, and 19 days, can 
be divided into 21 months and 26 days used by the office and 29 months, 23 days, 
used by the parties. Of this latter time, 8 months, 6 days, was the time initially 
set for performing various acts and 21 months, 17 days, represents extensions of 
time requested and granted. The 10th interference was pending in the office 
5 years, 6 months, and 22 days. This time can be divided into 2 years, 7 months, 
and 18 days used by the oflice, and 2 years, 11 months, and 4 days used by the 
parties which included 16 months and 27 days of extensions of time. 


Reduction of delays 

Request was also made for suggestions for legislative enactment whereby such 
delays might be reduced in the future. 

It should first be noted that the prosecution of the application bridges a pe- 
riod during which both administrative and legislative changes were made and 
that the case is not an ordinary one by any standard. Greater care in the 
initial declaration of intereference with great reduction in the number of inter- 
ferences instituted, and greater control and strictness in permitting extensions 
of time, obtain now than was the case 20 years ago. Also, in 1939, a number 
of changes in the statute were enacted, as a result of recommendations of the 
Temporary National Economic Committee and also some administrative changes 
were made which tended to reduce delays in interferences. 

The principal legislative change which has been recommended in the past, 
and which has not been enacted, which would have an effect on the time is the 
so-called 20-year bill. This proposal provides that a patent will expire not more 
than 20 years after the date of the filing of the application, and hence if the ap- 
plication is pending a long time the term of the patent will be correspondingly 
curtailed. The last proposal of this nature which was before Congress was. 
H. R. 2631 of the 79th Congress on which hearings were held in May and June 
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1945. However, in order to not penalize an applicant for delays due solely to 
the office the bill provided that delays during the pendency of the application 
not chargegable to the applicant (as determined by the Commissioner) were 
not to be included in determining the curtailment of the term of the patent. 
Such a limitation was also contained in the bill S. 2688 of the 76th Congress 
which passed the Senate on April 26, 1940. A provision such as that mentioned 
would require an accounting to be made of the time spent during the prosecution 
so that delays not chargeable to the applicant could be allowed for. This ac- 
counting has not been made in connection with the J. & J. application except 
as to certain parts of the prosecution. If the 20-year provision had been in effect 
at the time the patent was granted the term of the patent would have been cur- 
ailed a substantial amount and the term of the patent would have been con- 
siderably less than the ordinary 17-year term. Such a provision, aside from the 
curtailment of the term of patents pending an unusually long time, would also 
have the effect of eliminating numerous delays since applicants would be 
anxious to have their patents issue as soon as possible so as not to have the 
term curtailed. 


STATEMENT OF P. J. FEDERICO, EXAMINER IN CHIEF, PATENT OFFICE, 
WASHINGTON, D.C. 


SUPREME COURT DECISIONS 


The chairman of the subcommittee has requested a comparison of the file 
record references with the references used by the court in connection with 
patents recently held invalid by the Supreme Court, similar to the comparison 
made in connection with decisions of the courts of appeal. 

Following are notes on the patents involved in the 10 most recent decisions 
of the Supreme Court in which a patent was held invalid. The earliest of the 
decisions is dated May 29, 1944, and there have been none since April 23, 1951. 
In all of these cases the patents had been sustained in some other court. 

1. Patent No. 1,537,593, May 12, 1925, G. Egloff, for “Process for cracking oil” ; 
held invalid in Universal Globe Oil Refining Co. (322 U. 8. 471, 61 U. S. P. Q. 382, 
May 29, 1944). 

The Court of Appeals for the Seventh Circuit had held the patent not in- 
fringed, without ruling on validity (58 U. S. P. Q. 504, 1948), the district court 
had held the patent invalid; the patent had been held valid and infringed by 
the Court of Appeals for the Third Circuit in 1935 (26 U.S. P. Q. 105). 

The main reference used by the Supreme Court was a patent to Dubbs 
(1,392,629) which had not been cited by the examiner. Four other United States 
patents are mentioned in the Supreme Court’s decision in a subsidiary manner ; 
none of these had been cited by the examiner. The patent file shows that 
the examiner cited 11 United States patents and 1 foreign patent. 

2. Patent No. 1,877,504, September 13, 1932, Grebe and Sanford, for ‘‘Treat- 
ment of deep wells”; claims 1, 5, 7, 8, 9 held invalid in Dow Chemical Co. v. 
Halliburton Oil Well Cementing Co. (324 U. 8S. 321, 64 U. S. P. Q. 412, Mar. 5, 
1945). 

The Court of Appeals for the Sixth Circuit had held the patent invalid (60 
U.S. P. Q. 90, 1943). The patent had been held valid and infringed by the Court 
of Appeals for the Tenth Circuit in 1936 (28 U. S. P. Q. 243). 

The decision of the Supreme Court cited 11 United States patents and a prior 
use by another company. The main reference had not been cited by the examiner 
and of the 10 other patents, used only collaterally, only 1 had been cited by 
the examiner. Fifteen patents and two publications were cited during the 
prosecution of the patent. 

3. Patent No. 2,087,190, July 13, 1937, A. E. Gessler, for “Printing ink”; claims 
3 and 10-13 held invalid in Sinclair and Carroll Co., Inc. v. Interchemical Corp. 
(325 U. S. 327, 65 U. S. P. Q. 297, May 21, 1945). 

The patent had been held valid and infringed by the Court of Appeals for the 
Second Circuit (62 U. S. P. Q. 445, 1944). 

The decision of the Supreme Court mentions 4 United States patents, only 1 
of which had been cited by the examiner, and 2 publications, which had not 
been cited by the examiner. The prosecution of the patent shows the citation of 
13 United States patents, 3 foreign patents, and 3 publications. 

4. Patent No. 1,687,510, October 16, 1928, M. Pipkin, for “Electric-Lamp bulb” ; 
held invalid in General Electric Co. v. Jewel Incandescent Lamp Co. et al. (326 
U. S. 242, 67 U. S. P. Q. 155, November 5, 1945). 
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The Supreme Court affirmed the decision of the Court of Appeals for the Third 
Circuit (64 U. S. P. Q. 74, 1944) which held the patent invalid. The patent had 
been held valid and infringed by the Court of Appeals for the Second Circuit in 
1988 (36 U. S. P. Q. 214) and by the Court of Appeals for the Sixth Circuit 
in 19386 (29 U. S. P. Q. 59). 

The decision of the Supreme Court cites two United States patents, which 
had been cited by the examiner, a domestic publication and several foreign 
publications. The patent file shows the citation of four United States patents 
and no publications. 

5. Patent No. 2,156,519, May 2, 1939, C. P. Walker, for “Means for measuring 
the location of obstructions in wells”; claims 1, 13-15, 17 held invalid in Halli- 
burton Oil Well Cementing Co. v. Walker et al. (829 U. S. 1, 71 U. S. P. Q. 175, 
Nov. 18, 1946). 

The patent had been held valid and infringed by the Court of Appeals for 
the Ninth Circuit (64 U. 8S. P. Q. 278, 1944). 

The Supreme Court held the claims involved to be invalid because of their 
form and not because of prior art. In the court of appeals the main reference 
urged by the defendant, and over which the court held the claims valid, was a 
patent which had been cited by the examiner. 

6. Patent No. 2,200,532, May 14, 1940, V. S. Bond, for “Bacterial inoculant 
for leguminous plants” ; claims 1, 3-8, 23, 14 held invalid in Funk Bros. Seed Co. v. 
Kalo Inoculant Co. (333 U. 8. 127, 76 U. S. P. Q. 280, Feb. 16, 1948) . 

Two judges dissented from the decision of the majority of the Supreme Court. 
The claims had been held valid and infringed by the Court of Appeals for the 
Seventh Circuit (74 U. S. P. Q. 1, 1947). 

The ground of invalidity was essentially that only an unpatentable discovery 
had been made. 

7. Patent No. 2,236,387, March 25, 1941, J. H. Wallace and W. C. Hand, for 
“Perspiration inhibiting composition”; claims 1-6, 8-13, 15, 16 held invalid in 
Mandel Bros. Inc. v. Wallace (335 U. S. 79 U. S. P. Q. 220, Nov. 8, 1948). 

The claims had been held valid and infringed by the Court of Appeals for 
the Seventh Circuit (76 U. S. P. Q. 347, 1947) and invalid by the Court of Appeals 
for the Second Circuit in 1948 (56 U. S. P. Q. 488). 

The decision of the Supreme Court cites 4 prior United States patents, only 1 
of which had been cited by the examiner. The file of the patent shows that three 
references had been cited by the examiner, 2 patents and 1 publication. 

8. Patent No. 2,118,468, May 24, 1938, T. G. Jungersen, for “Method of casting 
articles of intricate design and a product thereof”; held invalid in Jungersen v. 
Ostby and Barton Co. (335 U. S. 560, 80 U. S. P. Q. 32, Jan. 3, 1949). 

Three judges dissented from the decision of the Supreme Court. Decisions 
of two court of appeals were involved. In the second circuit the patent was 
held invalid, affirming the district court, but one judge (Hand) dissented (76 
U. S. P. Q. 488, 1948). In the third circuit, the district court held claims 1—4 
valid and infringed and claims 5, 6 invalid (69 U. 8S. P. Q. 362, 1946) ; the court 
of appeals held the patent not infringed without passing on validity (75 U. S. 
P. Q. 151, 1947). There also had been 2 prior district-court decisions holding 
the patent valid and infringed, 1 in Pennsylvania in 1940 (44 U. S. P. Q. 257) 
and 1 in Maryland in 19389 (48 U. S. P. Q. 448). Altogether there were 19 
different judges who passed on the patent; 9 found the patent invalid, 7 thought 
the patent valid (1 in part), and 3 ruled on a question of infringement only. 

As to the references used, the decision of the Supreme Court mentions 3 
United States patents, a British patent of 1876, and 5 publications (these publica- 
tions included the Encyclopedia Britannica and a treatise on goldsmithing and 
sculpture by Benvenuto Cellini). The British patent and 1 of the 3 United 
States patents had been cited by the examiner; the publications and 2 of the 3 
United States patents had not been cited by the examiner. The file of the patent 
shows the citation of 13 United States and 1 British patent. 

9. Patent No. May 20, 1941, E. D. Turnham, for ‘Merchandise 
handler’: claims 4-6 held invalid in The Great Atlantic and Pacific Tea Co. 
v. Supermarket Equipment Corp. (340 U. S. 147, 87 U.S. P. Q. 308, Dec. 4, 1950). 

The claims had been held valid and infringed by the Court of Appeals for the 
Sixth Circuit (84 U. 8. P. Q. 209, 1950). 

The decision of the Supreme Court does not mention any specific references. 
The decision of the court of appeals, in sustaining the patent, states that 17 pat- 
ents not cited by the examiner were introduced in evidence and analyzes 7 of 
them. The file of the patent shows the citation of 5 patents. 
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10. Patent No. 2,455,266, November 30, 1948, E. Nudelman, for “Children’s 
amusement device”; held invalid in Crest Speciality v. Trager et al. (341 U. 8. 
912, 89 U. S. P. Q. 175, Apr. 23, 1951). 

The patent was held valid and infringed by the Court of Appeals for the 
Seventh Circuit (87 U. 8. P. Q. 139, 1950). 

The decision of the Supreme Court is a one-sentence per curiam decision 
which does not mention any references. The court of appeals in sustaining 
the patent mentions only 1 patent, which had not been cited by the examiner 
and stated generally that the others were too far afield; the district court, which 
also sustained the patent, mentions 8 other references 4 of which were those 
which had been cited by the examiner. 


STATEMENT OF MAx FoaieEL, INVENTOR, NEW YorkK, N. Y. 
REVISED PATENT LAW NEEDED 


The authors of the Constitution delegated to the Federal Government the 
power to grant patents to any inventor who is willing to make public the nature 
and details of his invention. They realized that if the Nation is to pursue a 
state of continuous progress it will be necessary for the general public to have 
access to the ideas and details of inventions which are conceived by the indi- 
viduals who possess the rare gift of inventive thought. In this manner a given 
field of art is continuously advanced since the individuals connected with the 
field can carry on from where others have left off and are not required to dupli- 
cate work which has already been performed. The fathers of the Constitution 
were aware that it would be necessary to offer some form of award in order to 
induce the inventor to disclose his product to the public. For this reason, and 
based upon the power mentioned, the Federal Government has issued to qualified 
inventors patents which at the present time give the inventors or their assignees 
the sole right to manufacture a given product or use a given process for a period 
of 17 years. 

During the past few decades the research field has greatly expanded, giving 
rise to a corresponding increase in the number of patent applications. The staff 
of application examiners employed by the United States Patent Office, however, 
has not increased proportionately and this has caused the condition where the 
number of applications arriving at the office each day far exceeds the number 
that can be processed by the available staff. This unbalance has resulted in 
such an enormous backlog of work at the Patent Office that the time between filing 
the application and actually granting the patent may take a number of years. 
During this period the inventor has no legal monopolistic rights with regard to 
his invention and for this reason the Patent Office retains the nature of the 
invention in absolute secrecy until it publishes it in the Gazette and Patent 
Record. Very often the inventor, after having filed his application at the Patent 
Office, submits his invention to firms who appear to show a possible interest 
in it. Many firms who find that the invention may be profitable proceed to manu- 
facture it without compensating the inventor in any way. Independent inven- 
tors, initially unaware of this fact, may become deeply disappointed by this 
experience and cease to develop any additional ideas that they may have. Oc- 
casionally the inventor cannot reap any profits from his invention even after the 
patent is finally issued, for the ones who have manufactured the invention during 
the time that its patent was pending before the Patent Office have flooded the 
market to the extent that the product of the invention is no longer in demand. 
Thus anyone familiar with the invention can produce and market it and the inven- 
tor has no legal right to any compensation or royalties until the time that the 
patent is actually granted. In view of the lack of legal protection during this 
period the inventor is often inclined to retain the nature of his invention secret 
until the patent is actually isued. This has an adverse effect upon the public 
for it does not enjoy the benefits of the invention at the earliest date possible. 

Increasing the Patent Office budget for the purpose of increasing the staff 
to the required amount is probably too much to hope for, and therefore, it is 
suggested that the patent law be revised allowing the inventor after the patent 
issued to recover damages retroactively from anyone who manufactured the in- 
vention for gainful purpose without acquiring legal rights from the inventor. 
The present law does not permit any such recovery which would be subject 
to the condition that the inventor had previously warned the defendant of the 
pending action before the Patent Office and retroactive to the date the defendant 
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received such notification. While such a change in the law will not completely 
protect the inventor, it will probably render sufficient protection to induce most 
patent applicants to make their inventions public. For a number of reasons it is, 
of course, entirely possible that the Patent Office may refuse to grant a patent 
to the applicant upon his alleged invention. Under such circumstances the 
manufacturer and marketer of the product disclosed in the application is not 
answerable to the applicant for any damages whatsoever. It goes without saying, 
therefore, that whoever produces and markets the subject of a pending patent 
application assumes the risk of being liable for any damages incurred by the 
assignee of the patent if and when the patent is actually issued. Because of the 
risk involved a smaller proportion of parties will contemplate the manufacture of 
products under such conditions. This will prove to be advantageous to the public 
because it will enjoy the benefits of inventions at an earlier date through the 
action of inventors who will be induced by the revised law to disclose their inven- 
tions before the corresponding patents are actually issued. 

The practice of the courts in rendering decisions upon the validity of patents 
has been such as to generally favor the infringer. Their definition of what con- 
stitutes an invention has resulted in the invalidation of a large number of patents 
to the advantage of the infringer. At times the courts have ruled that in order 
for a product or process to be termed an invention it must be the result of a 
flash of genius. It is apparent that difficulty is immediately encountered in 
further defining what constitutes a flash of genius. Judging from such actions 
on the part of the courts it appears that they may have lost sight of the purpose 
for which the issuance of patents was originally intended. It has worked to 
discourage the patent holder from bringing to trial a suit against an infringer 
because of the general attitude that the small probability of recovering damages 
from the infringer through court procedure does not justify the expenditure of 
the usual legal costs involved in the prosecution of such a case. Aside from the 
fact that this encourages the number of infringers, it has also the effect of in- 
ducing inventors to retain their processes secret. This is detrimental to the 
technological advancement of the Nation and causes the issuance of patents to 
lose its significance. Today, when new methods and products are essential not 
only for our living standards but also for maintaining adequate defense weapons, 
it is of the utmost importance to encourage the inventor. With this view in mind, 
it is suggested that the practice of the courts be changed to one which recognizes 
that a patent is a contract between the inventor and the United States wherein 
the inventor agrees to make public the nature of his invention in return for the 
sole right to manufacture and market it for the stipulated period. It should be 
the practice of the courts to uphold such contracts rather than to destroy them 
for this will be in favor of the public welfare and restore to patents the intended 
meaning. 


STATEMENT OF Rosert A. GREENE, INVENTOR, DAYTONA BEACH, FIA. 


I feel that I am a very small inventor; however, I have had a number of ideas 
during the past 20 years which, because of the trouble, expense, and uncertainty 
connected with getting a valid patent, have caused me not to spend the time to 
develop these ideas. Several of the ideas have since been patented by others, one 
of which was the awning-type window now so popular with builders and home- 
owners. 

Senator O’Mahoney, there is another angle to this patent business that I wish 
you would give some thought to, and that is this; when the Government issues 
a patent, it is presumed to be a valid patent, so why can’t the Government arrange 
to defend this patent instead of putting the whole burden on the small inventor 
who can’t afford to defend. Chances are that if he gets a patent on something 
good, the big concerns will take it away from him. 

If the Government would step in and defend its issuance of a patent on behalf 
of the patentee, then I believe you would have a flood of new applications for 
patents on new ideas. This, of course, would boost the manufacturing economy 
of this country quite a lot, provided the Government guaranteed the patent. 

If this idea has merit, I hope you can find ways to use it. 
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STATEMENT OF RIcHARD J. HAuG, INVENTOR, NASHUA, N. H. 


I have been in the development of machines and devices all my life and have 
constant contact with patent attorneys. Each one has deplored our present 
patent situation and my own experiences have often been so discouraging as to 
border on bitterness. Some years ago I had a talk with the late Senator Tobey 
from our State and was informed that a movement was underway but so far 
nothing became of it. The Globe article just about describes the condition 
correctly as you explained it. If we are to have any kind of justice for all 
then the patent situation requires prime priority. 

Some years ago Cornet magazine published an article wherein the author 
claimed that the general opinion of the people is that patents are stolen by the 
larger corporations or otherwise laid away unused to protect their own manu- 
facture. The writer of this article went on to explain that this is not so at all 
and expounded the wonderful opportunities for the inventor. This author cer- 
tainly was off the track and did not know his own answers. You know that the 
small inventor without means is at the mercy of everyone else and the only 
justice is the amount of money available. 

Will you, therefore, let me cite one example to show how close you struck the 
mark. As a foreword I might mention that, some years ago, I was called by a 
large corporation to build a special machine and after I finished this successfully 
I was given charge of developments and built 7 other machines of various kinds 
for them in a little over 2 years. This first machine cost the corporation $6,000 
and I was called into the general manager’s office and told about the expenses. 
However, the same manager later said to me that their company had already 
spent nearly one quarter of a million dollars to build a machine which would 
do this kind of work. It was all right for them to expend this amount but I 
was supposed to scratch the pennies after others failed. Then it became a 
matter of assigning the rights or leave the employ. After moving over 200 miles 
with the family during depression this was in my opinion not much better than 
blackmail. From there on I decided to try my own luck as soon as possible and 
here is what became of it: 

About 5 years ago I was employed in a nearby city in Massachusetts. A con- 
tractor came to the shop to ask if we could build a machine for some particular 
purpose which up to that time had to be done by hand. After looking the situa- 
tion over, I advocated a design which had all the advantages required, but both 
my employer and the contractor ridiculed the idea as not workable. Although 
I considered every angle and explained the reasons the customers replied that 
some officials of his company considered the idea as crazy. 

To me this was a challenge and I told them that I would build a machine of 
my own and let him try it out. I felt at the time that my earlier developments 
so far had brought me no reward aside from a rather slim pay envelope and I 
was about 60 years old then. I did not want to depend on any social security and 
the like but felt that I would prefer to stand on my own and that this was my 
chance. 

From my home some 16 miles distant, I commuted daily so that my spare time 
begins about 8 o’clock in the evenings. I had built myself a small shop just 
enough to experiment and for almost 2 years I went to work in heat and cold 
every night to build the machine. The shop then had no conveniences such as 
water or heat. When the work was finished, I asked the contractor if he would 
like to try it. He did and in a few days returned so pleased that he ordered six 
more machines. Other people saw it work and orders came in so that I decided 
to farm some of the work out. Patents were applied for in 1950, and while I had 
just recently an office action in favor the final patent is still out after 5 years. 

One of our elected officials has a son who practices law and he wanted to take 
care of the patent matters through his relative in Washington—a patent firm. 
He explained that it would be advisable for me to have him attend to these 
matters since there would be a possibility that I could be sued in all 48 States 
and he would take this on for 40 percent and interest manufacturers and promote 
the article. However, he turned out very incompetent and not at all familiar 
with such procedures. Instead of waiting for an infringement search he put a 
long article in a statewide magazine—a practical invitation for everybody to copy 
the idea. Since I had not heard any reply from him for several months regarding 
the application, I inquired and received a letter from him deploring the negligence 
of the Washington attorneys. After awhile I wrote to this firm myself and 
received a reply that they had no knowledge of any application having been 
submitted to them. 
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In the meantime, the contractor who thought me foolish for the idea at the 
start suddenly took it in his mind that he should be entitled to 50 percent of the 
patent because he tried the machine out. At the same time the lawyer still 
expects some shares although he did a great deal of harm through mismanage- 
ment. Now the money received from sales had to be spent on legal fees for 
fighting this combination instead of being used for the advancement of manu- 
facture. ‘This was the first blow. 

Next, one of the customers who bought six machines wanted to obtain the 
New England agency, but I found that his reputation was rather poor and I 
refused. He then made contact with a large corporation who went ahead and 
built a competitive machine. There was ample capital and their product was 
spread all over before I could get a foothold. Of course, I had engaged a pat- 
ent attorney of my own meanwhile, a very reliable man. While I was granted 
some very forceful claims in an office action there is still one fundamental claim 
I have been trying to obtain and which basically differs considerably from cited 
findings. However, the examiner takes a different viewpoint which appears 
quite fallacious in view of the object to be derived from the machine. The 
patent objection on this point can be compared to Columbus’ egg or to Tenny- 
son’s word—‘Now almost everyone can grow flowers because they have the 
seeds.” If this view were applied to other patents it would make most of them 
invalid for we find very few claims in the Patent Gazette which are not based on 
some preceding knowledge. 

In regard to infringement proceedings my patent attorney stated that nothing 
can be done until the issue of the patent. By this time an important part of the 
market is either lost or hard and expensive to capture. This was the second blow 
after working so many hours until I was exhausted. 

When I farmed out some work, that shop promised to sell at least 10 machines 
per week if they could continue making them. Their workmanship was poor 
and has cost me a great deal of money to make good and retain the customers’ 
good will. Therefore I decided to change and was informed by one of the 
partners that they would make a machine of their own then. They said that, as 
long as the first corporation could make such a machine, they could do the same. 
My second attorney (who died last year) wanted to make connections with an- 
other firm whose labor lawyer he was as I found out later. One of the owners of 
this firm remarked to me that he was very friendly with the other concern and, in 
fact, started them in business and therefore would also take on his copy of my 
machine. Agreements had already been drawn up but not signed and on the 
strength of this statement I refused to do so and they went ahead and made the 
other machine. My patent attorney informed me of their infringement but also 
mentioned that I must wait for the final letters patent first. However, I would 
have a breach of trust case against them also. Nevertheless, such proceedings 
are extremely expensive and beyond the ability of the small inventor. Inasmuch 
as the market has proven my machine far superior to the competitors I was 
advised to use the available capital to promote it instead of suing. The labor 
lawyer accepted my fees but worked closely for the benefit of the above firm. 
This was another flogging. What is the inventor to do in such a case? Unless 
by luck he will receive some backing anyone with money can come and take 
what he worked so much for. I hardly would call this patent protection. Where 
is the poor man’s justice if he wants to provide for his age? It surely does not 
stimulate incentive and while I have other useful things I have no intentions of 
having others reap the benefit and be left out in the cold. Even if the machine 
were sold outright to escape further trouble, the Government would require more 
than the cost because one’s own labor is not deductible from taxes and there 
would be not enough left to start another venture. 

In my case I met an acquaintance who owns a large textile mill. After learn- 
ing the situation he made arrangements to back me to clear the first legal hurdle 
so that I could at least continue without interference. 

At last, through my son’s intervention, we have been able to make arrange- 
ments with an old and reliable firm who is able and willing to undertake the 
success of this venture. Notwithstanding, it will be some time before all the 
legal and related expenses are cleared up, a matter which could have been all 
avoided if our patent situation were built up to give the inventor the protection 
he needs. Most of us cannot bear the expenses to obtain justice and since our 
work requires deep concentration along our line very few have the capacity by 
nature to study business methods. Most of the work is done in spare time and 
little left for other work. 
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It would be my suggestion that patent laws should be so revised that: 

1. A claim, once granted should be uncontestable. 

2. That the patent office should have a larger staff and allow enough pay 
for competent men who can judge new ideas in their proper light and rela- 
tions. It has been known that some examiners take a viewpoint which 
would void many patents if applied to other claims, most of which are pri- 
marily based upon some knowledge already on hand. 

3. There should be no need of lawsuits to establish the rightful claims 
and it should be the work of some commission to judge the facts in the light 
of experienced personnel, well paid judges whose decision should be final. 
Now we need civil lawyers, patent attorneys, experts and witnesses which 
are far beyond the means of the average inventor and therefore without 
justice. I believe that most inventors would be glad to pay a yearly fee to 
retain their rights if their rights were really safeguarded by the patent 
office itself. 

4. It should be illegal to shelve patents taken over by firms to keep better 
ideas off the market in order to protect their often obsolete devices. 

However, it appears that you are very well familiar with the patent situa- 
tion since you have sized up this condition with good understanding of the needs 
and protection the inventor requires. Since almost every inventor is a poor 
businessman by nature so much more should the laws stand in his favor against 
encroachment. 


STATEMENT OF RoGcer S. Hoar, PATENT ATTORNEY, MILWAUKEE, WIS. 


I hope that this present letter, may not be too late to place three ideas before 
your committee. 

The first of these ideas is that a great deal of the present logjam in the Patent 
Office appears to be due to captious questions of form raised by patent examiners 
against patent applications which are not rejectable on anticipations. It is my 
opinion that cases in which this occurs could be sped up by a rule to the effect 
that, if an application is sufficiently clear for an examiner to be able to act upon 
it on the merits, no objection of indefiniteness can be made without the permis- 
sion of a supervisory examiner. 

Or, alternatively, it could be provided that a simple traverse of such a rejection 
would be referred to a supervisory examiner. 

Some such provision as this, coupled by a firmly expressed and firmly enforced 
policy of the Commissioner to crack down on captious examiners, should do much 
to relieve this very annoying, delaying, and time-consuming epidemic. 

One of the men from here who attended your hearings, reported that someone 
at the hearings (whether on or off the record, I do not know) made the semi- 
humorous suggestion, which struck a responsive chord with those present, that 
the third paragraph of section 112 of the Patent Act be reenacted with the addi- 
tion “This time we meant it.” 

As you know, the paragraph in question reads: 

“An element in a claim for a combination may be expressed as a means or 
step for performing a specified function without the recital of structure, mate- 
rial, or acts in support thereof, and such claim shall be construed to cover the 
corresponding structure, material, or acts described in the specification and 
equivalents thereof.” 

That paragraph was intended to mean exactly what it says, and to entitle 
the inventor of a new combination of functions to claim it broadly as such, by 
adopting the form prescribed. 

But this provision is being emasculated in practice by the examiners rejecting 
claims directed to a combination of means, even though these claims distinguish 
functionally from the prior art, unless they also distinguish structurally. This 
deliberate ignoring of the words “without the recital of structure” the examiners 
justify by contending that the claims do not “particularly point out and dis- 
tinctly claim the subject matter which the applicant regards as his invention,” 
as required by another paragraph of the same section. 

In other words, we are right back again confronted with the same old ground 
for rejection, functionality, which the third paragraph of section 112 was in- 
tended to eliminate, but now called by a new name, indefiniteness. 

So may I suggest that the Congress establish that the third paragraph of 
section 112 means what it says, by amending that paragraph by prefacing it with 
the words “Notwithstanding anything else in this section contained,”. 
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STATEMENT OF GORDON HUESCHEN, PATENT ATTORNEY, UPJOHN Co., KALAMAZOO, 
MICH. 


One of the specific matters which you are considering is the improvement of 
examining procedure to reduce the number of patents held invalid by the courts 
with a view to imparting more certainty to the rights granted inventors. Along 
this line, you are undoubtedly aware that the practice of the Patent Office has 
been to continually diminish the number of claims which an applicant can obtain 
in a single application. This has been accomplished mainly on the basis of 
rejection of the application due to undue multiplicity of claims and for various 
other technical reasons, such as the technical reasons involving the so-called 
Markush groups. The result of this practice is that fewer and fewer claims 
of a subgeneric scope are obtainable. 

This would be perfectly in order, were it not for the fact that the courts fre- 
quently invalidate the broader generic claims and seldom, if ever, interpret 
the claims of a patent in a manner to save its validity. It would therefore seem 
that subgeneric (or intermediate breadth) claims should be encouraged, as 
these might well stand as valid claims where broader, more generic, claims might 
be thrown out by the courts. It is, of course, somewhat difficult for the Patent 
Office officials to see ethe merit in allowing more claims of intermediate scope 
(which could easily be done by eliminating some of the strictly procedural 
practices) in view of the already existing criticism that the Patent Office allows 
claims which are invalid, too broad, and also allows too many claims already. 
However, allowing more claims of intermediate scope might well result in say- 
ing a patent, and for this reason I believe such a practice should be fostered. 

In addition to the above, I would like to point out that any schedule of fees, 
which bases the fees on the number of claims in an application, would tend to 
discourage the presentation of a sufficient number of claims and also claims of 
intermediate scope and would have a result opposite to that which I have 
recommended in the preceding paragraph. If the courts would cooperate in 
trying to save a patent, then only a few claims per patent would be satisfactory. 
Under the present circumstances, where the courts are quite prone to hold patent 
claims, especially broad claims, invalid, there seems to be no justification for 
trying to limit the number of claims in a patent (except on a basis of undue 
multiplicity in extreme cases), and certainly there seems to be no excuse for 
putting into effect a fee schedule which has the result of diminishing the 
number of claims applied for. 

It has been, and still is, my sincere belief that a substantial increase in the 
appropriations for the Patent Office should be made as soon as possible. The 
slight budgetary relief afforded the Patent Office for the next fiscal period is cer- 
tainly a step in the right direction but, unfortunately, it is still far from adequate. 
The matter of additional funds for the Patent Office can really only be handled 
satisfactorily through additional appropriations and the idea of balancing the 

-atent Office budget by the process of increasing Patent Office fees is in reality a 
step backward. While I am not particularly concerned about corporate inven- 
tors, it is clear that an increase in Patent Office fees would discourage many 
individual inventors from filing patent applications, possibly even from entering 
upon research or investigations which would lead to an invention. It is diffi- 
cult enough for an individual inventor to obtain financial backing to carry out 
his research, produce his models, do his testing, and the like. It is ridiculous to 
suppose, as some do, that the added burden of increased Patent Office fees will 
not be onerous to the inventor, especially the individual inventor; indeed, it 
may be the straw that breaks the camel’s back. Admitting that an inventor ob- 
tains a monopoly for 17 years under any patent granted to him, it seems clear 
that such limited and constitutionally provided for monopolies are, in fact, in 
the public interest. Such limited monopolies stimulate invention and encour- 
age the inventors to disclose their developments in the form of a patent applica- 
tion which is subsequently placed into the realm of public knowledge by issue of 
the patent and which ultimately passes into the public domain upon expiration 
of the patent. For these reasons, I believe an increase in Patent Office fees 
should not be made and that the additional moneys which are required for the 
operation of the Patent Office should be provided by direct appropriation. 

Last year, someone pointed out that the appropriations for the care and feed- 
ing of animals in our national parks at least equaled the appropriations for the 
Patent Office. Admitting the necessity of maintaining our animals, does not 
this seem to you a ridiculous situation? Any bills which propose to increase 

*atent Office fees are clearly not the answer to the problem in my estimation. 





AMERICAN PATENT SYSTEM 299 


They are not the answer of the Patent Office officials either, as a matter of fact, 
but these officials are willing to do anything, including even the undesirable in- 
creasing of Patent Office fees, in order to obtain necessary moneys. If Patent 
Office appropriations were increased sufficiently, the proposed increase in fees 
would be totally unnecessary. 

When the matter once more arises, anything you can do to obtain additional 
appropriations for operation of the United States Patent Office will be greatly 
appreciated. Even with the President’s stringent budgetary program, here is 
an agency which really requires and deserves additional funds. These funds 
should be provided by a direct appropriation and not through an increase in 
the Patent Office fees. It is understood that, should the fees be raised, there is 
absolutely no assurance that the additional revenue from fees would, in fact, be 
appropriated to the Patent Office from the Department of Commerce’s general 
fund into which they would go upon receipt. Therefore, until it is possible to 
press for additional Patent Office appropriations, it would be appreciated if you 


would do everything possible to defeat any bills providing for an increase in 
Patent Office fees. 


STATEMENT OF THOGER G. JUNGERSEN, INVENTOR, SUMMIT, N. J. 
THE AMERICAN PATENT SYSTEM 


Gentlemen, our courts used to respect our Government’s obligations, such as 
patents issued for new and useful inventions. This respect created a tangible 
incentive to gifted individuals all over the world; and every worthwhile inven- 
tion was patented in the United States. This wealth of knowledge laid the 
foundation for virtually all of our industies, creating employment and prosper- 
ity for all of our people. 

There is no longer an incentive in a United States patent for individual in- 
ventors. To them a patent on an important invention is generally a liability 
rather than an asset. Today most United States patents are good only so long 
as they are not contested in our courts. The winners in such contests are those, 
like our giant corporations, who have unlimited funds to destroy the validity 
of a patent, if the patent is something they want. The major portion of the 
expense of such litigation, on the part of the giant corporations, is borne by the 
public, as it comes from money that would otherwise be paid in taxes. The 
inventor or small enterpise, however, must pay their share out of hard-earned 
capital or savings. 

Our Government is now operating the world’s greatest gambling institution— 
our Patent Office—in which the chances of winning are indeed slim. This is 
much at variance with the intention of our forefathers who created the Patent 
Office to benefit the American public, and not for the benefit of unscrupulous 
patent vultures destroying industrial progress and faith in our Government. 

We are told about our Government’s fight against monopolies and yet our 
courts, by taking it upon themselves to overrule the Government’s own experts in 
patent cases on matters about which the courts know little or nothing, are 
destroying our only natural check upon real industrial monopolies in this country, 
a Strong and respected patent system. 

Large industries do not need patent protection, they just take over the new 
inventions made by individual inventors after the inventors have spent their 
labor and savings developing something new and useful. A patent means nothing 
to large industries ; it is only an obstruction readily overcome with tax money and 
litigation. It is no longer a question of honor, right, or justice. 

True, patents can also be misused to create industrial monopolies harmful to 
progress. For example, we find that our giant corporations take out an abun- 
dance of patents. An analysis will show that by far the majority of such patents 
cover only minor details of developments on their present products and occa- 
sionally something new or an improved version of old products, which if invented 
by some outsider could prove embarrassing to their old products. Such patents 
are generally shelved and only used to exclude new enterprises from entering 
their field of business. Thus, these patents do not benefit the general public by 
creating new jobs, but instead restrain progress. 

Of course a number of very important inventions are created in the research 
laboratories of such corporations, but we must not forget that most of these giant 
industries and their products were originally born from individual inventors in 
home workshops throughout the world. Most of them are here today only because 
of the incentive promised by our Government in the United States patent laws. 
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In the case of the individual inventor or small business it is often a matter 
of life or. death for a newborn enterprise to have a valid patent to shield it 
and encourage capital, so that the new product may be developed for marketing 
in sound competition with large industries. 

Years back, when patents were respected, capital was ready to invest in 
such new enterprises. Now capital for financing important new inventions is 
rare. ‘Thus, instead of preventing monopolies, we are now actually helping 
to create even larger industrial monopolies for a few giant corporations, while 
destroying small enterprises in their infancy. We desperately need new enter- 
prises, with new or improved products, to employ all our ever-increasing man- 
power and to maintain industrial leadership and progress for our Nation. 

What can be done to improve the desperate situation in which we now find 
ourselves? 

First, we should realize that the United States patent system is created, not 
for the purpose of supporting the legal profession with profitable patent liti- 
gation, nor to keep our courts busy, but to create industrial progress and 
benefit all the people of our Nation. Therefore we must find ways and means 
to litigate legitimate patent controversies economically so that a patent once 
again becomes an asset instead of a curse to the inventor. 

A far-reaching step would be to remove some of the notorious “legal genii” 
presently making fools out of our courts. They are a disgrace to the legal pro- 
fession, our courts, and our Government, who tolerate the actions of such 
individuals. 

We must change our patent laws so that unscrupulous individuals or firms 
are not encouraged and richly rewarded for their efforts to destroy the inventors’ 
property by litigation. 

We must instruct our courts that a Government document such as a patent 
is not to be rejected or invalidated unless fraud has been committed in obtaining 
it or other grave errors have been made in issuing the patent. A _ patent 
should mean exactly what it says and be regarded as a deed to property owned 
by the inventor. As such, it is entitled to protection from theft just as much 
as if it were an automobile, a Government bond, or money. <A willful infringer 
is no better than a thief and should be considered as a criminal. The court 
should, therefore, immediately issue an injunction against the infringer, stop- 
ping him from all further use of the patented product or process, so that he 
is not in a position to use the patented item to pay for litigating against the 
patent. If a thief steals an automobile and is caught before he has been able 
to dispose of it, he is not permitted to go out and sell it in order to take care 
of his legal expenses, so why should it be permitted in the case of patent 
infringement? 

The issuance of a patent rests upon a finding of fact by the Government’s 
own experts in the Patent Office, after a painstaking search and examination, 
and frequently after hearing witnesses in an “interference” proceeding, that 
a product is both new and useful and does not infringe any previously issued 
patent anywhere in the world or has not been previously described in any publica- 
tion. That finding of fact ought to be given “great weight” by our courts, in the 
same manner courts are required to give “great weight” to the findings of fact 
of any other administrative department or agency of our Government. A patent 
once issued must be considered valid, at least until such time as it has been 
declared invalid by a court in the event of fraud or gross error in obtaining it. 

Is it right, first to encourage inventions by the incentive of a presumably valid 
Government document, and then at the same time to encourage the lower instinct 
in man to profit richly by unfair interpretation of the laws governing the valid- 
ity of that document? Similar procedure is not tolerated by our courts in private 
life. Why, then, is it tolerated only when the validity of a United States patent is 
in question? 

In all fairness to the inventors, no one should be rewarded with the right to 
use a patented invention merely because he challenges the validity of the inven- 
tion and produces evidence that the invention is not absolutely new. Such a test 
creates dishonesty in litigation, because such testimony is for sale any day for a 
price. Even if true, but where the invention is not of public knowledge, that is 
published or generally known, such a use did not enrich the art and no one 
should be rewarded for finding such prior art which did not contribute to indus- 
trial progress of all of our people. 

A person or business using such an invention, which had not been abandoned 
prior to the application for a patent, should not be entitled to other considera- 
tion than a nonassignable license to continue to use only that which he ean, 
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prove beyond any doubt that he used prior to the inventor's application. He has 
done nothing whatever to deserve other public consideration and therefore no 
one else should benefit from such disclosure of a knowledge which otherwise 
might have been lost with its originator without benefiting the general public. 

We should learn from other countries where patents are not invalidated be- 
cause of prior use, unless such prior use is published or is really public knowledge 
for others to profit by, that is, no one should be able to invalidate a patent be- 
cause he finds someone who comes into court and claims that he used the process 
before or has produced similar products. If his claim is a valid one, it should 
be made in the Patent Office, where all prior uses and disclosures are examined 
before a decision is made to issue a patent or reject the application. All issues 
of the validity of patents should be handled exclusively by the Patent Office and 
not by nontechnical courts. A time limit should be placed upon actions seeking 
to declare a patent invalid. There should be a 1- or at most 2-year statute of 
limitations, after which, no one may attack a patent’s validity. There should 
preferably be an extension of the term of the patent from the present 17 years 
te 20 years; for if such a statute of limitations is enacted, financing of many in- 
ventions inevitably will be delayed until the statute has run. 

Such changes in our patent laws would destroy the incentive for unscrupulous 
and often false claims of prior invention through the use of so-called experts, 
who may shape their testimony to the size of the offered fee, rather than, as it is 
intended to assist the nontechnical judges in determining highly complicated 
engineering, electronic, and other technical questions in a just manner. 

We should look upon invention, not as a contest for genius, but from a prac- 
tical point of view, as it is done in other countries where the governments recog- 
nize their own patents and obligations to those contributing to industrial 
progress. 

The only good patent system is one which creates as many profitable jobs as 
possible. It makes no difference whether an invention is created by great genius 
on extremely complicated matters, or whether it is created by an ordinary person 
on a technically insignificant gadget. If it is new and can be sold, it contributes 
to industrial progress, science, or useful arts, and it should be entitled to pro- 
tection under our laws. All of us, regardless of our occupation, will profit from 
such inventions. 

Perhaps we do not realize it, but even a very small invention has far-reaching 
effects. Miners produce the ore from the earth, railways or trucks take it to 
the mills to be processed or refined, and it goes on to the factory for fabrication. 
Lumbermen cut trees to be made into pulp and paperboard, which in turn makes 
the box for the part, salesmen all along the line get work, the shoemaker, the 
barber, the insurance agent, and countless others all get work because of one 
simple little “insignificant” gadget. 

The entire Nation’s economy is affected by every usable and salable invention. 

What better test of invention can be found than the fact that the invention 
was new to the public and because of exploitation of the new idea created new 
jobs and prosperity? Was that not exactly the intention of our farsighted states- 
men when they wrote our Constitution? They provided that 

“The Congress shall have power—to promote progress of science and useful 
arts, by securing for limited times to authors and inventors the exclusive right to 
their respective writings and discoveries.” 

In our patent laws we find ample protection for honest people, but ethics have 
changed to such an extent that our nontechnical Justices of the Supreme Court 
of the United States destroy most of the patents that come before them, without 
realizing the fact that by their action they destroy the very foundation for prog- 
ress of this industrial Nation. The late Mr. Justice Jackson of the United States 
Supreme Court warned, in dissenting to a decision of that Court holding a patent 
invalid, that “the only patent that is valid is one which this Court has not been 
able to get its hands on.” We must never forget the fact that virtually all of 
our modern education and industrial progress stems from the foresight of the 
great statesmen who formulated our Constitution. 

Our copyright laws’ promise of exclusive rights to authors, encouraged authors 
and publishers to spend time and often fortunes to collect and publish the wealth 
of knowledge and information now used to educate our people. We would not 
have had our present law, chemical, technical, or medical libraries had it not been 
because of the incentive promised of exclusive right to publish the work of the 
authors. 

Likewise, our patent laws’ promise of exclusive rights to inventors caused 
gifted individuals throughout the world to disclose their secrets for the common 
good of our people. Without such incentive we could not have had the wealth of 
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new products, and new manufacturing methods, all of which have created pros- 
perity and industrial progress for the United States, far beyond comparison with 
less industrialized nations. 

For an example, less than 20 percent of our people are engaged in the produc- 
tion of food, and they produce much more than we can possibly use, while in 
India, China, and other nations, we find that 80 percent of the people are engaged 
in the production of food, and even then they can only manage a starvation diet. 
As we do not have a monopoly on brains, it would seem that the basic difference 
lies in the encouragement of inventions here in the United States making the 
skills and knowledge of the trades available to the public, while in the less indus- 
trialized countries the skills and knowledge of the trades are passed on from 
father to son and often lost forever with the passing of the originators. 

Shall patent vultures be allowed to continue to exploit our technically incom- 
petent judges, so that our courts destroy our progress as effectively as might an 
enemy army? 

No nation can survive as a leader among nations without encouraging and 
protecting inventions. 


ADDITIONAL STATEMENT OF ALBERT I, KEGAN, PATENT ATTORNEY, CHICAGO, ILL. 





1. Every patent promotes progress 


Every United States patent is widely distributed in printed form on the day it 
is granted. While no one can make, use, or sell the patented invention without 
the consent of the patentee while the patent is in force, everyone in the world 
has the right, from the day the patent is granted, to use in every other way all 
the information contained in the patent, without the consent of the patentee. 
Thus every patent promotes our understanding of science and the useful arts. 
The inventor’s secrets are revealed in his patent, and other inventors are free to 
combine this information with all the other available information on the subject, 
and hence can proceed the very day the patent issues to improve the patented 
invention, or to make it obsolete by something different and better. 

As media for the dissemination of useful information, patents have proved 
superior to other publications. One reason is that patentees bring their patents 
to the attention of the industries involved, in their efforts to commercialize 
them. But probably a more important reason is the classification system which 
has been perfected by our Patent Office. To be useful, information must be 
easy to find. The purpose of the Patent Office classification system is to make 
it relatively easy to locate all patents bearing upon a particular subject. Under 
present practice, ever patent contains a list of citations to the published refer- 
ences which the patent examiner considered most germane to the subject matter 
of the invention. 

In recent years, the Patent Office classification system has become inadequate 
to the task at hand, due to the increasing complexity of inventions and the 
vastly increased number of references relevant to each invention. I believe 
that it is essential to the successful operation of our patent system that all 
information bearing upon a particular technological problem shall be available 
quickly, cheaply, and reliably. I recommend that a thorouzh investigation be 
made to discover and appraise new techniques for completely classifying all the 
valuable information in every patent and every scientific and engineering pub- 
lication, and for processing this information in such manner as to make it 
possible to quickly obtain all the known knowledge available upon each specific 
new item under investigation. Automatic machines will probably have to be 
invented to sort and select patent information, if searching is to keep abreast 
of inventing and patenting. 


2. Plant patents do not insure that the patented plants will be available 

A utility patent or a design patent teaches every person skilled in the art 
how to make and use the invention shown therein. The teaching in the patent 
is the sole consideration which the inventor pays for the legal protection accorded 
him by the patent. The public receives no such consideration from a plant 
patent. From the information given in a plant patent, it is impossible for 
anyone, no matter how expert, to independently create the patented plant. 
While a plant patent names the pregenitors of the patented plant and states 
the manner in which it was obtained, repetition of the identical procedure upon 
the same pregenitor plants never produces the patented plant, because of the 
kaleidoscopic variability of living things. Replicas of the patented plant can 
be obtained only by asexual reproduction of the original plant. In other words, 
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every specimen of a patented plant is grown from a piece of the original patented 
plant. Thus, even after the plant patent has expired, no one can cultivate the 
new variety of plant unless he can get a living piece of it from the patentee or 
someone who obtained it from the patentee. If the plant patentee has kept his 
patented plant to himself, raising it only on his own farms or in his own orchards, 
the industry is still at his mercy after the patent has expired. If he has lost 
commercial interest in the plant, and allowed all specimens thereof to die, 
society loses the patented plant foreover, and it is immaterial whether the plant 
patent has expired or not. 

The plant patent, of course, is effective in assisting the patentee to com- 
mercialize his invention. It establishes the identity of the patented variety, 
which is useful in litigation and in preventing litigation. And it teaches a work- 
able procedure for asexually reproducing the plant, so that those having a speci- 
men thereof in their possession can multiply it to ubtain crops as large as they 
desire. While this is a convenience, the techniques of asexual reproduction are 
well understood by horticulturists. They enable the patented plant to be grown 
and commercially used; but they do not teach how to create the plant. 

An investigation should be made to ascertain whether any patented plant 
varieties have become extinct, and whether any plant varieties on which the 
patents have expired are still being monopolized or restricted by their patentees. 

There is need for a survey to ascertain whether patented plants become cheaper 
and more abundantly available after expiration of the patents thereon; and 
for that matter, whether the subjects of utility and design patents become 
more abundantly available after the patents expire. 

Patented plants should not be permitted to become extinct, since later dis- 
coveries may make them valuable. 

Hypothetical erample 1.—A new and distinct variety of sugarcane is created, 
which is immune to a disease ravishing the sugar plantations. It replaces pres- 
ent varieties and the disease becomes extinct. Thereafter, plant inventors create 
another variety of sugarcane, which gives a higher yield of sugar. Since the 
disease apparently has disappeared, the new variety is not tested for resistance 
thereto. After the new, high-sugar variety has made the disease-resistant variety 
commercially impractical, obsolete, and extinct, the same disease, or a mutation 
thereof, may appear again. The cane-sugar industry might be saved by returning 
to cultivation of the disease-resistant variety; but, alas, it is extinct. 

Hypothetical example 2.—A new plant is created, characterized by a flower 
of unusual appearance. It is patented. A chemist obtains his doctor-of-philos- 
ophy degree by isolating and chemically identifying a new chemical found in 
the roots of this plant. No use is known for the new chemical. The demand 
for the new flower disappears, and the patentee therefore allows it to become 
extinct, even though his plant patent has not yet expired. Thereafter, subse- 
quent pharmacological research indicates that the chemical from the roots of 
the plant may be medicinally active. The chemical is tested and proves to be 
a potent and reliable cure for a disease scourge of man. gut, alas, the plant 
which produced the chemical is extinct. 

The recent discovery of high medicinal potency in Rauwolfia, a plant known 
for thousands of years, shows the undesirability of allowing any cultivated plant 
to become extinct. Hexuronie acid was synthesized and chemically identified 
years before vitamin C was isolated and proved to be the cure for scurvy. Not 
until an attempt was made to patent vitamin C was it realized that the new 
medicine was nothing but the old laboratory curiosity—hexuronie acid. See 
In re King (107 F. (2d), 618; 43 U.S. P. Q. 400; 27 C. C. P. A. (Patents) 754 
(1939) ). 

We should consider whether the perpetuation of patented plants should be 
insured by amending our plant patent law to provide that every plant patentee 
must deposit a living specimen of the patented plant with the United States 
Department of Agriculture before he abandons cultivation of the patented plant, 
or before his patent expires, whichever occurs first. The various agricultural 
experiment stations of the United States Department of Agriculture could then 
propagate the plant in sufficient quantity for research purposes, and to make 
specimens available at modest cost after the patent expires. 

No comparative law data on this subject is available, because the United 
States is the first and only country to have any commercial experience with a 
plant patent system. 

I recommend that an ad hoc committee of experts in horticulture, plant 
research, and patent law be appointed to investigate whether the progress of 
science and useful arts would be advanced by amending the plant patent law 
to prevent the extinction of patented varieties of plants. 
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8. The plant patent statute imposes a standard of “inventiveness” which is 
workable for utility inventions and design inventions 


The plant patent statute (35 U. S. C. 161-164) makes patentable “any distinct 
and new variety of plant, other than a tuber-propagated plant.” Hence Congress 
has decided that the constitutional standard of “invention” or “inventiveness” 
or “inventive level” is attained when a distinct, new variety has been created. 

With respect to plants, as with medicines, the “invention” can be “conceived” 
only after it has been reduced to practice in a tangible embodiment. The plant 
inventor does not know what his experiments will produce until after the plants 
have been produced. The plant patent statute does not require the plant inven- 
tor to exercise skill beyond that of the ordinary plant breeder: and does not 
expect him to devise any new technique for producing or asexually reproducing 
his new plant. Indeed, he proceeds by well-known techniques of plant breeding, 
and the law accords him the status of “inventor” if his work results in a distinct, 
new variety of plant. The variety is “distinct” if it can be distinguished with 
certainty from previously known varieties of the same plant. 

The same standard of invention might well be adopted for design inventions 
and utility inventions. If the alleged utility invention (or design invention) is 
really a distinct, new variety, it ought to be patentable; if it is only a color 
able variation of something already known, and does not possess useful (or 
ornamental) qualities which clearly distinguish it from the prior art, then it 
ought not to be patentable. 


4. Should the design patent statute be repealed? 


The design patent statute (35 U. S. C. 171-178) is not well adapted to the de- 
sign problems of industry. Adequate searches cannot be made in the Patent 
Office, because the present classification system is not workable. It classifies 
design patents by the function of the article of manufacture to which the orna 
mental design is applied. Hence, fountain pens, cigars, and balloons are located 
in three different classifications. Yet the identical design configuration is com- 
mercially used in each. The ornamental appearance of a ballpoint pen is neither 
new nor patentable if the same shape has previously been used in dirigibles or 
in cigars. What counts is the ornamental effect, and so far no one has invented a 
classification system based upon ornamental effect disengaged from the nature 
of the article being ornamented. 

Classification by artistic style is not workable either, since such categories 
as streamlined, cubistic, abstract, modern, renaissance, rococo, arabesque, orien- 
tal, Louis XVI, etec., each embrace an infinitude of varieties of ornamentation, 
depending upon the taste and personality of the designer, the shape and func- 
tion of the object to be ornamented, the material from which it is made, the 
method of manufacture, etc. The same techniques of ornamentation result in 
radically different visual effects when applied by different inventors. The issued 
design patents reveal only a small fraction of the ornamental effects which have 
been utilized or known. The design patent examiners therefore are not able to 
make an adequate search; and the grant of a design patent hardly warrants any 
assumption that the design is new or that the patent is valid. 

Many designs are ephemeral. In the case of ladies’ hats, for instance, 
the commercial life of the design is apt te be shorter than the average time 
interval now prevailing between the filing of a design patent application and 
the issue of the patent thereon. And design patents fare worse than utility 
patents in litigation: very few design patents are sustained in court. 

The Supreme Court appears to have taken the view that anything which can 
be designed patented is also entitled to copyright protection: Mazar v. Stein 
(347 U. S. 201; 100 U. S. P. Q. 325; 74 S. Ct. 460; 98 L. Ed. 680 (1954)). To 
the proprietor of a new design, copyright has many advantages over design 
patent—copyright is quicker, easier, and cheaper; the term of protection is 
longer, and the right is easier to enforce. There is no need to duplicate the 
modes of protection. The Stein case invites repeal of the design patent statute. 

Careful consideration should be given to the question whether the doctrine 
of the Supreme Court in the Stein case should be codified by amending the copy- 
right law to include a statutory declaration that any new and ornamental design 
for an article of manufacture is entitled to copyright protection. 

However, there is stubborn resistance to recognition of. copyrightability in 
clothing designs. There is practically no resistance to design patent protection 
for clothing, possibly because design patents in practice fail to give any real 
protection in this field. As matters now stand, cheap copies of even the most 
exclusive dress designs go on sale almost as soon as the originals, so that the 
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masses Can dress in the same styles as the rich. A workable system of monopoly 
in clothing would create possibilities of stratification, regimentation, discrimina- 
tion, and segregation distasteful in a democracy. The rich could set them- 
selves off from the rest of us by their exclusive clothing, much as the German 
junkers in the days of the Kaiser set themselves apart from the common people 
by their military uniforms. 

Hence some will advocate that any statutory endorsement of the Stein doctrine 
should contain a proviso denying copyrightability to articles of clothing. 

There is a provision in the plant patent statute somewhat analogous to such a 
proviso. Plant patentability is denied to tuber-propagated plants, e. ¢., potatoes, 
presumably because the tuber portion, necessary to propagate this kind of plant, 
is a basic food commodity. 

Objection is sometimes voiced to the idea of replacing design patent protection 
by copyright protection for utilitarian articles, on the ground that copyright gives 
the proprietor the benefits of a monopoly without any examination of his right 
thereto. I disagree. Registration of a copyright merely records the proprietor’s 
claim that he has a monopoly. His right thereto is examined by the courts 
whenever he attempts to assert the monopoly. In this, the court is assisted by 
the defendant in his efforts to exonerate himself. The present wholly inade- 
quate examination of design patent applications in the Patent Office safeguards 
the public interest far less than the interparties examination of the merits in 
court in copyright cases. In the present state of affairs, unlitigated 
patents are entitled to practically no presumption of validity; and that 
about what the courts accord them. 


design 
is just 


5. Improving the administration of our patent system 


(a) Patent Office search facilitices.—The presumption of validity to be attached 
to an issued patent must be commensurate with the thoroughness of the search 
of the prior art made by the patent examiner in acting upon the patent applica- 
tion. At present, it is impossible for the examiner to make an adequate search, 
because the patents are classified according to a scheme which has been made 
obsolete by the enormous increase in the number, variety, and complexity of 
modern inventions. Two alternatives appear. The first is to abandon search- 


ing altogether by the patent examiners, and conform our patent system to our 


copyright system, so that only contested patents are examined on their merits, 
and then only in court in adversary proceedings. This would mean that patents 
would be published chronologically in the order in which they were filed, and it 
would become virtually impossible to locate the patents relevant to any specific 
construction or invention. The Patent Office immediately would become almost 
worthless as a storehouse of information; for information is worthless unless it 
is so systematically classified that all the relevant art can quickly be obtained. 

If, on the other hand, an adequate classification system is perfected, it would 
become relatively easy to examine patent applications on their merits. In such 
event, the public should have the benefit of the expertise of the examiners in the 
Patent Office in rejecting nonpatentable inventions, and in helping the patent 
attorney to mold the patent application into best shape, so that the published 
patent document would be of maximum ~°'ur *9 industry. 

Hence, the second alternative is to eppropriat substantial sums to modernize 
the patent classification system and cnen to reclassify all the issued patents, pref- 
erably with the aid of automatic sorting and classifying machinery. 

(b) The discrepancy will remain between the standard of inventiveness applied 
in the Patent Office and that applied in the courts.——The Patent Office desires to 
publish patents, in order to disseminate the information contained in them. 
When in doubt, the Patent Office always has allowed the patent application, and 
will continue to do so. Denial of the patent destroys the property in the inven- 
tion: whereas allowing the patent gives the patentee an opportunity to commer: 
cialize it. Patent prosecution is normally ex parte, and the patent examiner 
does not have the zeal to deny patentability which characterizes an accused in- 
fringer in court. 

When a court passes upon a patent, it does so by hindsight. Because of the 
rapid progress in technology, and the wide dissemination of information, many 
inventions which were startlingly novel in the mechanisms employed and dra- 
matie in the beneficial results obtained at the time the invention was made, 
appear obvious years later. In general, a patent is not litigated unless the 
defendant has good reason to believe that the patent is invalid, or unless the 
patentee has been unreasonable in his method of commercializing the invention, 
so that the infringer has more to lose from respecting the patent than from fight- 
ing it. 
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In practice, every patent is prima facie valid up to the cost of litigating it. 
For it is valid unless litigated; and it will not be litigated if it is better business 
for the manufacturer to take a license under the patent, or to manufacture a 
device of his own independent creation. 

It sometimes promotes competition to strike down an issued patent by court 
action, thereby making the invention freely available to all. It rarely or never 
promotes competition to strike down a patent application in the Patent Office, 
since the applicant then has no incentive to reveal his secrets, and no protection 
with which to attract risk capital. 

For these reasons, I do not believe that Congress can unify the standards 
of inventiveness applied by the Patent Office and by the courts. 

(c) Interference proceedings need modernization.—When litigants prefer to 
settle their controversies by negotiation rather than by submittal to a tribunal, 
there is something wrong with the methods of the tribunal. At present, the 
Patent Office declares an interference under certain circumstances to determine 
priority of inventorship between rival Claimants. Interference proceedings are 
unduly technical, time consuming, and expensive. Manufacturers in active fields 
of invention, where interferences are most likely to occur, frequently bypass the 
interference procedure of the Patent Office by informal negotiation during which 
they show each other their evidence of priority of invention. The party which 
believes it will lose then terminates the formal interference by allowing the 
patent to issue to its adversary. The price for this concession is usually a 
royalty-free license to the loser under the patent which the winner receives. 

These negotiations of course sometimes break down. It would seem desirable 
to amend the patent statute to permit interferants to stipulate, to arbitrate, and 
to provide that the Patent Office shall enter judgment on the award of the arbi- 
trator. 

In at least 90 percent of the interferences declared, the party first to file its 
patent application is adjudged to be the first inventor, and obtains the patent. 
In other words, in 9 out of 10 cases the result would be the same if interferences 
were abolished, and the patent issued to the first applicant to file. 

Earnest consideration should be given to modernizing the interference pro- 
cedure, or to abolishing it altogether. 

For example, the patent statute could be amended to provide that the patent 
shall issue, without declaration of any interference, to the party first to file. 
When the Patent Office is aware that there is a rival claimant, it should require 
the party first to file (senior party) to make its case special, and to rush the 
patent to issue as soon as possible. All junior parties should then have their 
applications rejected upon the patent issued to the senior party. In such circum- 
stances, the junior parties would retain the right which they now have under 
present law to request an interference with the issued patent, provided the request 
is made within 1 year from the date the patent issues. 

6. Surveys are needed 

Judge Learned Hand has stated that we know nothing about the economic 
effects of the patent system and its actual effect in promoting the progress of 
science and useful arts. Adequate factfinding investigations should be under- 
taken. 

(a) We need a quantitative examination of the extent to which patents are 
actually being used to restrict opportunities, as compared with other devices. We 
need to know the extent to which opportunities are restricted in this country (1) 
by control of natural resources, such as the minerals necessary for producing 
aluminum, (2) by control of distribution systems, such as oil and gas pipelines, 
(3) by the power of mere bigness and money might, (4) by superior organization 
and efficiency of competitors of various sizes and in various fields, (5) by labor 
unions in restricting admission to membership, (6) by such labor practices as 
insistence upon the use of obsolete handtools and boycotting of laborsaving 
machinery, or fixing wages at rates so high as to discourage use of the trade 
involved, and (7) by discrimination based on color, race, creed, name, sex, or 
past association. 

(b) It would be of value to poll industry to ascertain what measure of 
validity businessmen accord to an unlitigated patent; and to what extent the 
high cost of patent litigation causes businessmen to pay patent royalties on 
patents which they believe to be invalid. We should also ascertain the cost to 
business, and the value of, the technique of obtaining patents for defensive 
purposes. 
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STATEMENT OF LAWRENCE C. KINGSLAND, PATENT ATTORNEY AND FORMER 
COMMISSIONER OF PATENTS 


It was indeed a disappointment to me that my other commitments prevented 
my attendance at the conference hearings from October 10 to 12. 

I feel that one of the most important matters to be considered is a more com- 
plete classification of both domestic and foreign art. While I was Commis- 
sioner of Patents, a survey was made to determine the necessary manpower for 
a thorough classification. It was found that it would require a very substantia? 
increase in personnel, but it is my opinion that such an increase would be fully 
justified. 

It has been my experience in the trial of cases that very frequently patents 
are held invalid on items of the prior art that were not before the examiner in 
the Patent Office during the prosecution of the applications. A thorough ctassi- 
fication of the prior art should reduce the number of such instances, and would 
result in a great saving in expense and more assurance to patent owners that 
their patents have sounder validity. 

I know that Commissioner Watson shares my view in this respect, and some 
progress is being made to correct such a situation. 

There is another matter that seems to me to be one that would encourage the 
independent inventor. The Government fees in relation to the prosecution of 
applications should be definite, perhaps with some reasonable increase in filing 
and issue fees, but the uncertainty of specific charges for the number of sheets 
of drawings. pages of specification and number of claims should be eliminated. 
Frequently independent inventors necessarily must finance the filing and prosecu- 
tion of applications through outsiders. It has always been my opinion that, if 
the expense of the filing and prosecution of the application is kept out of the 
realm of uncertainty, the opportunities for the independent inventor to finance 
his developments and to protect them by patent will be increased. 


STATEMENT OF DONALD E. LANE, PATENT ATTORNEY AND COMMISSIONER, 
UNITED STATES COURT OF CLAIMS 


(The following remarks contain Mr. Lane’s own views and are not to be con- 
strued as being approved or disapproved by United States Court of Claims.) 

First in importance to me is the broad problem of classification of technical 
information. Persons working with the patent system, persons engaged in re- 
search, and persons engaged in production all waste an important portion of 
their time because of inadequate classification of available technical informa- 
tion. It is time-consuming to determine what has already been done. It is 
difficult to determine what may be done without infringing the rights of others. 
It is difficult to start work on a problem at the leve) which has already been 
reached by others. The duplication of effort and of results is wasteful of brain- 
power and is costly. Solution of the classification problem seems to me to be 
a major objective for the patent system, industry, and research interests. The 
patent system exists to promote scientific progress, but such progress is delayed 
unless the patent system includes an adequate classification system of all avail- 
able technical information. The development of a practical classification system 
should be a function of the patent system and the results should be made freely 
available to the public by the Patent Office. As a starter, the present system of 
patent classification and reclassification in the Patent Office must be greately ex- 
panded to include publications as well as patents, and to utilize modern machinery 
and further subclassification where possible. An increase in manpower and 
funds, and full cooperation with industry and research are required. More 
worthwhile and valid patents would be only one of the good results of such a 
program. 

Second in importance to me is the need of adequate salary structures for the 
examining corps of the Patent Office. The job of properly examining an appli- 
cation for letters patent is a highly technical undertaking requiring skilled per- 
sonnel of of superior training and intelligence, personnel adequately paid to stay 
on the job year after year. The examining operation cannot be done efficiently 
with salaries sc low that the skilled examiners are easily induced to resign for 
better paid positions in industry. 

Third in importance to me are the delay and costs involved in obtaining and 
litigating patents. The delay in securing a patent will be reduced as the present 
backlog of pending applications is reduced. Better classification of technical 
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information and adequately paid skillful examiners should speed up the examin- 
ing operation and also reduce the costs of prosecuting a patent application. 
The delays in litigation are well known and seem to be less serious now than 
heretofore. 

The final point I desire to mention is my conviction that the United States 
Patent Office cannot and need not be self-sustaining. The patent system benefits 
every citizen by promoting progress. There is no reason why the inventor should 
bear the actual cost to the Government of processing his application for letters 
patent since the ultimate object of the patent system is to promote the progress 
of science and the useful arts for the benefit of all citizens. Any attempt to in- 
crease fees 0 the point of rendering the Patent Office self-supporting will stifle 
rather than stimulate both invention and progress. 


STATEMENT OF GEORGE H. LEE, PATENT ATTORNEY, OAK RIDGE, TENN. 


I would like to call your attention to an apparently inadvertent defect in the 
1952 Patent Act which, it is believed, should be corrected by the Congress. It 
relates to the provisions for the protection of intervening rights against reissue 
patents contained in the second paragraph of section 252. 

Prior to the 1952 act, the doctrine of intervening rights rested wholly on case 
law. The doctrine was a confusing and difficult one, however, and the decisions 
relating thereto were often in conflict. The 1952 act attempted to clarify the 
doctrine and to lay down a simple test for its application. These laudatory objee- 
tives were, for the most part, successfully achieved. 

It is believed that the codification, in general, enacts into law the best and 
predominant judicial holdings on intervening rights with respect to the principal 
category of reissues, i. e., “broadened” reissues. Unfortunately, however, a 
relatively minor category of reissues, namely, “narrowed” reissues, was ap- 
parently inadvertently included in the provisions for intervening rights. The 
enactment of provisions for intervening rights against narrowed reissues con- 
stitutes a clear-cut departure from well-established case law which held that the 
doctrine of intervening rights had no application to narrowed reissues. (See 
Walker on Patents, Deller’s edition, vol. IJ, p. 1373, and Commentary on the New 
Patent Act, P. J. Federico, pp. 45 and 46, contained in the first of the three volumes 
of the U. S. C. A., title 35, published in 1954.) Further, this departure from 
established case law appears to be inequitable and undesirable on its face, to have 
been suggested or advocated by no one, and to be inconsistent with the entire 
theory of reissue patents and intervening rights. 

As an example of the injustice that may result, the following hpyothetical 
Situation is presented. Due to an incomplete search on the part of the Patent 
Office, an original patent issues with a broad but invalid (anticipated by uncited 
prior art) claim directed, for example, to a chemical process. The patentee has 
accepted this broad claim as the proper scope of his invention under a mistake 
as to the true state of the prior art in reliance on the search made by the Patent 
Office. This is clearly a case where applicant is entitled to a narrowed reissue 
patent containing a narrower valid claim patentably distinguishing over the 
uncited pior art. However, he obviously cannot apply for his reissue until he 
learns of the uncited prior art and the invalidity of his broad claim. In the 
meantime, a large company, being aware of the uncited anticipating art, may, 
with complete impunity, build a plant to carry out the patented process exactly as 
taught in the patent. Even though both the invalid broad claim of the original 
and the valid narrow claim of the reissue are admittedly infringed, the company 
is free to continue practicing the invention in their plant subsequent to the grant 
of the reissue by virtue of the intervening rights which have accrued to them 
under the 1952 act. This situation seems clearly to be inequitable and incon- 
sistent with the historical purposes or the reissue laws and the intervening rights 
doctrine. Under the case law prior to the 1952 act, no intervening rights would 
accrue to the company against this narrowed reissue. 

It is, therefore, respectfully urged that the second paragraph of section 252 be 
revised so as to exclude narrowed reissues from its provisions. It is believed that 
such a revision would be non-controversial and could readily be accomplished in 
any of the following ways: 

1. At the beginning of the paragraph, change “No reissued patent shall 
abridge” to “No broadened reissued patent shall abridge * * *.” 

2. At the beginning of the paragraph, change “No reissued patent shall 
abridge” to “No reissued patent enlarging the scope of the claims of the 
original patent shall abridge * * *.” 
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38. At the end of the first sentence, change “unless the making, using, or 
selling of such thing infringes a valid claim of the reissued patent which was 
in the original patent” to “unless the making, using or selling of such thing 
infringes a valid claim of the reissued patent which is the same as or 
narrower than a claim which was in the original patent * * *.” 

It is also suggested that the proposed revision be made applicable to reissued 
patents applied for and issued subsequent to the effective date of the 1952 act and 
prior to the effective date of the proposed revision so as not to work a discrimi- 
natory hardship against the owners of such reissues. 


STATEMENT OF Kari Lutz, PATENT ATTORNEY, PITTSBURGH, PA. 
CONSTITUTIONAL ASPECTS OF PATENT LAW 


In recent years some erroneous ideas have been advanced relative to the 
patent clause of the Constitution. 

One of these fallacies is the idea that the Constitution sets up a “standard 
of invention.” By “standard of invention” is meant a rule or criterion as to 
the amount or kind of novelty that must be present to endow a certain improve- 
ment with the qualities of a patentable invention. 

Another fallacy involves reading the word “science” as part of the patent 
clause of the Constitution. 

These fallacies were first given prominence in the A & P case,’ in which the 
Supreme Court held a patent invaJid on the theory that the lower court had not 
applied the proper “standard of invention.” A concurring opinion referred to 
the “standard written into the Constitution,” and said that: “The invention, to 
justify a patent, had to serve the ends of science—to push back the frontiers of 
chemistry, physics, and the like; io make a distinctive contribution to scientific 
knowledge.” 

This statement is wrong on at least two grounds. In the first place, there 
is no “standard of invention” written into the Constitution; and in the second 
place, the Constitution does not say that patents must “serve the ends of 
science.” 

A full study? of the historical background of the constitutional clause leads 
to the conclusion that in adopting the constitutional clause the convention in- 
tended little more than to transfer to the Federal Congress sole power to legislate 
on the subjects of copyright and invention. Prior to the convention, that power 
had been exercised by each State independently, and it had already become evi- 
dent that a jumble of conflicting State patents would do nothing but impede 
progress. 

It has been shown’ that by using the words “inventors” and “discoveries,” 
the convention evidently intended to prevent the grant of patents on known 
commodities—the illegal monopolies which had caused trouble in England. But 
these words are also words of extension, since they permit the grant of patents 
beyond the boundaries of the words “new manufacturers” of the English statute. 

In order to demonstrate the error of the two fallacies referred to above, it is 
necessary to start with the exact language of the Constitution. The Constitu- 
tion contains a section* which enumerates the powers of Congress. These in- 
clude the power— 

“To promote the Progress of Science and useful Arts, by securing for limited 
Times to Authors and Inventors the exclusive Right to their respective Writings 
and Discoveries.” 

This sentence is a “balanced” sentence, which was quite popular among 
learned writers of the 18th century. It states, first, 2 objects to be promoted; 
next, names the 2 types of persons to be encouraged; and ends with 2 types 
of subject matter to be protected. Separating out the objects, persons, and sub- 
ject matter that belong together, we find that the patent and copyright clauses 
read as follows: 

“The Congress shall have power * * * to promote the progress of science * 
* * * by securing to authors * * * the exclusive right to their writings.” 


1Great Atlantic € Pacific Tea Co. v. Supermarket Equipment Corp. (340 U. S. 147, 154 
(1950) : 87 U. S. P. Q. 303). 

2 The Constitution Versus the Supreme Court Re: Patents for Inventions, University of 
Pittsburgh Law Review, spring, 1952, p. 449. ; 

3 Art. T, sec. 8. 

4In the 18th century “science” meant learning in general. 
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“The Congress shall have power to promote the progress * * * of useful arts,’ 
by securing to inventors * * * the exclusive right to their discoveries.” 

This interpretation of the constitutional clause has been fully documented,* 
and was endorsed by the congressional committee * which reported to Congress 
the bill which became the Patent Act of 1952. It is not a new idea, as the patent 
and copyright statutes expressly recognized it up until 1870. In codifying the 
patent and copyright laws at that time, the constitutional descriptions were 
omitted. 

It has been suggested that the mere presence of the word “inventor” in the 
Clause implies that there must be an “invention,” and that this of itself is a 
“standard.” However, the historical facts do not support this view. 

In 1789, the word “inventor” meant nothing more than “one who produces some- 
thing new.” * 

At this time, the idea of a standard of invention was just emerging in Eng 
land. The British statute contained no such standard, since it permitted a patent 
on a “new manufacture.” The first judicial utterance that could be interpreted 
as a standard was the statement made in 1774 that “any material advance, call 
it improvement, or call it a discovery” merited a patent.” 

It seems clear that the framers of our Constitution had no “standard of in- 
vention” in mind, but, if they did have, it could have been none other than the 
low standard just quoted. 

In carrying out this constitutional power, Congress has enacted laws setting 
up separate systems for patents and copyrights. Never, until the A & P case, 
has anyone claimed that the Constitution contains any “standard”? by which 
either patents or copyrights were to be judged. And, of course, if there is any 
“standard” expressed, it must apply to both copyrights and patents, since any 
language that implies a standard is common to both branches of the clause. 

Thus, if one takes the view that only such patents are to be granted as promote 
the progress of the useful arts, then one must agree that only such copyrights 
may be granted as promote the progress of knowledge. The second part of this 
proposition would be considered wrong by anyone familiar with copyright law, 
and if the second part is wrong, the first part is equally wrong. 

A study of the history and background of this clause of the constitution should 
convince anyone that in using the phrase “promote the progress,” the Conven- 
tion was merely expressing the conviction that the granting of patents and copy- 
rights does “promote progress.” This conviction was based on 200 years of 
experience with patents in England and the American colonies, and on over 100 
years of experience with copyrights. 

If there is any “standard of invention” written into the Constitution, no one had 
found it for over 160 years. Congress passed laws which provided for the grant 
and enforcement of patents, but these laws left the matter of a standard of in- 
vention largely to the courts, as had been done in England. 

Over the years, the courts developed a reasonable standard of invention, bear- 
ing in mind the purpose implied in the Constitution, namely that by the granting 
and upholding of patents, the inventor and his backer would be encouraged, and 
thus progress in the useful arts would be promoted. 

Unfortunately, in the early thirties the idea emerged that patents are a 
prime cause of certain abuses in big business, and that a quick and easy way 
to attack these abuses is to attack patents. This philosophy has even reached 
into the Supreme Court, and no doubt was largely responsible for the develop 
ment of the attitude that has resulted in striking down substantially every 
patent that has since come before that court. 

This philosophy came to full bloom in the decisions which held that an 
improvement could not be patentable unless it resulted from “a flash of crea- 
tive genius,” *” and pushed back the frontiers of science.” 

These decisions amounted to judicial legislation abolishing the patent system, 
and they were so interpreted by the lower courts.” Congress did not approve 


a the 18th century the phrase “useful arts” meant approximately what we call “tech 
nology. 

® Patents and Science—a Clarification of the Patent Clause of the United States Con- 
stitution. The George Washington Law Review, vol. 18, No. 1, p. 50 (December 1949). 

7 Report of House Committee on the Judiciary, to accompany H. R. 7794, section on 
Early Patent Laws. 

§ This fact is established in the artcile referred to in footnote No. 12 by references to 
Samuel Johnson’s Dictionary. : 

® Lord Monboddo, in Roebuck v. Sterling, Brodiz, vol. 1, p. 12. 

10° Cuno Engineering Devices vy. Automatic Devices Corp. (314 U. S. 84 (1941)). 

1A. & P. case, supra. 

2Are the Courts Carrying Out Constitutional Public Policy on Patents?” Journal of 
the Patent Office Society, vol. 34, No. 10, October 1952, p. 766. 
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tained language which specifically countermanded these decisions, and restored 
the patent system as it had previously existed. 

Now there is appearing an effort to nullify this act of Congress by again 
conjuring up the false doctrine that there is a standard of invention written 
into the Constitution. A recent decision repeats the theory and says that the 
Supreme Court is the “iinal authority on the constitutional standard of patent- 
ability.” * This is an echo from the concurring opinion in the A. & P. case. 

It is believed to be clear from the above discussion that there is no standard 
of invention written into the Constitution. Quite the contrary, final authority 
over this question is given to Congress by the Constitution. 

It is true that in the past Congress has not legislated on this matter, leaving it 
to the courts to develop and administer by the common-law process of acting 
on individual concrete situations as they arose. This was the best way to handle 
the matter, as it permitted the standard of invention to be a live one, growing at 
the same rate as the growing technology. And that is exactly the way this 
standard did develop, subject, of course, to some deviations as is always true of 
a growing common-law doctrine. 

But the fact that Congress has in the past left this matter to the courts, does 
not mean that Congress has no jurisdiction over it. If the courts decide to 
use the power left to them by Congress in such a way as to nullify the patent 
system, then Congress can, and should, take such further action as may be neces- 
sary, under the power given it by the Constitution, to fully restore the patent 
incentive. Congress has full power to set up a “standard of invention” by legis- 
lation. In some ways this would be unfortunate, as codification always tends to 
ossify a growing legal doctrine. But it may be the lesser of two evils, if the 
Supreme Court continues its attitude of nullification of the patent system. 


STATEMENT OF CHARLES C. JAMES, LOS ANGELES, CALIF. 
THE COURSE OF AN INVENTION 


A practical inventor will seek out something that industry is badly in need of 
and then set about trying to produce it. 

First he makes a search of the prior art and discovers that a number of others 
have tried to overcome the deficiency, but upon analyzing their efforts, he finds 
that they apparently met with the unsurmountable and did not complete their 
undertaking in a manner acceptable to the average engineering department of 
the average industry. in other words, the previous inventions did not accomplish 
the desired results, nevertheless his attorney had drawn up a set of claims that 
were all inclusive. 

This leaves the experienced inventor in a position where he not only has to 
provide a workable invention, but if he hopes to make a cent out of it he has 
to get out from under the broad claims that have been allowed the unworkable 
and therefore useless inventions that are choking progress. 

His inherent enthusiasm causes him to proceed with the day and night chore, 
which sometimes runs into years, thereby destroying himself mentally and 
physically, and finally emerges with something that fits into industries’ exacting 
requirements, without too much expensive departure from established procedure. 

Then comes the unhappy ending. He writes to those who have been eagerly 
seeking such an important innovation and in response receives a batch of “come- 
on letters” expressing the greatest possible interest in the invention and inviting 
him to by all means send them a drawing or working model. (In most cases 
there is a very cleverly written form enclosed for the inventor to sign and return. 
I am quoting herewith a sentence which appears in the form sent out by a corpo- 
ration I understand is grossing around a billion a year.) 

“No obligation of any kind is assumed by, or may be implied against ______ by 
reason of its examination of my suggestion, unless and until we have entered 
into a formal written contract establishing and defining our respective rights 
and obligations.” 

The accompanying letter is very solicitous about the inventor’s protection and 
even suggests that he consult his attorney, knowing as they do that the average 
attorney who specializes in applications has had little if any experience battling 
such cases with big corporation patent attorneys, that in reality the form affords 


18 Seismograph vy. Offshore (107 U. S. P. Q. 104). 
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them the kind of protection they are seeking in case they wish to indulge in the 
well-known technique of legal confiscation, unless they can buy it for a song. 

The gullible recipient signs the form and sends them a drawing or working 
model and that’s the last he hears about the matter for the time being; but after 
a few months he may hear that the industry is using an invention that sounds 
very much like his, whereupon he gets very agitated and active, and his attorney 
who thought the industry too big and honorable to take advantage of a poor 
inventor without paying some reasonable compensation, writes them the usual 
letter calling their attention to the fact that they are using his client’s invention, 
as expressed in his drawing, or working model, which had been submitted them. 

The chances are that they will completely ignore his implied threat to start 
legal proceedings, because they feel just about 100 percent sure the client can’t 
afford to go through with it, or they will simply point out that the inventor had 
signed a preliminary agreement that they were at liberty to avail themselves of 
anything they could find in the prior art, ete. 

Needless to say that with the number of patents approaching the 3 million 
mark, they have dug up a claim or claims that read on the inventor’s structure, 
in fact, because of their familiarity with the art covering items in their particular 
line, they knew all the time that possible covering claims existed that did not 
work in practical application, yet served to block progress. 

If the inventor happens to have enough money and courage to tackle a suit, 
he finds out in the long run, that the number of patent cases and decisions are 
probably 80 or 90 percent in favor of defendant. 

There is a striking similarity in the unrelenting attitude they nearly all adopt 
in forcing the inventor to accept their terms and conditions. They seem to feel 
very confident that not one among them will violate an unwritten procedure. 

My possible solution has been arrived at after mature consideration of the sub- 
ject from many angles. It is fair to the industrialist as well as the inventor, 
yet I believe industry will oppose it with all the forces at their command, because 
as you can see from the foregoing, they don’t have to pay to bring the matter out 
into the open. As far as buying the invention for their own exclusive use, they 
realize that that was possible at one time, when the art was not so crowded, but 
that now the hope for patent protection for them, is just as hopeless as it is for 
the inventor, therefore why not push up production and beat their competitors to 
the market. 

They realize that their advantage will be short lived, that they will all soon 
be featuring it, but they console themselves with the thought that it will be good 
for the industry at large, that there will be increased sales for all. 

You of course realize that inventors have made a tremendous contribution to 
those many-splendored things that have made the advantages, comforts and 
pleasures of this great country the most fascinating, happy and desirable nation 
in the world, so why let a condition continue that forces the inventor to throw 
up the sponge in desperation and seek a livelihood at something at which he is 
utterly unsuited. 

If such a condition was provided, I would feel encouraged to resume my re- 
search activities with a new zest and I feel that many other inventors would 
share my feelings. 

Naturally there will have to be discussions, pro and con, it’s a big subject, but 
I think it can be worked out in a way that will save the services of worthwhile 
inventors for the good of the country. 

Yours very truly, 
CHARLES C. JAMES. 








STATEMENT OF L. A. MACEACHRON, PATENT ATTORNEY, DES Mornes, IowA 















Currently it is very difficult if not impossible to tell in. advance of filing a 
formal patent application whether a device will be patentable. Often substantial 
sums must be spent before the issues are clear in the battle with Patent Office 
examiners. Even then a court decision can destroy years of work and worry 
poured into a brain child. Obviously this is very discouraging to the individual 
inventor with little or no funds at his disposal. In fact, only a fairly wealthy 
individual can really afford the gamble of attempting to patent something with 
the uncertainties of present law. I believe it would be well to relieve this un- 
certainty if possible. Particularly as a Democrat I believe the little individual 
inventor is entitled to a better deal. To remove this uncertainty, we must dis- 
cover the cause of it. It all resides in a single word in my opinion—“invention.” 
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“Invention” as presently used in the courts in patent cases does not mean what 
the dictionaries say it means. I know this not because the courts have defined 
it more precisely than usually (which is the common reason for legal definitions 
differing from generally accepted ones) but because the legal definition is fuz- 
zier. This cloudy definition of invention has been incorporated in the 1952 codi- 
fication of the patent law; United States Code, title 35, section 108 of which the 
most unfortunate pertinate language says in essence: “If the alleged invention 
would have been obvious at the time it was made to one skilled in the art—no 
patent.” 

Obvious? Obvious to whom? Which man skilled in the art? Would anyone 
contend that all skilled workers in an art would find the same things obvious? 
Also supposing the skilled worker is also an inventor, is invention negatived if 
he finds the alleged invention “obvious”? 

Obviously this sort of a “definition” requires a purely subjective determina- 
tion by the administrative tribunal or court called upon to decide whether a 
disputed claims define a structure that a skilled person in the art could have 
devised had he put his mind to it. Clearly he could devise it if he found it 
obvious. This “definition” even tends to suggest that a person skilled in his 
field cannot invent in it, for he did only that which became clear to one skilled 
in the art. With such a loose manner of determining invention, the poor in- 
ventor and his patent lawyer, if he be at all conscientious, are placed in a position 
of being second-guessed at any 1 of at least 3 stages in the trial by fire of in- 
ventions. They can be misled by their searcher, foiled by the Patent Office, or 
frustrated by the courts. 

If the searcher is psychic, he will turn up the prior art on which the examiner 
will use in trying to guess whether you have a patentable invention. If the 
examiner has a practical turn of mind or has tried to invent something himself, 
you may get the claims you are entitled to. One still must face the courts in the 
event anyone decides to contest the correctness of the Patent Office in issuing 
the patent. Who among the young new industries or individual inventors can 
stand a real court battle on a patent? This is particularly true if the case goes 
to the court of last resort with its present unfortunate attitude regarding inven- 
tions that fall short of deriving useful energy from cosmic rays. 

Clearly a tough attitude on patents aids the big research organization with its 
almost unlimited resources both financial and technical. Only they are apt to 
make the grand discovery. Only they can defend readily the invention once 
made—under our present laws. More and more the former protection of the 
patent law to the individual inventor and small new enterprise attempting to 
gain a place in the sun in competition with big business is becoming a tool for 
creating ever-growing monopoly. Even the individua! inventor wisely sells or 
licenses his invention to a giant in the field if he can, for he knows well the folly 
of attempting to compete. And yet a good patent law could foster the very 
competition between the established and the newcomer that we hold so dear in 
this country. 

What can be done? With a lack of modesty ill befitting one so briefly in the 
practice, I suggest that the solution is simple. Three things will minimize and 
perhaps resolve many if not all of the current difficulties described above and 
in countless articles, books, and speeches. If we could rid ourselves of “inven- 
tion” as a separate mystical concept, many of the current unhappy situations 
would be relieved. It is clear that the first step is to substitute a new verb 
such as “creates” for “invents” in United States Code, title 35, section 101 which 
would then read: “Whoever creates or discovers any new and useful ete.” 
This language would eliminate the present court-felt need to find that certain 
“impalpable something” called invention before it could declare a new device or 
method patentable. Secondly, United States Code, title 35, section 103 should 
be amended by striking the first sentence thereof, since it fosters subjective 
determination of novelty as pointed out above. 

Finally to make sure the courts do not transform “patentable novelty” into 
the old bogey man “invention,” the legislature should define ‘patentable novelty” 
by objective standards that at least minimize the need for personal opinion 
entering into decisions as to the patentability of an invention. It is here 
suggested that patentable novelty should be described as: 

*atentable novelty shall be found in any patent application claim if it recites 
structure that— 

1. Shows a new functional relationship between any of the factors which 
are required for rendering an invention in the industrial art practically oper- 
ative. 
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2. Is commercially successful and is not clearly disclosed in any single prior 
art disclosure. 

3. Achieves a result not previously achieved even if using known structure if 
the result is included as a part of the claim. 

4. Achieves a known result with a structure not clearly shown in a single 
prior art disclosure or a combination of prior art disclosures where the com- 
bination is suggested clearly by the art to be combined. 

Many would consider the foregoing very daring indeed. Some will un- 
doubtedly scream ruin. They will cry with some of the courts that a band of 
brigands will seize upon every improvement and wring tribute from legitimate 
business. On the other hand, no one need pay unless he chooses. If he chooses 
he must feel that it is worth the price. Obviously nothing actually being done 
currently would be patentable under the above definition. It is difficult for 
me to see where the harm would lie; I deny harm would result in fact. 

Furthermore to so define invention would offer many advantages. <A good 
search could determine almost conclusively whether a structure was patentable 
or not. An examiner could determine with greatly increased accuracy what 
claims should or should not be allowed on a first office action on an application. 
Procedure in the Patent Office would be expedited enormously. Prospective 
purchasers of patents in the pending stages would be able to determine with a 
‘fair degree of accuracy whether a patent is likely to issue, and in fact how 
broad the claims are likely to be. All would have a fair to middling idea of 
whether an issued patent was valid or not for all would be going by the same 
standard. As a result, the independent inventor could once more know whether 
he had created a patentable device and would then be left with only the un- 
certainty of its salability to trouble him. 


STATEMENT OF ALVIN M. MARKS, INVENTOR, WHITESTONE, N. Y. 


This statement concerns the experience of an independent inventor regarding 
the workings of the patent system of the United States, and more particularly as 
that system affects the general economy of the country and its action to provide 
incentive and rewards to the inventor. 

As an independent inventor who has had many dealings with the Patent Office 
through his patent attorneys in the prosecution of approximately 50 patents re- 
lating to the fields of optics and electronics, I can state that the Patent Office 
as a whole has worked very well. Of course, we are all aware of the various 
things that can be done to improve its functioning, to pay better salaries to its 
employees, to attract better grade of employees, to hold them longer in their jobs, 
and to reduce the backlog of inventions being processed. From the inventor’s 
standpoint, much can be accomplished by increasing the presumption of validity 
of a patent, by employing a more thorough and complete and careful examination 
and action by the Patent Office staff on the merits of the invention being con- 
sidered. This can be done primarily by a better and more complete search of the 
prior art, particularly foreign references and periodicals. These often turn up 
in searches after a patent has been issued and can be cited in subsequent in- 
fringement suits against the validity of the patent. I know that this will great- 
ly increase the workload of the Patent Office, and so I am suggesting that ex- 
tensive prior art bibliographies be prepared in each category of the Patent Office, 
possibly with the assistance of the Library of Congress, and also that electronic 
searching means be provided so that such prior art bibliographies could be quick- 
ly culled for appropriate content. Such data is no doubt scattered throughout 
many Government agencies, and in my opinion much could be gained by a cen- 
tralization of all this data and the data could then be made readily available to 
both Government and private requests, as well as to the Patent Office for the pur- 
pose of establishing all that is known of a given subject from the prior art very 
quickly. 

In addition to above I also advocate the setting up of a system of priorities 
in the examination of patent applications. It often happens that an inventor is 
working in a particular field which is a long way from being ready for com- 
mercialization. In such a case he may wish to delay the issuance of his patent 
application and thus extend the life of the actual commercial utility of the patent. 
It is obvious that any patent issuing before it is ready to be commercialized is a 
loss to the inventor inasmuch as the 17-year lifetime will run without the inventor 
being able to enjoy a reward from his work. On the other hand there are many 
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ether inventions which are ready for immediate market when the application is 
filed, or may actually be upon the market and immediate protection from in- 
fringement is desired. In such case the patent may have to issue very quickly 
in order to be utilized by the inventor. 

In general therefore I may conclude from my experience over the past 25 
years with the Patent Office that with minor suggestions for improvement, it 
has functioned very well indeed. Again looking at the functioning of the Patent 
Office from the standpoint of the broad economy of the country, and witnessing 
the marvelous technological growth to which this country has achieved, and con- 
tinues to achieve, I think it is fair to state that the Patent Office system has con- 
tributed in very large measure to this growth. 

When I come to survey the field of invention, I find that invention may be 
variously Classified into two main groups which may be characterized by the 
terms “basic invention” and “derived invention.” 

Fundamental invention generally stems from a more or less complete knowl- 
edge of the particular field or fields of physics, chemistry, optics, and the like, 
and often involves the utilization of recently discovered knowledge in these and 
related fields. Various apparently unrelated facts are often combined and 
synthesized by the inventor into new and useful devices and processes, some 
of which may be entirely new. As an example I might cite the vacuum tube 
as growing out of knowledge gained in the fundamental study of the electron 
during the preceding 50 years, and more recently the invention of various types 
of transistor, which grew out of studies in solid state physics still more recently. 

As an example of the derived inventions, which are more often called gadgets, 
one might cite the safety pin, various types of fountain pens and pencils, and the 
like. 

Of course the above Classifications may be further broken down into inventions 
which are relatively simple and those which are more complex. 

The concept of a patent as a reward for the inventor is fundamentally a 
sound one. However, unless there is a followthrough between the issuance 
of the patent and its subsequent development to a commercial stage, and its 
actual commercialization with a resultant cash income to the inventor, in some 
degree Commensurate With his contribution to society, unless this comes to pass, 
the incentive can very often turn into a burden upon the more prolific inventor. 

The intellectual property created by the inventor, more particularly in the 
field of derived inventions, and particularly those in the form of readily market- 
able gadgets can in many cases be successfully perfected with relatively small 
capital expenditure by the skilled craftsman very often in his own little work- 
shop. Such devices are very often brought to the attention of interested manu- 
facturers who subsequently arrange a purchase or license deal to manufacture, 
promote, and sell to the eventual financial benefit of the inventor. There are 
various agencies and means open to inventors to bring their inventions to the 
attention of interested parties. Among these are direct advertisement in trade 
journals, magazines, and newspapers, as well as free publicity which can be 
obtained at nominal cost. Also recently there have been programs like the big 
idea which assist in the exploitation of a small number of inventions. 

While not entirely satisfactory these means often afford the small independent 
inventor of readily commercializable gadgets, devices, and improvements, a mar- 
ket place for his developments. Such gadgets brought into the market by these 
means have greatly enriched our lives and are to be encouraged. 

However, the story in connection with fundamental inventions, and those 
inventions of both fundamental and derived nature which are more complex, and 
more difficult to bring to a practical utilization, very often constitute an entirely 
different story. 

The. more fundamental inventions very often require a highly competent 
technologist or scientist with educational background approximating to the 
Vh. D. level. Very often his inventive contribution may be the result of manv 
years of study and work in one or more related fields of science. His work very 
often requires a highly skilled competence in the field of mathematics, physics, 
and chemistry, with a deep understanding of the more theoretical aspects, 
which he is able to relate to produce a practical end result. However, once 
the invention is made, and reduced to a patent application, and possibly even 
to an issue patent, which mav be completely sound, a long and costly period of 
practical development must then ensue. 

It is at this point, then, that the inventor, who may have contributed an inven- 
tion of the utmost importance, might thereafter find himself in the greatest of 
difficulty. He must in some manner obtain risk capital to test out an idea, 
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which though it may be of fundamental importance is completely unknown and 
untried, and may not even have a present market. That is, the market must 
be established for it after the idea has proven to be feasible. Under these cir- 
cumstances the obtaining of risk capital may be very difficult, if not impossible. 
But then let us assume that the development work has proceeded to a successful 
conclusion and that risk capital has been obtained on a satisfactory basis. 
Thereafter still another hurdle remains. A new development has been made, 
a new invention which perhaps may be the basis of a new industry, or an 
improvement which will revolutionize an old industry. At this point there are 
no economic data to prove that the process or apparatus invented, or product 
invented will prove to be a profit-making business venture. At this second stage 
additional risk capital must be obtained to promote and further the idea and 
reduce it to a commercial result. 

In my estimation both of these stages represent an almost equal difficulty. 

In the circumstance the inventor must be fortunate indeed as he must be 
prepared to deal as a businessman with these problems. He must surround 
himself with able attorneys, financiers, and promoters, a task for which he is 

often not well equipped. As a result the tables are very often turned, and it is 
the promoter, the financier, or others distantly related to the new enterprise who 
very often reap the reward that is rightfully due to the inventor. 

Under these circumstances the patent issued to the inventor may fail to pro- 
duce the reward that was intended by its granting, and so acts not as an incen- 
tive to the stimulation of further developments by this inventor, but may deter 
him in trying to produce further inventions and developments which will burden 
him ever further with costs, problems, and disappointments. 

In this dilemma the average independent inventor sometimes seeks protection 
of a corporate group, but usually when he does this he greatly subordinates his 
rewards, and may find himself channeled along a particular path or route, which 
nay prevent him from the free exercise of his creative ability. 

I believe that the prolific creative inventor functions best when he is left to 
1is own devices and that associations with groups or universities or corporations 

hould only be made under his direct volition, of his free choice, and not as a 
yproduct of economic necessity. 

Recognizing this dilemma certain independent inventors, of which I am one, 
ought to maintain their independence by the formation of their own companies 
where they would be free to create without external control, and where they 
may be free to use whatever funds they can acquire to the production of further 
inventions. 

In my own experience an independent professional inventor who functions 
through the creation of his own business, which in turn will feed his further 
inventions, can only do so if he is willing to create a diversified group of inven- 
tions. 

He may visualize a group of fundamental inventions, and merely carry them 
along in the theoretical stage, but, in addition to this he must also, if he is able, 
create a group of derived inventions, those which have ready marketability. Pref- 
erably with a small group of close and trusted associates, if such he is able to 
obtain, he must then set about producing and marketing one of his derived 
inventions which, if circumstances permit, may become successful. If so, he is 
then free to continue to develop those more complicated and fundamental in- 
ventions which may be closest to his desires. 

This then is the pattern which many independent inventors have followed as 
a road to success in their careers. Admittedly it is a difficult road and one not 
likely to be met with success except under very favored circumstances. 

The great majority of independent inventors, then, not meeting with success, 
find themselves forced to take cover under some corporate wing, under some form 
of activity which may not exactly fit their free talents. It is also found that 
amongst those independent inventors which may have made a success of their 
own businesses, that the demands of the business may tend to divert the inventor 
from his real talent. Thus the independent inventor may become an indifferent 
businessman of moderate success which may not permit him to realize the full 
bounds of his intellectual capabilities as an inventor. 

I do not believe that the corporate or team inventor approach is the one most 
conducive to obtaining the best results from the creative mind of the inventor. 
A basic reason for this is that the rewards which flow back to the inventor as 
a result of the use of his creative ability are often far less than that accorded to 
an executive in another department who possesses only a moderate degree of 
ability. 
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Under these circumstances it seems to me that the granting of a patent does 
not fulfill the purpose intended. 

That is, most inventors who invent for the hope of reward will ultimately find 
that, that reward, if it comes at all, under the circumstances outlined above. 
may be very minor indeed. This may act as a depressant against the further 
stimulation and further creation of new inventions. Thus the public is pre- 
vented from benefiting to the fullest extent from a talented mind. 

The major bottleneck in the above process of invention, is the minor reward. 
or actual disillusionment or disappointment, followed by depressant, against 
further inventive effort, or by a diversionary action by the inventor into other 
fields of business, commerce, or employment where regular income may be 
obtained to fulfill his and his family’s needs. 

It is evident from the above that risk capital is needed at two stages of the 
development of the invention, as follows: 

1. In the perfection and development of the invention to a commercial stage. 

2. For the promotion and commercialization of the patent. 

Thus the fulfillment of above two stages in the obtaining of risk capital are 
essential if the inventor is to derive a reward from his patents. At the present 
time these stages are realized in only a small proportion of actual cases, and 
when they do occur they come about in the most laissez faire manner possible. 
In other words, chance, opportunity, and business ability are essential for the 
obtaining of risk capital at the present time. 

Since it is the purpose of the Congress to foster science and the useful arts, 
and it is for that purpose that patents are granted, and for that purpose that 
rewards are promised to the inventor to stimulate his further activity, and to 
pay him for his contribution to society, therefore it is my belief that legislation 
is needed to assure that effective means are provided to carry out the two steps, 
in which risk capital is needed. Means for providing risk capital in a regular 
and orderly manner must be developed by legislation, rather than as in the pres- 
ent chatoic, chance-laden, sporadic, and relatively ineffective procedures, that 
must be employed by present-day inventors. 

To this end I have the following suggestions: 

That the National Science Foundation, or other Government agency be em- 
powered to negotiate contracts directly with inventors and to provide them with 
risk capital for their developments to the point of commercialization, and that 
further thereafter, the Congress shall provide additional risk capital by con- 
tract to introduce the perfected invention, and promote it at least to the point 
where success or failure is definitely indicated. 

Such grants from this fund will be made available to inventors and scientists 
having suitable projects requiring risk capital for steps 1 and 2 enumerated above. 

Such grants are presently being made by the Government through such agencies 
as the Office of Naval Research, the Atomic Energy Commission, etc., but they 
are at the present time only being made available to corporate entities usually 
for specific projects involving the military requirements, or for general investiga- 
tion in some basic scientific field of research, and not necessarily related to 
patentable inventions. In addition to corporate groups, university groups are 
also amongst the favored grantees. 

I believe that science and the useful arts would very much benefit from the 
granting of funds for risk capital under steps 1 and 2 to qualified inventors. 

It is also my suggestion that such funds may be granted to the inventor with 
the understanding that he subcontract the necessary facilities from university or 
corporate laboratories, which would be glad to work under such grants in the 
field specified by the inventor. After the subcontract is completed, a report on 
progress would determine whether or not it is feasible to proceed further with 
step 1, or with step 2. 

Again existing corporate entities and other existing agencies could be sub- 
contracted under step 2 by contract with the inventor and the Government to 
commercialize the devices perfected under step 1. 

After the development had proceeded to the stage where it is self-supporting, 
then the Government could step out of the business, and allow the usual license 
or other business arrangements to carry forward from then on, on a private 
basis. 

The funds for this work could be made available out of the huge military 
budget customarily being spent yearly, provided however that the relaxation of 
tension in the world proceeds, and we are issued into a more peaceful era. 

Even if this were not so it would still be desirable to obtain the funds, to take 
up the slack in industry, by creating new industries and products which would 











318 AMERICAN PATENT SYSTEM 


absorb workers from those fields displaced by the increasing automation of 
industry. 

Answering the question of the return on this expenditure for the public invest- 
ment, possibly 1 out of 50 inventions can be characterized as fundamental and in 
the category above cited. Taking an average of 2,000 inventions a year as falling 
into this group, let us assume an average expenditure of $50,000 per invention 
to cover both steps 1 and 2. Now of course, some of the inventions might receive 
grants of as little as $5,000 or $10,000, while other inventions might require 
as much as $1 million, depending on the nature and complexity of the invention. 

Now let us assume that out of all the 50,000 to 100,000 inventions per year 
patented 2,000 are selected for grants, and out of these 2,000 but 1 succeeds in 
starting an entirely new industry of major proportions, then the economic return 
to the country from that 1 invention alone, for example let us say it were the 
third element of the vacuum tube, or the transistor, or the telephone, etc., or the 
combustion engine leading to the automobile, then that contribution alone would 
suffice to justify the entire program. 

But much more than this will have been achieved: a steady impetus will be 
given to the entire inventive art. Creative talent will be shored up and supported 
and urged on to create ever more and better inventions, and the entire economy 
will benefit by a continual improvement of its technology. 

Other methods might be employed to induce risk capital into inventions. Here 
are a few further suggestions: 

The SEC might be empowered to aid the issuance of low-cost speculative stock 
to the public to enable them to speculate upon the advance of science and inven- 
tion with the full knowledge that their investment is a definitely long range and 
risky speculation. There are many people jn this country who would be willing 
to risk small to medium to large sums of money in just such ventures upon the 
long-term chance that success will smile upon them. 

A further suggestion comes in the use of tax incentives to those who would 
place their risk capital at the disposal of inventors. 

The above grants to inventors would be made by the Government only after 
other means of raising private capital were exhausted. Furthermore in the 
case of step 1 and step 2 risk capital investments the Government after each 
stage would survey the possibility of obtaining risk capital by alternate means, 
preferably from private sources, with suitable protection of the inventor’s 
interests. 

The inventor after each stage would attempt, with the aid of the Government, 
to interest private risk capital to further the venure. Every effort would be 
made after each stage to survey the situation to determine whether private risk 
capital is available. If risk capital were not available from private sources the 
Government would then proceed to fill the gap and to carry the project further 
to the next stage. 

The Government would step out of the picture as soon as the project were 
capable of becoming self-supporting, or if the project were proven to be not 
feasible. 

One further suggestion that will require study and legislation. 

There exist in the universities and in the corporate laboratories many creative 
individuals who could be stimulated to produce meritorious inventions of great 
importance to the economy. This they are doing anyway to a limited extent very 
much hampered by two things, (1) lack of complete freedom to give vent to 
their imaginations by being excessively channeled within organizations that have 
particular demands for certain areas of investigation, and (2) particularly the 
lack of reward for accomplishment 

Much study must be given to the improvement of incentive plans for inventors 
so that compensation may be paid them in a manner which really reflects the 
extent of their contribution. No mere token payment will prove satisfactory. 
The rewards must really be substantial, and preferably be on a royalty basis. 
An individual within a group that creates something beyond the ordinary call 
of duty should be treated just as well as an outside inventor, taking into con- 
sideration the contribution of the corporation, and with the same rights as 
though he were an independent inventor coming to a corporation with a patented 
invention from the outside. This, present-day bonus systems or token payments 
very often fail to accomplish. 
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STATEMENT OF JOHN A. MARZALL, PATENT LAWYER AND FORMER COMMISSIONER OF 
PATENTS, CHICAGO, ILL. 


My name is John A. Marzall, and I reside at 1120 Lake Shore Drive, Chicago, Ill. 

I have practiced law continuously ever since 1926, specializing in patent and 
trademark matters including the filing and prosecution of patent and trademark 
applications before the Patent Office, as well as defending and prosecuting suits, 
particularly patent and trademark suits, in the various district Courts and courts 
of appeals of the United States. 

I am admitted te practice law in the States of Missouri and Illinois and the 
District of Columbia. I am also admitted to practice in various district courts 
and courts of appeals, including the Court of Customs and Patent Appeals, and 
in the Supreme Court of the United States. 

At the present time, I am senior member of the law firm, of Marzall, Johnston, 
Cook & Root, 135 South LaSalle Street, Chicago, Ill. 

Prior to December 2, 1949, I was a member of the law firm of Spencer, Marzall, 
Johnston & Cook, 135 South LaSalle Street, Chicago, Iil., having resigned from 
that firm in 1949 to accept the position as Commissioner of Patents. 

In my opinion, the reason for the enormous Patent Office backlog, and the 
amount of time involved in obtaining patents through the United States Patent 
Office, lies in the fact that the Patent Office has never been able to catch up on 
the backlog. The backlog is, and has been for many years, responsible for the 
delay in issuing patents. During my tenure of office as Commissioner of Patents, 
approximately one-third of the entire business of the Patent Office was devoted 
to reducing the backlog. 

The Patent Office today is evidently still struggling with the backlog, and per- 
haps one-third of the Office time is devoted te reducing the backlog. Also, the 
severe shortage of examiners has caused the backlog to be increased. Therefore, 
the Patent Office examining corps should be substantially increased to overcome 
the backlog, whereupon the Patent Office could operate on a current basis and at 
less expense. 

Without having any backlog to take care of, the Patent Office could easily be 
maintained current. Patent Office actions would be received only a short time 
after filing of the application and after responses from the applicant or his attor- 
ney. This one-third time, which is used in reducing the backlog, could be applied 
to new cases to make the Patent Office current. Were the backlog completely 
eliminated, only two-thirds of the normal personnel would be required, resulting 
in an appropriation of only two-thirds of the actual appropriation now needed. 
Of course, sufficient trained personnel would be required to maintain the Office 
current after that condition has been accomplished. Should the Patent Office 
ever get the backlog disposed of, it could and would operate more efficiently, be 
current with respect to dates, and operate on a lower appropriation. 

After a survey of the primary examiners of the Patent Office, it was stated 
that the examining division could increase production from 10 to 15 percent and 
improve the quality of actions, if they had proper and adequate working condi- 
tions. If such is a fact, then the salaries saved by the increased production would 
pay for a new Patent Office over a period of a few years. I did make such a 
suggestion but was informed through the office of the General Services Adminis- 
tration that “now is not the time for new and additional building construction.” 
Perhaps the Patent Office could be operated more advantageously, efficiently, and 
effectively, if it were a separate and independent agency and a separate building 
was built to house the Patent Office. A new Patent Office building should include 
proper facilities and sufficient space for efficient operation, as well as provide for 
future expansion. Air conditioning is needed to eliminate shutdown time in hot 
weather. 

The Classification Division of the Patent Office, during my term as Commis- 
sioner of Patents, was 2,000 man-years behind. I believe that such a condition 
still prevails. A 2,000 man-year classification workload could be overcome by 
employing 100 additional classification examiners for a period of 20 years, or the 
addition of 200 classification examiners for a period of 10 years. I had intended 
adopting the 20-year program, but lack of money to pay additional examiners, 
the difficulty in obtaining additional patent examiners, and the lack of proper 
working space prevented that procedure. Therefore, it was only possible to 
maintain classification slightly above the current requirements at that time. 

The time now required in obtaining a patent could be materially reduced if 
the original examination was a complete and thorough one, so that all the art 
would be cited in the first action, leaving nothing more to be determined than the 
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patentability of claims over the references cited. One and not more than two 
actions would thus be necessary. I had intended to embark on a program of that 
nature, but in view of the tremendous backlog and the amount of arrearage in 
time, such a procedure would increase the arrearages for several months or 
perhaps even a year. This condition, however, would have been only temporary 
as there would be fewer subsequent responses. However, instead of trying to 
reduce the backlog immediately, I felt that we could not afford, at that time, to 
increase the backlog and the arrearage in time any more than it was. Instead, 
I tried to reduce the backlog and cut down the dates as quickly as possible. Such 
a complete first action would be applicable in about only 80 percent of the cases, 
as the remaining 20 percent of the cases would include cases needed to be divided, 
and other reasons. A program of that nature could be achieved with more space, 
and more examiners. Should such a program be instituted, a greater appropria- 
tion would be required, at least temporarily for about 8 months to a year, to pay 
for the increased number of examiners necessary. After that time, the extra 
examiners could be put on classification. 

In my opinion, the long intervals of time and the heavy backlog occurred by 
reason of the Patent Office having first been shifted from Washington to Rich- 
mond, then moved temporarily to Gravelly Point, and then finally returned to 
the Department of Commerce building where there was inadequate space which 
was spread throughout various locations in the Commerce Building, instead of 
being housed in the locations originally designated for the Patent Office. 

The Patent Office personnel should be expanded considerably, not only to over- 
come the backlog, but to provide for the expanding economy and for the increas- 
ing population. 

The Patent Office examining corps should receive greater remuneration to 
retain an experienced and competent permanent staff, and to prevent outside 
industry from hiring the experienced and trained examiners. 

During my tenure as Commissioner of Patents, I found that the number of 
times the Patent Office was reversed by the Court of Customs and Patent Ap- 
peals, section 141, and the number of times the Patent Office was reversed by the 
district courts under section 145 (old R. S. 4915), amounted to approximately the 
same percentage and, if I remember correctly, the Patent Office had been sus- 
tained by either of those courts about 83 percent of the time. Perhaps the dual 
arrangement should be continued. 

In my opinion, the recodification of the patent laws of 1952 and additions 
thereto, which went into effect January 1, 1953, is having a salutary effect, in that 
it indicates that the Congress, by adopting the new laws, is in favor of strength- 
ening patents. Perhaps less patents are being held invalid because of that 
indication. 

An objective viewpoint toward patentability, in my opinion, would greatly 
strengthen the position of patents in the courts. <A beneficial effect could be had 
if there were a more liberal attitude in holding patents valid, and a strict inter- 
pretation with respect to infringement. Considerable latitude and liberality 
should be given with respect to equivalent devices under the doctrine of equiva- 
lency, and the question of piracy, unfair copying, and other unfair practices, 
should be resolved in favor of the patent. 

I believe the individual inventor is receiving just as much favorable attention 
before the Patent Office as do the large corporations. In fact, in my adminis- 
tration as Commissioner of Patents, I endeavored to ascertain what percentage of 
dominating patents were controlled by the large corporations with respect to the 
number of patents owned by individual inventors. I do not have the tabulation 
before me and doubt if it is still available, but from my recollection, more than 
50 percent of the individual inventors, or so-called garret and cellar inventors, 
were responsible for more than half of the dominating patents in industry. In 
other words, the individual inventor has and patents the broad idea, while the 
corporations expand and improve the ideas. The individual inventor and the 
research divisions of the large corporations, therefore, both have their place in 
industry. 

In my opinion, small business will hesitate in entering the manufacturing field, 
unless there is adequate patent protection, so that the investment in organizing 
a new business may be preserved. 

The courts, in my opinion, appear to be adequately equipped to try patent 
cases even though the technical complexity of the subject matter has increased 
materially. The technical phase of the situation having been already developed 
and decided by the Patent Office, the courts will look objectively into the cases. 
Should there be technicalities involved, the courts, as always, have the privilege 
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to consult experts. I, therefore, am in favor of the court seeking periodical ad- 
vice from experts in the various technical fields when necessary to assist the 
court in determining only the differences in construction. The law and the ob- 
jective reasoning of the court will still prevail. 

In conclusion, I do not believe there is anything wrong with the Patent Office 
that more men, money, and space cannot cure. 

Also, patents can be further strengthened by means of legislation. 


STATEMENT OF FOORMAN MUELLER, PATENT ATTORNEY AND CHAIRMAN NATIONAL 
COUNCIL OF PATENT LAW ASSOCIATIONS 

First, I am very much in favor of what seems to be the most important theme 
of your conference of October 10 and 11, 1955, namely, the function of the indi- 
vidual inventor, and the stimulation of new enterprises under the various prob- 
lems occasioned by present legal and economic conditions. I believe this sub- 
ject should have formal consideration at this time, but more to collect data on the 
problem than to start with the supposition that drastic remedies are required 
to correct any existing conditions with respect to the individual inventor and 
small business. It is important to improve existing facilities for the protection of, 
and encouragement of, small business and the individual inventor, as I shall point 
out, but the patent system is still the principal if not the only means for their 
protection. Actually, I believe that ‘the individual inventor” and ‘small busi- 
ness” are synonymous, for it is the invention of an individual which is often the 
basis for beginning a small business, and a small business is often successful pri- 
marily as the result of the ingenuity and inventiveness of 1 or 2 individuals. 

I have now been in the field of patent law for 26 years and in January 19385 
succeeded to the patent law practice of my father upon his death after he had 
been involved with the patent system as an inventor and practicing patent lawyer 
since some time around 1900. I mention this background and my own experi- 
ence only to emphasize that I was brought up in a patent law environment as a 
youngster. Then as a law clerk and lawyer, went through the economic, social, 
and legal changes from 1929 to date. It is my present opinion that the important 
change affecting small business and the individual inventor insofar as patents 
are concerned, is the changed attitude of the courts toward patents, particu- 
lurly in the past 20 years. I have represented individual inventors, small busi- 
nesses built upon patent protection, and large corporations to whom patents are 
equally important. Today, if an individual inventor really has something worth- 
while and will carry it to a stage where it evidences commercial potentialities, 
there are individuals and companies who will provide the funds or facilities to 
promote that invention in somewhat the same proportion as existed 15 to 25 years 
ago. The Patent Office is still doing a very conscientious and competent job, 
although improvements can be made in classification in the Patent Office and it 
will be important to reduce the time applications are pending. 

Otherwise, I believe that the patent system is one of the most potent factors 
we have today for industrial development. The small inventor would have no 
protection whatsoever without it. In fact, to abolish the Patent Office or reduce 
its effectiveness today is to take us back to secrecy of process, and a great reduc- 
tion in industrial and economic progress. 

Again referring to the small inventor, I do not believe the large industrial 
laboratories have supplanted such inventor. Possibly they have increased the 
competition, so to speak, in making inventions by their concentration on this. 
Undoubtedly, the cost of doing development work in chemicals and in electronics 
today has made large laboratories necessary. But this is a result of the times 
and not an effort to squeeze out the small man. 

Prior to 1935, the attitude of the courts toward a meritorious invention and 
the patent thereon was sufficiently favorable that individuals and companies 
would put money into inventions and promote them commercially with the ex- 
pectation that their investment would be protected to a reasonable extent. The 
record of patent invalidation for the 15 years, from about 1935 on, has been 
such that it is almost impossible for someone backing an inventor or a small 
business to expect that patent protection will make his investment reasonably 
sufe and sound. Of course, many patents were invalidated prior to 1935 by the 
courts, but the overall record indicated that a new and meritorious invention 
protected by a well prosecuted patent would be favorably recognized. 

The standard of invention has been raised by the courts, and the courts have 
said as much in their decisions. I do net believe that the facts, if they could be 
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developed by your subcommittee, would justify the extreme swing to invalida- 
tion which we have seen. The quality of the Patent Office examination has not 
dropped to the degree indicated by court invalidation, nor do I believe that the 
work of the patent bar has been so inferior that the patents are much less strong 
than they were. ‘The Patent Office lost some highly capable and experienced 
examiners by what appears to have been an ill-advised move to Richmond, Va., 
during the war. Both the Patent Office, and the patent bar have been handi- 
capped since 1942 by losses and inadequate replacements as a result of World 
War II, and the Korean war, but again, it does not seem that these two conditions 
should have reduced the quality of issued patents to the low degree indicated by 
eourt invalidations. 

There is an important consideration here, however, and that is that many 
important references in the prior art that show up when a patent is litigated were 
not discovered by the Patent Office. That goes more to the matter of classifica- 
tion than anything else, and I believe one of the most important assignments for 
your subcommittee is to look at this question of classification within the Patent 
Office and its effect outside. Then if you can suggest a remedy in the way of 
appropriations and help to the Patent Office which will bring classifications up- 
to-date, the results will be most worthwhile. 

So that there will be no thought that I am saying that all the patent ills of 
the inventor and small business now are attributable to the courts, I recognize that 
patent examiners are human as are patent attorneys. Both have fallen down at 
times, as they probably have always done. When that is the case, a patent may 
be invalidated. But, the overall record since 1935 cannot be attributed to 
this cause. 

It would be interesting to see over the last 20 years for those patents that 
have been held invalid, how many of the cases were decided upon new prior art 
that was not cited by the Patent Office. And, it would be interesting to see how 
these statistics compared with a prior 20-year period. There might be two 
causes for the condition. First, if you compare the years of experience for the 
examiners prior to moving the Patents Office to Richmond, and then look at the 
same factor today, I believe you will be struck with the lesser experience in the 
examining corps today. This might mean, that in the years since the Patent 
Office has returned to Washington, larger appropriations should have been given 
by Congress, and there should have been more active recruitment of personnel. 

Obviously, it does take years of experience to make a topnotch examiner, and 
there may have been a reduction in the quality and volume of output during the 
last 2 years because of less experience on the staff. 

As to the second couse; it does not require an investigation to show that the 
amount of technical art to be considered by an examiner before allowing an appli- 
cation has multiplied greatly in the last 20-year period. This is not the fault 
of Congress, the Patent Office, or the patent bar. It has just been a matter of 
growth in this country. The number of patents issuing between 1915 and 1935 
is less than the number between 1935 and 1955. The number of engineering de- 
partments, of laboratories, and of engineers themselves has multiplied, and in- 
vention was stimulated tremendously by two wars between 1935 and 1955. All 
that which is done in a particular art on one day becomes prior art on the 
following day. Meanwhile, the collection of foreign patents issuing since 1946 has 
increased, and this is prior art. 

Unless this classification of the prior art is kept up to date in every way the 
examiner does not have the “tools” available to him to make a complete search 
so that the patentee can later go before a court with the majority of the art, if 
not all of the prior art having been considered by an expert in the Patent Office 
prior to granting of the patent. 

If your committee would investigate the appropriations and expenditures for 
the Patent Office from 1930 to date to show the amount spent on the day-to-day 
operation, and the amount expended on classification in the face of this mounting 
mass of technical material, you might find a rapidly descending curve for clas- 
sification. In some arts in the Patent Office, it has been possible for the examiner 
to do a reasonably good job but in others he has fallen far behind. Coupled with 
less experienced personnel, we have undoubtedly had patents issuing occasionally 
without the quality of examination which would influence a court to depend upon 
the validity of the grant as courts did once upon a time. However, are the 
courts justified in raising the standard of invention measurably without any 
move in that direction by Congress? 

I had an interesting observation recently from a man who has attained a sub- 
stantial reputation as a physicist, as a college professor, and then a research 
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scientist and administrator in industry, which bears on the patent system and 
may be of interest to your subcommittee. He is very much concerned about 
the great deficiency in physicists, as well as engineers generally with respect 
to our needs in this country. He believes that the security system in both Govy- 
ernment development work, and in industry which has required that so much 
scientific work be maintained secret, has been one of the factors contributing to 
this deficiency. He said that a trained scientist inherently wants to “rub elbows” 
with similarly trained scientists, and discuss the work that each is doing for 
whatever value there may be in such an interchange, and sometimes for the 
pleasure that the scientist obtains simply from telling of his accomplishments. 
He said that this human trait has sometimes been responsible for causing many 
qualified men to go into the higher sciences, and obtain their doctors’ degrees, or 
as “doctors,” specialize in the higher sciences. This is where the deficiency today 
is even more critical. He recognizes the necessity for maintaining secret develop- 
ments wholly concerned with military use. But he believes that the widespread 
prohibition against giving scientific papers on many industry developments as 
well as academic accomplishments not entirely, or not at all, directed to the 
military, has discouraged some embryonic scientists from continuing with their 
academic work, or remaining in science for their life careers. Teachers have 
disliked this trend, and their attitudes as well as those who do not go on to 
broader scientific learning and work, have reflected this dislike for and irritation 
with secrecy of disclosure. 

He agrees that there are other factors than this alone contributing to the 
deficiency, but he believes that this is a very important factor in the present 
critical personnel situation in the whole field of engineering and research. 

From the governmental research standpoint I have felt that the Atomic Energy 
Act is unduly restrictive in the dissemination of atomic information. Certainly 
atomic energy is going to play an important part in every phase of life within 
the next 25 years if the reports from the scientists are reasonably accurate. 
Accordingly, it might be very important to consider the patent end of the Atomic 
Energy Act as well as the secrecy end. 

From the commercial standpoint, we know that intense competition has brought 
about a certain amount of secrecy within each company. Certainly some of it 
is justified because the patent system has not provided adequate protection in 
view of the attitude of the courts toward patents, which removes what was once 
a more reliable source of protection to the tremendous investments that are 
necessary in bringing out new products and new improvements. Furthermore, 
it is taking so long to get patents, and competition and industry move so fast, 
that the 2- to 5-year period required for the issuance of a patent is sometimes 
as much as the useful life of a new product, or the first product in a new line 
of product development. Accordingly, business which is risking billions of dol- 
lars each year in order to expand our economy and keep it at a sound rate of 
growth has no alternative but to maintain some of its discoveries secret until 
it is out on the market. Engineers and scientists are primarily responsible for 
important new products, and improvement on the old. They have been unable 
to publish the results of their work until the product is on the market and the 
companies (their employers) have been forced from a sound competitive stand- 
point to require that they withhold publication of their findings. 

On the other hand, a prompt, healthy patent prosecution wherein the patent 
does issue from the Office with a better examination due to the up-to-date classi- 
fication and competent examining personnel, and a more realistic viewpoint by 
the courts would provide earlier protection. It would permit industry to release 
information earlier, and yet provide patent protection in relation to the company 
investment necessary to accomplish the new discovery or development. 

In what may appear to be a roundabout way, therefore, a strong patent sys- 
tem could encourage freer interchange of scientific and commercial engineering 
information, and satisfy the scientists and engineers. The engineering and sci- 
entific profession involved in this industrial work could publish their findings 
earlier, and the individual could get the credit that is of interest to some. This, 
in turn, might make a more attractive environment, and qualified young men 
would be more interested in going into science and engineering. 

I was amazed to learn of the substantial sums of money in fellowships and 
scholarships available for which there are not takers at the present time, or 
that men and women not really qualified are given these grants in a tremendous 
effort to stimulate an interest to go into the sciences. I am sure that figures 
could be obtained from some one of the foundations, or one of the foundations 
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might be willing to collect information on this in cooperation with your subcom- 
mittee if your facilities and funds do not permit. 

But, if you have a good sound analysis of the problems of the Patent Office, 
and can help to cure the present ills, particularly by an added interest in Con- 
gress and adequate appropriations, then we might have a chain effect which 
would go back to this very important ingredient on scientific talent which we 
must have for national survival. 

In closing, I would like to mention one more factor that I have observed over 
the past 25 years which has some bearing on the whole problem. It does not 
seem to me that the individual inventor today is as self-reliant as he was 25 
to 30 years ago. He will not make the sacrifices, work the hours, and put 
forth the effort to bring his invention to fruition or to a point where its com- 
mercial potentiality can be observed to the degree that I recall up to possibly 
1940. If that is a general situation, then, of course, legislation will not remedy 
a personal quirk. You may hear during the course of your hearings the com- 
plaint that large corporations refuse to consider the inventions of individual 
inventors outside their organization. For the past 15 years, in particular, all 
inventions submitted to 90 percent of my corporate clients were cleared through 
my office before the corporation would look at the invention. This was to 
protect the inventor as well as my client and avoid misunderstandings and 
improper charges of appropriation. During that period an overwhelming per- 
centage of ideas submitted were only in a very preliminary stage, and often- 
times represented simply the ideas of any man on the street, who would see 
a problem and quickly think of a solution. Of course, the members of the 
engineering and management staffs of our corporate clients had often seen the 
problems and worked out a solution long before the outsider. On the other 
hand, I have very clear recollections of individual inventors in our office and 
individual inventors submitting inventions to my clients up through the late 
thirties where the invention had been carried to a point that a minimum amount 
of work was needed to be done by the person who would take over, finance, and 
promote the invention. 





STATEMENT OF MAYNARD D. MCFARLANE, INVENTOR, CORONA DEL Mar, CALIF. 


I am a research scientist whose work consists in advancing the state of the art 
in my line of endeavor. My efforts have been recognized by the award to me of 
fellowships in technical and scientific societies (the American Institute of Elec- 
trical Engineers, the Institute of Radio Engineers, and the American Association 
for the Advancement of Science) for my contributions to facsimile and radar: 
by the grant to me of 23 United States patents; and by the presentation to me of 
the Army-Navy certificate for outstanding scientific contributions during World 
War II. 

Some of my patents cover basic improvements in the art of facsimile trans- 
mission, and are being infringed by present facsimile systems. These systems 
are controlled by large corporations, and an approach to each of them has pro- 
duced, in essence, the response: “Sue us, and we'll pay when the courts have 
held your patents valid.”” The United States Government has taken a similar 
stand, although I donated a royalty-free license to the Government during the 
war years. 

As an individual, or a partner in a small enterprise, such litigation has been 
a financial impossibility. My patent holdings have been evaluated by three 
eminent patent attorneys who appeared before your committee, and their efforts 
to realize (without litigation) even a portion of the dollar value placed by 
themselves on my patent portfolio has been completely without success. 

The late George Ramsey, my friend and for many years my patent adviser, 
repeatedly said that the present patent system was not for the little man or the 
individual inventor: a patent requires expensive litigation to enable the owner 
to enforce the property rights of the patent grant. Reluctantiy, I have come to 
accept his viewpoint: I am disillusioned; I have applied for and been granted 
my last individual patent. I have many patentable inventions in my files, but 
any further use of the patent system for my inventions will be by those for whom 
Iam doing work. 

The California Institute of Technology has accepted from me the gift of my 
active patents. It is my hope that the efforts of the institute will produce for 
the university financial benefits which I personally have not been able to realize. 
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My suggestions for a new outlook on the patent structure are given in the 
attached memorandum. The basis of my proposal is simply that the original 
intent of the Constitution be carried out in future patent practice. 


MEMORANDUM ON PATENTS 


The Constitution of the United States authorizes Congress to secure to in- 
ventors the rights to their inventions. To implement this, Congress has enacted 
patent laws, and has established the Patent Office, charged with examination 
of all applications for letters patent, and with the grant of patents, after all 
technical and legal requirements have been met, to inventors giving them the 
right to the exclusive use of their inventions for a period of 17 years. 

However, as the patent system now operates, the grant of a patent gives no 
security: it is merely a basis for litigation. The grant of rights of exclusion 
by the Government is meaningless because at any time during the 17 years (or 
after) a judge can nullify the whole Patent Office proceedings established by 
the Congress. 

It is therefore proposed that the existing system be so modified that the grant 
of a patent, and the Patent Office proceedings relative thereto, shall not be 
reversed except in cases of proven fraud. 

Under existing patent laws, an applicant for letters patent is required to 
establish to the satisfaction of the Patent Office that he is the first and true 
inventor of the subject matter of the invention, and that the invention is new and 
useful. After satisfying all the requirements of the Patent Office, the inventor 
is granted a patent giving him the right for 17 years to exclude others from 
making, using, or selling his patented device. When, however, the inventor tries 
by litigation to enforce these provisions in accordance with the right granted 
him, he is faced with further legal proceeding to establish once again his right 
to the patent and again proving that it is new and useful, and that he is the true 
and first inventor. 

In order to perform its duties, the Patent Office is staffed with technical ex- 
perts skilled in the various fields of endeavor, and the Office staff also includes 
legal experts to insure compliance with the patent laws. As a result, a patent 
issued in the United States has survived an examination by the best technical 
and legal minds available to the Government for determining the merits and 
scope of the invention covered by the patent. There is every reason to expect 
that this examination should be more thorough in scope and interpretation than 
that of a nontechnical judiciary. In many cases the latter is forced to rely upon 
technical data and conclusions advanced by an attorney whose sole interest lies 
in defeating the patent in litigation. 

The language of the constitutional provision concerning patent grants is clear, 
in that the intent of the framers of the Constitution was that an inventor, hav- 
ing complied with the law and having been granted a patent, would be free to 
enjoy the privileges secured to him under the Constitution. It is to be noted 
that the Constitution refers to “securing” these rights to the inventor, the 
definition of securing is “protecting” or “guaranteeing.” The patent statutes 
enacted by Congress and a large volume of court decisions under these laws 
are intended to implement the constitutional provision: but unfortunately the 
present effect of the interpretation of these laws by the courts provides no 
such guaranty for the inventor as is required in the Constitution. As these laws 
now operate, unfortunately, the odds all too often favor the party with the long- 
est purse. 

By a change in the system so that a patent may not be declared invalid except 
in case of fraud, the intent of the constitutional provision would be carried out; 
there would be fewer but better patents, and the uncertainty and confusion 
about the scope of a United States patent would be resolved. This may re- 
quire the strengthening of the Patent Office staff, but technical questions of 
anticipation, involving a wide experience in a particular field, will be properly 
resolved by the Patent Office experts in the art. The judiciary will pass upon 
what is essentially a matter of trespass: the power of the judiciary in patent 
cases will be in no manner lessened by the proposed change, as it is not intended 
that this proposal shall affect procedures in respect to litigation on infringe- 
ment of patents, except that an infringer will be unable to attack validity of the 
patent as justification for his trespass on the patent rights which have been 
granted under the seal by the United States. 

The constitutional provision in respect to patents has been held to be a con- 
tract between the Government and the inventor; this proposal requires only 
that the Government shall live up to its obligation as a contracting party, so that 
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the United States, through its Patent Office, shall stand back of the findings of 
that Office in relation to the grant of the patent. Thus the present continual 
jeopardy to the validity of a patent will be removed as the grant would become 
a positive action. 

The action necessary to put the suggestions made in this proposal into effect 
are simple: the Congress would pass legislation to strengthen the Patent Office 
so that its findings could be considered to be incontrovertible; and legislation 
would be required to remove questions of validity, anticipation, et cetera, from 
the jurisdiction of the Federal courts as these matters would have been deter- 
mined by the appropriate agency, the Patent Office. 

The real beneficiary under this proposal is the individual or small inventor, 
who would actually receive the security he has been led to expect as a part of his 
patent contract with the Government; and since the whole structure of the 
patent laws works for the ultimate public benefit, the public will profit from 
the protection thus afforded to the inventor. This proposal takes nothing from 
the public, but gives security to the inventor so that the public may benefit from 
the inventor’s activities. 


STATEMENT OF JAMES NAYLOR, PATENT ATTORNEY, SAN FRANCISCO, CALIF. 


Were I able to attend the second Conference, as invited, I would ask that every 
reasonable effort be made in all quarters, including the Congress, to give greater 
sanctity to the work of the Patent Office in its examination of inventions and 
the issuance of patents. This would dampen the seeming enthusiasm of many 
of our courts for “second guessing” the work of the Patent Office as though a 
word game were being played between the executive and judicial divisions of 
our Government. 

Our patent system would be immeasurably strengthened if we could cause, 
by appropriate means, the following words of Judge Orr, of the United States 
Court of Appeals, for the Ninth Circuit, to be universally adopted and realis- 
tically applied as a truism. Speaking in Patterson-Ballagh Corp. et al. v. Moss 
et al. (201 F. (2d) 403, 96 USPQ No. 6,208), Judge Orr said: 

“The presumption created by the action of the Patent Office is the result of the 
expertness of an administrative body acting within specific fields and can be 
overcome only by clear and convincing proof.” 

I wish the subcommittee great success with its work and trust I may be able 
to participate on its program in time to come. 


STATEMENT OF JOSEPH N. PARKER, INVENTOR 


Senator O’Mahoney, I am glad to note you are trying to set up some re- 
form in the patent system. Twenty to thirty years ago I could get a simple 
patent for a total cost of $95 and about a year’s time. Now the cost is al- 
most prohibitive particularly the independent inventor and takes so long 
that he is at a great disadvantage in marketing or getting any returns on 
his investment. 

I wonder if it would be practical for the Government to issue the patent for 
a nominal fee, retain title to the patent and issue license to use to all comers 
and then share in the royalties with the inventor. This would prevent patent 
monopoly and aid industry to take advantage of all improvements and also 
help the inventor to get some compensation for his work. 

It is possible that this arrangement could be made upon request of the 
inventor, that is the sharing in returns from the patent, but where corpora- 
tions want patents and have ample facilities to develop and exploit them, 
then they may get patents in the usual way. I sincerely hope some improve- 
ment can be set up for I have two patents going through the mill right now 
and have no idea when I can be able to market them. 

The suggestion that the Government issue patents and retain title, marketing 
and share in proceeds of any license and royalty arrangement with the in- 
ventor surely would expedite the whole patent procedure and relieve the in- 
ventor of much work for which he is poorly fitted. The only additional sug- 
gestion I can make right now is that some regulation be set up on patent 
attorneys and their practice which in some cases are inclined to take advan- 
tage of the inventor and his enthusiasm and inexperience. 
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It seems that the Patent Department is the only department of the Govern- 
ment that is making any money and they surely should be given enough money 
to carry on this important part of our development as the foremost nation of the 
world. 


STATEMENT OF LESLIE A. PRICE, JAMESTOWN, N. Y. 


Senator O'Mahoney, you are on the right track in revising patent laws and 
procedures and might well include copyrights. It can be made a spur to initia- 
tive and progress and an answer to bigness in industry. 

May I suggest simplification? For instance, the wide publication of the 
standard indexes or arts. Simple application forms (without the redtape of 
exact size, drawings, etc.), forms any intelligent person can make out. Therein, 
the claim of coverage in appropriate indexes or arts. Immediate check by clerks 
so trained to determine if the invention is appropriately within the index Class or 
art or arts and immediate issuance of a clearance certificate which places it in the 
proper classification. This certificate to all intents and purposes to establish 
the right to the holder of inclusion in such classification without prejudice, 
interference, ete. 

If the invention is actually in use and so certified, it should be promptly proc- 
essed to a definite conclusion, or if so certified within 1 year from filing appli- 
cation. Otherwise it should be open to use to anyone upon filing an application 
for use 3 months prior to such use (with notification to certificate holder) and 
detailed estimate of the saving from or income therefrom expected. Actual 
quarterly reports should be required. One-half the estimated adjusted quarterly 
to the actual should be paid in quarterly and divided equally between Patent 
Office and certificate holder and free from all taxation up to $10,000 per year. 

An award fund should be set up with a major portion of such Patent Office 
receipts, a reasonable percentage (say 15 percent) to be divided equally among 
prior annual certificate holders of latest year in that classification or art; 15 
percent to most effective individual producers or users under the particular 
certificate, etc. 

This, of course, is merely a general outline or suggestion of the direction I 
believe procedure may well take to be really effective. Either it should be 
simplified or tightened up so a patent would carry real protection and actually 
be policed by Uncle Sam. 

Like our educational system I think there should be effective liaison between 
the Patent Office setup and manufacturers, producers, and distributors who 
should be promptly and continually notified about new discoveries and inven- 
tions in their particular fields—a tie so effective that use of patents in general 
would be assured and not left to gather dust in any Government office. 


STATEMENT OF HELEN ReEts, ST. PAUL, MINN. 


I take this opportunity to write to you on behalf of the little man desirous of 
patenting an idea under present procedure. The man in the lower income bracket 
(say the three to four thousand bracket) with a family finds that it is virtually 
impossible to patent an idea from a financial standpoint. Unless he has backing 
of some sort, he must either abandon his idea completely or find himself en 
snarled in problems of procedure. If he assigns an interest in his machine (or 
idea, as the case may be) he finds that he must give up at least a controlling 
interest, and often up to a 75-percent interest, in the idea in order to receive 
basic financial help to enable him to begin production or a working model of his 
invention or to enable him to start formal application for patent. Likewise if he 
is to approach a large firm for possible help he finds that he runs the risk of being 
cobbled up and may eventually lose any claim to his original idea. 

Patent attorney fees are prohibitive for the small man. No doubt there is 
much involved in the search for prior art and for eventual formal patent appli- 
cation. However, the man who must maintain a home and raise a family on his 
earnings finds that he must think long and hard as to the advisability of mort- 
gaging his home and possibly his future to borrow in order to instigate patent 
proceedings which may, or may not, hold up in the future. During the 4-year 
interim that it takes to process some patent applications at this time, foreign 
patents could be filed which would make our patents obsolete before they are even 
formally approved. 
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It is our sincere hope that some legislation will be brought before Congress to 
simplify patent application in this country; to speed up patent awards once 
formally applied for ; and, if possible, to find some way to make it possible for the 
little man to protect his ideas since he is unable to contend with large business 
in this field. 





STATEMENT OF EpwiIn L. REYNOLDS, TECHNICAL ADVISER, UNITED STATES CouRT 
OF CUSTOMS AND PATENTS APPEALS, WASHINGTON, D. C. 
DECEMBER 28, 1955. 

Patent Office rule 272 (b) contains a provisions that “By agreement of the 
parties, provided the Conimissioner consent, testimony may be taken before an 
officer or officers of the Patent Office under such terms and conditions as the 
Commissioner may prescribe.” s 

That provision has been in the rules since 1949 but has been invoked only 
once. In that case each party felt that he was being harassed by the other, 
and that the presence of an officer from the Patent Office would have a sobering 
effect, which turned out to be the case, so that everyone was satisfield. 

However, it will be noted that both parties must agree to the procedure and 
that one condition necessarily imposed by the Commissioner is that the parties 
shall pay the expenses of the attending officer. Moreover, since the determina- 
tion of priority is committed by statute to the Board of Patent Interferences, 
rulings hy a single hearing officer are advisory only, and he acts really as a 
moderator. Any provision permitting a hearing officer to make binding rulings 
would require a change in the law. 

While there have been proposals for such changes from time to time, it is 
my opinion, based on 10 years of experience in the Patent Office Interference 
Division, that there is no compelling necessity for such a change. The present 
practice is satisfactory except in a few exceptional cases and those may gen- 
erally be handled under the supervisory authority of the Commissioner. 

EpwIn L. REYNOULps. 


STATEMENT OF GILES RICH, PATENT ATTORNEY, NEW YORK, N. Y. 


I accept the invitation to submit a further written statement for inclusion 
in the published hearings. What I have to say bears on the problem of the 
standard of invention. Stated in another way, it is the problem of the antago- 
nistic attitude of some courts toward patents. 

It is my opinion that the new Patent Act of 1952 (in the writing of which I 
participated) contains a basis for the amelioration of this situation. So far, 
the only judge to see clearly what was intended is Judge Learned Hand, in 
his very recent opinion in Lyon v. Bausch & Lomb (106 U.S. P. Q. 1) (in which 
a petition for certiorari was denied). 

Permit me to develop my thoughts on this subject. I do not have a formula 
beyond the continuing expression of ideas for persuading other courts to Judge 
Hand’s point of view, that the new law has turned the clock back some 25 or 
30 years on the “standard of invention,” but I can explain why I think this 
is sound reasoning—not to say strictly in accordance with what the drafters of 
the act intended. 

It is my observation that truly great thoughts, principles, and doctrines are 
usually capable of simple expression. Consider the Ten Commandments, the 
Golden Rule, and Einstein’s formula for atomic energy, E=MC*. Consider 
the constitutional foundation of our patent system, the grant to Congress of 
power “to promote the progress of * * * useful arts, by securing for limited 
times to * * * inventors the exclusive right to their * * * discoveries.” There, 
in 20 words, are the fundamentals of an incentive system of unmatched produc- 
tivity. 

Perhaps some will say I have misquoted the Constitution. I did omit some 
words, but only the words relating to a distinct matter, copyright, which, due 
to a historical accident, was lumped with patents. 

The same clause, of course, gives the power to promote “science” by granting 
to authors for limited times the exclusive right to their writings. 

This union of two thoughts has long been a cause of confused thinking and 
has unnecessarily complicated many a brief and opinion. Confusion impedes 
the machinery of justice. 


AMERICAN PATENT SYSTEM 329 


The House Judiciary Committee’s report on the bill which became the new 
patent law summarizes the history of this constitutional clause (H. Rept. 
1923 and also S. Rept. 1979, 82d Cong.). It points out that it is really two 
clauses merged into one and that the word “science” as there used meant knowl- 
edge in general, the progress of which Congress was empowered to promote 
by giving authors an incentive to write and publish. It reminds us that all 
of the early patent acts were entitled ‘‘Acts To Promote the Progress of Useful 
Arts.” 

Perhaps the dissemination of these simple facts will tend to inhibit further 
growth of the misleading notion that the purpose of the patent system is the 
promotion only of sciences, such as physics and chemistry, an idea which not 
only ignores the specific reference to useful arts but attaches to the word “science” 
a meaning it has acquired only in relatively recent times. 

Man, in his capacity of verbal animal, has a propensity for compli ating the 
simple fundamentals. In addition, as Mr. Justice Holmes once said, “It is one 
of the misfortunes of the law that ideas become encysted in phrases and, there- 
fore, for a long time cease to provoke further analysis.” This is as true in 
patent law as in any other field and from time to time the patent system has 
suffered from these human failings. 

The patent grants, as stated in section 154 of the 1952 act, “the right to 
exclude others from making, using, or selling the invention.” Congress has 
declared, moreover, in section 261, this this patent right shall have the attributes 
of personal property and in section 282 that it shall be presumed valid. 

Let us think simply about why the law provides for the creation of such 
property rights. There is a single simple reason: “to promote the progress 
of * * * useful arts.” How is this promotion effected by patents? Many things 
have been said about compensation or reward for ingenuity, toil and expense, 
incentive to disclose, inducement to invest risk capital. All of this is true but the 
simple answer is usually not mentioned. It has never been more cogently ex- 
pressed than in the editorial in the January 5, 1953, issued of Life magazine 
which is devoted to “the American and His Economy.” After saying that the 
secret of American wealth, if we could name it, is more precious than the 
wealth, as the golden goose was worth more than her eggs, it states this con- 
clusion: “At the heart of this United States system are indeed many motives— 
iS Many, perhaps, as in democracy itself. Yet one motive remains fundamental, 
in theory and in fact. This is the old selfish hope of self-betterment, also 
known (forgive the expression) as money.” 


MONOPOLY 


It was known as long ago as Aristotle, and unquestionably long before he 
wrote of it, that the holder of a monopoly of something in demand stands to profit 
fromit. A patent is a temporary monopoly. 

Monopoly is not inherently evil, it is merely power. Power cannot be character- 
ized as good or bad. The patent system taps that power and puts it to work, 
in the public interest, to promote the useful arts. 

Failure to comprehend this simple fact, disparaging patents merely because 
they are a kind of monopoly, diminishing their effectiveness as monopolies, while 
they last, has only the effect of defeating their constitutional purpose and lessen- 
ing their effectiveness in promoting progress. This would seem to be contrary 
to what Congress still regards as sound public policy. 

Monopoly has become such an emotional word—like communism—that I 
should just like to remark that there is no more reason for condemning it in all 
its forms than there is for attacking every kind of trust because we have anti- 
trust laws, which is no longer a very appropriate name for them anyway. As 
the trust is a very useful legal institution, so the patent is a type of monopoly 
which is a very useful instrument of public policy—if it is clearly recognized for 
what it is, a powerful economic incentive. 

This emotionalism about monopoly—which is a word of such wide scope that 
out of context it conveys no definite meaning—has produced some absurd re- 
sults. The Supreme Court has said sometimes that patents are monopolies and 
at other times, with great elaboration, that they are not. The tendency of the 
modern text writers has been to seize on the latter view and to perpetuate a 
fallacy. Robinson, sound as usual, writing in 1890, the year of the Sherman 
Act, deemed it very important to the proper development of the law to under- 
stand that a patent is a true monopoly. 
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Clearly there are both good and bad monopolies, both legal and illegal. The 
problem is to distinguish them, a problem on which no light is shed by the de- 
featist attitude of the writer who said that there is no reconciling the patent 
laws and the anti-trust laws because the one creates and the other condemns 
monopolies. This is not simple thinking, it is an avoidance of thinking. 

There is a very simple test for telling a good monopoly from a bad one. 
It was well known to the English when, in 1623, by the statute of monopolies, 
they sought to abolish monopolies—excepting patents for new inventions, and 
incidentally, for political reasons, the Crown monopolies of printing, saltpeter, 
gunpowder, great ordnance, and shot. Lord Coke, at the time, clearly defined an 
illegal monopoly as one which restrained the people with respect to “any freedom 
or liberty that they had before” (3 Inst. 181, ch. 85). 

The distinguishing characteristic of a patentable invention is that it is never 
something the people had before, because it is not patentable unless it is 
new. 

Beyond that, however, we have for over a century required more than mere 
novelty. How much more has of late been a considerable problem to all concerned. 
INVENTION 

This brings me to the requirement for invention, created by the judicial 
branch and now, for the first time, codified in the new Patent Act by the legisla- 
tive branch of the Government. 

It was long ago understood that, to carry out the constitutional purpose, pat- 
ents could not be granted for “every shadow of a shade of an idea” and that 
something more than mere novelty and utility must exist to justify them. The 
philosophy underlying this thought takes us right back to the basic distinction 
between good and bad monopolies. The requirement of invention has had a 
single simple function—to prevent private monopoly taking from the people, even 
for a limited time, the kind of improvements which would be expected to come 
spontaneously from one skilled in the art, presumed to be familiar with all the 
prior art, whenever required to effectuate a desired result. 
the public would get in any event. 

In codifying the requirement for “invention” the new law, in section 103, does 
so in language which the House Judiciary Committee’s report says it hopes “may 
have some stabilizing effect.” The provision is that a patent may not be obtained, 
though the prior art fails to show the same thing, if the differences “would have 
been obvious at the time the invention was made to a person having ordinary 
skill in the art.” 

Clearly this makes obviousness the criterion. 

The phrase “at the time the invention was made” requires it to be adjudged, 
so far as is humanly possible, without the benefit of hindsight wisdom. 

Furthermore, the courts need no longer be concerned with whether the inven- 
tion was made by flash or by sweat, by research or feminine intuition, in view of 
the new provision, also in section 103, that “Patentability shall not be negatived by 
the manner in which the invention was made.” 

This is a legislative decision that a temporary patent monopoly is justifiable, 
and in accordance with public policy and the constitutional purpose, if the subject 
matter patented is new, useful, and unobvious. 

To be sure, the one who must judge is still faced with some of the old problems 
and, in the final analysis, his judgment will be subjective, for it is nearly as 
impossible to apply a yardstick to “obvious” as it was to apply it to “invention.” 

It is significant, however, that the words “invent” and “invention” are used in 
the new statute only as verb and noun, to refer to the act of the inventor and its 
product exclusively. What we have been in the habit of thinking of as the 
requirement of “invention’—and the sooner lawyers and judges break the habit 
the better—has not been made statutory by the use of that term, but only in 
terms of nonobviousness. Consider the title of section 103, the only section deal- 
ing with the subject. It is “Conditions for patentability ; nonobvious subject 
matter.” I ean tell you that the use of the word “invention” in this connection 
was deliberately avoided because it is so vague as to be essentially meaningless 
and it trails behind it thousands of ‘‘encysted phrases.” ea 

I doubt that one can justify a concept, which may yet rear its head, of raising 
or lowering any overall standard of obviousness as has been attempted with the 
concept of “invention.” It is a question to be determined in each case, according 
to the level of development in the particular art involved, and, as before, from ro 
viewpoint of the fictitious character of our field, the man having ordinary skill in 


These improvements 
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the art, technical brother of the ordinary reasonable man. If the courts do not 
stick to ordinary skill as a standard, they can quite readily rule out the class 
which does the inventing.’ 

Now, to get back to simple fundamentals again, nonobviousness, added to 
novelty, brings patentability into line with the basic distinction between good 
and evil monopolies, assuring the people of freedom and liberty not only in what 
they had before but also in what they have a right to expect in the way of spon- 
taneous advances from those of ordinary skill in the art. 

Public policy does not provide us with any self-evident reason for going beyond 
this basic requirement. If the courts can be persuaded to take the new law at 
face value and get over their confused thinking about monopoly, we will be far 


along the road to overcoming current complaints about the operation of the patent 
system. 


STATEMENT OF ESTELLE Ries, AuTHoR, New York, N. Y. 
REFORMS PROPOSED FOR PATENT SYSTEM 


My distinguished father, the late Elias BE. Ries, fellow of the American Asso- 
ciation for the Advancement of Science, took out nearly 300 patents, including 
such tremendously important ones as sound on film, on which talking pictures 
are based; alternating-current railway systems on which modern rapid transit 
functions; electric welding, electric riveting, and many others. 

In practically every case, injustices, slowness, uncomprehension, redtape, high 
costs of services, rigidity, and a long list of other Patent Office perversities and 
weaknesses snatched many fortunes from under the nose of my father. A large 
number of instances of frustration and anguish rewarded him instead of the 
alleged protection the patents were supposed to give him. Many of these I 
describe in my book, Elias R. Ries, Inventor, published by Philosophical Library. 
I also give many suggestions which should fall right in line with what the Sub- 
committee on Patents is undertaking. Let me try to summarize a few of them. 

It should be realized that there are two major types of invention. One is a 
simple affair or novelty which may be readily produced, easily promoted, imme- 
diately adopted, and can make its inventor an easy fortune. The other and far 
more important class of inventions may not come into use despite all efforts of 
the patentee, during the 17 years of the life of the patent. Among these are 
those of a highly original and fundamental type which may form a new departure 
on previous and well-settled practice ; or again, inventions that are ahead of their 
time and require the art to grow up to a point where they can be successfully 
utilized ; or those that from their very nature require the investment and risk 
of a large amount of money from someone other than an impecunious inventor 
hefore even a practical demonstration of the advantages claimed by the inventor 
can be had; or such inventions as can be used only by some existing monopoly, 
like a railroad, or a telephone corporation, whose interests or fancied interests 
may lie in throttling or shelving the invention. Such patents by their complexity 
and profundity pose many difficulties in every aspect of acquiring them. 

Many of these classes of inventions eventually confer the greatest benefit upon 
the world at large. Those who are responsible for their creation, suffering all 
sorts of privations in their efforts, are customarily left without even adequate 
reward. Indeed, such inventors are fortunate if the training of the public mind 
or the growth of the art has been sufficient to cause the invention to be adopted 
in a tentative way during the last year or two of the life of the patent. 

Naturally the more creative and prolific an inventor is, the more the costs for 
alleged patent protection. If a man has nearly 300 patents in various stages 
of application, amending, interference, allowance, and so on, thousands and thou- 
sands of dollars are involved, not the mere $60 which would be paid for the simple 
one-time inventor’s effort. Enormous juggling with many ideas is involved to 
meet patent office dates and deadline fees, for if the final fee is not paid within 
6 months, the patent is forfeited despite its allowance. It is the multiplication 


1See L—O-F Glass Fibers Company v. Watson, Com’r. (107 U. S. P. Q. 197), decided 
November 3, 1955, after the date of this letter, wherein the Court of Appeals, District of 
Columbia, said, in reversing the lower court, at p. 201: 

“Who is ‘skilled in the art’? The trial judge concluded he must be one ‘such as Dr. 
Plummer is’ but Dr. Plummer had risen to the post of general manager of Glass Fibers, 
Ine., practicing the Cook disclosure [of the application in suit]. He was far more than 
a person having ‘ordinary skill in the art.’ ”’ 


This same decision accepts Judge Hand's interpretation of 35 U. S. C. 103 in Lyon v. 
Bausch & Lomb, supra. 
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Patent Office an ogre to him. 
fee plus an extra dollar for each claim over 20. 
sisted of more than 90 claims. 
searches all past records for similar devices. 
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SYSTEM 


of these matters in the case of the truly creative prolific inventor that makes the 
In my father’s day he paid $30 for the preliminary 





Some of his applications con- 


After an application is filed, then an examiner 
If nothing of a conflicting nature 


is found, the patent is granted for an additional $30 (the actual figures may be 


higher now). 


Usually something is found bearing upon the same matter. 


The 


inventor is privileged to amend his specification so it will not conflict with the 


other. 


allowed are all forfeited. 


claiming substantially the same patentable invention. 


If the amendments are not returned within a year, the claims previously 


If an amendment is presented within a year and the 
claims are found to be allowable and it is then found to conflict with a pending 
application, then comes what the Patent Office calls an interference, which is a 
proceeding to determine the priority of invention between two or more persons 


Again the claimant with 


the most money can finance his patents first, while the poorer one must delay. 


My father lost important patents for this reason. 


A very meager purse tor- 


mented the spirit of the man, making an agony out of the vast amount of patent 


work involved as a corollary to his ceaseless creativeness. 


The Patent Office, 


which should have weleomed him with open arms if the spirit of its founding had 
any significance, on the contrary drained him of time, of money, of energy, of 


peace. 


. 


After all this, when a patent has been finally obtained, it is regrettably com- 
mon knowledge and practice that plenty of people are unscrupulous enough to 


infringe upon the patent. 


lawyers. 


The inventor is legally entitled, by virtue of his patent, 
to a 17-year monopoly for the prevention of this very thing. 


But he cannot enter 
a factory with an ax and break down his opponent’s machinery. 


He must get 


Then the opponents may say that the inventor’s claims are too broad: 


that 50 years ago someone made something like this which worked and that 


patent has expired. 


Or they may have made some childish little change in some 


part of the invention without any basic effect, by which they pretend to dodge 


the issue. 


But even if none of these things has occurred, the inventor must wait 


a number of years until the opponents become wealthy as a result of his inven- 


tion in order to prove that he has sustained damages. 


Then the opponents, rich 


on his inventor’s invention while the inventor is poor, can by sheer weight of 
wealth, afford a better and bigger fight. 

The patent system should be strengthened by making it mandatory upon the 
courts to sustain patents once they are granted, but giving objectors a chance 


to protest before the patents are granted. 


It behooves the Patent Office in its 


contract with the inventor under which it offers him a limited monopoly for dis 
closing his invention, to see that this protection is maintained without putting 
him to additional hardship and expense and to see that none may trespass upon 
ainst kidnaping and other types of mispropriation, but 
the inventor’s chances in preserving his rights are very slim. 

The certainty of the date of expiration of a patent also places the inventor 


his right. 


at a distinct disadvantage with reference to the public. 


We have laws ag 


He is 


at the mercy of 


manufacturing monopolies or operating corporations who wait until a patent ex- 


pires before using it, thus avoiding its purchase from the inventor. 


are habitually compelled to sacrifice a lifework for this cause. 
storekeeper like it if there were a plan whereby after a limited interval, anyone 
could come in and appropriated his merchandise without paying him anything? 
If the inventor, allowing his property to revert for all time to his Nation, is 
granted the use of his creation for less than a score of years, he should surely be 


secured against being plundered by the law as well as by the lawless. 


Inventors 
How would the 


In every 


other phase of business, a proper portion of the cost is added for each person 


involved, 


whether 


miner, 


farmer, 


transporter, 


tailer, and a whole series of interested people. 
ance on the product for which he is responsible in the first place. 

The most obvious suggestion would be that the patent should belong to the 
inventor until disposed of commercially, without reverting to the Government 
after 17 years merely to be appropriated by people who wait for it to expire with 


no reward to the inventor. 


manufacturer, 


wholesaler, re- 


Only the inventor gets no allow- 


The patent should further, I think, belong to the 


inventor not 17 years after its date of issue, but for 17 years after its actual 
utilization in industry, so that royalties would be effective a total of 17 years. 
which I believe is the intention and spirit of the patent monopoly as granted. 
Why should there not be an amendment to the patent law that the inventor 
be compensated whenever his invention is used by industry even if the invention 
This would mean that manufacturers would not 


has passed its 17th year? 
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hold up purchase in anticipation of the expiration of the patent. It would 
speed up progress. It would also assure just compensation to the inventor if 
his patent has any value, and the manufacturer would know where he stands. 
For the multitudes of valueless patents the effects would be as now; no one would 
want to use them anyway and their present status would not be altered, so that 
only patents of value would come under the new arrangement. The patent 
might revert to the Government after tthe inventor's death, so there would still 
be no danger of “holding up the development of the art for the good of mankind.” 
Sut even after his death the invention should be paid for 17 years; paid in this 
case to his family, or lacking one, to the Government for the advancement of 
the Patent Office. 

Another recommendation might be with reference to patent fees. As it is now, 
patent fees are in effect a tax upon creativeness and discourage those very 
powers which a county depends upon for progress. Of course the majority of 
inventions are actually without ultimate value. <A small fee to cover the work 
of the Patent Office is therefore reasonable. Yet the Patent Office might better, 
perhaps, depend for its chief support upon fees deducted from profit resulting 
from commercial disposal of the invention. A 1 or 2 percent deducted from the 
profit that manufacturers make on the use of inventions, coming into the coffers 
of the Patent Office for the 17 years of active life of a patent would be a real 
resource to the Patent Office. It would enable the Government to put the 
Patent Office staff on a far more substantial basis without unduly taxing the 
inventor in handling his case in the office, but also pay and maintain the most 
efficient experts to be had, bring its work up to date, and offer better access to 
its publications. Such a tax might also make possible the sponsoring of re- 
search scholarships and other sources of benefit to creative thinkers. 

In principle, patents are intended to protect the inventor. In effect they do 
the opposite. The inventor must always be protecting the patent, which is a 
case of the proverbial tail wagging the dog. 

The problem is just as trying to the sponsor of a patent. The patent may 
he buffeted about in the lower courts, the opinions conflicting, until finally and 
in most complete form it reaches the Federal Court of Appeals. Here, after a 
most exhaustive trial, the patent may be unanimously held to be valid. But 
on some pretext, it may reach the United States Supreme Court. And in that 
Court, which could not have known much of the subject matter, it may be unani- 
mously held to be invalid. There are plenty of examples of such occurrences. 

After the inventor has a patent, we therefore see, the patent has no value 
unless it is fought out in the courts—and then it often has no value. It is a 
matter of history that Edison and his associates had to pay more than $1 
million to prove his right to the incandescent light, even though his claims had 
been duly vouched for by the United States Patent Office. What chance has 
the inventor working alone, the one who has no million dollar backing to fight 
for him? What is the use paying even $60 for a patent that needs further sup- 
port in such figures, and such feeble support as a patent gives after all the 
smoke has cleared away? 

Does it need any argument to show that a patent is the most hazardous prop- 
erty that can be named? It undergoes in the Patent Office itself a most search- 
ing inquisition, and is not granted until value and novelty are shown. It is then 
immediately pirated—that is a habit we have. And in the last analysis, un- 
less the inventor has infinite patience and large means, he is robbed, and what 
the Patent Office itself has found, is treated as of no consequence. 

I believe hordes of inventors must be discouraged by the fact that the Patent 
Office grants patents, and then after the inventor thinks he has something, inter- 
ferences and litigations, piracy and fees to lawyers take all his money and often 
utilize the entire life of the patent. 

In my father’s experience, patent lawyers made more money on his cases than 
he ever made. To get any money meant immediately to spend some of it upon 
further experiments, but most of it for meeting a Patent Office date or averting 
a forfeiture, or to pay a patent lawyer, to prosecute an important case. We 
were all slaves to the Patent Office and its insistent, assorted, and countless de- 
mands. There was never anything to spend for the normal desires of living. 

Such was the terrific urge of my father’s dynamic mind that when one of these 
master inventions, with its hundred ramifications, was technically demonstrated 
and placed before the public, another master invention with its own particular 
hundred ramifications was forthcoming. The first would be in the back of his 
head as of possible commercial importance, and no one can say he was other 
than conscientious and diligent in carrying these forward commercially as far 
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as possible, as examples in my book, Elias E. Ries, Inventor, plainly testify. But 
you could no more stop him from inventing than from breathing. Every- 
thing else was a detour. To be sure, his ultimate goal was to make some money, 
but he wanted it only to finance more work. His progress along the way was 
not that of an amasser of Wealth but only to use it in furtherance of his work. 

My father did not succeed either in making his fortune or in personally in- 
troducing his inventions into use, though today society is enjoying the fruits 
of his labors. 

Sometimes after working over long periods to put an invention on a business 
basis, he was forced to admit that the public was not yet receptive, and had to 
leave it in abeyance to take up something that might prove remunerative. Many 
of his patents expired before he could realize anything on them, due to lack of 
promotional support, and many of our corporations today are resting on the 
foundation of his uncompensated toil and genius. 

My father would explain, “I have been obliged for many years to content 
myself with filing such patent applications as I could in order to protect my 
rights, and to refrain from permitting them to go to allowance, as far as this 
was in my power, until I could see my way clear to pay the final Government 
fees, even at the risk of delaying the subsequent exploitation of the invention.” 

If the Patent Office made more thorough examinations before the whole slow 
process of awarding a patent, it could reject large quantities of useless ones and 
could issue fewer and better patents that would be far less subject to infringe- 
ment, interferences, and other ills. Court procedures would then be simplified, 
speeded up, and court costs reduced. 

Many of the inventions thus far patented are admittedly trivial, impractical, 
or useless. If larger funds were available for the Patent Office, more complete 
investigations could be made before rather than after issuing a patent. As it is, 
the timing of the thorough search is wrong. Now the inventor pays first for 
something worthless. He pays in various stages and installments—applications, 
allowances, etc. It should be possible that he pay an application fee and get for 
that a thorough rather than a casual search, that will tell him at the outset 
whether it is worth his while to proceed, not wait until he has his fancy docu- 
ment with a red seal and blue ribbon. The way it is now, the inventor not only 
creates, but pays for the privilege of doing so. Though he allegedly has 17 years 
of so-called monopoly, he actually has nothing until he promotes it, and this can 
only be done, if at all, by publicizing it to the very persons who by virtue of being 
able to manufacture it, are his competitors. 

It is one thing to invent a device, another to obtain a patent for it, and still 
another to sell it. Powerful corporations find it easy to circumvent a poor 
inventor. And usually only a powerful corporation could be a proper user of the 
immense projects in which may father worked. If a patent is worth anything at 
all, it is apt to be thrown into a patent pool created to evade the antitrust laws, 
something never contemplated by our Founding Fathers. Further, such a pool 
makes it almost impossible for an inventor to negotiate for the sale of an inven- 
tion. He is reduced to one possible buyer who dictates his own terms. And as 
Herbert Hoover has stated, there is a general belief in big business that by invok- 
ing technicalities, subterfuge and delay, the ends of justice can be thwarted by 
those who can pay the cost. 

The patent laws were presumably developed to encourage invention. This 
idea is obsolete, as an inventor cannot help inventing, no matter what, and will 
indeed knock his head against Everests of discouragement. But what he does 
need is more adequate protection, and this has been overlooked in present patent 
practice. 

The Government does not guarantee the validity of a patent, but after taking 
the inventor’s fees, leaves him to establish his legal rights in an equity hearing 
so tedious and expensive that few can afford it. Not only has the cost of obtain- 
ing patents increased, but the cost of patent litigation has also soared. Worst 
of all, there is no assurance that a patent will be sustained after it is granted 
and sued on. The Federal courts, including the United States Supreme Court, 
have been demonstrating increasing opposition to inventors and to patents. In 
the famous talking-picture suit of my father, in which millions of dollars and 
all the great motion-picture companies were involved, the Supreme Court merely 
“decided” not to reopen the case, though the evidence clearly showed that the 
invention was being taken away from the rightful owners. 

Out of hundreds of patents sued on during the last few years, only a handful 
were sustained. Are such situations intended to encourage inventors? 

It would also seem desirable to have one patent appeal court instead of the 
expensive way of taking a patent suit through nine circuit courts. 
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The lone inventors possess such a mass of undisclosed inventions and dis- 
coveries as would solve our most serious problems, but through lack of capital ; 
through fear of theft directly and indirectly, through inability to manufacture 
and merchandise; and through the long delays of legal aspects incident to the 
obtaining and protection of patents, there is frustration and waste of these 
precious assets. 

My father wrote, “Patent attorneys are usually so crowded with other cases 
that it becomes impracticable for them to amend the applications of any given 
client as soon as he would have them do so, the result being that in many applica- 
tions which I have entrusted to others to prosecute, my attorneys have been 
compelled to make perfunctory amendments at the 11th hour, merely to keep 
the application from abandonment, where if a longer time were available, a 
proper and more responsive amendment that would put the case into condition 
for speedy allowance could and would have been made.” 

It is likely that considerable inefficiency results from most inventors applying 
for assistance to patent attorneys. The patent attorney’s efforts should be limited 
to the legal aspects of getting a patent and in trial work resulting from inter- 
ferences, etc. Patent attorneys are now so overloaded with extraneous concerns 
pertaining to patents that they often push ahead actual legal matters in which 
dates important to the inventor may be forfeited. There should instead be a 
class of patent engineers to whom an inventor might apply for technical and 
market advice before he ever approaches the field of the patent attorney. A 
patent engineer would be qualified to determine whether the invention as such 
is sound, and what its marketing possibilities might be expected to be. This 
could eliminate many devices which clutter up the time and energy of patent 
attorneys, delay the work of the Patent Office, and give rise to false hopes 
among would-be inventors. 

The patent courts should surely be manned by persons educated in electricity, 
chemistry, or other science specialty as wellasinlaw. If judges cannot be found 
with this facility, then the court should have a judge and an engineer, as this 
work cannot be honestly or effectively performed by but either one skill alone. 


Only persons of considerable wealth have any chance in a patent suit. Manu- 


facturers appear to have lost all respect for the patent system, and nonchalantly 


“pirate” any invention that they want. 


Something must be done to restore 
respect for the patent system. 


Whether by education of the manufacturers and 
appealing to their better natures, or by reforming the system so that it will 
inspire and demand respect, and by instituting safeguards whereby this evil 
pirating will be greatly diminished if not eliminated. It is certainly no less a 
theft because it is done on a grand seale. It is amazing that public opinion, or 
even individual consciences, sanction the kind of pirating of inventions that has 
become so commonplace. 

My father, lacking the temperamental littleness or cunning to fight business- 
men at their own game either by siding with the racketeering instincts many of 
them possess, or ignoring them, was in a never-ending turmoil of legal proceed- 
ings. There were deliberate infringements by concerns who relied on their 
staff of high-priced lawyers to tire out the impecunious inventor by protracted 
litigation. There were costly interference suits brought for the same purpose. 
They could have legally acquired the inventions at probably less than they paid 
to evade purchase by circuitous methods and legal subterfuge. 

My father found himself time and time again forced to sell for a relatively 
small sum, patents which in the hands of corporations powerful enough to pro- 
tect them, became worth fortunes. Time and again he was legally prevented, 
or rather prevented legally, from obtaining the benefit of his products for years, 
winning vindication in some cases only after the patent had expired and was 
worthless to him as personal property. And when money was forthcoming, 
there were the lawyers waiting at the top of the line to take huge slices. It 
almost seemed as though Ries were working, not to aid society, not even to 
care for his family, but to produce income for lawyers. The man who gave the 
business world a score of the major inventions which have become an essential 
part of its fabric, never received enough to pay the debts contracted in their 
promotion. 

It has come to my attention that, as could be expected, the Soviet inventor 
has no property right in what he has devised. The state appropriates his ideas. 
Yet he receives a reward. The industry that finds his conception of use pays 
one-quarter of the savings effected by his ingenuity into a fund for the en- 
couragement of invention. Out of this fund cash awards are made. It is quite 


possible that some such idea could be adapted here to achieve a similar result. 
A revolving fund might well be developed. 
68832—56——25 
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The popular conception concerning inventors is that they seldom possess busi- 
ness acumen. This conception is usually correct. The inventor has, naturally, 
a different type of mind from that of the capitalist. If his mind worked like a 
capitalist’s mind he would be a financier and not an inventor. Nature endows 
each of us with prerequisites for the perpetuation of our special aptitudes. If 
the millionaire manufacturer had to invent the machinery to produce as he 
went along, he would never have become a millionaire. No one censures the 
manufacturer because he is concerned with production rather than construction. 

sut the inventor is apt to be considered an eccentric because he is seldom money- 
minded. Why? As Emerson’s squirrel said to the mountain, “If I cannot carry 
forests on my back, neither can you crack a nut.” 

Because no man can do everything, and the genius elects to follow his urge 
rather than to pursue the dollar, he is neglected and taken advantage of, while 
those who only pursue the dollars have the world’s goods at their command. 
The rare powers of the genius deserve that others should pursue the dollar for 
him or at least not grab it away from him once it is within reach. 

The fame and recompense for an invention rightly attaches to the mind that 
made the formula which contains all the details rather than to the manufac- 
turers who make their gain by it; but the multitude cannot see the house in 
the ground plan. If we want to live in a better world, we must encourage those 
who are able, or at least willing, to build it. 

The Government spends for protection against criminals; why not for the 
constructive, positive and enriching values—for its creative geniuses. The 
world spends money for so many useless things—things of transient interest, of 
flippant purpose, of even negative or destructive quality. Such things should 
perhaps carry not a luxury tax, but a creative tax, so that a creative fund could 
be established to overcome the difficulties of mental giants. The public does 
a good deal for its weaklings. Often just as misfit is the “strongling” who often 
holds in his hand, heart, and head, the answers to our crucial problems. 


STATEMENT OF Hon. SIMON RIFKIND, FORMER UNITED STATES DIsSTRIcT JUDGE, 
New YorK, N. Y. 


(Reprinted from American Bar Association Journal, vol. 37, p. 425 (1951)) 


Periodically one hears the suggestion that patent cases should be tried before 
patent judges. The proposals take a variety of forms but they all revolve about 
the proposition that the judicial product of patent litigation would be improved 
if the trials were conducted by judges specializing in patent cases. 

I deny this pivotal proposition; consequently, I am opposed to patent courts 
or patent judges. 

The highly industrialized society in which we live has a great appetite for 
know-how. Such a society elevates and aggrandizes the position of the expert. 
His is the voice with the ready answer. His opinions become the facts upon 
which lesser mortals—laymen—trisk life and fortune. 

Against the citadel of the expert I tilt no quixotic lance. My contention is that 
the judicial process requires a different kind of expertise—the unique capacity to 
see things in their context. Great judges embrace within their vision a remark- 
ably ample context. But even lesser men, presiding in courts of wide jurisdiction, 
are constantly exposed to pressures that tend to expand the ambit of their ken. 

The patent law does not live in the seclusion and silence of a Trappist monas- 
tery. It is part and parcel of the whole body of our law. It ministers to a system 
of monopolies within a larger competitive system. 

This monopoly system is separated from the rest of the law not by a steel bar- 
rier but by a permeable membrane constantly bathed in the general substantive 
and procedural law. Patent lawyers tend to forget that license agreements are 
essentially contracts subject to the law of contracts: that infringements are 
essentially trespasses subject to the law of torts; that patent rights are a species 
of property rights; and that proof in patent litigation is subject to the laws of 
evidence. Changes in all these branches of the law today have an effect on the 
patent law as well. As long as judges exercising a wide jurisdiction also try 
patent cases, so long do the winds of doctrine, the impulses toward slow change 
and accommodation, affect the patent law to the same degree as they affect the 
general body of the law. 

In a democratic society the law, in the long run, tends to approach commonly 
accepted views of right and wrong. Thereby it continues its hold on the respect 
and allegiance of the people—in the last analysis its major sanction. Once you 
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segregate the patent law from the natural environment in which it now has its 
being, you contract the area of its exposure to the self-correcting forces of the 
law. In time such a body of law, secluded from the rest, develops a jargon of 
its own, thought patterns that are unique, internal policies which it subserves 
and which are different from and sometimes at odds with the policies pursued 
by the general law. 

Such conflicts, when they emerge in spectacular form, induce a public cynicism 


about the law and a sense of injustice. In such a climate the patent system may 
not fare too well. 


SPECIALIZED JUDICIARY LEADS TO DECADENCE OF LAW 


Moreover, a specialized patent court would breed other unfortunate conse- 
quences. The patent bar is already specialized. At present, however, patent law- 
yers practice before nonspecialized judges and accommodate themselves to the 
necessity of conveying the purposes of their calling to laymen. Once you com- 
plete the circle of specialization by having a specialized court as well as a spe- 
cialized bar, then you have set aside a body of wisdom that is the exclusive pos- 
session of a very small group of men who take their purposes for granted. Very 
soon their internal language becomes so highly stylized as to be unintelligible to 
the uninitiated. That in turn intensifies the seclusiveness of that branch of the 
Jaw and that further immunizes it against the refreshment of new ideas, sugges- 
tions, adjustments, and compromises which constitute the very tissue of any 
living system of law. In time, like a primitive priestcraft, content with its vested 
privileges, it ceases to proselytize, to win converts to its cause, to persuade lay- 
men of the social values that it defends. 


Such a development is invariably a 
cause of decadence and decay. 


The root of the matter is that there is a difference between specialization on 
the administrative level and specialization on the judicial level. On the admin- 
istrative level there is advantage to be derived from close familiarity with the 
pattern of activity which is the subject of administrative action and regulation. 
The very essence of the judicial function, however, is a detachment from, a dis- 
passionateness about the activity under scrutiny. 

The views thus far expressed are of general derivation. They are not espe- 
cially related to the patent law. They are equally pertinent to the admiralty 
law, to bankruptcy, to security regulation, or any other of the great provinces 
of the law. The views expressed stem from a conception of the place and func- 
tion of the law in a democratic society as the arbiter and mediator of conflicting 
social interests and demands. A one-function court cannot assist the law to dis- 
charge that responsibility. 


NO BENEFIT WILL BE OBTAINED FROM HAVING PATENT COURT 


The patent law itself contributes a number of considerations which weigh 
against the proposal for a patent court. One of those is that the benefits of 
expert knowledge which are forecast by the proponents of the change will not be 
realized in any substantial degree. It is hardly to be supposed that the members 
of a patent court will be so omniscient as to possess specialized skill in chemis- 
try, in electronics, mechanics, and in vast fields of discovery as yet uncharted. 
The expert in organic chemistry brings no special light to guide him in the deci- 
sion of a problem relating to radioactivity. Consequently, even judges serving 
upon a specialized patent court will, in any particular case, prove to be non- 
experts except only with respect to the patent law itself. But knowledge of the 
patent law has never presented any grave problem. The patent law presents no 
greater difficulties to its mastery than any other branch of the law. Reading the 
judicial literature created through patent litigation, I am not aware of any 
marked deficiency on the part of the present judiciary in comprehending the 
principles of law relevant to a decision in patent cases. 

Another consideration derived from the patent law is that changes in patent 
litigation have already made the proposal stale. Patent litigation has overflowed 
its ancient channel. Today one who can navigate only in so-called pure patent 
law is inadequate as a patent lawyer and insufficient as a patent judge. Today 
patent litigation is most frequently met with in close association with other 
branches of the law such as unfair competition, trademarks, confidential sub- 
missions, antitrust, and corporate reorganizations. It is apparent that the patent 
expert can be only moderately learned in all these additional departments. It 
follows that, like most experts, he can bring his special knowledge to bear on 
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the problem but is not especially fitted to perform the judicial task of extracting 
a solution by subjecting the problem to the filtering process of many strata of 
knowledge. 

Very recently, Judge Harold Medina in an address to the patent bar, widely 
published, described the distressing experiences he encountered in trying his 
first patent case. The address was very entertaining, as it was meant to be. 
However, it did not support the inference which some have drawn from it that 
the cure for such judicial distress is a special patent bench. Every new judge 
is confronted by cases in fields of law in which he had not previously practiced. 
Every competent judge overcomes this handicap of lack of familiarity within a 
reasonable time. If the patent law has already become so esoteric a mystery 
that a man of reasonable intelligence cannot comprehend it, then something has 
gone seriously wrong with the patent law. If that is so—and I do not hold this 
view—the cure lies in correcting the law, not in tinkering with the bench. 





STATEMENT OF GEORGE D. RILEY, MEMBER, NATIONAL LEGISLATIVE COMMITTEE, 


AMERICAN FEDERATION OF LABOR—ADMINISTRATION OF THE UNITED STATES 
PATENT OFFICE 


Members of the American Federation of Labor include a great many who, in 
their own right, are inventive. In this respect, certainly labor presents an excel- 
lent cross-section of American ingenuity. Labor has produced a full share of 
patentees and applications for patents. 

We are more than passingly interested in what goes on in the field assigned to 
the United States Patent Office, Department of Commerce. 

What seems of greatest moment is an invention—a patent—which will enable 
the Patent Office to function far more successfully and with a higher degree of 
promptness than is in evidence at present. 

The best solution offered by the Patent Office itself appears to be jacking up 
the fees for services to inventors. This would seem to be only an apparent solu- 
tion to the problem which is getting greater with the passing of each month. The 
easiest recourse in Government at any given showdown is more revenue. 

Increasing revenues constitute an overall approach to whatever problem wher- 
ever to be found in Government. We see the same thing proposed in the Post 
Office Department and in practically every arm of Government where direct serv- 
ice to the public for a price is rendered. Whatever is wrong in the Patent 
Office is: 

1. Not the fault of the patentees, so far as we can see. 
2. Will not be solved only by adding fees upon fees. 

The Congress, at least in the current fiscal year, has come to recognize its own 
responsibility, belatedly it seems, but with a substantial increase to $14 million, 
an increase of $2,500,000. This was more than the amount requested by the 
-atent Office by the Bureau of the Budget by $2 million. 

Sven as the Congress has discovered the monetary remedy which we hope will 
be continued by the increasing portions, much of the solution for the morass into 
which the Patent Office has sunk lies in restoring the work force to its former 
strength and beyond. The need for patent examiners continues to be basic and, 
in our opinion, anything which can be done to set up an even flow in determina- 
tion of interference cases will be all to the good. 

The going average rate of around $4,000 for a junior examiner long since has 
become outmoded, yet the job is basic for moving the traffic in the bureau. I 
think almost everyone will agree this is true. 

It is believed your committee will be in full agreement with the words of the 
House Committee on Appropriations in its report for this fiscal year which said, 
in part that: 

“* * * there is close to a 4-year backlog of patent applications at the present 
time. The committee is in full agreement that every effort must be made to place 
this work on a more current basis as rapidly as is feasible and practicable * * *. 

“* * * The Patent Office was established as a constitutional agency designed 
to protect the individual and serve the public. At no time was it contemplated 
that it should become self-sustaining.” 

I have avoided discussion of technical phases. I believe your committee has 
or will receive these from other sources. The main purpose of the present state- 
ment is to express our interest in an orderly flow of routine in an agency which 


ean unlock many doors to the need for a better tomorrow we hope is in store for 
this Nation. 
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STATEMENT OF LoUIS ROBERTSON, PATENT ATTORNEY, CHICAGO, ILL. 


LEGISLATION ESPECIALLY FOR INVENTORS 


Free-lance inventors, whose funds are usually limited, have some special prob- 
lems which can be cured or alleviated by legislation. Seeking to solve such prob- 
lems is not intended to conjure up a nonexistent conflict between such inventors 
and research departments. Legislation which will help one will usually help 
the other, and probably will never hurt the other. But legislation which to a 
research department may seem not worth the trouble of seeking enactment may 
help fill a real need for the inventor. 

Most but not all legislation needed for the individual inventor would reduce 
the expense needed to come under the patent system or to get justice under it, 
Saving a few dollars here and a few dollars there may save the patent system 
from being thought of by the intelligent free-lance inventors as something to be 
used only once or twice in a lifetime when the invention in question seems almost 
a certain moneymaker. In short, it may make the patent system function better 
for the miscellaneous progress we seek. 

The special problems of the inventor tend to be neglected when legislation is 
being considered. We had an example of that during these recent round-table 
hearings, and I was the chief culprit. In announcing plans for the hearings, 
in issuing the call, and in opening remarks, Senator O’Mahoney made clear a 
desire to improve the patent system for the ordinary inventor. Being one of 
the most ardent advocates in the country of legislation on behalf of the indi- 
vidual inventor, I had come to the hearings with a long list of items of legisla- 
tion which I intended to urge. But I mentioned not 1 of the items on that list, 
except 2 which were not really of the type relating mainly to inventors’ prob- 
lems. Why? Because of the lack of time, when so many wanted to be heard; and 
because other things seemed at the moment even more important to get across. 

With such an example before us, it is easy to see that inventors’ problems have 
a tendency to be put aside for another time. The same thing happened during 
the drafting of the 1952 Patent Act. Legislation to save the patent system from 
the courts was more important than legislation directed toward the peculiar 
problems of inventors. Furthermore there was danger that introducing any of 
the new thoughts would raise controversial questions which might delay pas- 
sage of the bill. In any event, it seems obvious now that, unless very special 
efforts are made to take up the problems of the individual inventor, they will 
continue to be left by the wayside. 

It seems doubtful that the full list of items which I had planned to discuss 
can best be introduced in a written statement, such as this. Support by the 
bar is probably necessary, and this statement is not likely to be widely read 
within the bar. Quite a few of the proposals are already found in published 
literature. See, for example, my article, “Proposed Program on Behalf of In- 
ventors” in the November 1944 Journal of the Patent Office Society, page 769. 
See also the various reports of the successive inventors committees of the Amer- 
ican Bar Association’s section on patent, trademark, and copyright laws pub- 
lished in the patent section’s annual committee report pamphlets beginning in 
1947. Many and perhaps most of this committee’s recommendations have failed 
to secure patent section approval. 

In order to illustrate the field of legislation of the type which would be es- 
pecially beneficial to the individual inventors, a few of the items will now be 
discussed. 

Filing informal disclosures in Patent O fice 


Mr. Bruninga, in his remarks, gave some suggestion for the filing of informal 
disclosures in the Patent Office. According to his version of the plan, the Patent 
Office would even make searches. Various different types of this general proposal 
have been made from time to time. One of the simpler forms has been worked 
on by different inventors committees of the patent section of the American Bar 
Association. According to the form which they have proposed, the filing would 
be of the simplest possible type from the standpoint of Patent Office handling. 
Indeed, in their latest version, in the report of 1955, they recommended that the 
disclosures be kept by the Patent Office in a sealed envelope so that they would 
never even be read by the Patent Office, unless called for by the inventor to sup- 
port a subsequent application of the usual form. Even in such subsequent appli- 
cation, the sealed envelope would not ordinarily be opened until the evidence 
within it should be needed in the event of an occasion on which the applicant 
would have to prove an earlier date than the filing date of this final application. 
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Informal disclosures of this general type would serv 


the standpoint of the individual inventor. Just how much it would benefit him 
would depend largely on how much effect is given to these informal disclosures. 
ee begre be of greatest benefit to bim if given the identical effect as to proving 
8 date of invention as if the same disclosure had been included in a formal type 
of patent application. With this full effect, the inventor could, for only a few 
dollars, obtain, on a temporary basis, the same safety that he now obtains by 
filing a patent application, assuming the disclosure to be a complete disclosure 
of the invention. Admittedly this is an assumption which would not always 
be justified. There would be many instances in which the inventor would file 
an inadequate disclosure. One of the inventors committee reports worked out 
with considerable care a form of filing receipt and warning which should be sent 
to the inventor by the Patent Office. Under the boldly-printed word “Warning,” 
the inventor would be advised to see a patent attorney because of the fact that, 
quite often, the disclosures are too inadequate to be of any value to the inventor. 
Inventors who had made an adequate disclosure to the Patent Office in this 
inexpensive manner would have a safe period of perhaps 6 months or a year, 
depending on the provision of the law, in which to investigate the marketability 
of their inventions, or to further improve the invention before filing the relatively 
expensive patent application. 


e a very great need from 


Adding new matter to pending patent applications 


Under present law, it occasionally becomes desirable to replace a pending 
application with a substitute application that is very similar to the original 
application but includes a litle additional dsclosure. Accordng to present prac- 
tice, additional disclosure cannot be added to the old application. The present 
proposal to change the law so that it could be added to the original application, 
at least subject to the discretion of the Commissioner of Patents, is one which 
would have no direct effect, except the simplification of practice and the saving 
of a few dollars. The indirect effects would be in giving the public the benefit 
of the additional disclosure when it is not now considered sufficiently important 
to justify a second application, and in further encouragement of individual 
inventors and small corporations by minutely lowering the average cost of patent 
protection. In the eyes of larger corporations and the attorneys who think in 
terms of the work of such corporations, the amount saved is not considered 
worthwhile. Nothing could be done with the simplified practice that cannot be 
done now by filing a second application. 

One might think that the cost to the inventor of filing a second application with 
only a small additional disclosure added would not be much more than the cost 
of adding that same small additional disclosure to a pending application. Unfor- 
tunately, it simply does not work out that way. Besides the cost of the additional 
Government fee, and at least temporary drawings to serve until the drawings of 
the first application are transferred to the second, there is usually a surprisingly 
high charge for the attorney’s services. Even if the attorney is willing, under 
the circumstances, to waive his minimum fee for filing an application, there is 
enouch detail to be watched so that a great deal more time is going to be spent 
in the end, some by the attorney and some by his staff, than if the additional 
disclosure had been merely added to the original application by an amendment. 

The added disclosure would in some instances be so simple and concise that 
not one minute’s additional time would be required by the examiner. Indeed, 
it would sometimes save his time by making it unnecessary for him to further 
consider a question of the adequacy of the original disclosure. The Commis- 
sioner of Patents should have discretion to refuse to permit the added disclosure 
when it is of such nature that filing an entirely new application would clearly 
be better practice. However, it would be rare that an applicant would endeay or 
to amend an application under those circumstances, assuming the law is so 
drawn that the legal effect would be the same whether the additional matter is 
added by amendment or by a second application. In both instances, the appli- 
cant would be entitled to the benefit of the original filing date to the extent of the 
original disclosure, and to the filing date of the added disclosure for what is 
found only init. An incidental minor advantage of the proposal is that it would 
be very simple for the Patent Office to print the patent in a manner which shows 
what was added and the date of its addition. Under present practice, the printed 
patent gives no clues to the differences between the first and second applications. 

When the addition of new disclosure to a pending application requires more 
work by the examiner than if it had been in the application from the start, an 
extra fee should be required by the Patent Office, at least in the discretion of the 
Commission. However, the collection of such a fee is not as important as 
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many have thought in the past. It is now becoming recognized that, since the 
patent system is an incentive system, the best public interest is not necessarily 
served by decreasing the incentive by extracting the full cost of administration 
from the inventors whose activities the system seeks to induce. Now that it is 
recognized that the Patent Office will forevermore be losing a substantial amount 
of money on each application on the average, a different philosophy as to fees 
seems to be in order. It is quite conceivable that the Patent Office financial re- 
ports will look better (if this is considered of any importance) if applicants are 
persuaded to insert new disclosure by amendment without a fee instead of by a 
new application with a fee which fails to pay for the additional work resulting. 
Delayed filing of patent applications 

This proposal to permit the filing of patent applications more than 1 year 
after a public use or published disclosure derived from the applicant’s invention 
is included in the present discussion as an example of a change of law which is 
of especial interest to individual inventors for reasons other than saving money. 
It just happens that the individual inventor seems to be most often the victim of 
waiting too long to file an application. This may be the result of financial con- 
siderations. It could also be that among the individual inventors (other than 
those who think every idea is a million dollar idea), the realization that a given 
idea has the commercial value to justify a patent application is slow to develop. 
Regardless of the cause, attorneys have experienced numerous instances in which 
an inventor decided to patent his invention, only to tind that he was too late be- 
cause he had put his invention in public use more than a year earlier. This is ob- 
jectionable, not only because it defeats justice, but also because both the patent 
system and its functioning as an incentive to inventors as a class are hurt by every 
such instance of the defeat of justice to an inventor. 

Until 1939, the period which is now 1 year had been 2 years. The considerations 
which led to a shortening of the period need not be sacrificed by the proposed 
change. The delayed issuance of patents could usually be prevented by a short- 
ening period for response to successive Patent Office actions on the applications. 
Doubts that published disclosures or publicly used devices antedating a patent 
application date by more than a year are usable against a patent could be dis- 
pelled by requiring a delayed application to include suitable identification of any 
published disclosure or public use more than a year earlier, derived from the ap- 
plicant. The statute providing the alleviation here proposed could also include 
a provision for shortening the term of the patent when it would otherwise last too 
long after the first public use or published disclosure, and a provision for pro- 
tecting intervenors from any delayed patents as they are now protected from re- 
issued patents. 


Protection of inventors from unscrupulous practices of some advertising attorneys 

Another type of problem of especial concern to individual inventors is the 
problem of protecting them from unscrupulous practices, such as seem to be 
indulged in by some of the very few patent attorneys or agents who acquire 
their clientele by display advertisements in popular magazines. It is my opinion, 
based on years of observation and backed by a very small sampling of patents 
(those in one bound volume chosen indiscriminately a few years ago), that there 
is a disgraceful percentage of instances in which the independent patentee has 
been fleeced by failure of an advertising patent practitioner to give him honest 
advice and services. 

This item can stand as an example of a field for congressional action without 
going into it in further detail. It can also stand as an example of the possibility 
of influence by congressional action short of legislation. Indeed, it is probable 
that the advertising practice which lends itself to the fleecing practices in ques- 
tion, would have been terminated by administrative action a few years ago, if 
the advertisers had not somewhere found enough influence to prevent the 
administrative action. 

Flexibility in patent claim practice 

It is recommended that some statute be enacted to reduce as far as is practi- 
cable the present rigidity of patent-claim practice. If the statute goes far enough, 
it can save money, speed the issuance of patents, and result in better justice. 

It could save money in reducing at various points the money spent in connection 
with patent claims, First is the drafting of the claim; second, the examining 
of the claims and arguing back and forth on their wording; and third, the print- 


ing of the claims, and fourth, the studying of the claims by countless attorneys 
and others after the patent issues. 
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It would result in better justice by eliminating some instances in which an 
invention fails to receive deserved protection because of the form of the patent 
claims. 

Simplification of claim practice can take two major forms: namely, style 
simplification and flexibility of interpretation. 


Simplification of claim style 


Probably the need for simplification of claim style would be reasonably apparent 
just by reading and attempting to understand a conventional patent claim. The 
one here chosen is much simpler than an average machine claim: 

“A dress designed for production in sets having interchangeable portions of 
different appearance, each dress comprising a front panel and a back panel; 
marginally disposed easily separable means connecting said front and back panels 
at the side edges thereof; said front panel including a shoulder portion, a neck 
section, a front blouse section, one-piece sleeves having the front portions thereof 
permanently attached to said blouse section, and a skirt portion; said back panel 
including a shoulder portion, a neck section, a back blouse section having curved 
notched parts, and a skirt portion; and easily separable means connecting said 
shoulder portions together and similar means connecting the edges of said curved 
notched parts of said back blouse section to said sleeves, whereby the portions 
are adapted for replacement to effect various combinations.” (Patent No. 
2,722,686. ) 

It may surprise the uninitiated reader to know that the foregoing complexity 
of words is supposed to be the heart of the patent. Each claim is the definition of 
the invention, and is supposed to make clear what is within the protection of the 
patent and what lies without. 

There are many patent attorneys who would gladly try to develop simplified 
styles of claiming, if the Patent Office would be willing to grant such claims 
and if it would be safe to rely on such claims in the patent. Think how much 
nicer it would be if the foregoing claim could be replaced by a simple state- 
ment such as: 

“A dress in which either the front or back section may be replaced by another 
to provide different combinations, the sections being separable. by separable 
means on a line extending along the shoulders and behind the sleeves.” 

The Patent Office is not to be criticized for its unwillingness to grant claims of 
this simplified type, because there is too much chance that it would be doing 
the applicant a disservice by giving him a claim which would be held invalid 
by the courts. At the same time the Patent Office is not wholly blameless be- 
cause there are some minor simplifications of claim style which would be quite 
safe in the courts but which the Patent Office has not encouraged. In recent 
years, the Patent Office has shown some slight inclination toward being more 
liberal in this field of minor simplifications. The Patent Office memorandum 
appearing elsewhere in this record indicates a further recent improvement. 
However, these minor simplifications would accomplish so much less than the 
major simplification of style along the lines above indicated that this present 
paper will bypass detailed consideration of the minor simplifications to see what 
is necessary in order to permit the major simplifications. 

The chief thing that is necessary to permit the major simplifications is a change 
of statute which will make them safe so that no patent will be held invalid 
because of a simplified style of claim. This wording may be a little too broad 
but if we should hedge on this broad pronunciation by a limitation as narrow 
as “provided that the invention is adequately defined,” we would probably defeat 
the purpose. A compromise might be: “Provided, That the invention or inventive 
concept is reasonably indicated.” 

Simplifications of the major type discussed above could only be fully en- 
couraged by a statute which makes clear that even if the claims fail to define 
the invention, or fail to distinguish the invention from that which has gone 
before, the patentee will not suffer loss of rights which he would have had by a 
satisfactory definition. 

Such a change would not necessarily be opening the door to whatever kind of 
silly claim an applicant might choose. It would still be the duty of the Com- 
missioner of Patents to make sure that the claims adequately serve their pur- 
pose. Except as he might be overruled on appeal, he could refuse to permit any 
simplifications which would be objectionable. The effect of the proposed statute 
would be that, once the Commissioner of Patents allowed the patent, the failures 
of claim draftsmanship to define invention, if invention is present and used by 
the defendant would not cause loss of rights by the patentee. 








AMERICAN PATENT SYSTEM 343 


Let it not be assumed that the chief purpose of such a statute would be to 
permit simplification of claim style. Indeed, if the Commissioner of Patents 
should resist change of claim style to such an extent that no great simplification 
should be apparent for many years, the change of statute would still be desirable 
from the standpoint of obtaining better justice and reducing costs in other 
respects. 

Improved justice by fiexvibility of claim interpretation 

At the present time, relief is ordinarily refused a patentee unless he has in his 
patent a claim which does two things: 

1. Defines invention by distinguishing from everything which has been done 
or published before, and from mere noninventive variations thereof. 

2. Reads on the accused structure of the defendant. (Uncertain and limited 
exceptions due to unpredictable application of the doctrine of equivalents are 
here ignored. ) 

If all infringements were exact copies of the form of the invention patented, 
there would, of course, be little difficulty. Usually, however, the defendant has 
departed so far from the disclosed form of the invention that, with the benefit 
of wishful thinking, he believes he has not used the patented invention. To 
protect the inventive concept even when disguised by changes, it is the practice 
in soliciting patents to seek a claim which defines the invention as broadly as 
possible so that no matter how the defendant uses the inventive concept taught 
by the patent, he will lie within such a claim. It is not safe to rely on such 
a broad claim alone, however, because when drawn so broadly, it is likely to be 
of dubious validity. In short, it is likely to fail to perform the function 1 
above of defining invention over all that has been done before. 

Accordingly, it is the general practice to provide claims of intermedi- 
ate scope, each a little more limited in its scope than the broadest or the 
next broader claim. The nerrowest of this series of claims will try to bring 
into the claim everything which adds to the broad inventive concept some 
further possible patentability, so that this claim will have the maximum chance 
of being sustained as patentable. 

Now if an infringer is so foolish or so disrespectful of patents, as to make an 
exact copy of the patentee’s form of his invention, he will be sued for infringe- 
ment of this claim of maximum patentability. If the infringer avoids making 
an exact copy by some minor redesigning, he will probably be sued under one 
of the other claims of intermediate scope having a little less than maximum 
strength of patentability. If the infringer so thoroughly redesigns as to avoid 
everything except the essential concept, he will probably have to be sued under 
only the broadest claim, one which is more likely than any of the others to be 
held unpatentable. 

For example, if the inventor of the separable dress, for which claims were 
given above, had been entitled to do so, he would probably have included a claim 
similar to the one quoted but not specifying that the line of separation extends 
behind the sleeve. If the infringer made dresses in which the line of separa- 
tion extended down the length of the sleeves instead of behind the sleeve, thus 
dividing the sleeve itself, he would have to be sued only on this broader claim 
here suggested. If, however, he should copy the feature of having the entire 
sleeve on the front portion of the dress, with the cleavage behind the sleeve, 
he would be sued under the claim quoted above. 

Now, if the dangers of doing so will permit us to change the law so as to make 
unnecessary these claims of intermediate and narrower scope, we can accom- 
plish several desirable things. 

(1) We can save time and therefore money for the applicant and the Gov- 
ernment. Perhaps the time saved will be considerably less than half of the 
time now spent on claims, because it is the broader claims which require most 
of the arguing back and forth between the Patent Office examiner and the 
attorney. However, there will be some time saving in ordinary cases. In a 
few cases where there is considerable time spent on the mere question of how 
many claims are necessary for adequate protection, all of this time can be 
saved. 

(2) The patent can issue with fewer claims. At the least, this saves money in 
printing. Possible further savings are indicated below. 

(8) The time spent in studying the claims of a patent will be greatly re- 
duced. There is some possibility that in the small percentage of instances 
where a patent cannot be eliminated from consideration by the mere study of the 
claims which would thus be made quicker, the time saved in reading the claims 
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would be used up in more detailed study of the claim without the alleged help 
of intermediate and narrower claims as a guide. 

(4) Protection of inventors to the full extent they deserve protection will be 
more sure. There will be no chance that, in spite of the attorney’s care in 
providing a full set of claims, an infringer will be able to slip in between 
the claims and escape scot-free. 

That can happen under present law (except that one who escapes is not prop- 
erly called an infringer). If a defendant avoids using the details required 
by the narrow claims and can show that the claims broad enough to read on what 
he does are invalid, he escapes. He escapes in spite of the fact that, if the at- 
torney had been omniscient, there might have been a claim of a scope inter- 
mediate those held invalid and those held not infringed, and which one additional 
claim would have been held valid and infringed. 

To the patent attorneys, the dangers of such a flexible system will be so ap- 
parent that there is hardly need to mention these dangers except for explaining 
how they can be reduced, or for making clear that they are not as severe as they 
seem. 

One is the danger of greater difficulty in determining whether or not a patent 
would be infringed by a structure on which a claim of intermediate scope could 
have been drawn. There are two stages of this determination. First is the 
stage of detecting the question. This stage would be easier and quicker; with 
fewer claims to read, the searcher could discard more quickly patents which 
do not raise any infringement question. With a given patent, he could make 
very quickly the determination of whether or not an infringement question 
exists, perhaps by reading a single claim. 

If the single claim (or one of several claims, if there are several inventive 
concepts) reads on the accused structure, there is an infringement question. 
If nothing can be found in the prior art to show that this one claim is invalid, 
the complete determination will have been made as now; namely, that there 
would be infringement. The danger, if there is danger, of increased difficulty 
arises when prior art is found which does invalidate a broad claim. The attor- 
ney must then decide without the alleged aid of intermediate claims whether 
or not an inventive concept disclosed by the patent and of narrower scope than 
the broad claim is embodied in the proposed or accused structure. There are 
times when this further study is aided by intermediate claims. This is true 
whenever an intermediate claim, reading on the structure in question, fully 
specifies all of the inventive concept which is borrowed from the patent. It is 
submitted, however, that this ideal situation so rarely exists that, in fact, the 
intermediate claims more often mislead than aid. 

The safest way to make an infringement determination in the type of situa- 
tion which we have now come down to in our discussion is to study the full 
patent and its history before the Patent Office, study the considerations in the 
commercial activity in accordance with the prior art which led to the invention, 
study the results which have been accomplished by the patent (if it is in use), 
make up one’s mind as to whether or not there is an inventive concept disclosed 
in the patent and used by the structure in question, and then see if any claim 
can be stretched or interpreted to give a court a good chance to say that that 
claim covers and sufficiently defines that particular borrowed invention. If 
the law is changed so that (provided only that there be a claim sufficiently 
broad) there is no longer any need for a claim which can be intepreted to be 
valid and infringed, this last step can be omitted. 

Now, of course, we often advise our clients without going through all the 
broad analysis and study mentioned above, and in these instances we must, to 
a large extent, advise our clients on the basis of such guidance as we can get 
from the claims themselves. There are various factors, including a client’s 
desire not to spend too much money on the investigation, which may make this 
abbreviated study necessary. There are times when it seems quite safe, but 
there are also times when it is not as safe as it seems. The wording of the 
intermediate claims, or even their absence, can mislead us under present law. 
We tend to have to much confidence that a broad claim is invalid for not ineclud- 
ing any of the limitations which we recognize might give patentability. We tend 
not to make ourselves see all of the things which may lie behind the broad claim 
and might lead a court into attaching considerably more importance to some 
apparently noninventive limitation in the claim than we did when we were con- 
trasting it with the narrower claims. 

The proposed law need not change the law affecting the outer limits of 
patent protection. Unless there is a claim in a patent broad enough to cover 
the structure in question under present law, the patent could still be ignored to 
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the same extent as now. Perhaps it is impossible to tell without experience 
whether, once the investigating attorney has been put on guard by such a broad 
claim, the further study would be quicker or slower on the average without the 
intermediate claims. It seems clear that there would be times when it would 
be slower, and times when it would be faster. It does not appear that the 
average would be so much greater as to preclude trying this change of law, 
which would certainly result in better protection for inventors. 

The law could provide for a list of additive features to appear immediately 
preceding the claims to be available for consideration in conjunction with the 
claim. <A simple list could serve as much better guidance than present inter- 
mediate claims. The law could provide that, unless the inventive concept utilized 
by the defendant is reasonably apparent from the claims and from this list, the 
granting of an injunction would be discretionary with the court. Of course, the 
law could make all relief under such circumstances discretionary with the court, 
but I am inclined to the view that an infringer who should have been put on his 
guard by the presence of a broad claim, even though invalid, should not escape 
scottfree. A law of this type would encourage a good enough list of additive 
features so that it would be relatively easy for the investigating attorney to see 
the full extent of any concept within the broad claim used by the structure in 
question so as to be able to evaluate intelligently the chances that this will be 
held patentable. 

Another danger attorneys will see in the proposed system is that in litigation 
every patentee will be free to write his own claim to fit the litigation. Of course, 
it will not appear as an official claim in the patent, but it will appear in the 
form of a plaintiff’s statement of the invention taught by the patent and used 
by the defendant. Perhaps the chief answer to this is that it is not a danger but 
a benefit. If we want inventions protected, this is the way to do so with the 
least danger that such protection will be thwarted by claim technicalities and 
rigidity of law. Of course, there will be times when the artful plaintiff can 
phrase a claim or statement of the invention with words which mean different 
things when read on the accused structure and when read on the structure of 
the patent. Claims of this type in a patent are very annoying, and may have 
misled some judges. But it is believed that claims of this type conjured up for 
a suit will not carry such weight with the judge. 

Another danger is that the presumption of validity may be further weakened. 
However, it is not believed that this will be true, innsmuch as there will always 
be a broader claim which will have the benefit of presumption of validity, even 
though the patentee is not relying on it except in conjunction with further limita- 
tions. Indeed, the presumption of validity carries so little weight even now that 
there perhaps is no great point in worrying about further reduction. Certainly 
it would be far more than offset on the average by the ability of a court to find 
validity without finding a claim which fully defines all that is necessary to make 
up that validity. 

It should be observed that the ideas of flexibility of claim interpretation and 
simplification of claim style go hand in hand. There can be considerably further 
simplification of claim style if the attorney seeking the patent knows that, even 
if he so simplifies the claim that it fails to define fully the inventive concept, that 
will not be fatal. We may find that very simple claims which clearly point to 
the inventive concept are much more satisfactory to everyone than our present 
claims which attempt a full definition. 

An incidental benefit of the proposed statutory change is that it would save 
patents in which there are such difficulties of defining the invention that skilled 
attorneys fail. See General Electric Company v. Wabash Appliance Corporation, 
et al. (1988) (3804 U. S. 364, 37 U. S. P. Q. 466). A defendant using an inventive 
concept taught by the patent and within the scope of its inadequate claim would 
not escape without at least paying some royalty to the patentee whose inven- 
tion is used. 


STATEMENT OF MURRAY ROBINSON, PATENT ATTORNEY, Houston, TEx. 


I have several suggestions for increasing the dissemination to the public of 
the information disclosed in patents, which in my view should be the prime 
purpose of the patent system. However, first of all it is to be noted here that the 
monopoly granted by the patent claims is usually not coextensive with the dis- 
closure so that one can learn much from a patent specification that can be put 
into immediate use, and even if the reader of the patent specification decides he 
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wants to use the part covered by the claims he does not have to wait 17 years but 
“an instead negotiate a license in most cases, and if not he is stimulated to design 
around the patent. In fact in my experience this latter aspect of patents is the 
one most productive of further advances, 

The following are my suggestions for getting patent information into the hands 
of the public better than is being done today. 

1. Increase size of type of patent specifications to its former size. Despite an 
increased appropriation the Commissioner of Patents seems reluctant to do this. 
Probably he has other factors in mind such as storage space, but these are only 
secondary considerations that should not outweigh the desirability of easy-read- 
ing type in patent specifications. The best edition of the Encyclopedia Britannica 
was the 10th or 11th edition, but the type is so small the encyclopedia is nearly 
useless. 

2. Reduce cost of patent copies from 25 cents to the former price of 10 cents 
each. Formerly it was possible for a manufacturer contemplating a new item to 
order a whole subclass of patents. Now one must think twice before doing this 
because of the added cost. 

3. Require patent drawings to be drawn to scale and the specification to state 
the scale, the tolerances, the materials, and other know-how. The patent should 
disclose an actual working device, not just disclose an idea. At present no one 
pays any attention to details of patent drawings because: “Patent drawings are 
not necessarily scale drawings”—In re Japipse ((C. C. P. A.) 86 P. Q. 70, 181 
Fed. 2d 1019, at p. 1022, col. 2, lines 3-6). If patent drawings are not made to 
scale, the all-important know-how is left out of the patent disclosure and the 
public is getting only half of what is bargained for in granting the patent. Not 
only should the drawings be to scale to get them in the correct proportions, but 
the scale should be stated and dimenisonal tolerances specified so that one does 
not have to spend a lot of money experimenting to build a device disclosed in a 
patent. To avoid making the patent copies bulkier and avoid increasing the 
expense, the dimensional drawings could be kept in the application file for copy- 
ing by persons interested. In case of electrical inventions, the values of the 
circuit constants should be given: ohms, volts, amperes, frequency, etc. In the 
ease of chemical inventions it is to be noted that much precise data is presently 
given as to temperatures, pressures, weights, and materials. It should be re- 
quired that suitable materials be specified in all patents regardless of their 
nature. Summarizing, the patent specification should convey the know-how. 
If the know-how is kept secret, the principal purpose of the patent statutes is 
defeated. 

4. Requires patentees to notify Patent Office when patented invention has been 
put into use and to place on file the details of the design actually put in use. At 
present one can look through a stack of hundreds of patents and have no idea of 
which ways to accomplish something that has proved successful commercially. 
Each patent copy could be marked with an asterisk or other symbol to indicate 
whether or not it has been put into use. This would require extra work at the 

-atent Office just as does the marking of trademark copies to show their renewal, 
the filing of affidavits, and the like. If desired, an extra charge could be made 
for copies of patents marked to show use, but preferably all patent copies should 
be so marked. This again is a matter of getting the know-how to the public. 
Persons claiming that they cannot supply data for all designs of their patented 
product that have gone into use could be given the alternative of paying a special 
tax and could be required to give information directly to seekers of such data. 

5. Revise the Official Gazette to publish an abstract of each patent instead of a 
elaim. Patent claims, which must be drawn in broad language to cover all modi- 
fications an attorney can think of are necessarily very vague. Each applicant 
could be required to include in his specification an introductory paragraph giv- 
ing an abstract of the invention suitable for publication in the Official Gazette. 
This would also help patent searchers examining the complete patent copies in 
the public search room in Washington. 

6. Publish bound sets of classified patent abstracts. These could be easily 
prepared from the Official Gazette abstracts. They could be sent to the public 
libraries throughout the country so that patent searches could be made outside 
of Washington. This is similar to the British system of publishing abridgements 
of patents in bound volumes. The classification shouid be more precise than 
that of the British abridgements, however. 
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7. Publish bound selected collections of patent specifications and drawings 
(but without claims). These should be published from time to time in newly 
developing fields where practically the only literature on the subject is in 
patents; for example, transistors. 

Very truly yours, 
MURRAY ROBINSON. 


STATEMENT OF FELIx A. Russe_t, PATENT ATTORNEY WASHINGTON, D. C. 


After a patent application has been filed, certain attorneys make it a practice 
not to keep the inventor fully informed as to the progress of his application, only 
answering letters from the inventor with mere generalities. To obviate such 
practice, it is my suggestion that the Patent Office instead of sending two copies 
of each Office action to the attorney of record as is the present practice, send one 
of such copies to the inventor. In this connection, I would also suggest that the 
attorney be compelled to send a copy of his amendment in each case to the 
inventor and that a statement by the attorney that he has so mailed a copy to 
the inventor be incorporated as a part of each amendment. 

In order to give the Patent Office data with which it would be enabled to more 
accurately supervise the conduct of attorneys practicing before it, may I make 
the further suggestion that each application should contain a statement by the 
attorney telling the field of search made by him and the references cited to the 
applicant prior to the filing of the application or, alternatively, a statement that 
the inventor desired no search to be made. 

I make these suggestions in all sincerity in the belief that it would greatly 
improve the services given by certain attorneys to applicants before the Patent 
Office. 


STATEMENT OF HAROLD S. SrLtvErR, PATENT ATTORNEY, MILWAUKEE, WIS. 


In my 23 years of corporate patent experience I have found that for each abuse 
of the patent system such as was brought to light by the Hartford Empire 
ease, there have been literally thousands of proper uses of the United States 
patent system which have benefited the inventor, the businessman, and the 
general public. These thousands of uses are not as spectacular as the abuses 
and hence do not make newspaper headlines and often go unheralded. 

I have found that the inventor benefits from patents granted on his inventions 
because his ideas are protected from exploitation by others. An inventor in a 
corporation has an enlightened self-interest in creating improved products that 
the public likes and will buy. The commercial success of such improved products 
helps insure the economic well-being of the inventor. 

The inventor gains increased recognition among his fellow workers when his 
invention is patented and the inventor’s name becomes a part of Amercan history 
because it is on copies of the patent. He gains prestige and prominence as an 
inventor. He gains recognition in his company and may be promoted. He could 
build a business as a result of the invention. He may get paid money for his 
invention in the form of royalties. 

In the past 23 years I have seen many inventors reap these benefits. 

I have found that the businessman or corporation benefits by the United States 
patent system because patents help to pay the cost of development by preventing 
others from using the development without paying for it. To put it in other 
language, the businessman avoids the risk of having a competitor take advantage 
of a lack of development cost in his own organization and sell the new and 
improved product at a below-cost price. Patented ideas provide exclusive fea- 
tures that help increase sales. Patents indicate industry leadership. Patents 
raise employee morale by stimulating their creative thinking. 

In my 23 years of corporate experience I have seen these benefits accrue to 
businessmen and corporations in many instances. 

I have found that the patent system does benefit the general public because 
patents are an incentive to provide better products so that people can have 
more and live better. I have often seen the results of stimulated creative 
thinking brought about by enlightened self-interest supplied by the United States 
patent system. 

This enlightened self-interest is that same interest referred to by Abraham 
Lincoln a hundred years ago when he stated: “* * * The patent system added 
the fuel of interest to the fire of genius in the discovery and production of new 
and useful things.” 
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STATEMENT OF FREEMAN SMITH, INVENTOR, NoRTH HOLLYWOOD, CALIF. 


Any intelligent person who has time to spend a day looking at a file of patents 
will soon discover a truth about patents. 

First, the number of them appalls one. 

Second, the amount of them that are useless. 

Third, the number held or assigned to others than the inventor. 

Fourth, the number of patents held or applied for to the major corporations. 

Many patents are good, ingenious, but lacked the proper timing and exploita- 
tion. There are many observations that make the role of the private citizen 
inventor shrinking in importance, even though they are as numerous as ever. 

I think the Founding Fathers’ ideas of an inventor made them favor the attic 
or barn or blacksmith inventor, whereas a trained laboratory scientist or mathe- 
matician is handicapped, as the clause “Obvious to anyone skilled in the art” 
penalizies these skilled and ingenious men as inventors. But even so their work 
is rewarding as work; the company takes good care of its stable of idea men. 
But the outsider is still in the cold. 

The ingenious poor-man inventor is about extinct; he literally cannot now 
become a successful inventor. 

The Government itself is confused on its aims and obligations. On the one 
hand its fosters monopoly and on the other it punishes monopoly; but in both 
instances it gives away many more millions annually to fostering “central intelli- 
gence” (spies in short) in international relations than it votes either for the 
Patent Office or antitrust department. So how interested really is the Govern- 
ment in the lowly inventor? A government that pays and treats “our” spies and 
informers better than its scientists and inventors is hard to understand by a 
simple inventor. The least it could do it seems is to make it possible to offer 
inventors a “scholarship” of a sort to incourage him to create. The Govern- 
ment could do more for those who want to build and create. 





STATEMENT OF SAMUEL B. SmitTH, PATENT ATTORNEY, SAN FRANCISCO, CALIF. 


The patent fee bill, which probably will be reintroduced when Congress re- 
convenes, is a matter of considerable concern. I believe a majority of our Sena- 
tors and Representatives, as well as the public, tend to couple Patent Office fees 
with Patent Office appropriations. While I believe doing so is a mistake, on the 
other hand, I believe that the Patent Office fees perhaps are too low and should 
be revised upward a bit. I, personally, would rather see the Patent Office a little 
closer to a self-supporting body, although, fundamentally, I recognize no sound 
reason why the Patent Office should be self-supporting. My experience has been 
that independent inventors, for the most part, are very ready to pay additional 
fees in the Patent Office if by so doing they can obtain quicker action in pending 
matters. Actually, the Patent Office fee paid is small, percentagewise of the 
total cost of obtaining a patent or the development cost which first took place. 

From the standpoint of the independent inventor, I believe that a careful and 
mature consideration should be given to the possibility of encouraging risk 
capital in promoting inventions. Congress could aid in this respect by giving 
to bona fide investors in inventions additional tax benefits. Perhaps by study 
and review of proceedings leading up to the enactment of section 1235 of the 
Internal Revenue Code of 1954, as well as other subsections thereof, might be 
a starting point. 

The individual inventor is also handicapped perhaps to some extent by the com- 
mitments required of certain corporations if he is to submit inventions. On the 
other hand, the corporations are in an awkward position where to avoid suits 
(many unjustified), they must protect themselves against the independent in- 
ventor who submits material without solicitation when there is so much chance 
that the corporation is already working on inventions of similar sort to the idea 
presented. 

Another difficult situation which confronts the inventor of limited experience 
is that he usually is inclined to appraise his contribution too highly. The pro- 
fessional inventor normally recognizes that if 1 invention in 20 is good, that is, 
for instance, of primary importance commercially, he has reached an exceedingly 
high standard. This does not mean that the professional inventor would only 
file a patent application for 1 invention in 20, but he would be apt to realize 
acceptance of only about this percentage. The other 19 inventions out of the 
assumed 20 might not be commercially accepted or would represent less de- 
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sirable alternatives. The work of the Patent Office is jammed, however, by so 
many applications which define inventions not of proved worth. This, however, 
represents a part of the price we have to pay for promotion of progress. 

I also believe that too many private inventors conceive ideas which will ac- 
complish desirable end results, but which nonetheless do not satisfy sound eco- 
nomic principles. Illustratively, many inventions of mechanical nature can and 
will produce television pictures of quality, but I am convinced that no mattter 
how good an invention in television may be, it would have zero chance of adoption 
commercially if it embodied a mechanical part subject to motion (except a control 
knob or something of that sort). Surely for a mechanical device to have even a 
fighting chance it would have to be at least two or more times as good as the 
purely electronic component. Accordingly, an invention conceived by the inex- 
perienced inventor, while adequate to meet recognized standards of patentability 
in this country and elsewhere, often has no chance at all of commercial success 
because of the very nature of the invention. The lack of foresight on the part 
of the inventor with respect to the practical and economic aspects of goods that 
the public buy often works against him and is a far greater threat than even 
critical courts ready to hold so many patents invalid. 

All too many times an inventor loses out because he demands too much money 
for his contribution. In my office we frequently express this thought by saying 
“mega-dollars” for “micro-ideas.” By and large, I think that most inventors, 
not being primarily businessmen, would do better to try to find ways by which 
they can have licensees or sponsors to put their product before the public, rather 
than to try to do the job themselves. I do not mean by this that I favor com- 
pulsory licensing, which I definitely do not, but I believe that we should educate 
the private inventor to the thought that patents are granted to promote the 
progress of science and the useful arts, and that as such, there are very few 
patents which remain important for 17 years. Most patents are superseded by 
alternatives long prior to their expiration unless they are generally fundamental 
in character. The alternatives not only improve upon the patent but because the 
first patent was itself an improvement they also avoid the claims of the earlier 
patent. 

I believe that the private inventor would be helped a great deal and would 
be in a much more secure position if our laws with respect to bringing declaratory 
judgment actions were amended to an extent such that the inventor could feel 
free to submit a patent to a manufacturer, or to meet with a manufacturer to 
discuss whether or not the manufacturer happened to be using a patent, if the 
inventor knew that he could not immediately be subjected to a declaratory 
judgment action by the manufacturer to test the validity of the submitted patent. 
I believe that the patent profession could do a great deal for the individual in- 
ventor by generally discouraging litigation, although I am equally convinced that 
where there is a justifiable claim for infringement of what is conscientiously con- 
sidered to be a valid patent, the patent owner frequently has no alternative but 
suit with an adamant and unreasonable infringer. 


STATEMENT OF Cyrit SoAns, PATENT ATTORNEY, CHICAGO, ILL. 


Having been engaged in the practice of patent law for 40 years, during which 
time I have been engaged in soliciting and litigating patents on behalf of large 
and small corporations and individuals, including myself, my experience involv- 
ing all phases of the patent system has been fairly complete. I have handled 
my quota of gadget inventions made by the little fellow, in addition to my 
proportion of those inventions which the Supreme Court classes as the inven- 
tions of scientists. 

Prior to my engaging in the practice of patent law, I did not have the 
good fortune to have any preparatory training as a member of the Patent 
Office examining corps. I have always been on the other side of the contro- 
versy working for the inventor and trying to persuade the Patent Office of 
the justice of my client’s cause. I have had my percentage of failures in these 
efforts, but in my 40 years of practice before the various Patent Office divisions 
and tribunals, I have become convinced that as a body the Patent Office personnel 
is composed of men (and women) of the highest integrity and having an 
intelligence and spirit of cooperation which, I believe, it would be difficult to 
find equaled in any other Government department. 

What is sorely needed is a reduction in the time necessarily consumed in the 
processing of patent applications. However, the average of 3 or 4 years now 
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required before the applicant knows whether he can get a patent and what 
kind of a patent it will be, cannot be reduced unless the Patent Office is supplied 
with additional manpower and additional facilities which are so greatly needed. 
Obviously, what the Patent Office will need is greater appropriations. On 
this point, I entertain the somewhat unpopular idea that a substantial share of 
these additional funds should be provided by the owners of the inventions. I 
do not believe in large subsidies for private enterprise. 

As a Member of the United States Senate, you are, no doubt, very much 
interested in finding out whether there is anything which Congress can do in 
the way of legislation which would stimulate or improve our patent system so 
that the American public, your constituents, would benefit. On this point, 
aside frum the matter of appropriations for the use of the Patent Office, I don’t 
believe that Congress needs to worry about the patent system so far as basic 
principles are concerned. I am well satisfied with the record of Congress in 
the past 40 years during which it has successfully resisted the assaults of 
crusaders having little knowledge or experience in the field of patents, and whose 
efforts, if successful, would not reform the patent system but would destroy it. 

I am satisfied that Congress will not depart from its traditional belief in 
the value of our patent system as an inspiration and incentive to our inventors 
in their efforts “to promote the progress of science and useful arts.” 

I think that this is not the time to propose reforms in the patent system. 
The patent statutes have been codified by the act of January 1, 1953, as a 
result of long labor upon the part of the Patent Office executives, the Depart- 
ment of Justice, and patent lawyers, assisted by many others interested in the 
patent system. This new statute contains some new provisions and new 
language which are believed to be beneficial to the patent system and to the 
ultimate benefit of the public. 

There has not been time to obtain the views of the Supreme Court on any of 
these revisions of the patent statutes, and until we do have a little more 
experience on the workings of the new statute, I think it would be wholly 
premature and ill-advised to propose new legislation—radical or otherwise. 


STATEMENT OF EMMET G. STACK, PATENT ATTORNEY, PORTLAND, OREG. 


If your committee will peruse the Official Gazettes of the Patent Office you 
will note that conditions in the Patent Office have not improved over the years, 
but have gradually grown worse until today most of the divisions are around 18 
months behind in their work. In other words, if I answer an examiner’s com- 
munication today a new President will be in office quite a few months before I 
get an answer to my letter. 

This delay is dynamite to the small inventor, but plays right into the hands 
of the large corporation who, before they file an application, make an exhaustive 
search and know exactly what they can expect in the way of an allowance 
before they file their application. Having that information they can afford 
to take a chance and get their invention on the market under “patents applied 
for.” By taking advantage of every delay allowed them by the Patent Office 
they are in position to extend their monopoly many years beyond the usual 17. 

The small inventor cannot afford to make such a search. It is very seldom that 
he can sell his invention before he has his patent. The small inventor must pay 
all the costs of getting his patent. He has to do his own research and develop- 
ment. He has to do his own selling. The above costs all come out of his own 
pocket. The large corporation can charge all costs to expense of doing business. 

At the end of 17 years the public may take over the invention without having 
spent a dollar or having lost a wink of sleep. 

Since the public shares the fruits of the invention they should continue to 
share in the cost of obtaining the limited monopoly (7?) of the patent at least 
to the present extent. 

A raise in fees would not make any difference to a corporation, but a raise in 
fees would slow the initiative of the independent inventor. 

The Congress has been too niggardly with the Patent Office in the past and their 
action in not raising fees this past year is much appreciated. 

Ideas the the basis of our country’s greatness. Their cultivation should be 
encouraged and not discouraged. One of the surest ways of discouraging an 
inventor is to drag out the prosecution of this application for years. This drag- 
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out is principally due to lack of personnel in the Patent Office. However, there 
are too many would-be inventors among the examiners. Cutting down the time 
allowed for an attorney to answer from 6 months to 30 days would help the 
inventor a great deal. 

We need an adequate and competent personnel in the Patent Office. 


Think what it would mean if your letters were not delivered by the Post 
Office for 18 months. 





STATEMENT OF A. G. THOMAS, INVENTOR, CHATTANOOGA, TENN. 


Bam glad to see that you are thinking of the individual inventor. History 
shows that most basically important inventions came from independent in- 
ventors and not from large, well-organized laboratories and companies. Regi- 
nald Fessenden said that all important inventions originated with independent 
inventors. Many of these inventions were conceived by people whose work 
was not related to the invention made. Large organizations are often better 
equipped for perfecting inventions but not for originating them. 

I have been recording my inventions in notebooks since 1917. I have prob- 
ably several thousands inventions now recorded and continue to add to them. 
Some of these have been of broad importance and some are small gadgets and 
other devices. For instance, while in high school, I originated the inert gas 
lamp long before General Electric Co. announced. 

There should be some way by which inventors can officially record their 
ideas without fear of piracy by others. Unfortunately the patent practices 
of many of our large companies are without conscience. I was in Wright 
Field, near Dayton, Ohio, some years ago and a colonel advised me not to let 
a certain large electrical company see what I had. He stated that at least 
50 people had said in his office that they would throw away what they had 
before they would let this company see it. That is a bad situation and is not 
conducive to bringing forth ideas from inventors for the use of the public. As 
an illustration, I have recently filed a patent application relating to an elec- 
tronic calculator for office and general use, for multiplication, division, addition, 
and subtraction. This machine should be much faster than present office ma- 
chines and can probably be sold cheaper, besides being silent. I think it has 
broad possible application. Frankly, I would not dare show the patent papers 
to many companies until the patent is nearly ready to issue for fear of their 
filing all sorts of improvement patents and even causing interference. A large 
number of companies today will give an inventor no consideration unless he 
signs papers relieving them of much responsibility which should be theirs. 
This applies particularly to a confidential relationship. 

In this letter I am referring to my own experience, but I believe that the 
same situation will apply to many other inventors. I have many inventions 
in a variety of fields and I believe that at least some of these innovations would 
be of definite benefit to industry and to the public. As it is, though, I cannot 
afford to divulge them without patents and I have so many that it is not 
possible for me to find either the time or money to patent them. Some way 
should be found by which such inventions can be used. 

I would suggest the following procedures, some of which might be adopted 
for improving Patent Office practice and the patent system generally: 

1. Train a special staff of examiners capable of working in several divisions 
and let them be temporarily assigned to divisions which are overloaded with 
work, so that all divisions of the Patent Office will be kept up to date or 
nearly so. 

2. Organize a staff of experts to read magazines and books, foreign and 
domestic, and let them summarize recent discoveries and inventions and cir- 
culate the information among the examiners for ready use in their work. 

3. Develop an electronic indexing or classifying system which will make 
quickly available lists of patents or publications relating to an invention, also 
condensed information. 

4. Require all patents to carry a summary outlining the salient points and 
particularly the novel features. This should be more clear and more easily 
determined than at present. 

5. Hstablish in the Patent Office a register of ideas and inventions and charge 
inventors a very small fee for registration. These ideas can then be published 
but the act of publication should give the originator protection against anyone 
else patenting the idea. The inventor can then be allowed 1 or 2 years in which 
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to apply for a patent, or longer, or as an alternative the Government can patent 
the invention for him, retaining a certain interest; provided that private industry 
or a private sponsor does not in the meantime express a desire to finance the 
patenting of the invention under a suitable arrangement with the inventor. 
This would bring forth inventions for the benefit of the public and at the same 
time would give the inventor a measure of protection. 

6. A special board of patent and technical exports should be attached to the 
Patent Office, or perhaps separate from it. This board should be chosen of 
men of high integrity and whose opinions would be respected. Then, when 
patent litigation impends, the participants should have the privilege, for a small 
fee, for submitting the facts to this board. If the decisions of the board are 
found to be reliable many costly patent suits could be avoided in this way. The 
decision of the board need not be binding but it would carry much weight, 
particularly if it were a Government-sponsored organization. 

7. The Patent Office could open a new department of records in which in- 
ventors, and corporations if they wish, can file copies of correspondence, and 
other data relating to efforts to interest others in the commercialization of 
inventions. These records would then have official status and would be valuable 
in misunderstandings and in preventing misunderstandings. A branch of this 
department could also act as a clearinghouse for inventions, helping to bring 
manufacturer and invertor together, in an official and ethical atmosphere. 
There are numerous private organizations purporting to do this but I believe you 
will find a large majority are ineffective and even fraudulent. 

8. One of the worst features of our patent system is that corporations can 
make protection of a patent So expensive and so long drawn out that an inventor 
has little chance in many cases. I suggest that the Patent Office, if the inventor 
wishes, sell patent insurance and guarantee the patentee certain sums for prose- 
cuting patent infringement cases or for otherwise protecting his rights. These 
guaranties can vary with the amount of the premium. 

It is of vital importance to keep an incentive to encourage inventors to spend 
the necessary effort and time in order to bring an invention to fruition. There 
would be few inventions without the hope of monetary reward. In that con- 
nection I think it was a very wise course on the part of Congress to pass legisla- 
tion putting income from patents under the capital gains tax, which I understand 
is the case. 

Another important move of Congress was in clarifying and in effect nullifying 
a decision of a Supreme Court Justice that all inventions had to be as a result 
of a “flash of genius.” That brings us back to Edison’s statement that genius is 
is 1 percent inspiration and 99 percent perspiration. While on the subject of 
the Court, I suggest: 

9. Let a small permanent committee of Congress be set up to watch Supreme 
Court decisions relating to patents and inventions. This commitee should 
continue active year after year even though the personnel may change. Then, 
if a decision of the Supreme Court should appear to the committee to be unfair, 
impractical, or otherwise faulty, Congress.can look into the subject and pass 
remedial legislation if necessary, before serious damage is done. Otherwise, 
a faulty decision may cause a great deal of harm over a period of years before 
any corrective action is taken. I think that this would be particularly advisable 
since the Court has shown a tendency to legislate rather than to interpret. A 
majority of patents which have been brought before the Supreme Court during a 
period of many years have been invalidated. This indicates either a very 
defective patent system or very defective Court decisions. A case in point 
concerns “single means” claims. A patent attorney recently informed me that 
the Court sometime ago declared claims with only one means difference from 
prior art to be invalid. This interpretation will make unpatentable many 
inventions which were previously considered to be patentable. The decision 
should be investigated. On superficial examination it sound like a narrow, and 
unwarranted decision greatly limiting the rights of inventors. 

There is a peculiar provision of patent law that the holder of an assigned 
interest of even 1 percent of a patent has full right to make royalty deals or 
other business transactions without obligation to pay anything to another holder 
having 99 percent interest in the patent, and vice versa, unless some further 
agreement is made. I don’t know why such an unusual state of affairs should 
be but it may be worth investigating. 

In connection with my remarks regarding corporate practices, I do not wish to 
adopt the attitude of being anticorporation because I am not. I believe that 
it is highly important to leave as much free enterprise as possible as long as it 
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is conducted on an ethical basis. Experience has shown however that industrial 
organizations can be quite ruthless at times and even tyrannical if given free 
rein. Newspaper accounts quoted Mr. Conway Coe, former Commissioner of 
Patents, as using the term “‘conscienceless corporations.” 

I have no desire to be merely critical. I have seen examples, though, of bad 
corporate practices which should be stopped. For instance, during World War 
II, when I was engaged in patent work in connection with the proximity fuse 
development, I received a letter from a responsible attorney of a very large com- 
pany in which he virtually admitted that they freely filed interfering patent 
applications on inventions of outsiders which were brought to their attention. 
This was a rather amazing confession. I have seen other cases in which cor- 
porations caused patent applications to be filed, relating to ideas submitted to 
them for consideration. 

Small companies are also not without blame in some of their patent practices. 
Some merchandising organizations pay little attention to patents and dis- 
tribute a product over the country quickly, reap a quick profit, and go on to 
something else before they are caught. Some of them, even if caught, more or 
less vanish and open up somewhere else. 

I have seen articles by representatives of big companies claiming they have 
never heard of any company stealing a patent. I was recently told the same thing 
by a patent attorney representing a large company. In view of the records of 
damage suits and awards I do not see how anyone could make such statements 
honestly. 

Most corporations today require that an inventor sign forms which they have, 
denying the inventor any claims to a confidential relationship if he submits dis- 
closures for consideration by the corporation. Some of these forms are so in- 
clusive that they, in effect, leave the corporation free to do pretty much as it 
pleases. In some cases they seem so one-sided that they have no resemblance to 
fair play. Others are somewhat less strict but still give the corporation marked 
advantages. Thus, if the inventor signs he has little chance should the corpora- 
tion wish to take advantage of him and if he doesn’t sign his invention will not 
be considered. I signed several of these corporation documents several years ago 
and later decided that I would not do so again. At the present time my 
market for patents is greatly restricted on that account but I would still rather be 
limited in that way than to sign away any rights I may have in an invention. In 
fairness I should say that there are two sides to the question: the corporations 
claiming that they are sometimes already working on ideas submitted to them 
and this is probably true at times. All of this would further indicate the desir- 
ability of some suitable method by which ideas can be freely divulged without 
fear of piracy. 

Some corporations have adopted the policy that they will not pay royalties 
nor will they buy patents unless they are sold for a song. An illustration of 
this is disclosed in Upton Sinclair’s book about William Fox. In this book he 
states that a high official of one of our large companies stated that if he didn’t 
have engineers who could get around patents then he would get new engineers. 
I have been told by a vice president of a large company, “We do not pay roy- 
alties.” This same company threatened court action in order to get some patents 
which they clearly had no right to under our agreement. I found that they 
would sue in the name of a subsidiary corporation without a dollar in the bank. 
If I had won a million-dollar award I could not have collected 1 cent but, should 
a court decision have been in their favor I would have been fully responsible. 
Under such a one-sided form of justice there was nothing left to do but to settle 
the case out of court. I had what seemed to be incontrovertible proof of my case, 
in writing, but winning under such circumstances would have been a hollow 
victory. In order to avoid situations of this kind, parent corporations should be 
held responsible for actions of their affiliates or subsidiaries. 

Amplifying certain paragraphs, suggestion 3 concerns an electronic classify- 
ing system for patents. It would seem possible to design an electronic scanning 
system which would quickly indicate patents related to an invention so that 
examiners can more readily find pertinent patents or literature. Since electronic 
scanning via tape, magnetic drum, a card system, or otherwise, can be very fast; 
the patents can be separated into many more classes and subclasses and more 
accurate as well as faster searching can be made. If this is combined with short 
summaries attached to or printed on each patent copy (suggestion 4), then the 
time required for making searches can be greatly reduced. The system would 
be somewhat akin to that used for quickly locating a fingerprint in files con- 
taining millions of prints. Much work is being done today in developing data- 
handling systems. 
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I believe that suggestion 5 could have a revolutionary and beneficia! effect 
upon our patent system and methods of disclosing and protecting inventions. 
If the Patent Office were to set up a register of ideas and inventions which regis- 
ter would be available to the general public, it would serve the double purpose of 
establishing priority and also to bring inventions immediately to the attention 
of those who might want to exploit them for the benefit of the public. As it is 
now many worthwhile inventions or discoveries are never brought to the Patent 
Office and if they are it is usually several years before the patents issue. In 
order to make this system effective it would probably be better to let the date 
of filing in the register determine priority rather than the date of conception. 
This would carry a further inducement for inventors to disclose their ideas 
promptly. This method of determining priority would also eliminate much con- 
tention in regard to dates of conception. Inventions published in the register 
should be classified so that interested parties could quickly examine Cisclosures 
in selected fields. The published register need not carry descriptions as com- 
plete as the records in the Patent Office but should have summaries of the impor- 
tant features. Readers or subscribers can then order complete copies of any 
disclosures which may be of interest to them. 

Publication of an invention or discovery in the register should give the in- 
ventor a definite filing date, which can be the date of receipt by the Patent Office. 
Examiners should then inspect the register as a reference in considering novelty 
of new patent applications. There should be a period of, say, 2 years during 
which a contributor to the register may attempt to interest others in his dis- 
closure. If successful, the purchaser will probably wish to finance the patenting 
of the invention. In many cases readers of the register will approach the in- 
ventors. The question of whether to make an exclusive or nonexclusive royalty 
or other arrangement should probably be left to the judgment of the inventor as 
it is now in our patent system. The inventor should have the right at any time 
during the 2-year period to file a patent application relating to his invention. 
Since the register would be set up largely to disclose worthwhile inventions of 
those unable or unwilling to pay the costs of patenting, it would be better if no 
charges are attached to filing in the register. Further, in case the inventor or a 
sponsor does not pay for filing a patent application during the 2-year period, I sug- 
gest that the United States Government, through a special Patent Office fund or 
otherwise, finance the patenting of the invention. This would be desirable from 
an economic standpoint even if there were no direct monetary return to the Gov- 
ernment. I believe, however, that it would be preferable to make the project 
self-supporting by having the Government participate in profits from such patents. 
One way of doing this would be to have the inventor pay into this fund a per- 
centage of any profits accruing to him as a result of sale or license of a patent 
financed by the Patent Office fund. Under an arrangement of this kind the in- 
ventor could afford to pay the fund 25 percent or even up to 50 percent of his 
net return from such a patent. This money received by the Patent Office would 
of course be partly expended in employing more examiners and special examiners 
and experts for work in connection with the register, as well as in costs of com- 
piling, printing, and distributing the register. 

It may be necessary, in the beginning at least, to restrict the types of inven- 
tions published in the register to those in the most important fields. If restrict- 
ive measures are necessary while the organization is being carried through its 
formative stages great care should be exercised in order to avoid rejection of in- 
ventions which may have future importance even theough they do not present 
that aspect at first. I saw some of the first silicone material when it was merely 
“bouncing putty” and I am informed that a prominent rubber company wrote the 
inventor of air-foam rubber that they could see no possible use for that material. 
It is now used in hundreds of millions of pounds. The history of invention is 
filled with similar cases in which the merit of an invention was not apparent for 
a number of years. 

Many details would of course have to be worked out. For instance, should 
the Patent Office make a quick preliminary search on all submissions for the 
register and weed out those obviously having no novelty or should searches for 
novelty be left to those individuals or companies which may be interested? When 
a patent application is filed the search would follow the usual procedure. The 
adoption of the proposed register would, I believe, actually increase the business 
of patent attorneys since purchasers of some of the inventions disclosed in the 
register would want searches made and patent applications filed. It may be 
that the Patent Office would want to place some of the office-financed patents with 
private attorneys in much the same way that the Government makes contracts 
with private organizations for research work and other services. 
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It would be desirable to devote a portion of the register to ideas and theories 
which ordinarily would not be considered patentable. Under this classification 
would come ideas for basic research projects, short explanations of phenomena 
of science, and suggestions for scientific experiments as well as results of experi- 
ments made. This section of the register would have to be edited with care in 
order that it would not become too bulky. It would, however, serve a very useful 
purpose in providing a means of disclosing scientific explanations, theories, or 
suggestions upon which important later work may be based. 

An important proposal is briefly described in suggestion 8. If insurance is 
sold by the Patent Office, guaranteeing the inventor an adequate sum for defend- 
ing his rights in case he is sued, or finds it necessary to sue others, he would be 
on much more of an equal footing with respect to opponents having sufficient 
financial means than he is at present. It has often been stated that a patent isa 
license to sue. If the individual inventor is protected by the type of insurance 
mentioned his rights would be much more respected by powerful organizations or 
individuals. This insurance might tend to reduce the number of suits and it 
would certainly reduce the frequency of abuses of the inventor’s rights by 
financially powerful corporations. Such abuses have been frequent in the past, 
even though it has been possible to sell patents to some other corporations. The 
costs of this insurance can be raised by adding a small fee to the cost of each 
patent, or larger amounts could be charged to those seeking insurance. The first 
method is perhaps better since all individual patentees will benefit from the pro- 
tective atmosphere created by the insurance. As an alternative to the insurance 
the Government could protect its patentees against infringers or unwarranted 
abuses. The board of advisers as described in suggestion No. 6 of my previous 
letter could be of great help in assisting inventors in protecting their rights and 
also in preventing unnecessary or unwarranted suits. 

Reverting to the subject of the present policy of most companies in demanding 
that outsiders who submit suggestions or inventions to them shall sign papers 
often freeing them from any obligation, I believe it would be desirable to study 
these company forms and policies in order to ascertain whether or not they are 
legal. Many of them at least seem one sided. If most inventors feel about these 
releases as I do the submission of new ideas or inventions before issuance of 
patents will certainly be materially slowed. 


STATEMENT OF C. H. C. VAN PELT, INDUSTRIAL ECONOMIST AND MANAGEMENT 
CONSULTANT, CINCINNATI, OHIO 


After carefully reconsidering the patent situation, I am of the opinion that the 
greatest service the Congress could do for individual inventors is to shift the legal 
burden of proof in the event of infringement from the patent owner to the 
infringer. 

At the present time the inventor receives a document from the Patent Office 
granting him the exclusive right to make, use, and sell his invention for a period 
of 17 years. This is issued only after the Patent Office has carefully searched the 
patent records and believes that the inventor is the only person who has the 
legal right to make, use, or sell products covered by the particular patent claims. 
Actually, the patent merely gives the inventor the right to go to a Federal court or 
to appeal courts to prove: 

(a) That the work of the Patent Office was correct. 

(b) That the infringer’s product does infringe the patent claims. 

(c) That the infringer has no right to manufacture or sell the particular 
product. 

The cost of litigation is greatly beyond the financial means of an overwhelming 
majority of the individual inventors. The least that should be done is to legally 
shift the burden of proof so that whenever anyone manufactures or sells a product 
that is claimed to be an infringement, the infringer would have to prove to some 
quasi-judicial body in the Patent Office, or to the Federal Trade Commission, that 
his products do not infringe the issued patent. 

Following this, the said quasi-judicial body would issue a cease-and-desist order 
against the infringer with the power of injunction proceedings in the United 
States court of appeals in the event the cease and desist order is ignored. 

I see little difference in effect between the injuries caused by the unfair prac- 
tices used by patent infringers and the injuries caused by other recognized unfair 
trade practices of the business world. 
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The important difference is that patent infringements hurt greatly the eco- 
nomically weak. It is quite possible that this should logically become the province 
of the Federal Trade Commission. The Commission now has the proper under- 
standing of business and the kind of procedure needed to protect the rights of 
inventors. Such technical assistance as the Commission might need could be made 
available to them by the Patent Office or by a reference to a technical master for 
a ruling. 

A comparatively small amount of assistnace to present and potential inventors 
could maintain the principal source of our industrial progress. If the Govern- 
ment issues a patent it should be willing and able to support its patent, or if 
the patent issued in error, refund the inventor’s application cost to him. 





STATEMENT OF JAMES WATSON, INVENTOR, WHITTIER, CALIF. 
DELAYS IN PROCESSING UNITED STATES PATENT APPLICATIONS 


As an American inventor, working alone with the financial support of one 
friend, I would like to offer the following facts and opinions for the considera- 
tion of your committee. 

Since December 1952 we have filed seven United States patent applications, all 
of which are still pending. Our investment in developing these inventions is 
very large for us. So far the Patent Office has acted on the first three applica- 
tions only. Our amendments, in response to Patent Office actions, have been 
filed in 4 months or less after such action. The Patent Office has delayed as 
much as 16 months in acting on our amendments. 

Our first application, dealing with a small commercial switch, contained 23 
claims, all of which were rejected 7 months after filing, in the first Office action. 
Three months later we filed our first amendment which attempted to clarify our 
already comprehensive disclosure, since it was obvious from the rejection that 
the examiner had not understood the ideas presented. Sixteen months after this, 
the second Office action granted 10 of the same claims that had been rejected in 
the first action. Thus far, we have had no response to our second amendment 
of 8 months ago. 

Our second application, also on a small switch, received the same blanket 
rejection, 5 months after filing, which again was not merited by any references 
cited in the rejection. Two months later, we again sought to bring to the 
examiner’s attention the obvious differences between our design and the ref- 
erences cited. This was 183 months ago, and so far we have had no reply from 
the Patent Office. 

The third application, disclosing gyroscope designs suitable for guided-missile 
control, was dealt with much more realistically in the first Office action, 9 months 
after filing. Thirteen of the 20 claims were found allowable and the references 
cited against most of the others, showed definite confliction. This kind of action 
we could understand and appreciate. 

In order to clear the application of two claims left in dispute, these were 
deleted, and separate applications filed for them. This left the original clear 
and ready for issue, we thought, when we filed the amended version 2 months 
later. However, this was 9 months ago, and there has been no further com- 
munication from the Patent Office. 

The fourth and fifth applications are now over 7 months old, with no action by 
the Patent Office. 

The work of designing, building prototypes, and testing that preceded the 
filing of each of these applications, was done by the writer, who has some 30 
years’ experience in industrial and military construction, engineering, consult- 
ing, and invention, and is a registered professional engineer in this State. 

Financial support of this work and sales of designs, if patents ever issue, is 
handled by Joe Davidson, of Lynwood, Calif., who has 35 years of manufacturing 
and sales experience. 

The first application was prepared by George H. Baldwin, of Jacksonville, 
Fla. Mr. Baldwin is a registered patent lawyer, a member of the bar of the 
Supreme Court of the United States, of the District of Columbia, of the State of 
New York, and of the State of Florida. Mr. Baldwin has had over 16 years of 
patent experience with General Electric Co., of Schenectady, the United States 
Navy in Washington, D. C., and in private practice. In addition he is a graduate 
electrical engineer. 

The other applications were prepared by Warren T. Jessup, patent lawyer 
of Los Angeles. A partial listing of his qualifications and background, as they 
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appear in Who’s Who are: member of the bar of the District of Columbia, of 
the State of California, and the United States Supreme Court, United States 
Court of Customs and Patent Appeals; engineer and patent department, General 
Electric Co.; member of the Patent Division, United States Navy. Mr. Jessup is 
a graduate electrical engineer; instructor of patent law, University of Cali- 
fornia Extension and the University of Southern California Graduate Law 
School. His private practice has been here on the west coast, and he has had 
over 17 years’ experience in patent work. 

Each design was preceded by a thorough patent search and the design was then 
laid down so as not to conflict with the prior art as revealed by these searches 
and technical publications. Next, prototypes were constructed and tested and 
modifications made as required to improve performance. If the design was then 
considered of sufficient worth, an application for a patent was filed. 

Some of the noteworthy results of our development program are: 

A lamp switch that has several advantages over any other switch of this 
type yet produced, and has a very large potenital market. 

A gyrocontrol system that is much simpler to manufacture and maintain 
than any now in use of which we know. This system has fewer parts, re- 
quires less current, will operate faster and much more surely, and requires 
less external wiring and control equipment than those now used by com- 
mercial or military craft. 

A miniature electric switch that is much more versatile than any now in 
use. No auxiliary equipment is required to operate from any type of actuat- 
ing motion. The number of units that can be gang operated in a given space 
is much greater than with any competitive device. Mechanical life is sev- 
eral times greater than that of similar switches, running well over 100 million 
cycles without failure. Electrical tests, which are still in progress, indicate 
contact life will also be unusual. 

A solenoid that will operate normally under acceleration forces of several 
hundred g’s and cannot be falsely operated by such forces under any condi- 
tions. Such a simple, compact, maintenance-free unit can replace many 
motor-gear combinations that are heavier, more expensive, and that are sub- 
ject to brush, commutator, armature, and gear failures. 

While the gyro, switch, and solenoid will find many commercial applications, 
they should be of particular interest to some members of the Armed Forces. We 
refer to the ones who are concerned with improvement of their equipment through 
the use of improved components to replace units that have always been known as 
weak spots in every installation. 

It is obvious that we cannot continue to invest at the present rate in a develop- 
ment program with income dependent on patents that can be withheld indefinitely, 
regardless of the efforts we put forth. Although many productss that can be made 
and sold with existing facilities are marketed without patent protection, this is 
not true of the above-mentioned designs. Attempts to interest manufacturers in 
these designs prior to patent issuance have proven to be a waste of time. They 
insist on patent protection before they make the heavy investments required to 
manufacture and market such new products, regardless of how attractive the 
design may be. 

From the foregoing facts you may evaluate the following opinions: 

The four men involved in the selection and development of these inventions 
and in the preparation and prosecution of the patent applications are all mature 
individuals, each well experienced in his particular field of endeavor. 

The subjects of these applications are not “gadgets” or hair-brained theories, 
but very real, practical improvements in their respective fields. They are the 
results of long experience, much thought, and endless testing. 

The reduction to practice, the comprehensive presentation, and prompt prose- 
eution required by the patent laws have all been faithfully carried out by us. 

On the other hand, the rejection of claims without cause by the Patent Office 
seems to be a rather impractical way to operate an agency that controls all of the 
practical developments of our country. 

The long delays in acting on amendments are not only expensive but unethical. 
In accepting the original disclosure from the citizen the Government has entered 
into a precontractual agreement which places upon it a continuing obligation that 
is not fulfilled until the patent is issued, or the application is rejected for real, 
not imagined, reasons. The time required for these Office actions can be as im- 
portant to the inventor as the actions themselves. Should the Patent Office 
dawdle over these matters until insolvency or senility overtake the applicant, it 
can make little difference to him what their belated decision is. 
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The great volume of work has been cited as the reason for delays in the Patent 
Office. May I suggest that if they would give a prompt, factual response to the 
initial application, they would eliminate the majority of amendments and thereby 
greatly reduce their workload? I do not subscribe to the idea that a “yes” pre- 
ceded by several “noes” is more profound than the correct answer given the first 
time. I can only agree that such a routine is more time-consuming and expensive. 

The losses to our country resulting from these dilatory tactics are many. Some 
inventors with limited capital never recover from their first attempt to obtain 
a patent. Their thoughts are forever lost to the country. The operations of the 
more tenacious ones are limited because of the delay in obtaining patents, and 
from them operating capital. This results in a great reduction in the total num- 
ber of new ideas that flow into the public domain during the productive years of 
an inventive mind. 

Another loss is the several years that new ideas lie in the Patent Office await- 
ing issue. During this time they are not available to industry and the Armed 
Forces. The sparking of other minds that always follows the publication of new 
ideas is also delayed. 

If this plug in the mental pipeline of the country can be removed, it will result 
in a rejuvenation of American progress that is sorely needed if we are to main- 
tain our position in the world. 





STATEMENT OF WILLIAM R. WOODWARD, PATENT ATTORNEY, MILLINGTON, N. J. 


I am a member of the New York Patent Law Association and its committee 
on public relations and also of the American Bar Association, in connection with 
which I serve on the patent law revision committee of the section of the asso- 
ciation concerned with patents. I am also a part-time member of the gradu- 
ate studies faculty of the New York University Law School. It is on account 
of my interest in the work of these committees and in the study of patent law 
that I submit this statement. 

These remarks are directed to two specific proposals described to the com- 
mittee at the October 10-12 hearings: (1) the Commissioner’s 8-year plan 
for building up the examining staff of the Patent Office and reducing its back- 
log of cases awaiting action, and (2) a suggestion for legislation to remove 
the disability of licensees to challenge the validity of licensed patents for the 
purpose of encouraging adjudication of the validity of licensed patents in liti- 
gation. These are the items on which I wish to comment, the first because of its 
general importance and my current activity on a New York Patent Law Asso- 
ciation committee which is seeking to assist the Commissioner to build up the 
staff of the Patent Office, and the second because I was specifically asked to 
make some further comment. 


1. PROMPT ATTENTION TO PATENT APPLICATIONS 


The entire design of the United States patent system is based on the princi- 
ple that patent applications should be thoroughly screened by a corps of expert 
examiners sufficient in number and resources to provide prompt action on all 
applications and amendments thereto. Delay in action on patent applica- 
tions produces manifold evils: (a@) it is discouraging to some inventors and 
their assignees (but in view of Mr. Bennett’s testimony this is perhaps the least 
of the evils produced by Patent Office delays); (b) it creates hazards to a 
manufacturer of new or improved products, because he gets no prior notice of 
the pendency of a patent application which issues after the manufacturer is all 
tooled up and in production, putting the manufacturer in a disadvantageous ne- 
gotiating position if the patent has even a colorable applicability to his product ;? 
(c) by postponing the dates on which patents are granted it postpones the 
dates when patents expire, when the inventions of the patents are dedicated to 
the public, and (d) the mounting backlog of cases inevitably puts pressure on 


1If the patent clearly and validly applies to the product and the owner is unwilling to 
license, the manufacturer has no negotiating position at all; he must simply stop making, 
using, and selling that patented product. Our law has no provision like sec. 56 of the 
Canadian Patent Act which protects a manufacturer with regard to operations begun prior 
to the issuance of a patent and does so unduly in the opinion of most American attorneys. 
For a few years I attempted to have the American Bar Association approve a modified 
version of this Canadian provision, limited to the situation where the patent applicant 
knew of the manufacturer’s activity and made no objection prior to issuance of the patent. 
I have been so impressed with the reasoning of the opposition to this proposal that I now 
believe it is preferable to attack this problem by hastening the issuance of patents rather 
than by legislating immunities that might be too broadly interpreted in the courts. 
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the Patent Office to dispose of cases with a skimped study of the claims and of 
the prior art, resulting in the issuance of an undue proportion of invalid patents. 

Some of the foregoing effects of Patent Office delays, particularly (b), (c), and 
(d), may tend to prejudice courts against the enforcement of patents. Conse- 
quently, correction of the causes of delays, by enabling the Patent Office to be 
more careful and thorough, may indirectly improve the judicial attitude toward 
the patent system, in addition to direct improvement of the administrative part 
of the system. This remedy can be easily planned, although it will take 5 to 8 
years to reduce the Patent Office backlog to normal. It would be wise to go 
slowly with any proposals to modify the patent system until it can be ascertained 
how far the present difficulties can be abated by the ability of the Patent Office 
to do a faster and a better job. 

In order that the problem of delay in the issuance of patents may be thoroughly 
tackled the following suggestions are made: 

(i) The possibility should be considered of reducing the Patent Office back- 
log to normal? in 5 or 6 years instead of 8 years. This would require still 
higher appropriations and more rapid expansion of the staff. Under present 
conditions such staff expansion would be very difficult, but if the salary scales 
are promptly improved along the lines proposed by Commissioner Watson, 
perhaps progress could be made more rapidly than his 8-year plan provides. 
(ii) As soon as the Patent Office can act more promptly on applications, the 
applicant’s time for response to Patent Office actions, now usually 6 months, 
should be reduced to 4 months (a figure already suggested by Mr. Mayers). 

(iii) Since many of the longest delays in the issuance of a patent result 
from interference proceedings, which are instituted to determine priority 
among rival applicants for substantially the same claims, the public should 
be given notice of the pendency of patent applications thus delayed, by the 
publication of the “counts” of the interference (which define the subject 
matter of the contest). These could be published at the close of the “motion 
period,” if earlier publication should be found undesirable. 


2. ADJUDICATION OF PATENTS 


It has been proposed before this committee that adjudication of patents should 
be encouraged by permitting licensees as well as infringers to challenge the valid- 
ity of a patent. It should be observed that the estoppel by which a licensee is 
presently prevented from denying validity without giving up his license is appar- 
ently a matter of State law of contracts. Although it is a question of a legally 
implied consequency of a contract relation, it would appear to be subject to 
negation by express contract provision. And doubtless Congress could, as an 
elaboration of the patent laws, provide that no person shall be prevented by 
estoppel or contract from showing that a patent for which he is licensed or a 
patent which has been assigned by or to him is in fact invalid. 

Upon consideration I find no real objection to this proposal. I do not believe 
its effect would be great, however, because (1) substantial consideration is 
not often paid for patents of dubious merit, and (2) the estoppel is quite limited 
under the present law and does not prevent the showing of the prior art in 
order to limit the scope of the patent.* 

Legislation directed against estoppels and contracts which preclude contest 
of patent validity could be harmful, however, if drawn too broadly. The risk 
of harmful effects can be avoided by taking care to confine such legislation to 
the negation of the estoppel and the prohibition of contract commitments not 
to contest validity. The effect of a challenge on the question of validity in any 
particular set of circumstances should be left to determination by reference 
to the applicable law of contracts. In that event, there is no reason why the 
proposed measure should discourage the taking out of patents and the develop- 
ment of patented inventions, whereas legislation on a broader basis would run 
a substantial risk of impairing the value of all patents by unsettling accepted 
principles of contract law so far as they apply to patents. 


2 Commissioner Watson’s 8-year plan assumes a backlog of 100,000 applications pending 
to be normal and desirable for efficient distribution of the workload. About half of the 
backlog would be awaiting action by the office and half awaiting action by the applicant. 

Cf. Sola Electric Co. v. Jefferson Electric Co. (317 U. S. 173 (1942)). So likewise 
the extent to which the licensee may challenge the patent by first piving up or repo rating 
= license. Elgin National Watch Co. vy. Bulova Watch Co. (96 U. S. P. Q. 17 

a Div. 1953)); Automatic Radio Mfg. Co. v. Hazeltine Research (176 F. 2d 799 (ist 
Cir. 1949), aff'd 329 U. S. 827 (1950) ). 

4 Westinghouse Elec. € Mfg. Co. v. Formica Insulation Co. (266 U. S. 342 (1924)). It 
is also permitted to defeat the estoppel by reliance upon expired patents directed to the 
subject matter in dispute. Scott Paper Co. v. Marcalus Mfg. Co. (326 U. S. 249 (1945)) ; 
Hall Laboratories vy. National Aluminate Corp. (106 U. S. P. Q. 39 (3d Cir. 1955)). 
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I was asked by the subcommittee chairman to comment also on the problem 
of the strong patent in weak hands. It seems to me that some of the other 
attorneys who appeared before the subcommittee at the recent hearings could 
write on this subject with much more authority, but as my opinion has been 
asked I am quite willing to offer it for what it may be worth. 

In view of the very complication of technology I frankly do not see how 
a workable patent system can exist without requiring a lot of skilled profes- 
sional work mostly at the expense of owners and users of inventions. If the 
patent in question really is a strong patent, the question of what other resources 
its owner has is not too important. The owner of such a patent, like the owner 
of other valuable property, is in a position to raise money and to hire specialized 
professional services to develop his valuable property and enforce his property 
rights, but as the patent may have a value more speculative than that of more 
common kinds of property, the terms on which funds may be raised would 
naturally differ from, say, a real-estate mortgage. Many small businesses owning 
patents have in fact prospered, and I have noticed that they are frequently 
represented by able patent counsel. 

Consequently, I doubt if there is now need for this subcommittee to concern 
itself with the problem of the strong patent in weak hands. The subcommittee 
should consider that the improvement of the patent system that can be achieved 
by assuring the Patent Office enough resources to catch up with its intended 
function is likely so to increase the general respect for patents that there will 
be even less occasion for future concern over the aforesaid problem. 


STATEMENT OF JAMES WORSHAM, INVENTOR, LONG BEACH, CALIF. 


This calls for a little observation I made the 2 years I served as a recruiting 
representative for the United States Civil Service during World War No. 2. In 
my many contacts with Government agencies to supply them with personnel 
applications, invariably a new agency reached a point where they were seemingly 
able to build a whole department around the most inconsequential, unimportant 
thing imaginable. It literally amazed me and as I would sit listening to their 
requirements and their workloads, I almost came to believe that they were 
endeavoring to accomplish something worthwhile. 

What also amazed me was how quickly an experienced businessman would 
fall into this groove and begin asking himself, “How long has this easy thing 
been going on?” 

So I cannot help but wonder if multitudes in the Patent Department dillydally 
around, shuffling papers about, and not really dispatching them as quickly as 
they actually could? In my warwork I couldn’t help but get the impression that 
the basic idea was to make the job last as long as possible. Perhaps I was 
wrong. I often have been. 

So that is one phase that could be well checked into by some outside business 
firm that will come up with the facts. 

In addition to that maybe something like this can be thought about: As far 
back as 1916 I have been concerned with patents and patent applications. I 
have noticed that a half hour sitting in with my patent attorney could clear up 
obscure points that might have taken weeks and even months of correspondence. 

If it is practical, and not too expensive, perhaps branch offices of the Patent 
Department can be scattered around over the country, keeping in mind that often 
your most valuable inventors do not have funds for long-distance travel and the 
many expenses involved. This would enable them and their patent attorney 
to sit down for a face-to-face confab with the examiner and in a few minutes 
clear up mooted points. Most inventors can easily show in this fashion the 
basic difference between their idea and some conflicting one, that he could never 
clear up in correspondence. 

It will amaze you how easily an “examiner” can be thinking along an entirely 
different line from the inventor and often (usually) dead wrong. 

Expensive, but what of it? It can easily and quickly cost this Nation vast 
sums more through dilatory procedures on things—new ideas—that have in the 
past and can more easily in the future affect this country’s economy for good or ill 
in a big way. 

I am still debating on whether to fiddle around another 4 or 5 years applying 
for patents on the new improvements on my smogless and smokeless incinerator 
idea. And who is going to back financially someone who has only a patent- 
applied-for asset? 
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STATEMENT OF WENDELL B. BARNES, ADMINISTRATOR, SMALL BUSINESS 
ADMINISTRATION, WASHINGTON, D. C. 


I am pleased to submit a report concerning the information requested at the 
hearings conducted by your committee October 10, 11, and 12 on the results ob- 
tained from the publication of a circular by this agency, listing inventions. The 
report is submitted pursuant to my letter of November 28, 1955. 

To date the agency has issued 6 circulars listing a total of 445 inventions avail- 
able for further development and production. The first 4 circulars (March, 
May, September, and October issues) listed 296 inventions. Since the results of 
such listings were submitted to us on a voluntary basis, only 35 owners of in- 
ventions reported that they had received inquiries from 106 small concerns in- 
terested in the published items. 

Commencing with the November issue of the circular the inquiry procedure 
was changed. Small firms and individuals interested in obtaining the name 
and address of the owner of the listed invention must now obtain this informa- 
tion from the Washington Office of Small Business Administration. The Novem- 
ber issue listed the abstracts of 44 privately owned and 25 Government-owned 
inventions. Final distribution was completed on December 16, 1955. As of 
January 20, 1956, 170 inquiries were received from firms and individuals re- 
questing information on the inventions listed. It is interesting to note that one 
or more inquiries were received on each of the privately owned inventions listed. 

The distribution of the December issue of the circular has just been completed. 
It is therefore too early to furnish a summary of the results obtained. 


x 





